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PETER  HOGG  AND  CORNELIUS  H.  DELAMATER, 
PLAINTIFFS  IN  ERROR,  v.  JOHN  B.  EMERSON. 

G  How.  437-486.    Jan.,  1S48. 

[Bk.  12.  L.  ed.  505  ;  2  Robb.  655 ;  1  Whit.  438.] 
Same  case,  11  How.  587. 

Appeal.  Specification  part  of  letters  patent.  Particular  patent 
construed.  Joinder  of  inventions  in  one  patent.  Description  of 
old  parts.     Rules  of  construction,  -  Destroyed  record. 

1.  Act  1836,  §  17,  construed  to  vest  the  Circuit  Court  with  dis- 

cretion to  allow  or  disallow  writs  of  error  in  patent  cases  in- 
volving less  than  $2000  (p.  6?). 

2.  When  a  court  below  deem  it  *'  reasonable"  to  allow  a  writ  of 

error  at  all  under  the  discretion  vested  in  them  by  Act  1830, 
§  17,  it  must  be  on  the  whole  case  (p.  67). 

3.  The  English  law  as  relating  to  the  letters  patent  and  the  speci- 

fication examined  (p.  50). 

4.  The  patent  is  to  be  tested  by  the  law  in  force  at  the  time  of  its 

grant  (p.  60). 

5.  In  view  of  Act  1793,  §  3,  the  specification  being  required  to  be 
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prepared  and  filed  before  the  patent  issues,  it  can  be  referred 
to  in  extenso  for  the  subject-matter  of  the  claim  or  petition  for 
patent  (p.  60). 

6.  The  schedule  or  specification  held  to  be  a  part  of  the  letters  pat- 

ent in  view  of  early  and  long-continued  practice  under  Act 
1793,  §  3  (p.  63). 

7.  J.  B.  Emerson's  patent  for  Steam  Engine  granted  March  8, 

1834,  held  broad  enough  in  view  of  the  specification  annexed, 
to  embrace  the  patent  alleged  in  the  writ  (p.  64). 

8.  Patents  should  include  but  one  subject ;  but  they  may  be  united, 

if  two  or  more,  included  in  one  set  of  letters  patent,  relate  to 
a  like  subject,  or  are  in  their  nature  and  operation  connect- 
ed together  (p.  65). 

9.  Several  inventions  held  properly  joined  in  Emerson's  patent, 

and  the  sufficiency  of  the  description  in  the  specification  sus- 
tained (p.  66). 

10.  In  his  specification  patentee  need  not  describe  particularly,  and 
disclaim  all  the  old  parts  of  his  invention  (p.  67). 

11.  Models  and  drawings  in  the  case  may  be  resorted  to  for  clearer 
information  (p.  68.) 

12.  Where  patentee  had  previously  perfected  his  right,  the  de- 
struction of  the  record,  through  no  fault  of  his,  cannot  injure 
him  (p.  68). 

13.  Patents  and  specifications,  and  the  doings  generally  of  invent- 
ors, should  be  construed  by  plain  and  ordinary  principles 
(p.  68). 
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(62)  Blanchard  t),  Sprague,  2  Story,  164,  p.  69. 

(63)  Davis  v.  Palmer,  2  Brock.  303,  p.  69. 
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489,  p.  69. 

This  case  was  brought  up  by  writ  of  error  from  the  Circuit 
Court  of  the  United  States  for  the  Southern  District  of 
New  York.  It  was  a  suit  for  the  violation  of  a  patent- 
right,  and  the  writ  of  error  was  allowed  under  the  seven- 
teenth section  of  the  act  of  1836. 

On  March  8th,  1834,  John  B.  Emerson,  the  defendant  in 
error,  obtained  the  following  letters  patent,  (which  were 
recorded  p^new  on  the  6th  of  March,  1841,)  namely  : 

"  The  United  States  of  America  to  all  to  whom  these 
letters  patent  shall  come  : 

^'  Whereas,  John  B.  Emerson,  a  citizen  of  the  United 
States,  hath  alleged  that  he  has  invented  a  new  and  useful 
improvement  in  the  steam-engine,  which  improvement  he 
states  has  not  been  known  or  used  before  his  application  ; 
hath  made  oath  that  he  doth  verily  believe  that  he  is  the 
true  inventor  or  discoverer  of  the  said  improvement ;  hath 
paid  into  the  treasury  of  the  United  States  the  sum  of  thirty 
dollars,  delivered  a  .receipt  for  the  same,  and  presented  a 
petition  to  the  Secretary  of  State,  signifying  a  desire  of 
obtaining  an  exclusive  property  in  the  said  improvement, 
and  praying  that  a  patent  may  b3  granted  for  that  purpose  : 
These  are,  therefore,  t/O  grant,  according  to  law,  to  the  said 
John  B.  Emerson,  his  heirs,  administrators,  or  assigns,  for 
the  term  of  fourteen  years  from  the  eighth  day  of  March, 
one  thousand  eight  hundred  and  thirty-four,  the  full  and 
exclusive  right  and  liberty  of  making,  constructing,  using, 
and  vending  to  others  to  be  used  the  said  improvement,  a 
description  whereof  is  given,  in  the  words  of  the  said  John 
B.  Emerson  himself,  in  the  schedule  hereto  annexed,  and 
is  made  a  part  of  these  presents. 

*  *  In  testimony  whereof,  I  have  caused  these  letters  to  be 
made  patent,  and  the  seal  of  the  United  States  to  be  here- 
unto affixed. 


IM- — ^ 
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to 
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"  Given  under  my  hand,  at  the  city  of  Washington,  this 
eighth  day  of  March,  in  the  year  of  our  Ijord  one  thousand 
eight  hundred  and  thirty-four,  and  of  the  independence  of 
the  United  States  of  America  the  fifty-eighth. 

[seal.]  **  Anduew  Jackson. 

*^  By  the  President. 

"  Louis  McLane,  Secretary  of  State y 

City  of  Wa^hington^  to  wit : 

I  do  hereby  certify  that  the  following  letters  patent  were 
delivered  to  me  on  the  eighth  day  of  March,  in  the  year  of 
our  Lord  one  thousand  eight  hundred  and  thirty-four,  to 
be  examined  ;  that  I  have  examined  the  same,  and  find 
them  conformable  to  law  ;  and  I  do  hereby  return  the  same 
to  the  Secretary  of  State,  within  fifteen  days  from  the  date 
aforesaid,  to  wit,  on  this  eighth  day  of  March,  in  the  year 
aforesaid. 

B.  P.  Butler, 
Attorney-Oeneral  of  the  United  Stales. 

The  schedule  referred  to  in  these  letters  patent,  and  mak- 
ing part  of  the  same,  containing  a  description,  in  the  words 
of  the  said  John  Brown  Emerson  himself,  of  his  improve- 
ment in  the  steam-engine : 

"To  all  whom  it  may  concern :  Be  it  known,  that  I, 
John  Brown  Emerson,  of  the  city  of  New  York,  have  in- 
vented certain  improvements  in  the  steam-engine,  and  in 
the  mode  of  propelling  therewith  either  vessels  on  the  water 
or  carriages  on  the  land,  and  that  the  following  is  a  full 
and  exact  description  thereof : 

"  One  object  of  my  improvement  is  to  substitute  for  the 
crank  motion  a  mode  of  converting  the  reciprocating  motion 
of  a  piston  into  a  continued  rotary  motion,  by  a  new  com- 
bination of  machinery  for  that  purpose. 

"  This  mode  is  applicable  to  an  engine  either  with  one  or 
with  two  cylinders,  and  is  carried  into  effect  as  follows : 
Alongside  of  the  cylinder  I  place  a  shaft,  the  lower  end  of 
which  may  revolve  in  a  step  on  the  platform  or  foundation 
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upon  which  the  cylinder  stands,  in  which  case  it  must  be 
somewhat  longer  than  twice  the  length  of  the  cylinder,  as 
it  must  extend  above  it  to  a  height  somewhat  greater  than 
the  length  of  the  stroke  of  the  piston..  Sometimes,  how- 
ever, this  shaft  may  have  its  lower  gudgeon  only  a  small  dis- 
tance below  the  upi)er  end  of  the  cylinders,  whence  it  must 
extend  above  it,  as  before.  Its  upi)er  gudgeon  must  of 
course  be  sustained  by  a  suitable  frame.  This  shaft  is  to 
stand  parallel  to  the  piston-rod,  from  which  it  is  to  receive 
its  revolving  motion.  Upon  the  upper  end  of  the  shaft, 
above  the  top  of  the  cylinder,  there  is  to  be  placed  a  solid 
cylinder  of  wood,  or  of  any  other  convenient  substance,  of 
such  diameter  as  shall  cause  its  i)eriphery  to  come  nearly 
into  contact  with  the  piston-rod  for  its  whole  length,  when 
the  piston  is  raised.  The  solid  cylinder  above  described  is 
to  be  made  to  revolve  in  the  following  manner  :  I  make  a 
groove  in  it,  which  commences  near  its  lower  end,  and, 
passing  spirally,  extends  half-way  round  it  by  the  time  it 
reaches  nearly  to  the  upi)er  end,  or  to  a  distance  vertically 
equal  to  the  stroke  of  the  engine  ;  from  that  point  it  passes 
down  around  the  opposite  half,  and  returns  into  itself  at 
the  point  of  beginning.  Upon  the  upper  end  of  the  piston, 
against  its  side,  I  place  a  friction-roller,  which  is  to  work 
in  the  groove  in  the  solid  cylinder ;  the  piston-rod  rising 
between  parallel  guide-i)ieces,  by  which  it  is  kept  in  its 
proper  place,  and  its  tendency  to  turn  round  by  the  action 
of  the  roller  in  the  groove  is  checked.  When  the  piston  is 
down,  this  friction-roller  will  j^tand  in  the  V  formed  by  the 
junction  of  the  grooves  on  the  opposite  sides,  and,  as  it  is 
liaised,  it  will  in  its  passage  to  the  upper  junction  give  half 
a  revolution  to  the  solid  cylinder,  and  in  descending  will 
complete  the  revolution  by  the  action  of  the  friction-roller 
on  the  other  portion  of  the  groove. 

"  When  two  cylinders  are  used,  they  are  to  be  placed 
I)arallel  to  each  other,  and  at  such  a  distance  apart  that  the 
I)istons  of  each  may,  in  like  manner,  act  upon  the  solid 
cylinder,  the  piston  of  one  being  up  when  the  other  is 
down.     The  boiler,  the  steam-pipe,  the  valves  for  the  ad- 


Jan.,  1848.]     .      *     .fiOGG  r.  EMERSON.       '  9 

49|tli£etnent  of  the  case. 

mission  and.  discharge  of  steam,  and  other  appendages,  may 
be  similar  to  som6  of  those  already  in  use.  From  the  re- 
volving- shaft  already  .described,  a  rotary  motion  may  b^ 
communicated  to  paddle-wheels,  steam-carriages,  or  other 
objects.  As  it  is  my  intention,  in  general,  to  place  my 
cylinders  and  revolving  shaft  vertically,  I  communicate 
motion  to  the  horizontal  bhaf t  of  a  paddle-wheel  by  means 
of  bevel-geared  wheels  near  the  lower  end,  or  at  any  con- 
venient part  of  the  shaft ;  and  by  similar  gearing,  carriages 
may  be  propelled  upon  rail  or  ordinary  roads. 

"  When  used  for  steamboats,  I  employ  an  improved  spiral 
paddle-wheel,  differing  essentially  from  those  which  have 
heretofore  been  essayed.  This  spiral  I  make  by  taking  a 
piece  of  metal  of  such  length  as  I  intend  the  spiral  propeller 
to  be,  and  of  a  suitable  width,  Say,  for  example,  eighteen 
inches  ;  this  I  bend  along  the  centre,  so  as  to  form  two  sides, 
say  of  nine  inches  in  width,  standing  at  right  angles,  or 
nearly  so,  to  each  other,  and  give  to  it,  longitudinally,  the 
spiral  curvature  which  I  wish.  Of  these  pieces  I  prepare  two 
or  three,  or  more,  and  fix  them  on  to  the  outer  end  of  the 
paddle-shaft,  by  means  of  arms  of  a  suitable  length,  say  of 
two  feet,  more  or  less,  in  such  a  position  that  the  trough- 
form  given  to  them  longitudinally  shall  be  effective  in  act- 
ing upon  the  water.  It  must  be  entirely  under  water,  and 
operate  in  the  direction  of  the  boat's  way.  Instead  of 
metal,  the  spiral  propeller  may  be  formed  of  wood,  and 
worked  into  the  proper  form, — ^the  shape,  and  not  the 
material  thereof,  being  the  only  point  of  importance. 

*'  Where  a  capstan  is  required,  as  on  board  of  a  steam- 
boat, I  allow  the  upper  end  of  the  vertical  shaft  before 
described  to  pass  through  the  deck  of  the  vessel,  and  attach 
the  capstan  thereto,  so  that  it  may  be  made  to  revolve  by 
the  action  of  the  shaft,  using  such  ray- wheels  and  falls  to 
connect  the  shaft  and  the  capstan  as  will  allow  of  their 
being  conveniently  engaged  and  disengaged. 

"  What  I  claim  as  my  invention,  and  for  which  I  ask  a 
patent,  is  the  substituting  for  the  crank  in  the  reciprocating 
engine  a  grooved  cylinder,  operating  in  the  manner  herein- 
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before  described,  by  means  of  its  connection  with  the  pis- 
ton-rod, together  with  all  the  variations  of  which  this  prin- 
ciple is  susceptible, — ^as,  for  example,  a  bar  of  metal  may  be 
bent  in  the  form  of  a  groove,  and  attached  to  the  revolving 
shaft,  and  friction- wheels  on  the  piston-rod  may  embrace 
this  on  each  side,  producing  an  effect  similar  to  that  pro- 
duced by  the  groove.  I  also  claim  the  spiral  propelling- 
wheel,  contracted  and  operating  in  the  manner  in  which  I 
have  set  forth  ;  and  likewise  the  application  of  the  revolv- 
ing vertical  shaft  to  the  turning  of  a  capstan  on  the  deck  of 
a  vessel.  Not  intending,  in  either  of-  these  parts,  to  confine 
myself  to  precise  forms  or  dimensions,  but  to  vary  them  in 
such  manner  as  experience  or  convenience  may  dictate, 
while  the  principle  of  action  remains  unchanged,  and  sim- 
ilar results  are  produced  by  similar  means. 

"  John  Brown  Emerson." 

At  April  Term,  1844,  Emerson  brought  an  action  of  tres- 
pass on  the  case  in  the  Circuit  Court  of  the  United  States 
for  the  Southern  District  of  New  York,  against  Hogg  and 
Delamater,  for  an  infringement  of  his  patent-right.  As 
one  of  the  points  decided  by  the  court  was  whether  or  not 
the  allegations  of  the  declaration  corresponded  with  the 
evidence  of  the  patent,  it  is  thought  proper  to  insert  the 
declaration.     It  was  as  follows,  namely  : 

"  John  B.  Emerson,  a  citizen  of  the  State  of  New  York, 
by  Peter  Clark,  his  attorney,  complains  of  Peter  Hogg  and 
Cornelius  Delamater,  citizens  of  the  same  State,  defendants, 
in  custody,  Ac,  of  a  plea  of  trespass  on  the  case  : 

^'  For  that,  whereas  the  said  plaintiff  was  the  original  in- 
ventor of  a  certain  new  and  useful  improvement,  in  the 
letters  patent  hereinafter  mentioned  and  fully  described, 
the  same  being  a  certain  improvement  in  the  steam-engine, 
and  in  the  mode  of  propelling  therewith  either  vessels  on 
the  water  or  carriages  on  the  land,  which  was  not  known 
or  used  before  his  said  invention,  and  which  was  not,  at 
the  time  of  his  application  for  a  patent,  as  hereinafter  men- 
tioned, in  public  use  with  his  consent  or  allowance.    And 
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the.  said  plaintiff,  being  so  as  aforesaid  the  inventor  thereof, 
and  being  also  a  citizen  of  the  United  States,  on  the  eighth 
day  of  March,  one  thousand  eight  hundred  and  thirty-four, 
upon  due  application  therefor,  did  obtain  certain  letters 
patent  therefor,  in  due  form  of  law,  under  the  seal  of  the 
United  States,  signed  by  Andrew  Jackson,  then  President, 
and  countersigned  by  ^uis  McLane,  then  Secretary  of 
State,  bearing  date  the  day  and  year  aforesaid,  whereby 
there  was  secured  to  him,  the  said  plaintiff,  his  heirs,  ex- 
ecutors, administrators,  or  assigns,  for  the  term  of  fourteen 
years  from  and  after  the  date  of  the  said  patent,  the  exclu- 
sive right  and  liberty  of  making,  using,  and  vending  to 
others  to  be  used  the  said  improvement,  as  by  the  said  let- 
ters patent  in  court  to  be  produced  will  fully  appear.  And 
the  said  plaintiff  further  says  that  the  said  defendants, 
well  knowing  the  said  several  premises,  but  contriving  and 
wrongfully  and  injuriously  intending  to  injure  the  plain- 
tiff, and  deprive  him  of  the  profits,  benefits,  and  advantages 
which  he  might  and  otherwise  would  have  derived  and  ac- 
quired  from  »the  making,  using,  and  vending  of  the  said 
invention  or  improvement,  after  the  making  and  issuing  of 
the  said  letters  patent,  and  within  the  term  of  fourteen 
years  in  said  letters  patent  mentioned,  to  wit,  on  the  first 
day  of  January,  eighteen  hundred  and  forty,  and  on  divers 
other  days  and  times  between  that  time  and  the  commence- 
ment of  this  suit,  at  the  city  of  New  York,  and  within  the 
Southern  District  of  New  York,  wrongfully  and  unjustly, 
without  the  leave  or  license  and  against  the  will  of  the 
plaintiff,  made  and  sold  divers,  to  wit,  ten,  machines  for 
propelling  boats,  in  imitation  of  the  said  invention  and  im- 
provement, or  a  part  of  the  said  invention  or  improvement, 
to  the  benefit,  use,  and  enjoyment  whereof  the  said  plain- 
tiff was  and  is  entitled  as  aforesaid,  in  violation  and  in- 
fringement of  the  said  letters  patent,  and  of  the  exclu- 
sive right  and  privilege  to  which  the  plaintiff  was  and  is 
entitled  as  aforesaid,  and  contrary  to  the  form  of  the  stat- 
utes of  the  United  States  in  such  case  made  and  provided. 
*^  And  the  said  plaintiff  further  says  that  the  said  defend- 
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ants,  well  knowing  the  said  several  premises,  but  further 
contriving  and  intending  as  aforesaid,  after  the  obtaining 
of  the  letters  patent  by  the  said  plaintiff  as  aforesaid,  and 
i^ithin  the  said  term  of  fourteen  years,  to  wit,  on  the  said 
first  day  of  January,  eighteen  hundred  and  forty,  and  at 
divers  other  times  between  that  day  and  the  commencement 
of  this  suit,  within ,  the  Southern .  District  of  New  York 
aforesaid,  wrongfully  and  unjustly,  without  the  leave  or 
license  and  against  the  will  of  the  plaintiff,  did  make  and 
sell  divers,  to  wit,  ten,  improved  machines  for  propelling 
boats  or  vessels  upon  the  water,  constructed  in  a  similar 
form  and  acting  upon  the  same  principle  as  the  said  machine 
or  improvement,  to  the  benefit,  use,  and  enjoyment  whereof 
the  said  plaintiff  was  and  is  entitled  by  his  said  letters 
patent  as  aforesaid,  in  violation  and  infringement  of  the 
exclusive  right  so  secured  to  the  said  plaintiff  by  the  said 
letters  patent  as  aforesaid,  and  contrary  to  the  form  of  the 
statute  in  such  case  made  and  provided. 

"  And  the  said  plaintiff  further  says  that  the  said  de- 
fendant, well  knowing  the  said  several  premises,  but  con- 
triving and  intending  as  aforesaid,  after  the  obtaining  of 
the  said  letters  patent  by  the  said  plaintiff  as  aforesaid, 
and  within  the  said  term  of  fourteen  years,  to  wit,  on  the 
said  first  day  of  January,  eighteen  hundred  and  forty,  and 
at  divers  other  times  between  that  day  and  the  commence- 
ment of  this  suit,  in  the  Southern  District  of  New  York 
aforesaid,  wrongfully  and  unjustly,  and  without  the  con- 
sent or  allowance  and  against  the  will  of  the  plaintiff,  did 
imitate  in  part  and  make  a  certain  addition  to  the  said  in- 
\'ention  or  improvement,  to  the  benefit,  use,  and  enjoyment 
whereof  the  plaintiff  was  and  is  entitled  as  aforesaid,  in 
breach  of  the  said  letters  patent,  and  in  violation  and  in- 
fringement of  the  exclusive  right  and  privilege  so  secured 
to  the  said  plaintiff  as  aforesaid,  and  contrary  to  the  form 
of  the  statute  in  such  case  made  and  provided. 

* '  By  means  of  the  committing  of  which  said  several 
grievances  by  the  said  defendants  as  aforesaid,  the  said 
plaintiff  is  greatly  injured,  and  has  lost  and  been  deprived 
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of  divers  great  gains  and  profits  which  he  might  and  other- 
wise would  have  derived  from  the  said  invention  and  im- 
provement in  the  said  letters  patent  described  and  set  forth, 
and  in  respect  whereof  he  was  and  is  entitled  to  such  priv- 
ilege as  aforesaid,  and  was  and  is  otherwise  damnified  to 
the  said  damage  of  the  said  plaintiff  of  ten  thousand  dol- 
lars ;  and  therefore,"  &c. 

To  this  declaration,  the  defendants  pleaded  the  general 
issue,  and  filed  a  copy  of  the  special  matters  of  defence  to 
the  action. 

In  May,  1847,  the  cause  came  on  for  trial.  The  patent 
was  given  in  evidence,  when  the  counsel  for  the  defendants 
prayed  the  court  to  instruct  the  jury  that  the  patent  thus 
produced  in  evidence  by  the  said  plaintiff  was  void,  for  the 
reasons  following : 

1.  That  the  claim  of  the  plaintiff,  as  set  forth  in' his 
specification  annexed  to  his  letters  patent,  embraces  the 
entire  spiral  paddle-wheel.  The  claim  is,  therefore,  too 
broad  upon  the  face  of  it,  and  the  letters  patent  are  void 
upon  this  ground,  and  the  defendants  are  entitled  to  a 
verdict. 

2.  That  the  patent  is  void  upon  its  face,  for  this :  that, 
purporting  to  be  a  patent  for  an  improvement,  and  specify- 
ing that  the  invention  is  of  '  *  an  improved  spii^al  paddle- 
wheel,  differing  essentially  from  any  which  have  heretofore 
been  essayed, ' '  without  pointing  out  in  what  the  difference 
consists,  or  in  any  manner  whatever  indicating  the  improve- 
ment by  distinguishing  it  from  the  previously-essayed 
spiral  paddle-wheels,  it  is  wanting  in  an  essential  prereq- 
uisite to  the  validity  of  letters  patent  for  an  improvement. 

3.  That  the  patent  is  void  upon  its  face,  for  this  :  that  it 
embraces  several  distinct  and  separate  inventions,  as  im- 
provements in  several  distinct  and  independent  machines 
susceptible  of  independent  operation,  not  necessarily  con- 
nected with  each  other  in  producing  the  result  arrived  at  in 
the  invention,  and  the  subject-matter  of  separate  and  inde- 
I)endent  inventions. 

4.  It  appeal's  in  evidence  that  the  drawing  and  model  of 
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the  paddle-wheel  of  plaintiff,  filed  and  deposited  originally 
in  the  Patent  Office,  had  been  lost  by  the  destruction  of 
that  office  in  December,  1836,  and  that  in  restoring  the 
record  of  the  patent,  under  the  act  of  March,  1837,  the 
plaintiff  sent  from  NeW  Orleans  to  the  office  a  new  draw- 
ing, to  be  filed  on  the  5th  of  May,  1841,  together  with  a 
court  copy  of  the  letters  patent  which  were  deposited  in 
the  office.  The  drawing  was  not  sworn  to  by  the  plaintiff, 
but  remained  in  the  office  till  January,  1844,  when  it  was 
delivered  to  an  agent  of  the  plaintiff  and  sent  to  New 
Orleans,  and  sworn  to  by.  him,  and  filed  in  the  department 
on  the  12th  of  February,  1844.  On  an  examination  subse- 
quently by  the  plaintiff,  it  was  discovered  that  this  draw- 
ing was  imperfectly  made,  and  thereupon  a  second  drawing 
was  procured  by  him,  which  he  claimed  and  offered  to  prove 
to  be  an  accurate  one,  and  was  sworn  to  and  filed  on  the 
27th  of  March,  1844,  an  authenticated  copy  of  which  was 
offered  in  evidence  on  the  trial  by  the  plaiiitiff,  which  was 
objected  to  by  the  counsel  for  the  defendants ;  but  the 
objection  was  overruled,  and  the  evidence  admitted,  to 
which  an  exception  was  taken. 

6.  That  if,  from  the  evidence,  the  jury  are  satisfied  that 
no  propelling- wheels  were  made  by  the  defendants  between 
the  27th  of  March,  1844,  (the  date  of  the  alleged  completion 
of  the  record  of  the  plaintiff's  patent,  under  the  act  of 
March  3d,  1837,)  and  the  commencement  of  this  suit,  in 
April  following,  that,  upon  this  ground,  the  defendants  are 
entitled  to  a  verdict. 

The  court  charged,  in  respect  to  the  instnictions  prayed 
for,  that ''  the  claim  of  the  plaintiff  was  for  an  improve- 
ment on  the  spiral  paddle-wheel  or  propeller ;  that,  by  a 
new  arrangement  of  the  parts  of  the  wheel,  he  had  be^n 
enabled  to  effect  a  new  and  improved  application  and  use 
of  the  same  in  the  propulsion  of  vessels  ;  that  the  ground 
upon  which  the  claim  is  grounded  was  this  :  it  is  the  get- 
ting rid  of  nearly  all  the  resisting  surface  of  the  wheels  of 
Stevens,  Smith,  and  others,  by  placing  the  spiral  paddles 
or  propelling  surfaces  on  the  ends  of  arms,  instead  of  carry- 
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ing  the  paddles  themselves  in  a  continued  surface  to  the 
hub  or  shaft.  It  is  claimed  that  a  great  portion  of  the  old 
blade  not  only  did  not  aid  in  the  propulsion,  but  actually 
impaired  its  eflficiency,  and  also  that  the  improved  wheel  is 
made  stronger.  It  was  made  a  question,  on  the  former 
trial,  whether  the  plaintiff  did  not  claim,  or  intend  to 
claim,  the  entire  wheel.  But  we  understand  it  to  be  for  an 
improvement  upon  the  spiral  paddle-wheel,  claimed  to  be 
new  and  useful  in  the  arrangement  of  its  parts,  and  more 
effective,  by  fixing  the  spiral  paddles  upon  the  extremity 
of  arms,  at  a  distance  from  the  shaft." 

The  court  further  instructed  the  jury,  that  "  the  descrip- 
tion of  the  invention  was  sufficient,  and  that  the  objection 
that  the  parts  embraced  several  distinct  discoveries  was  un- 
tenable." 

The  court  further  charged,  '*  that  the  damages  were  not 
necessarily  confined  to  the  making  of  the  wheels  between 
March,  1844,  when  the  drawings  were  restored  to  the  Patent 
Office,  and  the  bringing  of  the  suit.  Such  a  limitation 
assumes  that  there  can  be  no  infringement  of  the  patent 
after  th^  destruction  of  the  records,  in  1836,  until  they  are 
restored  to  the  Patent  Office,  and  that  during  the  interme- 
diate time  the  rights  of  patentees  would  be  violated  with 
impunity."     We  do  not  assent  to  this  view. 

In  the  first  place,  the  act  of  Congress  providing  for  the 
restoration  was  not  passed  till  3d  March,  1837  ;  and  in  the 
second  place,  in  addition  to  this,  a  considerable  time  must 
necessarily  elapse  before  the  act  would  be  generally  known, 
and  then  a  still  further  period  before  copies  of  the  drawings 
and  models  could  be  procured.  Patentees  are  not  respon- 
sible for  the  fire,  nor  did  it  work  a  forfeiture  of  their  rights. 

The  ground  for  the  restriction  claimed  is,  that  the  com- 
munity have  no  means  of  ascertaining,  but  by  a  resort  to 
the  records  of  the  Patent  Office,  whether  the  construction 
of  a  particular  machine  or  instrument  would  be  a  violation 
of  the  rights  of  others,  and  the  infringement  might  be  in- 
nocently committed.  • 

But  if  the  embarrassment  happened  without  the  fault  of 
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the  patentee,  he  is  not  responsible  for  it ;  nor  is  the  reason 
applicable  to  the  case  of  a  patent  that  has  been  published, 
and  the  invention  known  to  the  public.  The  specification 
in  this  case  had  been  published.  It  is  true,  if  it  did  not 
sufficiently  describe  the  improvement  without  the  aid  of  the 
drawing,  this  tact  would  not  help  the  plaintiff.  If  there 
had  been  unreasonable  delay  and  neglect  in  restoring  the 
records,  and  in  the  meantime  a  defendant  had  innocently 
made  the  patented  article,  a  fail'  ground  would  be  laid  for 
a  mitigation  of  the  rule  of  damages,  if  not  for  the  with- 
holding them  altogether ;  and  the  court  left  the  question 
of  fact  as  to  reasonable  diligence  of  the  patentee  or  not  in 
this  respect,  and  also  all  questions  of  fact  involved  in  the 
points  of  the  caso  for  the  defendants,  to  the  jury. 

Tlie  counsel  for  the  defendants  excepted  to  each  -  and 
every  part  of  the  charge  of  the  court,  so  far  as  said  charge 
did  not  adopt  the  prayer  on  the  part  of  the  defendants. 

The  verdict  of  the  jury  was,  that  the  said  Peter  Hogg 
and  Cornelius  Delamater,  the  defendants,  are  guilty  of  the 
premises  within  laid  to  their  charge,  in  manner  and  form 
as  the  said  John  B.  Emerson  hath  within  complained 
against  them,  and  they  assess  the  damages  of  the  said 
plaintiff,  on  occasion  thereof,  over  and  above  his  costs  and 
charges  by  him  about  this  suit  in  this  behalf  expended,  at 
one  thousand  five  hundred  dollars,  and  for  those  costs  and 
charges  at  six  cents. 

The  judgment  of  the  court  was,  that  the  said  John  B. 
Emerson  -do  recover  against  the  said  Peter  Hogg  and  Cor- 
nelius Delamater  his  damages,  costs,  and  charges  in  form 
iiforesaid  by  the  jurors  aforesaid  assessed,  and  also  three 
hundred  and  twentv-f our  dollars  and  fifteen  cents,  for  his 
said  costs  and  charges  by  the  said  court  now  here  adjudged 
of  increase  to  the  said  John  B.  Emerson,  and  with  his 
assent ;  which  said  damages,  costs,  and  charges,  in  the 
whole,  amount  to  one  thousand  eight  hundred  and  twenty- 
four  dollars  and  fifteen  cents. 

The  cause  was  argued  on  this  court,  on  printed  argu- 
ments, by  Mr.    Upton  and  Mr.  John  0.  Sargent,  for  the 
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plaintifFs  in  error,  and  Mr,  Morton  and  Mr.  Cutting,  for  the 
defendant  in  error.  The  arguments  were  too  voluminous 
to  be  reported  in  extenso,  and  it  is  not  possible,  therefore, 
to  give  more  than  extracts  from  each. 

The  counsel  for  the  plaintiffs  in  error  assigned  as  errors 
the  following  points : 

1.  The  defendant  in  error  has  no  patent  for  an  improved 
spiral  paddle-wheel. 

II.  If  the  defendant's  patent  is  for  the  combination  of 
instruments  described  in  the  specification,  there  is  no  pre- 
tence that  the  combination  has  been  infringed  ;  if  for  sev- 
eral separate  improved  machines,  it  cannot  be  supported  in 
law. 

III.  Defendant's  patent  is  void  for  too  broad  a  claim, 
and  for  not  distinguishing  his  alleged  improvement  from 
other  inventions,  nor  particularly  specifying,  as  the  statute 
requires,  the  particular  improvement  which  he  claims  as 
his  own  invention  or  discovery.  The  case  exhibits  an  im- 
provement as  the  invention,  and  the  claim  is  for  the  whole 
machine. 

IV.  The  drawing  filed  March  27th,  1844,  was  not  legal 
evidence  of  defendant' s  patented  invention,  because  there 
was  a  drawing  filed  by  the  patentee  on  the  12th  of  Febru- 
ary previous,  which  was,  by  the  second  section  of  the  act 
of  1837,  with  his  letters  patent,  the  only  legal  evidence  of 
his  invention,  as  patented,  that  could  be  offered  in  any 
judicial  court  of  the  United  States. 

V.  1.  The  patentee,  after  an  alleged  correction  of  the 
record  of  his  letters  patent,  by  filing  the  second  drawing, 
could  not,  in  law,  avail  himself  of  that  alleged  correction  to 
cover  by  it  alleged  causes  of  action  previously  accruing ; 
and  in  the  absence  of  proof  of  any  subsequent  infringe- 
ments, the  plaintiffs  here  were  entitled  to  a  verdict  below. 

2.  Nor  was  he  entitled  to  recover  damages  for  any  alleged 
infringement  prior  to  the  alleged  completion  of  his  record 
by  the  filing  of  the  corrected  drawing  of  27th  March,  1844. 

VI.  What  was  reasonable  time  in  this  case  for  the  resto- 
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ration  of  defendant's  patent  to  the  office,  if  not  expressly 
fixed  by  statute,  (act  of  1837,  section  2,)  was  exclusively  a 
question  of  law. 

Mr.  Upfon^  for  plairdiffs  in  error, 

1.  This  action  was  brought  to  recover  damages  from  the 
defendants  below,  for  their  asserted  infringement  of  an 
alleged  patent  of  the  plaintiff  for  '^  an  improved  spiral 
paddle-wheel"  ;  and  the  first  question  to  which  the  atten- 
tion of  the  court  is  requested  is  one  which  is  presented  upon 
the  face  of  the  letters  patent,  which  constitute  the  basis  of 
the  action,  and  which  are  incorporated  into  the  bill  of  ex- 
ceptions. It  is  this  :  Has  the  defendant  in  error  any  such 
patent  \ 

If  it  be  manifest  to  this  court,  upon  an  insx)ection  of  the 
record  and  an  examination  of  the  letters  patent,  that  he 
has  no  grant,  as  patentee,  of  "  an  improved  spiral  paddle- 
wheel,"  then  it  is  submitted  that  there  is  no  escape  from 
the  necessity  of  reversing  the  judgment  which  has  been 
rendered,  awarding  him  damages  for  the  invasion  of  such  a 
grant.  This  necessity  is  in  no  manner  affected,  though  it 
appear  that  the  objection  was  not  taken  in  the  court  below, 
either  at  the  trial  or  upon  a  motion  in  arrest  of  judgment. 
It  is  sufficient  if  the  defect  be  manifest  upon  the  record ; 
for  it  would  be  monstrous  to  contend  that  this  court  is 
I)owerless,  in  any  case,  to  reverse  the  judgment,  when  it 
appears  upon  the  record  before  them  that  the  very  founda- 
tion of  the  judgment  is  so  incurably  and  fatally  defective 
as  to  have  been  completely  beyond  the  remedy  of  the  party, 
though  the  objection  were  taken  at  the  earliest  possible 
stage  of  the  proceedings.  Authority  can  scarcely  be  neces- 
sary to  sustain  this  position.  But  this  court  has  decided, 
in*  the  case  of  Slacum  ?j.  Pomeroy,  6  Cr.  221,  that  it  is  not 
too  late  to  allege  as  error  in  the  Supreme  Court  a  defect 
which  ought  to  have  prevented  the  rendition  of  the  judg- 
ment in  the  court  below.  ''  Had  this  error,"  say  the  court, 
*'  been  moved  in  arrest  of  judgment,  it  is  presumable  the 
judgment  would  have  been  arrested  ;"  and  "  there  can  be 
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no  doubt  that  anything  appearing  upon  the  record  which 
would  have  been  fatal  upon  a  motion  in  arrest  of  judgment 
i*  equally  fatal  upon  a  writ  of  error. ' '  So  also  Garland  r . 
Davis,  4  Howard,  131. 

By  the  bill  of  exceptions,  it  appears  that,  upon  the  intro- 
duction in  evidence  of  the  letters  patent  by  the  plaintiflF, 
"  the  counsel  for  the  defendants  did  insist  before  the  said 
Circuit  Court,  on  behalf  of  said  defendants,  that  the  said 
letters  patent  so  produced  and  given  in  evidence  on  the 
part  of  said  plaintiff  as  aforesaid  were  wholly  insufficient 
as  the  basis  of  the  aforesaid  action  and  claim  upon  the  said 
defendants."  Now,  by  reference  to  the  letters  patent,  (page 
7  of  the  record, )  the  court  will  i)erceive  that  the  grant  to 
the  patentee,  upon  the  face  of  the  letters,  is  for  '  *  an  im- 
provement in  the  steam-engine,"  and  for  that  alone  ;  that 
it  was  f  oi"  that  alone  that  he  solicited  a  patent  by  petition  ; 
that  it  was  of  that  improvement  only  that  he  made  oath 
that  he  was  the  original  and  first  inventor.  Such  is  the 
grant,  and  so  is  it  recorded  ;  and  the  public  would  seek  in 
vain  upon  the  records  of  the  Patent  Office  for  a  patent  to 
the  plaintiff  below  for  "  an  improved  spiral  paddle-wheel." 

It  will  not  be  contended  that  the  letters,  standing  alone, 
confer  any  title  to  such  an  invention.  But  it  may  be  said, 
that  inasmuch  as  the  patentee  has  described  a  paddle- 
wheel,  and  also  an  improved  method  of  causing  a  capstan 
to  revolve  upon  the  deck  of  a  vessel,  as  well  as  his  improve- 
ment in  the  steam-engine,  and  claimed  these  as  well  as  his 
steam-engine  in  his  schedule  annexed  to  the  letters  patent, 
the  grant  must  be  construed  to  cover  the  paddle-wheel  and 
the  capstan  as  well  as  the  steam-engine,  though  it  be  in  ex- 
press terms  for  the  steam-engine  only,  though  it  was  for 
that  alone  that  he  solicited  a  patent,  and  it  was  that  alone 
that  he  made  oath  he  had  invented.  Were  this  doctrine 
maintainable,  it  is  obvious  that  it  would  be  wholly  subver- 
sive of  the  policy  of  the  law,  which  looks  as  well  to  the 
protection  of  the  public  as  it  does  to  the  encouragement  of 
inventors.  That  the  schedule  annexed  to  letters  patent 
forms  a  part  of  the  patent,  and  that  they  are  to  be  con- 
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stnied  together,  is  undoubtedly  well  established.  This  is 
the  English  doctrine,  as  well  as  that  of  our  own  courts ; 
and,  by  a  careful  investigation  of  the  authorities,  it  will  be 
I)erceived  that  Mr.  Phillips,  in  his  elementary  work,  (pages 
224,  et  seq. , )  is  mistaken  in  supposing  that  there  is  any  con- 
flict between  them. 

Bv  these  authorities,  it  is  decided  that  the  title  of  the 
invention,  as  contained  in  the  patent,  may  be  explained  by 
its  description  in  the  specification,  whenever  such  title  is 
general,  ambiguous,  or  uncertain ;  and  the  patent  will  be 
sustained,  in  all  cases,  unless  the  patent  indicate  one  in- 
vention, and  the  specification  describe  another  and  different 
invention.  American  authorities. — Phillips  on  Patents, 
224,  and  cases  cited  ;  Sullivan  v.  Redfield,  Paine  C.  C.  B. 
442  ;  Shaw  v.  Cooper,  7  Peters,  292,  315  [4  Am.  &  Eng.  284J ; 
Evans  v.  Chambers,  2  Wash.  C.  C.  R.  126  ;  Barrett  v.  Hall, 

1  Mason,  476  ;  Whittemore  v.  Cutter,  1  Gall.  437 ;  Evans 
?\  Eaton,  Peters'  C.  C.  R.  341.  English  authorities.  ^-God- 
son on  Patents,  108,  113,  and  cases  ;  Neilson  v,  Harford, 
Webster,  312  [3  Am.  &  Eng.  231],  andarg.  ;  Rex  v.  Wheeler, 

2  Bam.  &  Aid.  350  [1  Am.  &  Eng.  317]  ;  S.  C,  3  Merivale, 
629 ;  Glegg's  Pat-ent,  Webster,  117 ;  Russell  v,  Cowley, 
Webster,  470  [2  Am.  &  Eng.  76] ;  Househill  v.  Neilson, 
Webster,  679. 

When  Mr.  Phillips  says  (Phillips  on  Patents,  225)  that 
any  defect  in  the  title  nmy  be  remedied  by  the  specifica- 
tion, what  he  means  is  apparent  by  reference  to  the  cases 
which  he  cites.  The  description  comes  in  aid  of  a  defective 
title,  but  never  can  create  a  new  title,  by  adding  to  the 
grant.  There  must  be  such  a.  conformity  between  the  title 
and  the  specification  as  that  the  former  shall  give  some 
idea  of  the  latter.  It  is  the  description  of  the  thing  patent- 
ed "  which  is  made  part  of  these  presents," — not  a  de- 
scription of  something  else,  of  which  the  title  of  the  grant 
gives  no  idea. 

Tims  reads  the  patent  itself.  After  reciting  that  John 
Brown  Emerson  had,  by  petition,  solicited  a  patent  for  an 
improvement  in  the  steam-engine,  had  made  oath  that  he 
was  the  first  and  original  inventor  of  said  improvement, 
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and  paid  the  fee  of  thirty  dollars  into  the  treasury,  it 
grants  to  him  the  exclusive  right,  &c.,  in  the  said  improve- 
ment, '^  a  description  whereof  is  given,  in  the  words  of  the 
said  John  Brown  Emerson  himself,  in  the  schedule  here- 
unto annexed,  and  is  made  a  part  of  these  presents." 
Then  follows  the  caption  of^the  schedule,  thus:  ''The 
schedule  referred  to  in  these  letters  patent,  and  making 
part  of  the  same,  containing  a  description,  in  the  words  of 
the  said  John  Brown  Emerson  himself,  of  his  improvement 
in  the  steam-engine." 

No  reported  authority  can  be  found  in  the  remotest  de- 
gree sustaining  the  proposition  that  a  description  and  claim 
of  anything  contained  in  a  specification  are  covered  by  the 
grant,  though  the  grant  make  no  reference  to  it,  and  the 
title  is  so  entirely  distinct  from  it  as  to  suggest  no  idea  of 
the  thing  described.  Were  this  proposition  tenable,  then 
were  we  to  strike  out  from  this  patentee's  specification 
every  word  descriptive  of  his  improvement  in  the  steam- 
engine,  leaving  nothing  but  the  comparatively  few  words 
descriptive  of  the  spiral  paddle-wheel  and  the  improved 
capstan,  the  grant  for  the  improvement  in  the  steam- 
engine  must  be  construed  as  a  grant  for  an  improved  spiral 
paddle-wheel  and  an  improved  capstan.  Now,  would  it 
not  be  monstrous  to  contend  that  an  instrument  of  so  sol- 
emn a  character  as  a  government  grant  of  letters  patent  is  . 
to  be  added  to  and  enlarged  by  construction  ? 

The  doctrine  as  settled,  upon  every  principle  of  construc- 
tion, is  the  true  doctrine — that  the  description  of  the  thing 
patented,  contained  in  the  schedule  annexed  to  the  patent, 
constitutes  a  part  of  the  patent,  and  ]nay  be  and  should  be 
resorted  to,  in  construing  the  patent,  to  control  the  gener- 
ality of  the  title,  and  to  explain  or  elucidate  ambiguities  or 
uncertainties ;  but  that  a  description  of  a  thing  not  indi- 
cated by  the  patent,  not  even  remotely  suggested  by  the 
grant  or  the  title,  can  never  be  construed  with  the  patent, 
for  the  purpose  of  adding  to  or  enlarging  the  terms  of  the 
grant. 

That  this  doctrine  may  be  made  more  obvious  and  con- 
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elusive,  (if  it  be  possible  or  desirable,)  the  court  is  referred 
to  the  provisions  of  the  statute  under  which  the  letters 
patent  in  this  case  issued. 

The  inventor  is  required  to  present  his  petition  soliciting 
the  patent,  and  to  make  oath  that  he  is  the  inventor.  The 
statute  further  requires  that  the  letters  patent  shall  recite 
the  allegations  and  suggestions  of  the  petition,  and  give  a 
short  description  of  the  invention.  This  requisition  was  ob- 
viously for  the  twofold  purpose  :  first,  that  it  might  appear 
that  the  proper  preliminary  steps  had  been  taken  by  the 
applicant,  of  which  the  recital  in  the  letters  was  proof  ;  and, 
second,  that  it  might,  on  their  face,  be  seen  what  was  the 
nature  and  character  of  the  grant.  Act  of  1793,  sections 
1,  3.  Now,  did  this  patentee  present  his  petition,  soliciting 
a  patent  for  an  improved  spiral  paddle-wheel,  and  make 
oath  that  he  was  the  inventor  of  that  improvement  ?  If  it 
be  answered  that  he  did,  then  the  positive  requisition  of 
the  statute  is  not  complied  with  ;  for  the  patent  recites  the 
allegations  and  suggestions  of  no  such  petition,  and  gives  a 
short  description  of  no  such  invention  ;  and  for  this  reason 
the  patent  would  be  absolutely  void. 

This  is  well  established  in  the  following  cases  :  Evans  v. 
Eaton,  Peters'.  C.  C.  R.  340 ;  Kneass  x.  Schuylkill  Bank, 
4  Wash.  C.  C.  R.  9  ;  Cutting  et  aL  v.  Myers,  4  Wash.  C.  0. 
R.  220 ;  Evans  v.  Chambers,  2  Wash.  C.  C.  R.  125. 

If  the  letters  patent  do  recite  the  allegations  and  sugges- 
tions of  the  petition,  then  the  patentee  did  not  solicit  a 
patent  for  ''  an  improved  spiral  paddle-wheel "  or  an  '*  im- 
proved capstan  "  ;  he  did  not  make  oath  that  he  had  in- 
vented these  improvements ;  and  hence  the  letters  contain 
no  description  whatever  of  these  improvements,  and  confer 
no  grant  of  an  exclusive  right  in  them  upon  the  patentee. 

(The  counsel  then  quoted  largely  from  the  opinion  of 
Judge  Washixgton  in  Evans  v.  Eaton,  Peters'  C.  C.  R. 
340.) 

II.  At  the  trial,  the  defendants'  counsel  requested  the 
court  to  instruct  the  jury,  *'  that  the  patent  of  the  plaintiff 
was  void  upon  its  face,  for  this  :  that  it  embraces  several 
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distinct  and  separate  inventions,  as  improvements  in  several 
distinct  ^nd  separate  machines  susceptible  of  independent 
operation,  and  not  necessarily  connected  with  each  other  in 
producing  the  result  aimed  at  in  the  invention,  and  the 
subject-matter  of  separate  and  distinct  patents."  The 
court  charged  the  jury,  that  '*  the  objection  that  the  patent 
embraced  several  distinct  discoveries  is  untenable."  In 
this  it  is  respectfully  submitted  that  the  court  below  erred. 
(The  counsel  here  cited  and  commented  on  Phillips  on 
Patents.  '*  It  is  well  settled,  that  two  or  more  distinct 
machines,  capable  of  independent  operations,  cannot  be 
united  in  one  patent."  [Evans  v.  Eaton]  3  Wheat.  454 
[4  Am.  &  Eng.  16] ;  [Barrett  v.  Hall]  1  Mason,  447  ;  [Moody 
V.  Piske]  2  Mason,  112  ;  [Wyeth  v.  Stone]  1  Story,  290.) 

III.  At  the  trial  of  this  case,  the  counsel  for  the  defend- 
ants requested  the  court  to  instruct  the  jury,  "that  the 
claim  of  the  plaintiff,  as  set  forth  in  his  specification  an- 
nexed to  his  letters  patent,  embraces  the  entire  spiral  paddle-^ 
wheel.  The  claim  is,  therefore,  too  broad  upon  the  face  of 
it,  and  the  letters  patent  are  void  upon  this  ground."  Upon 
this  i)oint  the  court  charged  the  jury  as  follows  :  "  It  was 
made  a  question,  on  the  former  trial,  whether  the  plaintiff 
did  not  claim  the  entire  wheel ;  but  Ve  understand  it  to  be 
for  an  improvement  upon  the  spiral  paddle-wheel,  claimed 
to  be  new  and  useful  in  the  arrangement  of  its  parts,  and 
more  effective,  by  fixing  the  spiral  paddles  upon  the  ex- 
tremity of  arms,  at  a  distance  from  the  shaft." 

IV.  At  the  trial,  the  counsel  for  the  defendants  also  re- 
quested the  court  to  instruct  the  jury,  "  that  the  patent  is 
void  upon  its  face  for  this  :  that,  purporting  to  be  a  patent 
for  an  improvement,  and  specifying  that  the  invention  is 
of  an  improved  spiral  paddle-wheel,  '  differing  essentially 
from  any  that  have  heretofore  been  essayed,'  without  point- 
ing out  in  what  the  difference  consists,  or  in  any  manner 
whatever  indicating  an  improvement  by  distinguishing  it 
from  the  previously  essayed  spiral  paddle-wheels,  it  is  want- 
ing in  an  essential  prerequisite  to  the  validity  of  letters  patent 
for  an  improvement."     Upon  this  point  the  court  charged 
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the  jury  as  follows  :  "  That  the  claim  of  the  plaintiff  was 
for  an  improvement  on  the  spiral  paddle-wheel  or  propeller ; 
that,  by  a  new  anungement  of  the  parts  of  the  wheel,  he 
has  been  enabled  to  effect  a  new  and  improved  application 
and  use  of  the  same  in  the  propulsion  of  vessels  ;  that  the 
ground  upon  which  the  claim  is  founded  is  this  :  it  is  get- 
ting rid  of  nearly  all  the  resisting  surface  of  the  wheels  of 
Stevens,  Smith,  and  others,  by  placing  the  spiral  paddles 
or  propelling  surfaces  on  the  ends  of  arms,  instead  of  carry- 
ing the  paddles  themselves  in  a  continued  surface  to  the 
hub  or  shaft.  It  is  claimed  that  a  great  portion  of  the  old 
blade  not  only  did  not  aid  in  the  propulsion,  but  actually  ' 
impaired  its  efficiency,  and  also  that  the  improved  wheel  is 
much  stronger."  And  the  court  further  charged  the  jury, 
that ''  the  description  of  the  invention  was  sufficient." 

Upon  these  two  points,  it  is  submitted  that  the  court  bo- 
low  erred.  They  are  so  connected,  by  reason  of  the  x)ecul- 
iar  circumstances  of  the  case,  that  they  will  be  presented 
and  considered  together,  though  they  are  distinct  grounds 
of  objection  to  the  patent. 

(The  counsel  then  contended  that  the  specification  ought 
to  be  construed  by  itself,  and  be  so  clear  as  to  be  under- 
stood without  resorting  to  evidence  or  any  other  source  of 
information,  and  cited  :  English  authorities. — McFarlane  v. 
Price,  1  Starkie,  199  [1  Am.  &  Eng.  227] ;  In  re  Nickels, 
Hindmarch  on  Patents,  186  ;  Hill  v.  Thompson,  3  Merivale, 
622  [1  Am.  &  Eng.  285] ;  S.  C,  8  Taunton,  325.  American 
authorities. — ^Dixon  z).  Moyer,  4  Wash.  C.  C.  R.  69  ;  Evans 
V.  Hettich,  3  Wash.  C.  C.  R.  425  ;  Lowell  v.  Lewis,  1  Mason 
C.  C.  R.  189  ;  Ames  v.  Howard,  1  Sumner,  482. ) 

This  leads  to  the  principle  in  the  law  of  patents  involved 
in  the  fourth  point.  It  is  the  positive  requisition  of  the 
statute,  and  has  been  rei)eatedly  considered  and  passed  upon 
by  the  Federal  judicial  tribunals. 

Before  an  inventor  shall  receive  a  patent,  he  is  required, 
"  in  case  of  any  machine,  fully  to  explain  the  principle  and 
the  several  modes  in  which  he  has  contemplated  the  appli- 
cation of  that  principle,  or  character  by  which  it  may  be 
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distinguished  from  other  inventions,  and  shall  particularly 
specify  and  point  out  the  particular  improvement  or  combi- 
nation which  he  claims  as  his  own  invention  or  discovery.'* 
The  requisition  of  the  English  law  is  similar  in  this  respect 

Now,  before  proceeding  to  consider  whether  the  patentee, 
in  this  case,  has  complied  with  this  positive  and  salutary 
requisition  of  the  law,  the  attention  of  the  court  is  re- 
quested to  the  reported  cases  in  which  the  requisition  has 
received  judicial  construction. 

By  a  careful  examination  of  these  authorities,  it  will  be 
found  established,  that,  where  a  patent  is  taken  out  for  an 
improvement,  the  specification  must  describe  what  the  im- 
provement is,  and  the  patent  be  limited  to  such  improve- 
ment. If  the  patent  includes  the  whole  machinery,  it  in- 
cludes more  than  the  patentee  invented,  and  is  therefore 
void.  That  if  the  patent  be  for  an  improvement  in  an  exist- 
ing machine,  the  patentea  must,  in  his  specification,  distin- 
guish the  new  from  the  old,  and  confine  his  patent  to  such 
parts  only  "as  are  new  ;  and  if  both  be  mixed  up  together, 
'  and  a  patent  is  taken  for  the  whole,  it  is  void.  That  how- 
ever the  authorities  may  apparently  vary  in  pointing  out 
the  particular  manner  in  which  the  patentee  must  specify 
his  improvement,  and  distinguish  what  he  claims  as  new 
and  his  invention  from  what  was  old  and  before  known,  yet 
that  they  are  in  perfect  harmony  in  deciding  that  he  must 
do  this  in  some  manner,  and  upon  the  face  of  the  specifica- 
tion. American  authorities. — Evans  v.  Eaton,  3  Wheats 
454  [4  Am.  &  Eng.  16]  ;  Woodcock  v.  Parker,  1  GaU.  438 ; 
Whittemore  v.  Cutter,  1  Gall.  478  ;  Odiome  v.  Winkley, 
2  Gall.  51 ;  Lowell  v,  Lewis,  1  Mason,  182  ;  Barrett  'O.  Hall, 
1  Mason,  447 ;  SuUivan  v,  Redfleld,  Paine' s  C.  C.  R.  441; 
Evans  v.  Eaton,  7  Wheat.  408  [4  Am.  &  Eng.  105]  ;  Dixon 
tJ.  Moyer,  4  Wash.  C.  C.  R.  69  ;  Isaacs  v.  Cooper,  4  Wash. 
C.  C.*^  R.  261  ;  Cross  v.  Huntley,  13  Wend.  385 ;  Head 
®.  Stevens,  19  Wend.  411 ;  Ames  «.  Howard,  1  Sumner, 
482  ;  Kneass  n.  Schuylkill  Bank,  4  Wash.  C.  C.  R.  9  ;  Mor- 
ris  V,  Jenkins  et  al.j  3  McLean,  250 ;  Peterson  t>.  Wood- 
en, 3  McLean,  248.    English  cases. —-McFarlane  v.  Price, 
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1  Starkie,  199  [1  Am.  &  Eng.  227] ;  Williams  v.  Brodie, 
Davies'  Patent  Cases,  96,  97 ;  Manton  v.  Manton,  Davies' 
Patent  Cases,  349  [1  Am.  &  Eng.  189] ;  Hill  v.  Thompson, 
8  Taunton,  325  [1  Am.  &  Eng.  2&)] ;  Minter  v.  Wells,  1  Web- 
ster, 130  [2  Am.  &  Eng.  26,  47] ;  Rex  v.  Nickels,  Hind- 
march  on  Patents,  186. 

Now,  apply  the  rule  of  law,  as  prescribed  by  the  statute 
and  construed  by  these  authorities,  to  the  patent  in  this 
case.  Admit  that  rule,  as  most  liberally  stated,  in  any  re- 
ported decision,  and  the  counsel  respectfully  asks,  in  what 
manner,  upon  the  face  of  the  patentee's  specification,  has 
he  distinguished  that  which  he  claims  as  new  and  his  in- 
vention from  what  was  old  and  before  known,  or  pointed 
out  in  what  his  improvement  consists  ?  It  is  most  confi- 
dently answered  that  he  has  done  this  in  no  manner  what- 
ever, neither  expressly  nor  by  implication,  nor  by  any  ref- 
erence ;  and  it  is  not  in  the  wit  of  man  to  determine,  upon 
the  face  of  the  specification,  what  the  improvement  is  which 
the  patentee  claims,  or  intended  to  claim.  The  court  below, 
in  their  construction  of  the  claim,  in  charging  the  jury,  say 
that  the  improvement  consists  '^  in  a  new  arrangement  of  the 
parts."  Does  this  appear,  either  in  terms  or  even  impli- 
edly, upon  the  face  of  the  description  ?  So  far  from  this, 
the  last  words  of  the  patentee,  in  his  description,  are,  that 
the  ''shape"  of  the  thing  is  the  "only  point  of  impor- 
tance. ' '  The  court  further  say,  that  this  new  arrangement 
of  the  parts  consist  in  ' '  getting  rid  of  nearly  all  the  resist- 
ing surface  of  the  wheel  of  Stevens,  Smith,  and  others,  by 
placing  the  spiral  paddles  or  propelling  surfaces  on  the 
ends  of  arms,  instead  of  carrying  the  paddles  themselves  in 
a  continued  surface  to  the  hub  or  shaft." 

Where,  upon  the  face  of  the  description,  is  there  any 
mention  made  of  Stevens' ,  Smith' s,  or  of  any  previously- 
in^^ented  wheel,  save  in  the  general  declaration  by  the 
patentee,  that  his  improved  wheel  "differs  essentially 
from  any  which  have  been  heretofore  essayed," — a  declar 
ration  which  the  court,  in  the  case  of  Barrett  v.  Hall, 
above  cited,  declared  to  be  "no  specification  at  all"? 
And  where,  upon  the  face  of  the  specification,  is  there  the 
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most  remote  allusion  to  the  "getting  rid  of  resisting  snr- 
*face"  ? 

V.  At  the  trial  of  the  case,  "  it  appeared  in  evidence  that 
the  drawing  and  model  of  the  paddle-wheel  of  the  plaintiff, 
filed  and  deposited  originally  in  the  Patent  Office,  had  been 
lost  by  the  destruction  of  that  office  in  December,  1836, 
and  that  in  restoring  the  record  of  the  patent,  under  the  act 
of  March,  1837,  the  plaintiff  sent  from  New  Orleans  to  the 
office  a  new  drawing,  to  be  filed  on  the  5th  of  May,  1841, 
together  with  a  court  copy  of  the  lettei's  patent  which  were 
deposited  in  the  office.  The  drawing  was  not  sworn  to  by 
the  plaintiff,  but  remained  in  the  office  till  January,  1844, 
wlien  it  was  delivered  to  an  agent  of  the  plaintiff  and  sent 
to  New  Orleans,  and  sworn  to  by  him,  and  filed  in  the  de- 
partment on  the  12th  day  of  February,  1844.  On  an  exam- 
ination subsequently  by  the  plaintiff,  it  was  discovered  that 
this  drawing  was  imperfectly  made,  and  thereupon  a  second 
drawing  was  procured  by  him,  which  he  claimed  and  offered 
to  prove  to  be  an  accurate  one,  and  was  sworn  to  and  filed 
on  the  27th  day  of  March,  1844,  an  authenticated  copy  of 
which  was  offered  in  evidence  on  the  trial  by  the  plaintiff, 
which  was  objected  to  by  the  counsel  for  the  defendants ; 
but  the  objection  was  overruled,  and  the  evidence  admitted, 
to  which  an  exception  was  taken." 

It  is  contended,  that  the  Circuit  Court  erred  in  admitting 
in  evidence  the  second  drawing  of  March  27th,  1844,  and  in 
support  of  this  position  the  following  considerations  are  re- 
spectfully submitted : 

(The  counsel  then  urged — 

That  the  patentee  had  exhausted  his  privilege  when  he : 
swore  to  the  first  drawing. 

That  if  allowed  to  file  more  than  one,  he  might  continue 
to  file  them  down  to  the  day  of  trial. 

That  the  first  drawing  became,  by  the  statute,  prima 
facie  evidence  of  the  invention,  and  there  could  not  be  two 
such. 

That  if  this  patentee  had  procured  a  reissue  of  his  patent, 
under  the  third  section  of  the  act  of  1837,  he  would  not 
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have  been  entitled  to  the  privilege  which  he  now  claims, 
and  it  is  unreasonable  to  suppose  that  Congress  intended  to 
give  greater  privilege^  under  one  section  than  another. ) 

VI.  At  the  trial  of  this  case,  the  counsel  for  the  defend- 
ants requested  the  court  to  instruct  the  jury  as  follows : 

That  if,  from  the  evidence,  the  jury  are  satisfied  that  no 
propelling  wheels  were  made  by  the  defendants  between 
the  27th  of  March,  1844,  (the  date  of  the  alleged  completion 
of  the  record  of  the  plaintiffs  patent,  under  the  act  of 
March  3d,  1837,)  and  the  commencement  of  this  suit  in 
Ai)ril  following,  that,  upon  this  §round,  the  defendants  aro 
entitled  to  a  verdict." 

The  court  refused  to  grant  this  prayer,  and  left  it,  as  a 
question  of  fact,  for  the  jury  to  say  whether  there  had  or 
had  not  been  unreasonable  delay  on  the  part  of  the  patentee 
in  restoring  the  record.  Now,  was  this  a  question  of  fact ! 
It  is  submitted  that  it  was  not,  but  that,  under  the  circum- 
stances, it  was  purely  a  question  of  law,  to  be  passed  uiK>n 
by  the  court. 

The  record  shows,  that,  from  the  burning  of  the  Patent 
Office,  in  December,  1836,  up  to  the  month  of  May,  1841, 
no  step  whatever  was  taken  by  the  patentee  to  restore  the 
record  of  his  patent,  and  that  he  then  delayed  to  complete 
the  record  until  the  month  of  FelDruary,  1844.  Of  course, 
there  could  have  been  no  dispute  as  to  the  fact  in  connec- 
tion with  the  question  of  reasonable  or  unreasonable  dili- 
gence. Now,  the  authorities  are  clear  in  establishing  this 
doctrine — that  when  there  is  no  dispute  as  to  the  facts,  the 
questions  of  reasonable  or  unreasonable  time,  or  delay,  or 
diligence,  are  questions  of  law  for  the  court,  and  not  of  fact 
for  the  jury.  The  following  cases  are  referred  to  :  Ellis  v. 
Paige,  1  Pick.  43 ;  S.  C,  2  Id.  71,  77,  note ;  Gilbert  v. 
Moody,  17  Wend.  354  ;  Reynolds  v.  Ocean  Ins.  Co.  22  Pick. 
191 ;  Livingston  &  Gilchrist  v,  Maryland  Ins.  Co.  7  Cr.  606. 

And  now,  as  to  the  charge  of  the  court,  that  "the  dam- 
ages were  not  necessarily  confined  to  the  making  of  the 
wheels  between  March,  1844,  when  the  drawings  were  re- 
stored to  the  Patent  Office,  and  the  bringing  of  this  suit.'* 
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Is  not  this  error  1  Why  was  the  drawing  of  March  27th, 
1844,  filed  in  the  Patent  Office  ?  For  the  reason  only,  as 
avowed,  that  the  drawing  of  February  preceding  was  incor- 
rect and  defective.  For  the  reason  only,  that  the  public 
had  no  notice,  or,  what  is  still  worse,  that  the  public  had  an 
imperfect  and  deceptive  information,  by  the  first  drawing, 
of  the  particulars  of  the  patentee's  invention.  Would  it 
not  be  monstrous  to  allow  a  patentee  to  recover  damages 
for  an  alleged  infringement  made  at  a  time  when,  by  his 
fiolemn  oath,  he  declares  that  the  defendant  was  not  notified 
of  the  character  of  his  invention  ?  Nay,  more,  when  he 
sweaiTS  that,  at  the  time  of  the  alleged  infringement,  the 
only  recorded  notice  of  his  invention,  sworn  to  by  himself, 
was  imperfect,  incorrect,  and  insuHicient  ? 

But,  by  an  examination  of  the  grounds  upon  which  tlie 
court  rest  their  decision  upon  this  question,  it  will  be  seen 
in  what  manner  the  evror  has  arisen.  The  court  say,  the 
limitation  contended  for  by  the  defendants  '  ^  assumes  that 
there  can  be  no  infringement  of  the  patent  after  the  de- 
struction of  the  records  in  1838,  until  they  are  restored  to 
the  Patent  Office,  and  that  during  the  intermediate  time 
the  rights  of  patentees  would  be  violated  with  impunity." 
With  the  greatest  deference,  it  will  appear,  upon  a  consid- 
eration of  the  statute  provisions,  that  the  doctrine  con- 
tended for  involves  no  such  assumption. 

The  second  section  of  the  act  of  1337  provides  for  the 
very  difficulty  which  is  urged  by  the  court  as  the  sole  ob- 
jection to  the  limitation  contended  for.  Foreseeing  that 
some  time  must  necessarily  elapse  before  patentees  could 
be  informed  of  their  rights  and  duties,  and  prepare  copies 
of  their  patents  and  drawings  and  models,  Congress  has 
provided,  in  this  section,  that,  from  the  15th  of  December, 
1836,  when  the  Patent  Office  was  burned,  to  the  1st  day  of 
June,  1837,  and  not  after,  patentees  and  others  may  give  in 
evidence  their  patents  in  any  court,  notwithstanding  that 
they  have  not  been  re-recorded,  and  no  verified  drawing  of 
the  invention  has  been  filed  in  the  Patent  Office. 

Is  there  not  great  danger,  in  the  disposition  to  give  the 
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most  liberal  and  enlai'ged  interpretation  to  statute  provisions 
for  the  protection  and  encouragement  of  inventors,  that  the 
rights  of  the  public  may  be  too  much  disregarded  \ 

By  the  burning  of  the  Patent  Office,  something  more  was 
involved  in  the  loss  of  the  evidences  of  the  rights  of  paten- 
tees. The  public  were  thereby  deprived  of  the  only  notice 
which  the  law  recognizes  of  what  they  could  and  what  they 
could  not  do,  without  being  subjected  to  prosecutions  for  in- 
vasions of  patent-rights  ;  for  the  public,  in  the  language  of 
Judge  AVasiiington,  in  a  case  before  cited,  ^^  can  depend 
upon  no  other  information,  to  enable  them  to  avoid  the  con- 
sequences of  litigation,  than  what  the  records  may  afford. 
No  description  of  the  discovery  secured  by  a  patent  will 
fulfil  the  demands  of  justice  and  of  the  law,  but  such  as  is 
of  record  in  the  Patent  Office,  and  of  which  all  the  world 
may  have  the  benefit." 

Now,  Congress,  in  legislating  to  repair  the  loss  of  the 
Patent  Office,  and  to  provide  against  its  natural  conse- 
quences, had  in  view  the  protection  of  the  public  as  well  as 
patentees  ;  and  while,  on  the  one  hand,  it  was  j  ustly  con- 
sidered that  patentees  ought  not  to  suffer  by  reason  of  a  loss 
arising  from  no  fault  of  theirs,  on  the  other,  it  was  as  justly 
considered  that  the  public  ought  not  to  suffer  by  reason  of 
a  too  long  delay  on  the  part  of  patentees  to  furnish  to  the 
public  anew  the  recorded  descriptions  of  their  inventions. 
Thus,  the  second  section  of  the  act  of  1837,  saving  the 
rights  of  patentees,  enables  them  to  recover  damages  for 
infringements  after  the  burning  of  the  Patent  Office,  and 
down  to  the  month  of  June,  1837,  notwithstanding  the  non- 
existence of  any  public  record  of  their  inventions  ;  but, 
saving  the  rights  of  the  public,  the  statute  gives  no  further 
time. 

Is  not  this  clear  ?  And  being  so,  is  it  not  manifest  that 
the  court  below  erred  in  the  instructions  given  to  the  jury 
upon  this  point  ? 

The  drawing  of  the  patentee,  annexed  to  his  patent  or 
referred  to  in  his  specification,  constitutes  a  part  of  the 
patent,  and  oftentimes,  as  in  this  case,  is  the  most  material 
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portion  of  the  description, — without  which  the  invention 
would  be  virtually  undescribed.  Now,  when  a  patentee 
alters  or  amends  his  patent,  whether  in  the  written  descrip- 
tion or  the  delineated  description,  there  is  nothing  better 
established  than  that  he  cannot  recover  damages  for  an 
alleged  infringement  committed  prior  to  such  amendment. 
The  authorities  to  this  point  are  conclusive,  and  in  perfect 
uniformity ;  some  of  them,  and  those  the  most  recent, 
going  so  far  as  to  maintain  that  it  makes  no  difference 
though  the  amendment  be  of  a  mere  clerical  error.  In  re 
Nickels,  Turner  &  Phillips,  44;  S.  C,  1  Webster,  659; 
Hindmarch  on  Pat/ents,  (English  edition,)  216,  et  seq. ; 
Wyeth  V.  Stone,  1  Story,  290 ;  Wood  worth  v.  Hall,  1  Woodb. 
&  Minot,  248,  389. 

It  is  submitted  that  a  denial  of  the  doctrine  here  urged 
on  behalf  of  the  plaintiffs  in  error  would  be  equivalent  to 
an  abrogation  of  the  provisions  of  the  thirteenth  section  of 
the  Patent  Act  of  1837,  which  declares  that  a  patent  can 
only  be  amended  by  a  surrender  and  reissue,  and  that  the 
amended  patent  can  only  operate  upon  causes  of  action  ac- 
cruing subsequently  to  the  amendment. 

Construe  the  first  section  of  the  act  of  1837  as  the  court 
below  has  construed  it,  and  what  is  the  consequence  'i  A 
patentee,  whose  grant  is  dated  on  or  before  the  14th  of  De- 
cember, 1836,  may  maintain  actions  for  infringement  of  his 
rights  from  then  to  the  present  time,  without  any  public 
record  of  his  patent  whatsoever  being  in  existence  during 
the  entire  period,  provided  he  produces  at  the  trial  an 
authenticated  copy  of  his  patent  and  drawings  from  the 
Patent  Office,  recorded  there,  perhaps,  but  the  day  before  ! 
From  this  consequence,  it  is  submitted,  there  could  be  no 
escape  ;  and  small,  indeed,  would  be  the  hope  of  escape  for 
the  innocent  invader  of  the  unrecorded  right,  with  the  ques- 
tion of  reasonable  diligence  in  the  restoration  of  the  record 
left  to  the  decision  of  a  jury. 

Mr.  Morton  and  Mr,  Gviting^  for  the  defendant  in  error. 
I.  The  first  point  raised  by  the  plaintiffs  in  error  does  not 
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properly  arise.  The  jury  rendered  a  verdict  for  $1,500 
damages.  The  amount  in  controversy  being  less  than 
$2,000,  the  defendants  below  had  no  right  to  remove  the 
cause  to  this  court.  They  moved  the  Circuit  Court  for  a 
new  trial  upon  a  case  made,  which  motion  was  denied,  and 
i  adgment  was  docketed  upon  the  verdict.  The  defendants 
below  then  applied  to  the  Circuit  Court  for  the  allowance 
of  a  writ  of  error,  under  the  seventeenth  section  of  the  act 
of  Congress  approved  July  4th,  1836,  which  authorizes 
writs  of  error  in  patent  cases  to  the  Supreme  Court  of  the 
United  States,  in  the  same  manner  and  under  the  same  cir- 
cumstances as  was  then  provided  by  law  in  other  judgments 
and  decrees  of  Circuit  Courts,  *'  and  in  all  other  cases  in 
which  the  court  should  deem  it  reasonable  to  allow  the 
sa,me." 

Having  no  right  to  a  writ  of  error,  therefore,  unless  the 
judges  of  the  Circuit  Court  ^'  should  deem  it  reasonable 
to  allow  the  same,"  application  for  the  writ  was  made  to 
the  discretion  of  the  court ;  and  the  application  was  granted 
so  far  as  to  allow  the  defendants  to  raise,  for  the  consider- 
ation of  the  Supreme  Court,  five  points  specified  by  the 
court  below,  and  which  constitute  the  second,  third,  fourth, 
fifth,  and  sixth  points  now  presented  by  the  plaintiffs  in 
error.*  The  defendants  availed  themselves  of  the  permis-, 
sion  to  issue  a  writ  of  error,  restricted  as  above  stated,  and 
now,  after  the  writ  has  been  allowed,  they  seek  to  argue  a 
question  not  embraced  in  those  specified  by  the  court. 

It  is  respectfully  submitted  that  this  course  ought  not  to 

*  Writ  of  error  allowed  in  respect  to  the  question — 

1.  Wiiethcr  the  patent  is  void  as  embracing  two  or  more  distinct  and  inde- 
pendent inventions  or  improvements. 

2.  Whether  the  claim  is  for  an  entire  paddle-wheel,  or  only  for  an  improve- 
ment. 

3.  Whether  the  new  is  sufficiently  distinguished  from  the  old. 

4.  Whether  the  corrected  drawing  was  properly  allowed  and  filed. 

5.  Whether  the  rule  of  damages  was  correct,  on  condition  tliat  case  Ih3  sub- 
mitted on  written  argument  to  Supreme  Court  at  an  ensuing  term,  before  1st 
February,  and  judgment  to  be  secured  by  filing  the  usual  l)ond. 

A  copy  of  Judge  kelson's  indorsement  on  petition  for  writ  of  error. 

Albx'r  Gardu^er,  Clerk, 
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be  encouraged,  and  that  the  grounds  discussed  in  the  first 
point  taken  by  the  plaintiflPs  in  error  need  not  be  considered 
by  the  counsel  for  the  patentee.  It  may  be  briefly  re- 
marked, however,  that  the  point  referred  to  was  not  raised 
at  the  trial,  and  does  not  appear  upon  the  face  of  the  rec- 
ord, or  even  upon  the  bill  of  exceptions.  It  was  insisted 
below  that  the  patent  was  void  for  the  reasons  specified  in 
the  bill  of  exceptions.  The  court  will  search  in  vain  for 
the  question  attempted  to  be  discussed  by  the  counsel  for 
the  plaintiffs  in  error  in  his  first  point. 

Even  if  it  were  raised  by  the  bill  of  exceptions,  and  were 
a  point  that  could  be  argued  here,  it  would  be  untenable. 
The  argument  appears  to  be,  that  the  patentee  has  no  patent 
for  "  an  improved  paddle-wheel,"  because  the  title  of  the 
gi-ant  is  for  an  impi*ovement  in  the  steam-engine,  and  the 
counsel  for  the  plaintiffs  in  error  argues  as  if  the  letters  and 
the  schedule  were  not  a  part  of  the  same  instrument.  By 
taking  the  w^hole  patent  together,  that  is,  the  letters  and 
the  siHJcification,  there  can  be  no  difliculty  in  ascertaining 
the  extent  of  the  patent.  It  grants  to  the  patentee  the 
right  ' '  of  making,  constructing,  using,  and  vending  to 
others  to  be  used  the  said  improvement,  a  description 
whereof  is  given,  in  the  words  of  the  said  patentee  himself, 
in  the  schedule  hereto  annexed,  and  is  made  a  part  of  these 
presents. ' ' 

Thus,  the  schedule  is  made  a  part  of  the  patent,  as  much 
as  if  it  were  recited  in  the  letters  themselves.  The  grant  is 
for  the  improvement  described  in  the  schedule  ;  and,  by  re- 
ferring to  the  schedule,  the  improved  paddle-wheel  is  dis- 
tinctly embraced  as  a  part  of  the  claim. 

In  the  construction  of  patents,  the  schedule  annexed  must 
be  always  kept  in  view  and  resorted  to,  in  order  to  ascer- 
tain what  is  the  invention  claimed  and  patented.  If  the 
claim  or  specification  be  more  extensive  than  the  actual  in- 
vention, the  patent  may  be  void  in  part  or  in  whole,  for 
that  reason  ;  but  there  can  be  no  doubt  that,  prima  facie^ 
the  patentee  has  a  grant  for  all  that  he  claims  in  the  sched- 
ide  annexed  to  his  patent.     The  description  in  the  letters 
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of  the  thing  invented  is  always  very  brief,  because  it  points 
to  and  incorporates  the  patentee' s  specification  and  descrip- 
tion annexed,  and  which  usually  sets  forth  minutely  the 
whole  claim. 

The  argument  on  the  other  side,  as  to  the  effect  of  a  varia- 
tion between  the  title  of  the  patent  and  the  thing  patented 
and  described  in  the  schedule,  assumes  that  a  good  and  per- 
fect specification  and  description  of  the  invention  claimed  by 
the  patentee  may  be  utterly  defeated  by  a  defect  in  the 
title,  so  that  a  specification  and  claim  free  from  all  ambigu- 
ity will  be  rendered  utterly  worthless  by  a  defect  in  what 
the  counsel  terms  *^  the  title"  of  the  patent.  A  iiile  of  con- 
struction so  harsh  and  unreasonable  would  be  most  destruc- 
tive in  its  consequences.  If  applied  to  the  interpretation 
of  statutes,  it  would  nullify  many  of  them  that  are  free 
from  doubt.  Not  many  of  the  acts  of  Congress  would 
stand,  if  defective  titles  were  declared  to  be  fatal  to  the 
lav/s  themselves. 

The  Patent  Act  of  1793,  section  first,  provides  that  the 
Secretary  of  State  may  cause  letters  patent  to  be  granted, 
^^  giving  a  short  description  of  said  invention  or  discovery.' ' 
When  the  patentee  presents  his  specification,  it  is  refeiTed 
to  in  and  made  a  part  of  the  patent ;  and  it  is  from  the 
patent,  with  schedules  and  drawings  taken  together,  that 
it  is  to  be  determined  what  thing  is  intended  to  be  pat- 
ented. Pitt  V,  Whitman,  2  Story,  621.  Any  defect  in 
the  title  is  remedied  by  a  proper  description  in  the  sched- 
ule. Barrett  v.  Hall,  1  Mason,  477 ;  AVhittemore  v.  Cutter, 
1  GaU.  437 ;  Phil.  Pat.  224,  225. 

In  England,  the  rule  appears  to  be  diflEerent.  There,  the 
patent  is  distinct  from  the  specification,  and  controls  it  in 
construction,  so  that  the  patentee  cannot  cover  anything 
by  the  specification  which  is  not  embraced  in  the  patent. 
Campion  v.  Benyon,  3  Brod.  &  Bingh.  6  [1  Am.  &  Eng. 
346]  ;  The  King  v.  Wheeler,  2  Barn.  &  Aid.  345  [1  Am. 
&  Eng.  317]. 

II.  But  the  plaintiflEs  insist  that  the  patent ' '  is  void,  for 
the  reason  that  it  embraces  several  distinct  and  separate 
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inventions  as  improvemente  in  several  distinct  and  inde- 
pendent machines  susceptible  of  indei)endent  operation, 
not  necessarily  connected  with  each  other,  in  producing  the 
result  arrived  at  in  the  invention,  and  the  subject-matter  of 
separate  and  independent  inventions." 

It  is  clear,  from  the  specification,  that  the  patentee  claims 
to  have  discovei-ed  an  improvement  in  the  steam-engine, 
and,  with  it,  in  the  mode  of  propelling  vessels.  He  substi- 
tutes for  the  crank  motion  a  mode  of  converting  the  recip- 
rocating motion  of  a  piston  into  a  continued  rotaiy  motion, 
by  a  new  combination  of  machinery  for  that  purpose.  Prom 
the  revoMng  shaft  described  by  him,  a  rotary  motion  may 
be  communicated  to  paddle-wheels  or  other  objects.  When 
used  for  steamboats,  the  patentee  employs  the  improved 
paddle-wheel  described  by  him,  which  is  necessarily  to  be 
worked  in  connection  with  the  other  machinery.  When  a 
capstan  is  required,  as  on  board  of  a  steamboat,  he  describes 
the  mode  of  connecting  the  shaft  of  the  engine  with  the 
capstan,  so  that  it  may  be  made  to  I'evolve  by  the  action  of 
the  shaft ;  and  he  claims  as  his  invention  the  substituting 
for  the  crank,  in  the  reciprocating  engine,  a  grooved  cylin- 
der, operating  as  described ;  the  paddle-wheel  constructed 
and  operating  as  set  forth  ;  and  the  application  of  the  re- 
volving vertical  shaft  to  the  turning  of  a  capstan. 

Now,  it  is  manifest  that  the  invention  is  a  mechanical 
unity.  The  improved  engine  and  paddle-wheel  are  intended 
to  act  together,  and  if  a  capstan  be  used,  the  improved 
engine  is  made  to  connect  with  and  turn  the  capstan,  as  it 
does  the  paddle-wheels.  Although  the  engine  may  be  ap- 
plied to  the  old-fashioned  wheel,  and  though  it  may  or  may 
not  be  attached  to  the  capstan,  yet  it  is  manifest  that  the 
improved  engine,  connected  with  the  paddle-wheel  or  with 
a  capstan,  may  be  used  in  connection  to  produce  or  aid  the 
result  designed  by  the  patentee,  namely,  the  propulsion  or 
navigation  of  a  vessel. 

(The  remainder  of  the  argument  upon  this  head  is  omit- 
ted.) 

III.  The  defendants  prayed  the  court  to  instruct  the  jury 
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"  tliat  the  claim  of  the  plaintiff,  as  set  forth  in  his  specifi- 
cation annexed  to  his  letters  patent,  embraced  the  entire 
spiral  paddle-wheel.  That  the  claim  was,  therefore,  too 
broad  upon  the  face  of  it,  and  the  letters  patent  were  void 
upon  that  ground." 

The  court  charged  the  jury  that  **  it  was  made  a  question, 
on  the  former  trial,  whether  the  plaintiff  did  not  claim,  or 
intend  to  claim,  the  entire  wheel ;  but  we  understood  it  to 
be  for  an  improvement  upon  the  spiral  paddle-wheel." 

The  counsel  for  the  plaintiffs  i;i  error  supposes  that  the 
court  below  arrived  at  this  conclusion,  not  from  the  face  of 
the  patent,  but  from  matters  dehors  the  specification.  This 
assertion  is  unfounded.  The  view  of  the  court  below  is  the 
result  of  a  just  construction  of  the  patent  itself. 

It  is  difiicult  to  i)erceive  by  what  course  of  argument  the 
patent  can  be  shown  to  be  too  broad  upon  its  face.  By 
the  expression  "  too  broad,"  I  presume,  it  is  intended  that 
the  patentee  claims  more  than  he  has  invented.  This  is 
usually  a  question  of  fact,  dependent  upon  the  proofs  at 
the  trial.  The  face  of  this  patent  certainly  does  not  dis- 
close'the  fact  that  the  patentee  has  a  grant  for  anything  of 
which  he  does  not  claim  to  have  been  the  inventor.  The 
counsel  for  the  plaintiffs  has  not  discussed  this  point,  ex- 
cept so  far  as  his  observations  under  his  fourth  point  may 
be  applicable  to  it ;  and  it  is,  therefore,  not  deemed  neces- 
sary here  to  enlarge  further  upon  this  branch  of  the  case, 
except  to  observe  that  the  patentee  does  not  claim  to  be  the 
inventor  of  paddle-wheels,  nor  of  "  wheels  acting  on  the 
spiral  or  screw  principle  ;"  on  the  contrary,  he  refers  to 
wheels  previously  "essayed,"  upon  which  wheels  the  pat- 
entee claims  to  have  improved.  What  he  does  claim,  then, 
is  an  imj^roved  spiral  propelling-wheel,  constructed  and 
operating  under  water  in  the  manner  described,  which  im- 
provement, as  described  in  the  schedule,  is  new,  and  is  the 
invention  of  the  patentee. 

IV.  It  is  insisted  that  the  court  below  ought  to  have 
charged  the  jury  as  prayed  for,  namely,  "  that  the  patent 
is  void  upon  its  face,  for  this :  that,  purporting  to  be  a 
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patent  for  an  improvement,  and  specifying  that  the  inven- 
tion is  of  an  improved  spiral  paddle-wheel,  differing  from 
any  which  have  heretofore  been  essayed,  without  pointing 
out  in  what  the  difference  consists,  or  in  any  manner  what- 
ever indicating  the  improvement  by  distinguishing  it  from 
previously-essayed  spiral  paddle-wheels,  it  is  w:anting  in 
an  essential  prerequisite  to  the  validity  of  letters  patent  for 
an  improvement*" 

The  court  refused  so  to  charge,  and  held  that  the  descrip- 
tion of  the  invention  was,  in  this  respect,  sufficient* 

The  point  now  raised  is  one  purely  technical,  because  it 
must  be  assumed,  after  verdict,  and  upon  the  bill  of  excep- 
tions, that  the  patentee  was  the  real  inventor  of  what  he 
claims ;  that,  de  facto^  he  has  not  claimed  as  new  that 
which  had  been  known  before ;  that  the  improvement  is 
useful,  and  that  the  specification  is  so  full  and  clear,  and 
free  from  ambiguity,  that  any  mechanic  skilled  in  the  art 
of  making  propellers  could,  by  following  it,  construct  the 
thing  patented. 

But  however  meritorious  the  invention  may  be,  yet  it  is 
contended  that  the  patent  ought  to  be  adjudged  void,  be- 
cause it  does  not  i)oint  out  the  difference  between  the 
improved  propeller  and  all  other  propelling- wheels  previ- 
ously essayed. 

The  object  of  pointing  out  the  old  from  the  new  is,  that  the 
public  may  be  informed  what  the  party  claims  as  his  inven- 
tion, and  may  ascertain  if  he  claims  anything  in  common  use. 

The  law  dpes  not  require  that  he  should  describe  the 
various  paddle-wheels  then  known,  or  point  out  the  differ- 
ences between  them  and  his  improvement.  Such  a  rule, 
even  if  practicable,  would  be  too  onerous  to  be  endured. 
Take,  for  example,  a  patent  for  an  improvement  upon  all 
stoves  previously  essayed :  it  would  be  unreasonable  to 
prescribe  that  the  specification  should  describe  all  the 
stoves  in  use,  or  that  had  ever  been  essayed,  and  that  it 
should  point  out  the  difference  between  them  and  the  par- 
ticular'improvement.  Such  requirement  would  be  imprac- 
ticable.    When  Emerson  applied  for  his  patent,  in  1834, 
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there  were  a  very  great  number  of  paddle-wheels  and  pro- 
pellers known,  or  which  had  been  essayed,  many  of  which 
had  been  patented  in  this  country  and  in  England.  Now, 
it  was  not  necessary  for  him  to  have  described  all  these 
various  wheels  and  propellers.  It  is  enough  if  he  has  speci- 
fied his  own  improvement ;  and  if  he  has  done  so  in  an  in- 
telligible form,  his  patent  is  good  on  its  face,  although, 
when  tested  by  evidence  dehors  the  patent,  it  might  appear 
that  he  has  claimed  what  was  old,  and  thus  his  patent 
might  be  defeated. 

In  Evans  v.  Eaton,  7  Wheat.  435  [4  Am.  &  Eng.  105],  the 
rule  is  thus  expressed  :  "  We  do  not  say  that  the  party  is 
bound  to  describe  the  old  machine,  but  we  are  of  opinion 
that  he  ought  to  describe  what  his  own  improvement  is, 
and  to  limit  the  patent  to  such  improvement.  The  law  is 
sufficiently  complied  with  by  distinguishing,  in  full,  clear, 
and  exact  terms,  the  nature  and  extent  of  his  improvement 
only." 

Most  of  the  authorities  cited  by  the  counsel  for  the  plain- 
tiffs in  error,  under  his  fourth  point,  are  referred  to  by 
Phillips,  in  his  work  on  Patents,  and  the  rule  that  he  de- 
duces from  them  is  thus  stated,  at  page  269  : 

''  In  specifying  an  improvement  in  a  machine,  it  is  often 
necessary  to  describe  the  whole  machine  as  it  operates  with 
the  improvement,  in  order  to  make  the  description  intel- 
ligible, and  enable  an  artist  to  construct  the  machine,  as 
the  inventor  is  bound  to  do  in  his  description,  and  which  if 
he  fails  to  do  he  falls  into  the  fault  of  obscurity.  On  the 
other  hand,  if  the  whole  machine,  as  well  the  old  as  the 
new  part,  be  thus  described,  it  is  requisite  to  distinguish 
what  part  the  patentee  claims,  since,  if  this  does  not  satis- 
factorily appear,  the  patent  will,  as  we  have  seen,  be  void 
for  ambiguity  ;  or,  if  the  obvious  construction  is  that  he 
claims  the  whole  machine  in  its  improved  state,  the  patent 
will  be  void  by  reason  of  the  patentee  claiming  too  much. 
The  mode  of  expression  generally  used  in  the  books  in  rela- 
tion to  this  subject  is,  that  the  specification  must  distin- 
guish the  old  from  the  new.  The  only  object  of  this  dis- 
tinction is,  however,  to  specify  what  the  patentee  claims ; 
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and  the  mere  discrimination  of  the  new  from  the  old  would 
not  necessarily  show  this,  for  perhaps  he  does  not  claim  all 
that  is  new.  When  the  cases  say,  therefore,  that  the  speci- 
fication must  distinguish  the  new  from  the  old,  we  must 
understand  the  meaning  to  be  that  it  must  show  distinctly 
what  the  patentee  claims,  the  only  object  of  this  distinction 
being  for  this  purpose.  This  doctrine  is  illustrated  by 
some  of  the  cases  already  stated,  and  it  runs  through  them 
all  wherein  this  question  arises." 

Most  of  the  patents  describe  the  improved  machine  only, 
as  will  be  seen  by  referring  to  the  specifications  in  the 
Patent  Oflice,  and  to  the  rei)orts  of  patent  cases. 

It  has  been,  of  late  years,  the  practice  of  the  courts  of 
this  country  to  give  effect  to  patents,  if  possible,  rather  than 
to  destroy  them  ;  and  to  this  end,  mere  technical  objections 
are  no  longer  encouraged.  The  rigorous  rules  of  the  Eng- 
lish courts,  and  of  some  of  our  earlier  cases,  by  which  meri- 
torious patents  were  frequently  overturned,  have  given 
place  to  more  liberal  and  enlightened  principles. 

(The  remainder  of  the  argument  upon  this  head  is  omit- 
ted.) 

V.  The  authenticated  copy  of  the  corrected  drawing,  filed 
in  the  Patent  Office  on  the  27th  of  March,  1844,  was  cor- 
rectly admitted. 

The  original  drawing  filed  with  the  patent,  in  1844,  had 
been  destroyed  by  fire.  The  patentee  could  not,  of  course, 
produce  the  original,  and  he  therefore  resorted  to  the  next 
best  evidence  that  the  nature  of  the  case  permitted.  This 
consisted  of  a  copy,  which  the  plaintiflE  below  offered  to 
prove  to  be  an  accurate  copy  of  the  original ;  and  this  copy, 
so  offered,  was  duly  authenticated,  in  the  manner  provided 
by  the  first  and  second  sections  of  the  act  of  March  3d, 
1837. 

Upon  the  strictest  principles  of  the  law  of  evidence,  the 
plaintiff  below  was  entitled  to  prove  what  the  original 
drawing  really  was.  The  original  being  lost,  the  next  best 
evidence  of  it  was  an  exact  copy,  proved  to  be  accurate. 

This  proof  would  have  been  admissible  and  proper,  irre- 


40  HOGG  V.  EMERSON.  [Sup.  Ct. 

Argument  of  counsel. 

si)ective  of  the  act  of  1837,  and  whether  the  copy  so  offered 
was  a  record  of  the  Patent  Office  or  not.  Suppose  the  act 
of  1837  had  never  been  passed,  and  the  plaintiff  had  proved 
the  destruction  of  the  original  drawing,  he  might  have  pro- 
duced upon  the  trial  a  copy  of  it ;  and,  after  proof  that  it 
was  a  true  copy,  he  would  have  entitled  himself  to  read  it 
in  evidence. 

But  there  can  be  no  reasonable  doubt  that  the  corrected 
drawing,  filed  on  the  27th  of  March,  1844,  was  properly  re- 
ceived by  the  Patent  Office,  and  that  an  authenticated  copy 
thereof  was  admissible  as  evidence,  under  the  provisions  of 
the  act  of  1837. 

That  act  was  remedial  in  its  character  ;  its  object  was  to 
restore  the  records,  and  to  repair  the  loss  occasioned  by  the 
fire.  To  that  end,  it  was  of  the  highest  public  importance 
that  the  specifications  and  drawings  should  be  correctly 
and  accurately  restored.  To  have  received  imperfect  or  in- 
accurate copies,  would  have  increased,  and  not  have  rem- 
edied, the  mischief  ; .  and  to  assert  that  the  Patent  Office 
had  exhausted  its  power  to  restore  models  and  drawings  by 
the  reception  of  what  were  not  copies  or  true  representa- 
tions of  the  originals,  would  be  to  give  a  construction  to 
the  statute  that  would  defeat  its  object. 

The  first  section  declares  :  "  That  it  shall  be  the  duty  of 
the  Commissioner  to  cause  the  copies  offered  by  the  pat- 
entee, or  any  authenticated  copy  of  the  original  record, 
specification,  or  drawing  which  he  may  obtain,  to  be  tran- 
scribed," &c.  It  is  not  only  within  the  powers  of  the  de- 
partment to  receive  corrected  drawings  or  models  in  place 
of  those  that  prove  to  be  inaccurate  or  imperfect,  but  it  is 
the  duty  of  the  Commissioner  to  obtain  exact  substitutes 
for  the  originals,  if  possible  ;  and  if  those  already  filed  are 
shown  to  be  erroneous,  imperfect,  or  untrue  delineations  of 
the  originals,  it  is  the  duty  of  the  Commissioner  to  replace 
them  with  corrected  copies.  In  this  way  only  can  the  ob- 
jects of  the  act  be  accomplished.  To  deny  this  power 
would  be  to  perpetuate  errors. 

VI.  The  court  below  properly  refused  to  charge  the  jury 
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that  the  defendants  were  not  entitled  to  a  verdict,  if  they 
were  satisfied  that  no  propelling-wheels  were  made  be- 
tween the  27th  of  March,  1844,  and  the  commencement  of 
the  suit. 

The  defendants  excepted  to  the  charge  so  far  only  as  it 
did  not  adopt  the  prayer  insisted  on  by  them. 

The  prayer  upon  this  point  insists  that  the  defendants 
were  entitled  to  a  verdict,  if  no  wheels  were  made  by  them 
after  the  27th  of  March,  1844,  no  matter  how  often  they 
had  infringed  the  plaintiffs  patent  prior  to  that  date.  It 
assumes  that  all  persons  may,  with  impunity,  infringe 
upon  all  or  any  patents  intermediate  between  the  destruc^ 
tion  by  fire  of  the  records  of  the  Patent  Office,  and  the 
complete  restoration  of  them  under  the  act  of  1837.  If  the 
principle  contended  for  be  sound,  then  the  patentee  has  no 
remedy  for  wilful  and  deliberate  violations  of  his  patent, 
committed  intermediate  the  destruction  of  the  records  of 
the  Patent  Office  and  the  complete  restoration  of  them,  no 
matter  how  public  and  notorious  the  patent  may  have 
become,  and  no  matter  how  extensively  the  patent  may 
have  been  published  and  circulated  in  works  of  art  or 
otherwise. 

This  principle  cannot  be  sound,  and  the  defendants' 
prayer  and  exception  raise  no  other  question.  The  prayer 
assumes  the  broad  ground  that  there  is  no  liability  for  in- 
fringements committed  prior  to  the  restoration,  not  only  of 
the  patent  itself,  but  of  the  drawings,  and  that  the  patentee 
is  not  entitled  even  to  nominal  damages. 

The  patent,  in  the  present  case,  had  been  restored  and 
recorded  anew  long  before  the  27th  of  March,  1844,  namely, 
in  the  year  1841  ;  the  recorded  copy  of  the  specification  and 
claim  was  correct,  and  disclosed  the  patentee's  right ;  and 
yet  the  court  was  asked,  in  effect,  to  charge  the  jury  that 
infringements  might  be  perpetrated  with  impunity  at  any 
time  after  the  fire,  and  at  any  time  after  the  recording 
anew  of  the  letters  and  schedule,  until  the  27th  of  March, 
1844.  The  letters  patent  were  published  in  the  Franklin 
Journal  in  1834,  were  filed  anew  in  1841,  and  of  themselves 
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were  suflBcient  to  protect  the  patentee,  even  if  the  restora- 
tion of  the  drawing  had  been  imperfect. 

The  views  of  the  learned  judge  in  his  charge  •  need  no 
illustration  ;  he  charged  the  jury  as  favorably  for  the  de- 
fendants as  they  had  a  right  to  request. 

The  complaint  of  the  counsel  for  the  plaintiffs  in  error, 
that  the  court  left  the  question  of  unreasonable  delay,  on 
the  part  of  the  patentee,  in  taking  measures  to  restore  his 
records,  to  the  jury,  is  not  properly  urged  upon  the  present 
writ  of  error,  because — 

1.  It  is  not  one  of  the  five  points  that  the  court  below 
allowed  to  be  raised. 

2.  That  part  of  the  charge  was  not  excepted  to  at  the 
trial,  and,  on  the  contrary,  the  exception  was  limited  to  the 
point  taken  in  the  defendants'  prayers. 

3.  Even  if  this  point  were  properly  before  the  court,  it 
is  clear  that  the  question,  whether  the  patentee  had  been 
guilty  of  unreasonable  delay  and  neglect  in  restoring  the 
records,  was  a  question  of  fact  upon  the  evidence  then  be- 
fore the  court. 

It  was  a  question  of  fact,  submitted  to  the  jury  for  the 
benefit  of  the  defendants  below  ;  for  if  there  had  been  such 
neglect  or  delay,  the  court  instructed  the  jury,  that,  if  the 
defendants  had  innocently  made  the  patented  article,  it 
would  be  a  fair  ground  for  a  mitigation  of  the  rule  of  dam- 
ages, if  not  for  the  withholding  them  altogether. 

The  charge  was  as  favorable  to  the  defendants  as  the  law 
and  the  evidence  would  permit. 

JUr.  John  0.  Sargentj/or  the  plaifntiffs  in  error ^  in  reply 
and  conclusion. 

It  is  objected  to  the  first  point  raised  by  the  counsel  for 
the  plaintiflEs  in  error,  that  it  is  not  prox>erly  presented  to 
the  court,  though  it  is  admitted  to  arise  upon  the  record. 
The  argument  is,  that  the  court  below  intended  to  restrict 
the  plaintiffs  to  the  consideration  of  certain  specified  ques- 
tions. True  it  is,  that  the  court  struck  out  from  the  bill  of 
exception  several  points  on  which  the  plaintiffs  relied  ;  but 
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the  object  of  the  court  in  so  doing  is  misapprehended.  It 
was  the  purpose  of  the  court  merely  to  disembarrass  and 
relieve  the  record  of  objections  which  they  considered  ill- 
taken,  and  the  discussion  of  which  they  deemed  unneces- 
sary. That,  besides  this  limitation,  of  which  the  plaintiffs 
have  not  complained,  it  was  the  intention  of  the  court  to 
cut  them  off  from  their  right  of  dealing  with  this  record  * 
according  to  law,  is  not  to  be  presumed  or  implied.  No 
doubt  whatever  is  entertained  by  the  counsel  for  the  plain- 
tiffs that  the  objection  is  well  raised  on  the  record,  and  that 
it  is  fatal  to  the  defendant's  claim. 

I.  The  point  made  is,  that  the  defendant  in  error  has  no 
patent  for  an  improved  spiral  paddle-wheel. 

The  learned  counsel  for  the  defendant  is  mistaken  in  sup- 
posing that  the  argument  of  plaintiffs'  counsel  proceeds 
upon  the  idea  that  the  letters  patent  and  the  specification 
are  not  parts  of  the  same  instrument.  The  si)eciftcation 
forms  a  part  of  the  patent,  and  they  are  to  be  construed  to- 
gether, but  construed  with  reference  to  the  fundamental 
principle  of  interpretation :  quoties  in  verbis  nulla  am- 
higuitas^  ihi  nulla  ea^ositio  contra  verba  fienda  est — or,  as 
it  is  sometimes  laid  down  in  the  books,  "  No  construction 
shall  be  made  contrary  to  the  very  express  words  of  a  grant." 

In  construing  this  instrument,  we  must  look  to  the  situa- 
tion of  the  parties,  and  the  mode  in  which  it  was  prepared. 
The  formal  letters  patent  speak  the  language  of  both 
parties.  In  the  instrument  of  grant,  there  is  nothing 
equivocal  or  ambiguous.  It  is  not  capable  of  being  mis- 
understood. No  ingenuity  can  extort  a  double  meaning 
from  it.  Mr.  Emerson  made  oath  that  he  was  the  inventor  • 
of  an  improvement  in  the  steam-engine  ;  solicited  a  patent 
for  said  improvement ;  received  a  patent,  reciting  the  ex- 
clusive privileges  vested  in  him  in  said  improvement,  and 
making  the  description  of  said  improvement  contained  in 
the  schedule  annexed  a  part  of  his  patent.  All  this  must  be 
taken  as  absolute  truth.  The  patentee  claiming  under  this 
instrument  is  bound  by  its  recitals,  and  estopped  from 
denying  anything  that  it  alleges.    The  letters  patent,  in 
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fact,  are  the  joint  production  of  the  grantor  and  grantee. 
The  Secretary  of  State  adopt-ed  the  description  of  his  im- 
provement which  the  grantee  furnished  in  his  petition. 
The  entitling  of  the  schedule  is  debatable  ground.  This 
may  have  been  the  work  of  the  grantee  alone,  or  of  a  clerk 
in  the  department.  In  either  event,  it  indicates  the  inten- 
tion of  the  parties,  and,  as  if  to  exclude  the  possibility  of 
the  grantee's  taking  an  exclusive  privilege  to  any  other 
thing  than  that  contemplated  and  expressed  in  the  patent, 
the  heading  or  title  of  the  schedule  recites,  in  effect,  that 
said  schedule  is  made  a  part  of  the  patent,  so  far  as  it  con- 
tains a  description  of  the  improvement  in  the  steam-engine, 
and  no  farther. 

The  language  of  the  parties  indicates  plainly  enough 
what  was  intended  to  be  granted,  and  what  was  actually 
granted.  Then  comes  the  descriptive  part  of  the  schedule, 
or  the  specification,  in  the  words  of  the  grantee  alone. 
This  contains  a  particular  description  of  the  improvement 
in  the  steam-engine  secured  by  the  patent.  It  then  de- 
scribes an  application  of  this  improved  engine  to  turn  the 
capstan  on  the  deck  of  a  vessel ;  and  an  improved  spiral 
paddle-wheel,  alleged  to  differ  materially  from  those  pre- 
viously essayed.  ,  Now,  the  ground  taken  by  the  counsel 
who  opened  this  case  is  simply  this — that  Mr.  Emerson 
cannot,  by  the  introduction  of  new  matters  in  his  specifica- 
tion, make  his  patent  operate  as  a  grant  for  the  improve- 
ment mentioned  in  his  petition,  oath,  and  letters  ;  and  also 
as  a  patent  for  other  things  not  mentioned  in  such  petition, 
oath,  and  letters.  It  is  respectfully  submitted  that  such 
is  clearly  the  law. 

It  is  presumed  that  there  is  no  diflSculty  in  the  court's 
taking  judicial  notice  of  anything  involved  in  the  construc- 
tion of  a  patent,  which  a  judge  at  nisi  prius  would  know 
without  the  aid  of  a  jury.  If  this  view  is  correct,  the  court 
will  know  that  an  improved  steam-engine  is  not  an  improved 
paddle-wheel,  and  was  not  at  the  time  this  patent  was 
issued.  This  being  so,  the  improved  spiral  paddle-wheel  is 
not  only  not  in  terms  included  in  this  patent,  but  is,  by 
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legal  implication,  as  absolutely  excluded  from  the  patent 
as  if  it  were  excluded  in  express  terms.  In  the  fair,  nat- 
ural, obvious  interpretation  of  this  grant,  collecting  its 
meaning  from  the  terms  used  in  it,  understood  in  their 
plain,  ordinary,  and  popular  sense,  the  improved  steam- 
engine  is  the  subject,  and  the  sole  subject,  of  Mr.  Emer- 
son's patent.  Apply  these  principles  which,  in  the  lan- 
guage of  a  learned  and  eminent  judge,  furnish  a  "  rule  of 
construction  which  applies  to  all  instruments,"  and  they 
establish  beyond  a  question  that  Mr.  Emerson  has  no  grant 
for  an  exclusive  privilege  in  a  spiral  paddle-wheel. 

And,  first,  because  the  force  of  the  schedule  is  thus  re- 
strained in  express  terms  by  the  patent,  and  theso  terms 
are  the  language  of  both  parties.  Again,  because  the  lan- 
guage of  the  schedule  is  throughout  the  language  of  the 
grantee  alone,  and  binds  the  grantor  only  so  far  as  it  has 
been  expressly,  or  by  necessary  implication,  adopted  by 
him.  Now,  the  duty  of  the  Secretary  of  State,  under  the 
act  of  1793,  was  purely  ministerial.  He  took  no  such 
judicial  cognizance  of  specifications  as  is  now  rigidly  exer- 
cised by  the  Commissioner  of  Patents.  The  grantee  might 
have  included  many  distinct  machines  in  his  schedule,  and 
the  Secretary  of  State  was  not  called  upon  to  notice  the 
fact,  did  not  notice  it,  and  could  not  have  prevented  it. 
The  patent  was  within  his  control,  and  the  schedule  so  far 
as  it  was  made  a  part  of  the  patent,  but  not  otherwise. 
He  could  so  far  restrict  it  as  to  limit  its  effect  to  the  descrip- 
tion of  the  thing  patented,  and  to  that  extent  he  did  in  fact, 
in  express  terms,  limit  it.  Beyond  this  he  had  no  jurisdic- 
tion. The  same  is  true  of  the  Attorney- General.  It  was 
his  duty  merely  to  see  that  the  patent  purported  to  embrace 
but  one  improvement,  and  that  the  specification  was  signed 
by  the  patentee,  and  attested  by  two  witnesses.  His  duty 
was  then  discharged,  and  he  certified  to  the  patent' s  being 
conformable  to  law.  Now,  is  it  not  against  reason,  and 
therefore  against  law,  to  say  that  such  a  schedule,  made 
by  the  grantee  alone,  and  not  examined  by  the  grantor,  is, 
in  any  other  respect,  and  to  any  greater  extent,  operative 


46  HOGG  V.  EMERSON.  [Sup.  Ot. 

Argument  of  counael. 

in  conferring  exclusive  privileges,  than  it  is  made  so  by  the 
mutual  assent  of  the  parties,  expressed  in  their  common  and 
joint  language  in  the  patent  itself  1  Can  such  recklessness 
and  improvidence  in  the  issue  of  its  grants,  as  a  different 
construction  would  establish,  be  attributed  to  any  govern- 
ment ?  If  the  schedule  had  contained  the  specification  of 
a  spiral  paddle-wheel  alone,  would  it  have  been  patented 
under  the  terms  of  this  grant  ?  Would  the  patentee  in  that 
case  have  complied  with  that  provision  of  the  statute  of 
1793,  which  required  him  to  *'  recite"  his  invention  in  his 
petition  ?  Would  his  oath  to  the  invention  of  an  improved 
steam-engine  then  have  coV'ered  the  invention  of  a  spiral 
paddle-wheel  ?  And  if  not  in  that  case,  why  in  this  1  Does 
the  mere  fact  of  describing  the  improved  steam-engine  in 
the  schedule,  incorporate  in  this  patent  an  improved  paddle- 
wheel,  which  would  not  have  been  incorporated  if  the  im- 
proved steam-engine  had  been  omitted  altogether?  If 
such  is  the  construction  to  be  put  upon  these  instruments, 
the  Secretary  might  as  weU  have  issued  his  letters  patent 
in  blank,  and  suffered  individuals  to  fill  them  up  at  their 
pleasure.  The  petition,  the  oath,  the  description,  the 
grant,  the  signing  by  the  Secretary  and  President,  the  refer- 
ence to  the  Attorney-General,  were  all  superfluous.  But, 
say  the  counsel  for  the  defendant  in  error,  the  schedule  is 
a  part  of  the  patent ;  and  if  the  schedule  contains  a  descrip- 
tion  and  claim  of  a  machine,  that  machine  becomes  the  sub- 
ject of  the  exclusive  privileges  granted  by  the  patent,  just  as 
much  as  if  the  inventor  had  petitioned  for,  sworn  to,  paid 
for,  and  received  a  patent  for  the  same.  This  understanding 
of  the  matter  would  have  been  a  very  convenient  one  for  a 
patentee  under  the  law  of  1793,  because  it  would  have  enabled 
him  to  include  in  his  letters  the  inventions  of  others,  with- 
out incurring  the  penalties  of  perjury,  and  as  many  of  them 
as  he  pleased,  at  the  expense  of  a  single  fee.  With  all 
deference,  but  with  all  confidence,  it  is  repeated,  that  the 
schedule  is  so  far  a  part  of  the  patent  as  it  contains  a  de- 
scription of  the  thing  patented,  and  no  farther.  It  is  the 
description  of  the  improvement  patented  contained  in  the 
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schedule,  which  is  the  specification  that  forms  a  part  of  the 
patent.  It  is  in  this  view  that  the  language  of  the  court  is 
to  be  applied,  when  they  say  that  the  specification  is  a  part 
of  the  patent,  and  that  the  whole  is  to  be  taken  together, 
and  construed  as  one  instrument,  xis  a  general  thing, 
under  the  law  of  1793,  the  schedule  contained  only  such  a 
specification.  In  contemplation  of  law,  it  never  can  con- 
tain any  other.  If  it  contains  anything  more,  the  excess  is 
surplusage.  If  it  does  not  vacate  the  patent,  it  is  at  least 
inoperative  ; — it  cannot  enlarge  the  grant. 

On  the  English  cases,  there  would  be  no  doubt  on  this 
point.  For  the  non-conformity  between  the  title  in  the 
patent  and  the  description  in  the  specification,  the  patent 
would  be  declared  void  on  two  grounds  :  1st.  For  the  false 
suggestion  in  the  petition.  2d.  For  the  claim  in  the  speci- 
fication of  an  improvement  not  within  the  true  meaning  and 
extent  of  the  grant. 

Either  of  these  objections  would  render  a  patent  in,  Eng- 
land absolutely  void :  1st.  Because  the  crown  has  been 
deceived.  2d.  Because  the  inaccurate  title  is  calculated  to 
deceive  the  public. 

These  consequences  flow,  not  from  any  special  provision 
in  the  English  patents  or  statutes,  but  from  principles  of  the 
common  law  applicable  to  all  public  grants.  These  prin- 
ciples apply  with  equal  force  to  public  grants  of  the  United 
States,  unless  there  is  some  provision  in  our  patents  as 
issued,  or  in  our  statutes  on  this  subject,  rendering  them  in- 
applicable. It  is  submitted,  with  all  deference,  that  no 
such  provision  can  be  found,  and  that  the  reasons  for  sus- 
'  taining  them  in  their  full  effect  are  stronger  under  the  sys- 
tem established  by  our  act  of  1793,  than  under  the  English 
system. 

(The  remainder  of  the  argument  upon  this  head  is  omit- 
ted.) 

II.  It  is  again  objected,  by  the  counsel  for  the  defendant 
in  error,  that  there  is  nothing  in  the  exception  to  the  ruling 
of  the  court  in  regard  to  the  insertion  of  several  claims  for 
distinct  and  separate  machines  in  the  specification. 
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The  case  of  the  defendant  is  obviously  very  much  dis- 
tressed by  this  point,  and  his  counsel  protest  strongly  that 
the  inventions  described  exhibit  a  '^mechanical  unity," 
being  all  a  means  of  propelling  vessels.  To  maintain  this 
proposition,  they  resort  to  a  very  extraordinary  mechanical 
discussion,  to  show  that,  by  means  of  the  capstan,  without 
regard  to  the  motive  power  of  the  engine,  they  could  propel 
a  vessel.  If  this  be  so,  and  the  counsel  should  present 
their  argument  to  the  Commissioner  of  Patents  in  the  shape 
of  a  specification,  they  might  readily  obtain  a  patent  for  it, 
if  a  new  and  useful  invention.  They  think,  if  a  vessel  with 
Mr.  Emerson's  machinery  on  board  should  be  becalmed, 
without  fuel,  that,  by  applying  ''the  motive  power"  by 
manning  the  capstan,  motion  would  thereby  be  communi- 
cated to  the  propeller.  The  answer  to  this  is,  that  no  such 
application  is  contemplated  by  the  patentee  ;  and  to  arrive 
at  it,  the  learned  counsel  is  compelled  to  sever  and  destroy 
his  mechanical  unity,  by  leaving  the  steam-engine  useless 
for  the  want  of  fuel. 

The  question  is  now,  for  the  first  time,  distinctly  pre- 
sented to  this  tribunal,  and  the  doctrine  on  this  subject  is  to 
be  settled  by  the  judgment  of  the  court  in  this  case.  It  is 
a  question  of  no  inconsiderable  public  importance,  and  it 
is  desirable  that  it  should  be  adjudicated  on  plain  and  sub- 
stantial grounds.  All  inventions  are  supposed  to  conduce 
more  or  less  to  one  common  object,  to  wit,  the  benefit  of 
the  public.  This  common  purpose  is  probably  too  remote 
to  sustain  the  introduction  of  all  manner  of  inventions  into 
the  same  patent ;  but,  for  all  practical  purposes,  it  is  pre- 
cisely as  proximate  and  tenable  as  the  common  purpose 
claimed  for  the  patentee  in  this  case. 

It  is  most  humbly  submitted,  that  the  doctrine  of  this 
court,  as  suggested  in  Evans  V:  Eaton,  is  the  true  doctrine 
on  this  subject :  "  On  the  general  Patent  Law,  a  doubt 
might  well  arise  whether  improvements  on  different 
machines  could  regularly  be  comprehended  in  the  same 
patent,  so  as  to  give  a  right  to  the  exclusive  use  of  the  sev- 
eral machines  separately,  as  well  as  a  right  to  the  exclusive 
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use  of  those  machines  in  combination."  This  language  ob- 
viously contemplates  a  case  in  which  the  machines  patented 
might  be  used  in  combination  ;  and  the  whole  force  of  Mr. 
Justice  Marshall's  very  sound  and  pregnant  suggestion 
is  destroyed  the  moment  the  converse  of  the  proposition  is 
established,  namely,  that  when  machines  are  capable  of 
being  used  in  combination,  then  any  number  of  them  may 
be  united  in  the  same  patent.  The  language  of  the  court 
in  the  case  cited  applies  only  to  the  case  where  the  machines 
in  question  are  capable  of  acting  together.  Withdraw  such 
cases  from  the  operation  of  the  principle  propounded  by 
the  court,  and  there  is  an  end  of  it.  And  yet  this  doctrine, 
as  laid  down  by  the  court  in  that  case,  is  daily  acted  upon 
by  the  Patent  Office,  under  the  act  of  1836 ;  and  if  it  is 
materially  shaken  or  qualified,  the  revenues  of  the  depart- 
ment will  be  very  seriously  diminished. 

The  suggestions  in  Evans  v.  Eaton,  on  this  point,  were 
much  considered  in  Barrett  v.  Hall,  [1  Mason,  477,]  and  it 
may  be  said  that  no  cases  on  record  present  more  masterly 
expositions  of  the  principles  of  patent  law  which  they  dis- 
cuss. Wyeth  V.  Stone  [1  Story,  273]  stands  on  the  ex- 
treme verge  of  sound  principle  ;  but  there  the  two  instru- 
ments were  in  fact  but  part  of  one  and  the  same  machine. 
The  instruments  contemplated  in  that  case  formed  a  com- 
pound machine  for  cutting  ice.  They  were,  in  fact,  but 
parts  of  one  and  the  same  instrument.  Two  things  cannot 
be  readily  imagined  more  absolutely  distinct  and  separate 
instruments  than  a  steam-engine  and  a  paddle-wheel.  A 
steam-engine  is  employed  to  give  motion  to  every  manner 
of  machinery.  A  paddle-wheel  may  be  turned  by  horse- 
power, or  man-power,  or  windmill-power,  as  well  as  by  a 
steam-engine.  Here,  the  engine  is  the  motive  power  ;  the 
wheel  is  the  thing  moved.  The  engine  might  be  well  em- 
ployed to  move  anything  else ;  the  wheel  might  well  be  put 
in  action  by  any  other  motive  power.  They  are  as  distinct 
and  separate  as  cause  and  effect,  and  cannot  be  united  in 
one  patent,  except  upon  principles  that  would  entirely  nul- 
lify the  rule  of  law  laid  down  in  Evans  v.  Eaton  and  Barrett 
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V,  Hall,  and  admit  of  the  introduction  in  the  same  patent 
of  entirely  distinct  and  separate  machines. 

It  is  suggested  that  a  different  doctrine  from  that  con- 
tended for  by  the  plaintiffs  prevails  in  England.  We  have 
cited  no  English  authorities  on  this  point.  It  arises  on  our 
own  statutes,  and  is  so  rested  by  Mr.  Justice  Marshall. 

There  is  no  hardship  in  the  rule  <5ontended  for.  In  no 
other  way  can  the  subject-matter  of  an  invention  be  dis- 
tinctly brought  out,  so  as  to  warn  the  public  against  unde- 
signed infringements.  If  several  machines  can  be  mixed  up 
in  one  specification,  and  several  improvements  on  each,  and 
then  patented  in  the  name  of  one  of  those  machines,  it  is 
respectfully,  but  earnestly,  insisted,  that  the  Patent  Office 
cannot  fail  to  become  the  source  of  more  oppression  and 
outrage  than  will  be  long  tolerated  by  a  people  who  are 
masters  of  their  own  institutions.  Under  such  an  under- 
standing of  the  law,  letters  patent  will  be  regarded  by  the 
public  as  mere  charters  of  iniquity,  and  the  whole  system 
must  be  swept  away.  It  must  be  as  impracticable  to  sus- 
tain such  an  institution  in  the  United  States  as  it  would  be 
to  establish  the  Inquisition  here,  or  vest  in  the  government 
those  odious  prerogatives  the  abuse  of  which  led  to  the 
English  statute  of  monopolies. 

It  is  most  humbly  submitted,  then,  that,  on  the  authori- 
ties and  on  the  reason  of  the  case,  there  was  error  in  the 
charge  of  his  honor  the  circuit  judge,  tluit  *^  the  objection 
that  the  patent  embraces  several  distinct  discoveries  is  un- 
tenable. ' ' 

III.  Counsel  for  the  defendant  in  error  cannot  perceive 
by  what  course  of  argument  this  ''  patent"  can  be  shown 
to  be  too  broad  upon  its  face.  AVe  are  embarrassed  some- 
what in  reasoning  upon  this  case,  because  it  is  an  anomaly. 
This  is  the  first  attempt  on  record  to  sustain  a  grant  of  an 
exclusive  privilege  by  virtue  of  letters  patent  which  con- 
tain no  allusion  whatever  to  the  alleged  subject-matter  of 
the  privilege  which  is  set  up  under  them.  We  repeat,  and 
to  this  point  pray  the  special  attention  of  the  court,  that, 
among  the  many  hundred  patent  cases  that  have  been  ad- 


Jan.,  1848.J  HOGG  v.  EMEESON.  61 

Argument  of  counsel. 

jndicated  in  this  country  and  in  England,  not  one  such  case 
is  reported.  In  discussing  analogies,  therefore,  we  must 
waive  for  the  time  the  great  difference  between  this  and 
all  other  cases,  arising  from  the  fact  that  the  patent  before 
us  contains  no  grant  of  an  exclusive  privilege  in  a  spiral 
paddle-wheel. 

Plaintiffs'  counsel  do  not  allege,  therefore,  that  this 
I)atent  is  too  broad  upon  its  face.  It  is  as  broad  ui)on  its 
face  as  the  law  will  allow.  It  is  broad  enough  to  cover  an 
improved  steam-engine,  and  no  more  broad.  It  is  made 
void  by  attempting  to  include  more  in  the  specification  than 
is  included  in  the  grant,  and  more  in  the  claim  than  is 
shown  to  be  of  the  patentee's  invention.  The  objection  of 
plaintiffs'  counsel  is,  that  the  claim  is  broader  than  the 
invention. 

The  claim  is  for  the  entire  spiral  paddle-wheel,  constructed 
and  operating  as  set  forth  ;  and,  more  than  that,  it  is  for 
such  a  machine,  *'  not  confined  to  precise  forms  or  dimen- 
sions, but  varied  as  experience  or  convenience  may  dictate  ; 
while  the  principle  of  action  remains  unchanged,  and  sim- 
ilar results  are  produced  by  similar  means. ' ' 
•  Here  is  a  claim  for  the  entire  wheel,  to  be  varied  as  the 
inventor  may  see  fit  to  vary  it,  and  for  every  other  wheel 
operating  on  the  same  principle,  and  producing  similar 
results  by  similar  means.  It  is  a  claim,  as  broad  and  dis- 
tinct as  language  can  make  it,  for  the  spiral  propelling- 
wheel,  and  every  part  of  it,  and  for  liberty  to  vary  it  in 
form  as  the  inventor  pleases,  as  long  as  a  similar  result,  to 
wit,  the  propulsion  of  vessels,  is  produced  by  similar 
means,  to  wit,  by  a  spiral  wheel.  The  result  contemplated 
is  propulsion ;  the  means  or  instrument  is  a  spiral  wheel, 
of  such  form  as  experience  or  convenience  may  induce  the 
inventor  to  make,  without  changing  the  principle  of  action. 
Such  is  the  claim  ;  and  if  the  claim  is  a  valid  one,  no  man 
can  effect  the  propulsion  of  a  vessel  on  the  principle  of 
action  contemplated  by  a  spiral  wheel,  without  invading 
Mr.  Emerson's  claim. 

But,  while  such  is  the  claim  with  which  Mr.  Emerson 
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arms  himself,  and  goes  out  among  men,  as  Lord  Kenyon 
expressed  himself  in  a  similar  case,  '^  hanging  terrors  over 
the  unlearned,"  when  we  come  to  examine  the  specification 
of  his  wheel,  we  find  an  implied  a<5knowledgment  that  it  is 
only  an  improvement,  and  merely  an  implied  acknowledg- 
ment. He  speaks  of  an  *'  improved  spiral  paddle-wheel," 
leaving  the  unavoidable  inference  that  he  has  improved  the 
ordinary  paddle-wheel  by  making  it  spiral,  and  that  the 
spiral  features — or,  as  he  subsequently  describes  it,  his 
spiral  trough — is  the  only  material  part  of  his  improvement. 

Here  is  the  old  defect,  that  has  been  decided  over  and 
over  again  to  be  fatal — the  invention  of  an  improvement, 
and  the  claim  of  the  whole  machine.  JTo  ingenuity  can 
withdraw  this  case  from  that  large  class  of  cases  in  which 
the  rule  we  cont.end  for  has  been  laid  down  with  a  distinct- 
ness that  cannot  be  mistaken,  and  applied  with  a  wise, 
uniform,  and  unrelenting  firmness.  The  courts  say  that  no 
man  shall  give  that  false  color  to  his  claim  which  may 
enable  him  to  **  hang  terrors  over  the  unlearned."  The 
case  before  the  court  is  Jessop'  s  case,  where  the  patent  was 
fof  the  whole  watch,  and  the  invention  of  a  particular 
movement.  It  is  the  case  presented  in  Williams  v.  Brodie, 
where  the  invention  was  an  improvement  on  a  stove,  and 
the  patent  for  the  whole  stove.  It  runs  on  all-fours  with 
Cross  V.  Huntley,  [13  Wend.  385,]  where  the  invention  was 
of  an  improvement  in  the  washing-machine,  and  the  claim 
was  for  the  whole  machine  ;  where  the  court  did  not  hesi- 
tate, in  an  action  where  the  patent  came  up  collaterally,  to 
declare  it  void.  It  is  Bovill  v.  Moore,  [1  Am.  &  Eng.  231,] 
where  the  patent  for  an  improvement  on  a  lace-machine  was 
held  void,  because  the  claim  was  for  the  whole  machine, 
though  a  considerable  part  of  it  had  been  long  in  use. 

There  is  no  matter  of  fact  to  be  found,  in  order  to  bring 
out  this  defect,  that  the  law  may  be  applied  to  it.  It  lies 
on  the  face  of  the  specification.  Jessop,  Williams,  Cross, 
and  Bovill  showed  that  they  had  invented  improvements, 
and  claimed  the  entire  machines.  Emerson  suggests  that 
he  has  invented  an  improvement,  and   claims  the  entire 
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machine.  Where  is  the  difference  ?  What  subtil  ty  can  dis- 
tinguish between  these  cases  i  And  why  should  we  seek 
to  establish  thin,  fine,  and  subtle  distinctions,  in  a  case 
where  the  policy  of  the  law  is  so  plain,  obvious,  and  honest, 
and  where  the  great  end  to  be  attained  is  to  prevent  paten- 
tees from  "  hanging  terrors  over  the  unlearned  "  ? 

These  cases,  it  may  be  said,  are  not  binding  authorities 
upon  this  court.  They  are  not  so  cited.  No  weight  is 
claimed  for  them  beyond  that  which  they  derive  from 
their  intrinsic  good  sense  and  sound  reason.  Their  author- 
ity, as  well-considered  decisions,  has  never  been  judicially 
disturbed  or  questioned.  But  there  is  a  case  of  controlling 
authority,  (that  of  Evans  v.  Eaton,)  sustaining  the  doctrine 
for  which  we  contend,  to  its  full  extent.  To  this  case  I 
shall  have  occasion  again  to  refer,  in  considering  the  fourth 
head  of  the  argument  of  the  learned  counsel  for  the  defend- 
ant, to  which  I  now  pass. 

IV.  The  fourth  point  discussed  by  the  learned  counsel  for 
the  defendant  touches  the  second  prayer  made  to  the  court 
below. 

Plaintiffs  contend  that  Mr.  Emerson's  specification  does 
not  define  with  precision  the  nature  and  extent  of  the 
alleged  improvement  in  the  spiral  paddle-wheel,  but  de- 
scribes the  whole  machine,  and  claims  the  whole  as  im- 
proved, without  distinguishing  the  new  from  the  old.  A 
patent  with  such  a  specification  cannot  be  supported.  This 
doctrine  rests  so  firmly  on  the  authoritative  decision  of  this 
court,  that  it  may  well  be  left  to  authority.  We  shall, 
therefore,  merely  allude  to  the  obvious  reason  for  it,  w^hich 
is,  to  limit  the  exclusive  privilege  to  the  actual  improve- 
ment, and  disarm  the  patentee  of  the  power  of  ' '  hanging 
terrors  over  the  unlearned,"  and  practising  upon  the  fears 
and  credulity  of  the  public,  by  "  pretending  that  his  inven- 
tion is  more  than  what  it  really  is,  or  different  from  its 
ostensible  objects."  If  a  patentee  can  mix  up  a  single  un- 
defined improvement  in  details  of  the  construction  and 
operation  of  an  old  machine,  and  then  claim  the  whole 
machine  constructed  and  operating  in  the  manner  set  forth, 
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then  a  patent,  instead  of  being  merely  the  reward  of  meri- 
torious invention,  is  a  device  to  encourage  litigation,  extor- 
tion, and  fraud.  Such  a  patent  shifts  its  grounds  at  every 
trial,  changes  its  color  according  to  the  aspect  in  which 
it  is  presented  or  met,  and  adapts  itself  with  a  fatal  elas- 
ticity to  the  length  and  breadth  of  the  evidence  which  hap- 
pens to  be  applied  to  it. 

(The  remainder  of  the  argument  upon  this  head  is  omit- 
ted.) 

V.  Now,  with  regard  to  the  drawings.  It  appears  from 
the  record,  (p.  10,)  that  two  drawings  were  filed  by  Mr. 
Emerson  in  the  Patent  Office,  under  the  act  of  1837 :  one 
as  early  as  1841,  which  was  re-filed,  with  the  plaintiff's  oath 
to  its  correctness,  on  the  12th  of  February,  1844,  and  the 
other,  with  the  same  oath,  on  the  27th  of  March,  1844. 
The  second  drawing  was  the  one  produced  and  relied  on  by 
the  plaintiff  below  as  constituting,  with  the  letters  patent, 
that  certified  copy  of  the  renewed  record  in  the  Patent 
Office  which  the  second  section  of  the  act  last  cited  makes 
the  only  proof  of  the  alleged  patent  admissible  in  any 
judicial  court  of  the  United  States. 

The  learned  counsel  for  the  defendant  in  error  suggest, 
that,  after  the  original  drawing  was  destroyed  by  fire,  the 
next  best  evidence  of  it  was  an  accurate  copy  of  it,  offered 
to  be  proved  such.  It  is  submitted,  with  great  deference, 
that  a  drawing  of  Mr.  Emerson's  paddle-wheel,  filed  in 
March  to  lay  the  foundation  of  a  suit  in  April,  was  not  the 
next  best  evidence  of  the  alleged  original,  for  the  reason 
that  there  was  another  drawing,  previously  filed  and  sworn 
to,  which  was  something  more  than  next  best  evidence  of 
the  lost  original,  being  made  by  statute  absolutely  the  only 
evidence  of  it  that  could  be  received  in  any  judicial  court 
in  the  United  States.  It  might,  indeed,  be  well  contended, 
that  the  first-filed  drawing  did  not  at  all  partake  of  the 
character  of  secondary  evidence.  It  became,  by  force  of 
the  statute,  to  all  legal  intent,  the  original  drawing.  It 
filled  the  place  of  the  original  drawing  on  the  record,  being 
verified  by  the  same  oath,  vesting  the  same  rights,  con- 
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stnied  in  the  same  way  as  part  of  the  specification,  and 
conclusive  proof  of  all  that  it  purported  to  prove,  until  it 
should  be  rebutted.  The  letters  patent  and  first  drawing 
filed  by  Mr.  Emerson,  under  the  first  section  of  the  act  of 
1837,  became,  by  virtue  of  the  second  section,  so  far  as  the 
patentee  was  concerned,  primary  evidence.  It  was  open  to 
observation  and  impeachment  to  all  the  rest  of  the  world  ; 
but,  by  operation  of  the  statute,  in  connection  with  well- 
established  principles  of  law,  it  was  at  all  events  conclusive 
upon  the  patentee.  The  drawing,  therefore,  filed  on  the 
27th  of  March,  1844,  was  not  in  law  the  ^'  next  best"  evidence 
of  Mr.  Emerson's  original  drawing,  because  there  was  a 
prior  drawing  filed  on  the  12th  of  February,  which  the  stat- 
ute had  expressly  declared  to  be  the  legal  original,  at  least 
for  all  purposes  of  litigation. 
(The  remainder  of  the  argument  upon  this  head  is  omitted.) 
VI.  On  the  question  of  damages,  counsel  for  the  defend- 
ant insist  that  there  was  no  error  in  the  charge  of  the 
learned  judge,  that ''  the  damages  were  not  necessarily  con- 
fined to  the  making  of  the  wheels  between  March,  1844, 
when  the  drawings  were  restored  to  the  Patent  Office,  and 
the  bringing  of  the  suit."  Such  a  limitation  was  prayed 
below,  aud,  as  it  was  supposed,  on  well-established  prin- 
ciples of  law  and  equity.  It  is  again  pressed,  with  all 
deference,  but  with  perfect  conviction,  that  the  refusal  of 
the  prayer  was  error,  for  which  the  judgment  under  consid- 
eration ought  to  be  reversed. 

The  Patent  Act  contemplates  that  everything  to  be  done 
by  an  inventor,  with  respect  to  his  specification  and  draw- 
ings, is  to  be  done  before  the  patent  issues.  There  is  no 
such  thing  as  correcting  the  record  of  a  specification  or 
drawing  by  mere  substitution  of  some  other  specification  or 
drawing.  After  the  patent  issues,  the  patentee  cannot,  by 
merely  depositing  a  new  drawing,  on  any  plea  whatever, 
make  it  a  part  of  his  patent,  or  any  evidence  whatever  of 
his  invention,  as  originally  patented,  so  as  to  cover  cases  of 
alleged  infringement  prior  to  such  change  in  the  record. 
There  can  be  only  one  motive  of  desiring  to  add  a  new 
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drawing,  and  that  is,  to  remedy  a  defect  or  insufficiency  iii 
the  original  drawing  or  specification,  or  to  correct  the  same. 
The  object  of  such  a  change  can  never  be  merely  to  present 
a  more  tasteful  drawing,  or  a  drawing  more  agreeable  to 
the  eye,  or  more  in  conformity  to  pictorial  rules.  Other 
arts  than  the  fine  arts  induce  such  an  application.  The 
oflfer  to  file  a  new  drawing  is  an  admission  on  the  part  of 
the  patentee  that  his  new  drawing  covers  something  in 
which  the  original  drawing  is  defective  or  insufficient.  And, 
under  these  circumstances,  what  does  the  statute  say? 
That  the  patentee  must  surrender  his  patent,  and  that  a 
new  patent  may  issue  in  conformity  with  his  corrected 
specification,  and  thereafter  operate,  for  the  residue  of  the 
original  term,  on  the  trial  of  all  actions  thereafter  com- 
menced for  causes  subsequently  accruing,  as  though  the 
same  had  been  originally  filed  in  such  corrected  form  before 
the  issuing  out  of  the  original  patent.  And  in  this  case 
the  Commissioner  is  not  bound  to  grant  such  reissue,  nor 
can  he  grant  it  except  in  cases  where  the  error  has  arisen 
by  inadvertency,  accident,  or  mistake,  and  without  any 
fraudulent  or  deceptive  intention.  Similar  proceedings 
may  be  had  in  regard  to  the  addition  of  an  improvement. 
Act  of  1836,  section  13. 

i(The  remainder  of  the  argument  upon  this  head  is  omitted.) 

It  is  respectfully  submitted,  then, — 

1.  Because  the  defendant  in  error  has  no  grant  of  exclu- 
sive privilege  in  the  machine  which  is  the  subject-matter  of 
the  present  controversy. 

2.  Because  he  could  not  in  law  receive  a  grant  for  it,  as 
one  of  several  distinct  machines  in  the  same  patent. 

3.  Because,  as  the  author  of  an  improvement,  he  could 
not  take  out  a  valid  patent  for  the  whole  machine. 

4.  Because  he  has  not  in  his  specification  distinguished 
between  the  old  and  new  parts  of  his  alleged  improved 
machine,  but  has  claimed  the  whole  machine  as  improved. 

5.  Because  he  did  not  produce  in  evidence  the  record  of 
his  patent  which  the  law  had  made  such,  but  another  record. 
And, 
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6.  Because  he  has  recovered  damages  for  causes  of  action 
accruing  previously  to  the  alleged  correction  of  his  record, 
and  prior  to  the  alleged  renewal  of  it  under  the  act  of  1837.  ^ 

For  all  these  reasons,  and  for  others  raised  upon  the  ex- 
ceptions and  record  in  this  cause,  presented  perhaps  too 
much  at  length;  but  not  more  at  length,  in  the  view  of 
counsel,  than  their  public  importance  may  justify, — that 
the  judgment  of  the  Circuit  Court  in  this  case  ought  to  be 
reversed. 

Mr.  Justice  Woodbury  delivered  the  opinion  of  the  court. 

This  is  a  writ  of  error  brought  under  some  peculiarities 
which  are  first  to  be  noticed. 

It  comes  here  by  virtue  of  the  seventeenth  section  of  the 
general  Patent  Law  of  Jidy  4th,  1886.  6  Statutes  at  Large, 
124. 

That  section  grants  a  writ  of  error  from  decisions  of 
actions  on  patents,  as  in  ordinary  cases,  and  then  adds  the 
privilege  of  it  "  in  all  other  cases  in  which  the  court  shall 
deem  it  reasonable  to  allow  the  same."  This  was  doubtless 
intended  to  reach  suits  where  the  amount  in  dispute  was 
less  than  $2,000,  on  account  of  the  importance  of  the  points 
sometimes  raised,  and  the  convenience  of  having  the  de- 
cisions on  patents  uniform,  by  being  finally  settled,  when 
doubtful,  by  one  tribunal,  such  as  the  Supreme  Court. 

The  judges  below,  in  this  case,  deemed  it  reasonable,  that 
only  a  certain  portion  of  the  questions  raised  at  the  trial, 
concerning  the  validity  of  the  patent,  should  come  here ; 
and  the  record  was  made  up  accordingly. 

But  the  api)ellants  contend  for  their  right  to  bring  here 
all  the  questions  which  arose  in  the  case,  and  this  is  a  pre- 
liminary point  to  be  settled,  before  going  into  the  merits. 
The  present  is  believed  to  be  the  first  writ  of  the  kind 
which  has  given  occasion  for  settling  the  construction  of 
any  part  of  the  above  provision ;  and,  therefore,  without 
the  aid  of  precedent,  after  due  consideration  of  the  words 
and  design  of  the  statute,  we  have  come  to  the  conclusion, 
that  the  position  of  the  plaintiffs  in  error,  in  this  respect^ 
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is  the  correct  one,  and  that  when  a  court  below  deem  it 
"  reasonable"  to  allow  a  writ  of  error  at  all,  under  the  dis- 
cretion vested  in  them  by  this  special  provision,  it  must  be 
on  the  whole  case. 

The  word  "reasonable"  applies  to  the  "cases,"  rather 
than  to  any  discrimination  between  the  different  points  in 
the  cases. 

It  may  be  very  proi)er  for  the  court  below  to  examine 
those  points  separately  and  with  care,  and  if  most  of  them 
present  questions  of  common  law  only,  and  not  of  the  con- 
etruction  of  the  Patent  Acts,  and  others  present  questions 
under  those  acts  which  seem  very  clearly  settled  or  trifling 
in  their  character,  not  to  grant  the  writ  of  error  at  all.  It 
might,  then,  weU  be  regarded  as  not  "  reasonable"  for  such 
questions,  in  a  controversy  too  small  in  amount  to  make 
the  writ  a  matter  of  right  to  i)ersons,  if  standing  on  an 
equal  footing  with  other  suitors-  But  we  think,  from  the 
particular  words  used  rather  than  otherwise,  that  the  act 
intended,  if  the  court  allowed  the  writ  as  "  reasonable"  at 
all,  it  must  be  for  the  whole  case,  or,  in  other  words,  must 
bring  up  the  whole  for  consideration. 

We  shall,  therefore,  proceed  to  examine  all  the  questions 
made  at  the  trial,  which  it  is  supposed  are  relied  on,  and 
are  now  before  us  on  the  original  writ  and  a  certiorari 
issued  since. 

Looking  to  the  declaration,  the  action  is  for  a  violation 
of  a  patent  for  an  "  improvement  in  the  steam-engine,  and 
in  the  mode  of  propelling  therewith  either  vessels  on  the 
water  or  carriages  on  the  land." 

The  evidence  offered  at  the  trial,  was  a  patent  for  * '  a 
new  and  useful  improvement  in  the  steam-engine,"  "  a  de- 
scription whereof  is  given,  in  the  words  of  the  said  John  B. 
Emerson  himself,  in  the  schedule  hereto  annexed,  and  is 
made  a  part  of  these  presents." 

In  the  schedule  annexed  is  described  fully  what  he  says 
he  invented,  namely,  "  certain  improvements  in  the  steam- 
engine,  and  in  the  mode  of  propelling  therewith  either 
vessels  on  the  water  or  carriages  on  the  land." 
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The  first  question  arising  on  this  statement,  is  whether  the 
evidence  proves  such  a  patent  as  is  set  out  in  the  writ  to 
have  been  violated  by  the  respondents. 

If  the  patent  is  to  be  ascertained  from  the  letters  alone, 
or  rather  from  what  is  sometimes  called  their  title  or  head- 
ing, without  reference  to  the  schedule  annexed,  the  evi- 
dence is  undoubtedly  defective,  as  the  writ  speaks  of  a  pat-  ' 
ent  for  an  "  improvement  in  the  steam-engine,  and  in  the 
mode  of  propelling"  vessels,  &c.,  therewith  ;  whUe  the 
letters  themselves,  in  their  title  or  heading,  speak  only  of  a 
patent  for  ' '  a  new  and  useful  improvement  in  the  steam- 
engine."  But  the  schedule  annexed  and  referred  to  for 
further  description,  after  "  improvement  in  the  steam- 
engine,"  adds,  "  and  in  the  mode  of  propelling  therewith" 
vessels,  &c. 

It  can  hardly  be  doubted,  therefore,  that  the  improve- 
ment referred  to  in  the  writ  and  in  the  letters  patent,  with 
the  schedule  or  specification  annexed,  was  in  truth  one  and 
the  same. 

Coupling  the  last  two  together,  they  constitute  the  very 
thing  described  in  the  writ.  But  whether  they  can  prop- 
erly be  so  united  here,  and  the  effect  of  it  to  remove  the 
difficulty,  has  been  questioned,  and  must  therefore  be 
further  examined.  We  are  apt  to  be  misled,  in  this  coun- 
try, by  the  laws  and  forms  bearing  on  this  point  in  England 
being  so  different  in  some  respects  from  what  exist  here. 

There,  the  patent  is  first  issued,  and  contains  no  reference 
to  the  specification,  except  a  stipulation  that  one  shall,  in 
the  required  time,  be  filed,  giving  a  more  minute  descrip- 
tion of  the  matter  patented.  Webster  on  Patents,  5,  88 ;  • 
Godson  on  Patents,  6,  App.  It  need  not  be  filed  under 
two  to  four  months,  in  the  discretion  of  the  proper  officer. 
Godson  on  Patents,  176. 

Under  these  circumstances,  it  will  be  seen  that  the  pat- 
ent, going  out  alone  there,  must,  in  its  title  or  heading,  be 
fuller  than  here,  where  it  goes  out  with  the  minute  specifi- 
cation. But  even  there  it  may  afterward  be  aided,  and  its 
matter  be  made  more  clear,  by  what  the  specification  con- 
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tains.  They  are,  says  Godson  on  Patents,  108,  "  connected 
together,"  and  ''  one  may  be  looked  at  to  understand  the 
other."  See  aJ^o  [Boulton  v.  Bull,  1  Am.  &  Eng.  69]  2 
Hen.  Bl.  478  ;  [Crossley  t,  Beverly,  1  Am.  &  Eng.  437]  1 
Webst.  Pat.  R.  117 ;  [Homblower  ^J.  Boulton,  1  Am.  & 
Eng.  98]  8  D.  &  E.  95. 

There,  however,  it  will  not  answer  to  allow  the  si)ecifica- 
tion,  filed  separately  and  long  after,  to  be  resorted  to  for 
supplying  any  entire  omission  in  the  patent ;  else  some- 
thing may  be  thus  inserted  afterward  which  had  never  been 
previously  examined  by  the  proper  officers,  and  which,  if 
it  had  been  submitted  to  them  in  the  patent  and  examined, 
might  have  prevented  the  allowance  of  it,  and  which  the 
world  is  not  aware  of,  seeing  only  the  letters  patent  with- 
out the  specification,  and  without  any  reference  whatever 
to  its  contents.     [Campion  v.  Benyon]  3  Brod.  &  Bingh.  6. 

The  whole  facts  and  law,  however,  are  different  here. 
This  patent  issued  March  8,  1834,  and  is  therefore  to  be 
tested  by  the  act  of  Congress  then  in  force,  which  passed 
February  21,  1793.     1  Statutes  at  Large,  318. 

In  the  third  section  of  that  act,  it  is  expressly  provided 
"that  every  inventor,  before  he  can  receive  a  patent," 
"  shall  deliver  a  written  description  of  his  invention,"  &c.  ; 
— ^thus  giving  priority,  very  properly,  to  the  specification 
rather  than  the  patent. 

This  change  from  the  English  practice  existed  in  the  first 
Patent  Law,  passed  April  10,  1790,  (1  Statutes  at  Large, 
109,)  and  is  retained  in  the  last  act  of  Congress  on  this  sub- 
ject, passed  July  4th,  1836.     6  Statutes  at  Large,  119. 

It  was  wisely  introduced,  in  order  that  the  officers  of  the 
government  might,  at  the  outset,  have  before  them  full 
means  to  examine  and  understand  the  claim  to  an  invention 
better,  and  decide  more  judiciously  whether  to  grant  a  patent 
or  not,  and  might  be  able  to  give  to  the  world  fuller,  more 
accurate,  and  early  descriptions  of  it  than  would  be  pos- 
sible under  the  laws  and  practice  in  England. 

In  this  country,  then,  the  specification  being  required  to 
be  prepared  and  filed  before  the  patent  issues,  it  can  well 
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be  referred  to  therein  in  extensoy  as  containing  the  whole 
subject-matter  of  the  claim  or  petition  for  a  patent,  and  then 
not.only  be  recorded  for  information,  as  the  laws  both  in 
England  and  here  require,  but,  beyond  what  is  practicable 
there,  be  united  and  go  out  with  the  letters  patent  them- 
selves, so  as  to  be  sure  that  these  last  thus  contain  the  sub- 
stance of  what  is  designed  to  be  regarded  as  a  portion  of 
the  i)etition,  and  thus  exhibit  with  accuracy  all  the  claim  by 
the  inventor. 

But  before  inquiring  more  particularly  into  the  effect  of 
this  change,  it  may  be  useful  to  see  if  it  is  a  compliance 
with  the  laws  in  respect  to  a  petition  which  existed  when 
this  patent  issued,  but  were  altered  in  terms  shortly  after. 

A  i)etition  always  was,  and  still  is,  required  to  be  pre- 
sented by  an  inventor  when  he  asks  for  a  patent,  and  one 
is  recited  in  this  patent  to  have  been  presented  here.  It 
was  also  highly  imi)ortant,  in  England,  that  the  contents 
of  the  petition  as  to  the  description  of  the  invention  should 
be  full,  in  order  to  include  the  material  parts  of  them  in 
the  patent,  no  specification  being  so  soon  filed  there,  as 
here,  to  obtain  such  description  from,  or  to  be  treated  as  a 
portion  of  the  petition,  and  the  whole  of  it  sent  out  with 
the  patent,  and  thus  complying  with  the  spirit  of  the  law, 
and  giving  fuller  and  more  accurate  information  as  to  the 
invention  than  any  abstract  of  it  could. 

In  this  view,  and  under  such  laws  and  practice  here,  it 
will  be  seen  that  the  contents  of  the  petition,  as  well  as  the 
petition  itself,  became  a  very  unimportant  form,  except  as 
construed  to  adopt  the  specification,  and  the  contents  of  the 
latter  to  be  considered  substantially  as  the  contents  of  the 
former. 

Accordingly,  it  is  not  a  little  curious,  that  though  the 
act  of  1793,  which  is  to  govern  this  case,  required,  like  that 
of  1790,  a  petition  to  be  presented,  and  the  patent  when 
issued,  as  in  the  English  form,  to  recite  the  ''  allegations 
and  suggestions  of  the  petition,"  (1  Statutes  at  Large,  page 
821,  section  1,  and  page  110,  section  3,)  yet,  on  careful  in- 
quiry at  the  proper  ofiice,  so  far  as  its  records  are  restored. 
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it  appears  that,  after  the  iirst  act  of  1790  passed,  the  peti- 
tions standing  alone  seldom  contained  anything  as  to  the 
patent  beyond  a  mere  title ;  sometimes  fuller,  and  again 
very  imperfect  and  general,  with  no  other  allegations  or 
suggestions  or  descriptions  whatever,  except  those  in  the 
schedule  or  specification.  The  only  exception  found  is  the 
case  of  Evans  v.  Chambers,  2  Wash.  C.  C.  126,  in  a  petition 
tiled  December  18,  1790. 

Though  the  records  of  the  Patent  Office  before  1836  were 
consumed  in  that  year,  many  have  been  restored,  and  one 
as  far  back  as  August  10,  1791,  where  the  petition  stand- 
ing alone  speaks  of  having  invented  only  ''  an  easy  method 
of  propelling  boats  and  other  vessels  through  the  water  by 
the  power  of  horses  and  cattle."  All  the  rest  is  left  to  the 
schedule.  Other  petitions,  standing  alone,  are  still  more 
meagre.  One,  for  instance,  in  1804,  asks  a  patent  only  of 
a  ' '  new  and  useful  improvement,  being  a  composition,  or 
tablets  to  write  or  draw  on  ;"  another,  only  '*  a  new  and 
useful  improvement  in  the  foot-stove  ;"  and  another,  only 
* '  a  new  and  useful  improvement  for  shoemaking  ;' '  and  so 
through  the  great  mass  of  them  for  nearly  half  a  century. 
But  the  specification  being  filed  at  the  same  time,  and  often 
on  the  same  paper,  it  seems  to  have  been  regarded,  whether 
specially  named  in  the  petition  or  not,  as  a  part  of  it,  and 
as  giving  the  particulars  desired  in  it ;  and  hence,  to  avoid 
mistakes  as  to  the  extent  of  the  inventor's  claim,  and  to 
comply  with  the  law,  by  inserting  in  the  patent  at  least  the 
substance  of  the  petition,  the  officers  inserted,  by  express 
reference,  the  whole  descriptive  portion  of  it  ajj  contained 
in  the  schedule.  This  may  have  grown  out  of  the  decision 
of  Evans  v.  Chambers,  in  order  to  remedy  one  difficulty 
there.  Cases  have  been  found,  as  early  as  1804,  and  with 
great  uniformity  since,  explicitly  making  the  schedule  an- 
nexed a  part  of  the  letters  patent.  Proofs  of  this  exist, 
also,  in  our  reports,  as  early  as  1821,  in  Grant  et  al.  v, 
Raymond,  6  Peters,  222  [4  Am.  &  Eng.  245] ;  and  one,  1st 
October,  1825,  in  Gray  et  al.  v.  James  ei  al.^  Peters'  C.  C. 
394  ;  and  27th  December,  1828,  Wilson  v.  Rousseau,  4  How. 
649  [4  Am.  &  Eng.  436]. 
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Indeed,  it  is  the  only  form  of  a  patent  here  known  at  the 
Patent  Office,  and  the  only  one  given  in  American  treatises 
on  patents.  Phillips  on  Patents,  C23.  Doubtless  this  use 
of  the  schedule  was  adopted,  because  it  contained,  accord- 
ing to  common  understanding  and  practice,  matter  accom- 
panying the  petition  as  a  part  of  its  substance,  and  all  the 
description  of  the  invention  ever  desired,  either  in  England 
or  here,  in  the  petition.  Hence  it  is  apparent,  if  the  sched- 
ule itself  was  made  a  i)art  of  the  patent,  and  sent  out  to 
the  world  with  it,  all,  and  even  more,  was  contained  in  it 
than  could  be  in  any  abstract  or  digest  of  a  petition,  as  in 
the  English  form. 

We  regard  this  mode  and  usage  on  this  subject,  adopted 
so  early  here  and  practised  so  long,  as  not  proper  to  be 
overruled  now,  to  the  destruction  of  every  patent,  prob- 
ably, from  1791  to  1836 ;  and  this,  too,  when  the  spirit  of 
all  our  system  was  thus  more  fuUy  carried  out  than  it 
could  have  been  in  any  other  way. 

As  this  course,  however,  sometimes  was  misunderstood 
and  led  to  misconstructions,  the  revising  act  as  to  patents, 
of  July  4th,  1836,  changed  the  phraseology  of  the  law  in 
this  respect,  in  order  to  conform  to  this  long  usage  and 
construction  under  the  act  of  1793,  and  required  not  in 
terms  any  abstract  of  the  i)etition  in  the  patent,  but  rather 
* '  a  short  description' '  or  title  of  the  invention  or  discovery, 
**  correctly  indicating  its  nature  and  design,"  and  ''  refer- 
ring to  the  specification  for  the  particulars  thereof,  a  copy 
of  which  shall  be  annexed  to  the  patent."  And  it  is  that 
— ^the  specification  or  schedule — which  is  fully  to  specify 
*'  what  the  patentee  claims  as  his  invention  or  discovery." 
Section  5.     5  Statutes  at  Large,  119. 

It  was,  therefore,  from  this  long  construction,  in  such 
various  ways  established  or  ratified,  that,  in  the  present 
patent,  the  schedule,  or,  in  other  words,  the  specification, 
was  incorporated  expressly  and  at  length  into  the  letters 
themselves, — not  by  merely  annexing  them  with  a  wafer  or 
tape,  as  is  argued,  but  describing  the  invention  as  an  ''  im- 
provement, a  description  whereof  is  given,  in  the  words  of 
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the  said  John  B.  Emerson  himself,  in  the  schedule  hereto 
annexed,  and  is  made  a  part  of  these  presents."  Hence, 
too,  wherever  this  form  has  been  adopted,  either  before  or 
since  the  act  of  1836,  it  is  as  much  to  be  considered  with 
the  letters,  {liter cb  patentes^  in  construing  them,  as  any 
paper  referred  to  in  a  deed  or  other  contract.  Most  descrip- 
tions of  lands  are  to  be  ascertained  only  by  the  other  deeds 
and  records  expressly  specified  or  referred  to  for  guides ; 
and  so  of  schedules  of  personal  property,  annexed  to  bills 
.  of  sale.  Foxcroft  v,  Mallett,  4  How.  378 ;  21  Maine,  69  ; 
20  Pick.  122  ;  Phil,  on  Patents,  228 ;  Earle  %.  Sawyer,  4 
Mason  C.  C.  9  ;  Ex  parte  Fox,  1  Ves.  &  Beames,  67  [1  Am. 
&  Eng.  185],  The  schedule,  therefore,  is  in  such  case  to  be 
regarded  as  a  component  part  of  the  patent.  Peters'  C.  C. 
394,  and  Davis  x.  Palmer  et  al,^  2  Brockenbrough,  301.  The 
oath  of  Emerson,  too,  that  he  was  inventor  of  the  improve- 
ment, must  thus  be  considered  as  extending  to  all  described 
in  the  schedule,  no  less  than  the  title ;  and  this  is  pecu- 
liarly proper,  when  the  specification  is  his  own  account  of 
the  improvement,  and  the  patent  is  usually  only  the  account 
of  it  by  another,  an  oflBcer  of.  the  government.  Taking, 
then,  the  specification  and  letters  together,  as,  the  Patent 
Office  and  the  inventor  have  manifestly  in  this  instance 
intended  that  they  should  be,  and  they  include  what  has 
long  been  deemed  a  part  and  the  substance  of  the  petition  ; 
and  the  patent  described  in  them  is  quite  broad  enough  to 
embrace  what  is  alleged  in  the  writ  to  have  been  taken  out 
as  a  patent  by  the  plaintiff,  and  to  have  been  violated  by 
the  defendants.  They  are  almost  ipsissimis  verbis.  And 
when  we  are  called  upon  to  decide  the  meaning  of  the 
patent  included  in  these  letters,  it  seems  our  duty  not  only 
to  look  for  aid  to  the  specification  as  a  si)ecification,  which 
is  customary,  ( [Whittemore  v.  Cutter]  1  Gall.*  437 ;  [Pitts 
«.  Whitman]  2  Story  R.  621  ;  [Barrett  v.  Hall]  1  Mason 
C.  C.  477,)  but  as  a  schedule,  made  here  an  integral  portion 
of  the  letters  themselves,  and  going  out  with  them  to  the 
world,  at  first,  as  a  part  and  parcel  of  them,  and  for  this 
purpose  united  together  forever  as  identical. 
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It  will  thus  be  seen,  that  the  effect  of  these  changes  in 
our  Patent  Laws,  and  the  long  usage  and  construction 
under  them,  is  entirely  to  remove  the  objection,  that  the 
patent  in  this  case  was  not  as  broad  as  the  claim  in  the 
writ,  and  did  not  comply  substantially  with  the  require- 
ments connected  with  the  petition. 

From  want  of  full  attention  to  the  differences  between 
the  English  laws  and  ours,  on  patents,  the  views  thrown 
out  in  some  of  the  early  cases  in  this  country  do  not  en- 
tirely accord  with  those  now  offered.  Paine  C.  C.  441  ; 
Pennock  et  al.  v.  Dialogue,  2  Pet.  1  [4  Am.  &  Eng.  217]. 
Some  other  diversity  eidsts  at  times,  in  consequence  of  the 
act  of  1793,  and  the  usages  under  it  in  the  Patent  Office, 
not  being  in  all  respects  as  the  act  of  1836.  But  it  is  not  im- 
portant, in  this  case,  to  go  farther  into  these  considerations. 

The  next  objection  is,  that  this  description  in  the  letters, 
thus  considered,  covers  more  than  one  patent,  and  is,  there- 
fore, void. 

There  seems  to  have  been  no  good  reason  at  first,  unless 
it  be  a  fiscal  one  on  the  part  of  the  government  when  issu- 
ing patents,  why  more  thp,n  one  in  favor  of  the  same  inven- 
tor should  not  be  embraced  in  one  instrument,  like  more 
than  one  tract  of  land  in  one  deed,  or  patent  for  land. 
PhiUips  on.  Patents,  217. 

Each  could  be  set  out  in  separate  articles  or  paragraphs, 
as  different  counts  for  different  matters  in  libels  in  admi- 
ralty or  declarations  at  common  law,  and  the  specifications 
could  be  made  distinct  for  each,  and  equally  clear. 

But,  to  obtain  more  revenue,  the  public  officers  have 
generally  declined  to  issue  letters  for  more  than  one  patent 
described  in  them.  Renouard,  293 ;  Phillips  on  Patents, 
218.  The  courts  have  been  disposed  to  acquiesce  in  the 
practice,  as  conducive  to  clearness  and  certainty ;  and  if 
letters  issue  otherwise,  inadvertently,  to  hold  them,  as  a 
general  rule,  null.  But  it  is  a  weU-established  exception, 
that  patents  may  be  united,  if  two  or  more,  included  in  one 
set  of  letters,  relate  to  a  like  subject,  or  are  in  their  nature 
or  operation  connected  together.     Phillips  on  Patents,  218, 
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219  ;  Barrett  v.  Hall,  1  Mason  C.  C.  447 ;  Moody  v.  Pisk, 
2  Mason  C.  C.  112  ;  Wyeth  et  ah  v.  Stone  et  al.,  1  Story,  273. 

Those  here  are  of  that  character,  being  all  connected  with 
the  use  of  the  improvements  in  the  steam-engine,  as  ap- 
plied to  propel  carriages  or  vessels,  and  may  therefore  be 
united  in  one  instrument. 

Another  objection  is,  that  these  letters,  even  when  thus 
connected  with  the  specification,  are  not  sufficiently  clear 
and  certain  in  their  description  of  the  inventions. 

This  involves  a  question  of  law  only  in  part,  or  so  far  as 
regards  the  construction  of  the  written  words  used.  Reut- 
gen  V,  KanoA\TS  et  al,j  1  Wash.  C.  C.  168  ;  Davis  v.  Palmer 
et  al.^  2  Brockenbrough  C.  C.  303 ;  Wood  v.  Underhill,  6 
How.  1.  The  degree  of  clearness  and  freedom  from  ambi- 
guity required  in  such  cases  is,  by  the  Patent  Act  itself  of 
1793,  to  be  sufficient ''  to  distinguish  the  same  from  all  other 
things  before  known,  and  to  enable  any  person  skilled  in 
the  art  or  science  of  which  it  is  a  branch;  or  with  which  it 
is  most  nearly  connected,  to  make,  compound,  and  use  the 
same."  1  Statutes  at  Large,  321.  See,  also,  on  this.  God- 
son on  Patents,  153,  154  ;  [Boulton  v.  Bull,  1  Am.  &  Eng. 
69]  2  Hen.  Bl.  489  ;  Wood  t.  Underhill,  6  How.  1  ;  DavoU 
et  al,  V.  Brown,  1  Woodb.  &  Min.  57 ;  Peters'  C.  C.  301 ; 
Sullivan  i?.  Redfield,  Paine  C.  C.  441. 

There  are  some  further  and  laudable  objects  in  having 
t^xactness  to  this  extent,  so  as,  when  the  specification  is 
presented,  to  enable  the  Commissioner  of  Patents  to  judge 
correctly  whether  the  matter  claimed  is  new  or  too  broad. 
[Evans  v.  Eaton]  3  Wheat.  454  [4  Am.  &  Eng.  16] ;  [Cam- 
pion V.  Benyon,  1  Am.  &  Eng.  345]  3  Brod.  &  Bingh.  6  ;  ' 
[Lyburn  v.  Chesney]  1  Starkie,  N.  P.  162.  So,  also,  to  en- 
able courts,  when  it  is  contested  afterward  before  them,  to 
form  a  like  judgment.  [Bacon  v.  Chesney]  1  Starkie, 
N.  P.  192.  And  so  that  the  public,  Avhile  the  term  con- 
tinues, may  be  able  to  understand  what  the  patent  is,  and  re- 
frain from  its  use,  unless  licensed.  Webster  on  Patents,  86  ; 
[Harmar  v.  Playne,  1  Am.  &  Eng.  171]  11  East.  105  ;  [Jones 
V.  Jones]  3  Merivale,  161 ;  Evans  v.  Eaton,  3  Wash.  C.  C. 
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453 ;  4  Wash.  C.  C.  9 ;  BoviU  v.  Moore,  Davies'  Cases,  361 
[1  Am.  &  Eng.  231] ;  Lowell  i?.  Lewis,  1  Mason  C.  C.  182-189. 

Li  the  present  instance,  yielding  to  the  force  of  such  rea- 
sons in  favor  of  a  due  and  rational  degree  of  certainty  in 
describing  any  improvements  claimed  as  new,  there  still 
seems  to  us,  though  without  the  aid  of  experts  and  machin- 
ists, no  difficulty  in  ascertaining,  from  the  language  used 
here,  the  new  movement  intended  to  be  given  to  the  steam- 
engine,  by  substituting  a  continued  rotary  motion  for  a 
crank  motion,  and  the  new  form  of  the  spiral  wheel,  when 
the  engine  is  used  in  vessels,  by  changing  the  form  of  the 
paddles  and  placing  them  near  the  ends  of  the  arms  ;  and 
the  new  connection  of  the  power  with  the  capstan  of  such 
vessels,  by  inserting  the  upper  end  of  the  shaft  into  the 
capstan.  It  is  obvious,  also,  that  the  inventor  claims  as 
his  improvement  not  the  whole  of  the  engine,  nor  the  whole 
of  the  wheel,  but  both  merely  in  the  new  and  superior  form 
which  he  particularly  sets  out.  He,  therefore,  does  not 
claim  too  much,  which  might  be  bad.  Hill  v.  Thompson  et 
at,  2  J.  Marsh.  435  [1  Am.  &  Eng.  285,  293,  299,  304] ; 
[Dixon  V.  Moyer]  4  Wash.  C.  C. .  68 ;  Godson  on  Patents, 
189  ;  Kay  v.  Marshall,  1  Mylne  &  Cr.  373  [2  Am.  &  Eng.  186, 
242,  250,  326,  416]  ;  [Wyeth  v.  Stone]  1  Story  R.  273  ; 
[Moody  «.  Fiske]  2  Mason  C.  C.  112 ;  [Snowball  v.  Good- 
ricke]  4  Bam.  &  Aid.  541 ;  BoviU  v.  Moore,  2  Marsh  Com. 
P.  Rep.  211  [1  Am.  &  Eng.  268]. 

The  novelty  in  each  he  describes  clearly,  as  he  should ; 
and  it  is  not  necessary  he  should  go  further.  [Wyeth  v. 
Stone]  1  Story  R.  286 ;  Webster  on  Patents,  86,  note ; 
McParlane  v.  Price,  1  Starkie,  199  [1  Am.  &  Eng.  227] ;  and 
King  V.  Cutler,  Id.  354  [1  Am.  &  Eng.  225]  ;  [Felton  v. 
Greaves,  1  Am.  &  Eng.  416]  3  Car.  &  Payne,  611 ;  [Moody 
V.  Fiske]  2  Mason  C.  C.  112  ;  Kingsby  &  Pirsson  on  Patents, 
61 ;  Godson  on  Patents,  154 ;  Isaacs  v.  Cooi)er  et  al.^  4 
Wash.  C.  C.  259. 

He  need  not  describe  particularly,  and  disclaim  all  the 
old  parts.  [Evans  v.  Eaton]  7  Wheat.  435  [4  Am.  &  Eng. 
105] ;  Phillips  on  Patents,  270,  and  cases  cited. 
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And  the  more  esx)ecially  is  that  unnecessary,  when  such 
disclaimer  is  manifestly,  in  substance,  the  result  of  his 
claiming  as  new  only  the  portions  which  he  does  describe 
specially.  All  which  is  required  on  principle,  in  order  to 
be  exact,  and  not  ambiguous,  thus  becomes  so. 

It  is  to  be  recollected,  likewise,  that  the  models  and 
drawings  were  a  part  of  this  case  below,  and  are  proper  to 
be  resorted  to  for  clearer  information.  Earle  v.  Sawyer,  4 
Mason  C.  C.  9.  With  them  and  such  explanatory  testi- 
mony as  experts  and  machinists  could  furnish,  the  court 
below  were  in  a  condition  to  understand  better  all  the  de- 
tails, and  to  decide  more  correctly  on  the  clearness  of  the 
description  ;  but  from  all  we  have  seen  on  the  record  alone, 
we  do  not  hesitate  to  concur  in  the  views  on  this  point  as 
expressed  in  that  court. 

In  conclusion,  on  the  other  objections  to  the  proof,  as  to 
the  drawings  and  to  the  charge  below  in  relation  to  the 
effect  of  them,  and  to  the  destruction  of  them  by  fire,  we 
likewise  approve  the  directions  given  to  the  jury. 

The  destruction  by  fire  was  no  fault  of  the  inventor  ;  and 
his  rights  had  all  become  previously  perfected.  This  is  too 
plain  to  need  further  illustration.  We  cannot  consent  to 
be  over-astute  in  sustaining  objections  to  patents.  [Robert- 
son 7).  French]  4  East.  136  ;  Crosley  v,  Beverley,  3  Car.  & 
Payne,  513,  514  [1  Am.  &  Eng.  409].  The  true  rule  of  con- 
struction in  respect  to  patents  and  specifications,  and  the 
doings  generally  of  inventors,  is  to  apply  to  them  plain 
and  ordinary  principles,  as  we  have  endeavored  to  on  this 
occasion,  and  not,  in  this  most  metaphysical  branch  of  mod- 
ern law,  to  yield  to  subtilties  and  technicalities,  unsuited 
to  the  subject,  and  not  in  keeping  with  the  liberal  spirit  of 
the  age,  and  likely  to  prove  ruinous  to  a  class  of  the  com- 
munity so  inconsiderate  and  unskilled  in  business  as  men 
of  genius  and  inventors  usually  are. 

Indeed,  the  English  letters  patent  themselves,  now,  how- 
ever different  may  have  been  once  their  form  or  the  practice 
undBr  them,  declare  that  ^*  they  are  to  be  construed ''  *'  in 
the  most  favorable  and  beneficial  sense,  for  the  best  advan- 
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tage"  of  the  patentee.  Godson  on  Patents,  24,  App.  7; 
Kingsby  &  Pirsson  on  Patents,  35.  See,  also,  on  this  rule. 
Grant  «.  Raymond,  6  Peters,  218  [4  Am.  &  Eng,  246] ; 
Ames  n,  Howard,  1  Sumn.  482-485  ;  Wyeth  r>.  Stone,  1  Story 
R.  273,  287  ;  Blanchard  v.  Sprague,  2  Story  R.  164  ;  [Davis 
V.  Palmer]  2  Brockenbrongh  C.  C.  303  ;  2  Barn.  &  Aid.  345 
[1  Am.  &  Eng.  317],  in  The  King  v.  Wheeler  ;  4  Howard, 
708,  in  Wilson  ??.  Rousseau  et  al.  [4  Am.  &  Eng.  436] ; 
1  Crompt.  Mees.  &  Ros.  864,  876  [1  Am.  &  Eng.  489],  in 
Russell  V.  Cowley. 
The  judgment  below  is  Affirmed. 

Note. — ^Aiter  the  delivery  of  this  opinion,  the  counsel 
for  the  plaintiffs  in  error  suggested  that  other  questions  were 
made  below,  which  they  desired  to  be  considered,  and 
therefore  moved  for  another  certiorari  to  bring  them  up. 
This  was  allowed,  and  judgment  suspended  till  the  next 
term. 

Notes : 

1.  Act  1819,  §  1 ;  Act  1836,  §  17  ;  Act  1870,  §  55  ;  R.  S.,  §  4921. 
And  see  Wilson  v.  Sanford,  10  How.  99  [p.l22,i?05^]. 
Brown  v.  Shannon,  20  How.  55. 


4.  McClurg  V.  Kingsland,  1  How.  202 ;  4  Am.  &  Eng.  382. 


6.  (Act  1793,  §  3);  Act  1836,  §  5;  Act  1861,  §  16;  Act  1870, 

§§  21,  22 ;  R.  S.,  §§  4883,  4884. 
Specification  is  a  part  of  the  letters  patent : 

Hogg  V,  Emerson,  11  How.  587  [p.279,^o«^]. 
O'Reilly  v.  Morse,  15  How.  62  [p.483,;?o«/]. 
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8.  Joinder  of  inventions  in  one  patent. 

Evans  v.  Eaton,  3  Wheat.  454 ;  4  Am.  &  Eng.  16. 
Hogg  V.  Emerson,  11  How.  587  [p.  279,i?o«/], 
Bennett  v.  Fowler,  8  Wall.  445. 
Gill  V.  Wells,  n  Wall:  124. 
Bates  tf.  Coe,  98  U.  S.  31. 
Parks  r.  Booth,  102  U.  S.  96. 


10.  Sufficient  description. 

See  Evans  v.  Eaton,  7  Wheat.  356  ;  4  Am.  &  Eng.  105, 
Notes  8  and  12. 


11.  Patents  should  be  liberally  construed. 
Corning  v.  Burden,  15  How.  252. 
Turrill  v.  Railroad  Co.,  1  Wall.  491. 
Rubber  Co.  v,  Goodyear,  9  Wall.  788. 
Klein  v.  Russell,  19  Wall.  433. 
Corn  Planter  Patents,  23  Wall.  181. 
Merrill  v.  Yeomans,  94  U.  S.  568. 


Patent  in  suit: 

No.         .    Emerson,  J.  B.     March  8, 1834.    Steam  Engine. 

Other  Suits  on  Same  Patent  : 
Emerson  v.  Hogg,  1845.     2  Blatch.  1  ;  Fish.  Pat.  Rep.  77. 
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FREDERICK  J.  AND  SAMUEL  W.  BARNARD  AND 
HENRY  Q.  HAWLEY,  APPELLANTS,  v.  JOHN 
GIBSON.* 

7  How.  650-658.    Jan.,  1849. 

[Bk.  12,  L.  ed.  857  ;  1  Whit.  487 ;  Fish.  Pat.  Rep.  248.] 

Appeal.     Final  decree, 

1.  Appeal  may  be  prosecuted  only  from  a  final  decree  (p.  83). 

2.  Where  the  injunction  prayed  for  in  the  court  below  was  made 

perpetual^  but  there  was  a  reference  to  a  master  to  ascertain 
the  damages  by  reason  of  the  infringement,  and  the  bill  was 
not  dismissed  nor  was  there  a  decree  for  cost,  held  that  the 
decree  was  not  final,  and  the  appeal  was  dismissed  (p.  84). 

[Citations  in  the  opinion  of  the  Court :] 
(1)  Forgay  v.  Conrad,  6  How.  201,  p.  83. 

This  was  an  appeal  from  the  Circuit  Court  of  the  United 
States  for  the  Northern  District  of  New  York. 

The  question  being,  whether  or  not  the  decree  of  the  Cir- 
cuit Court  was  final,  the  reporter  thinks  it  proper  to  insert 
the  whole  of  that  decree,  together  with  the  statement  of 
facts,  as  he  finds  it  prepared  by  Mr.  Justice  Nelson. 

Circuit  Court^  United  States. 

John  Gibson  ) 

«.  >  In  Equity. 

Frederick  J.  Barnard  and  others.  ) 

I.  W.  W.  Wood  worth  conveyed  to  John  Gibson  the  ex- 
clusive right  to  the  Wood  worth  planing-machine  in  and  for 
the  city  and  county  of  Albany,  with  the  single  exception 

*  Mr.  Chief  Justice  Tanet  did  not  sit  in  this  cause,  being  indisposed  at  the 
time  it  was  argued. 
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of  two  rights  in  the  town  of  Watervliet,  in  said  county. 
With  this  exception ,  the  whole  right  of  the  county  was  in 
Gibson. 

II.  The  two  machines,  the  right  to  use  which  was  thus 
excepted,  consisted,  first,  of  a  machine  in  use  at  the  time 
in  said  town  by  Rousseau  and  Easton,  which  had  been 
erected  under  the  first  term  of  the  patent,  and  the  right  to 
continue  which  they  claimed  during  any  extension  of  the 
grant ;  and,  second,  of  a  machine  which  Gibson  had  con- 
veyed to  Wood  worth,  and  by  him  to  Rousseau  and  Easton. 

III.  Woodworth,  on  the  19th  of  May,  1842,  agreed  with 
Rousseau  and  Easton  to  make  an  assignment  to  them  by 
which  they  would  become  vested  more  fully  with  the  right 
of  running  the  machine  in  the  town  of  Watervliet,  which 
they  claimed  under  the  first  term  of  the  patent ;  and,  also, 
to  assign  to  them  the  right  to  use  the  other  machine  which 
had  been  conveyed  to  him  by  Gibson,  of  even  date  with 
this  agreement.  In  consideration  of  which,  Rousseau  and 
Easton  paid  at  the  time  $200 ;  and,  in  case  the  extension 
should  be  obtained,  and  assignment  of  the  two  machines, 
as  above  stipulated  for,  made,  they  would  i)ay,  in  addition, 
$2,000,  in  tour  equal  annual  instalments. 

IV.  This  agreement,  of  the  19th  of  May,  1842,  was  modi- 
fied by  an  indorsement  on  the  same,  signed  by  all  parties, 
26th  April,  1843,  in  which  it  was  recited  that  Rousseau  and 
Easton  had,  on  that  day,  executed  and  delivered  to  Wood- 
worth  eight  promissory  notes,  of  $250  each,  payable  at  dif- 
ferent periods,  the  last  one  1st  July,  1846  ;  in  consideration 
thereof,  the  said  Woodworth  agreed  that,  upon  payment  of 
said  notes  as  they  became  due,  he  would  make  the  assign- 
ments stipulated  for  in  the  said  agreement  referred  to. 

V.  On  the  12th  of  August,  1844,  Woodworth  assigned  all 
his  interest  in  this  contract  with  Rousseau  and  Easton  in 
respect  to  the  two  machines,  and  all  right  and  title  to  the 
Tise  of  the  same,  to  J.  G.  Wilson,  by  which  he  took  the 
place  of  Woodworth. 

VI.  On  the  13th  of  November,  1844,  Gibson  renounced 
and  released  all  right  or  claim,  if  any,  to  these  two  ma- 
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chines,  to  J.  G.  Wilson,  this  having  been  supposed  neces- 
sary to  enable  Wilson  to  sue  Rousseau  and  Easton  for 
breach  of  their  contract,  or  for  an  infringement  of  the 
Woodworth  patent  and  extension  by  the  use  of  the  machines 
in  the  town  of  Watervliet,  after  refusing  to  fulfil  their  con- 
tract. Gibson  claimed  no  right  to  the  use  of  the  two 
machines  in  said  town,  as  he  had  already  passed  to  Wood- 
worth  all  the  right  which  he  ever  had  in  the  same.  The 
release  was  given  for  abundant  caution,  the  better  to  secure 
to  Wilson  the  right  which  he  had  acquired  by  the  assign- 
ment from  Woodworth. 

VII.  On  the  5th  of  December,  1845,  J.  G.  Wilson  granted 
to  F.  J.  Barnard  &  Son  a  license  to  construct  and  use  two 
machines  in  the  town  of  Watervliet,  for  which  he  was  to 
receive  $4,000 ;  but  it  was  then  and  there  agreed  that,  if 
the  decision  of  the  Supreme  Court  of  the  United  States,  in 
a  case  then  pending  between  Wilson  and  Rousseau  and 
Easton,  should  be  against  Wilson,  so  as  to  exclude  him 
from  the  use  of  the  said  tw^o  machines  in  the  said  town, 
then  he  was  to  repay  to  Barnard  &  Son  $2,000,  paid  to  him 
on  that  day  in  part  satisfaction  of  the  purchase-money ; 
but  if  the  decision  should  be  in  favor  of  Wilson,  and  Bar- 
nard &  Son  should  be  put  in  possession  of  the  right  to  erect 
and  use  the  two  machines  in  said  town,  then  they  were  to 
pay  to  Wilson  a  further  sum  of  $2,000. 

VIII.  Upon  the  foregoing  state  of  facts,  and  upon  the 
pleadings  and  proofs  in  the  case,  it  is  quite  clear  that, 
down  to  the  time  of  the  grant  of  Wilson  to  Barnard  &  Son, 
the  5th  of  December,  1845,  Gibson,  the  complainant,  pos- 
sessed the  exclusive  right  and  title  to  the  planing-machine 
in  and  for  the  county  of  Albany,  with  the  exception  of  the 
two  rights  in  the  town  of  Watervliet,  namely,  the  right  to 
use  one  claimed  by  Rousseau  and  Easton  under  the  first 
grant,  and  more  eflfectually  secured  to  them  by  Woodworth, 
and  the  one  sold  and  assigned  by  Gibson  to  Woodworth, 
and  by  him  to  Rousseau  and  Easton. 

And,  further,  that  Wilson  possessed  no  interest  in  any 
right  to   the  use  of  the  planing-machine  in  the  town  of 
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Watervliet,  except  in  the  two  so  derived  from  Woodworth 
by  assignment  of  the  12th  of  August,  1844,  and  which  had 
before  been  sold  to  Kousseau  and  Easton,  and  of  which 
they  were  in  the  actual  use  and  enjoyment.  Wilson,  there- 
fore, could  grant  his  interest,  whatever  it  might  be,  in  these 
two  rights,  and  nothing  more  ;  and  this  was  all  that  could 
pass  to  Barnard  &  Son  under  the  grant  of  the  5th  of  De- 
cember, 1845.  The  terms  of  that  agreement  also  establish 
that  it  was  the  interest  of  Wilson  in  these  two  rights  which 
he  intended  to  sell,  and  Barnard  &  Son  to  purchase. 

IX.  The  failure  of  Rousseau  and  Easton  to  fullil  their 
agreement  of  purchase  with  Woodworth,  the  interest  in 
which  belonged  to  Wilson,  did  not,  of  itself,  operate  to 
annul  and  cancel  the  contract.  It  was  a  contract  partly 
executed  ;  $200  of  the  purchase-money  had  been  paid,  and 
promissory  notes  given  for  the  residue.  The  machines  had 
been  erected,  and  were  in  operation  ;  and  although  a  court 
of  equity  might  have  decreed  the  contract  to  be  delivered 
up  and  cancelled  upon  terms,  until  then  Rousseau  and 
Easton  must  be  deemed  in  the  lawful  use  and  enjoyment  of 
the  two  rights  under  the  patent.  And  even  assuming  the* 
contract  to  be  annulled,  and  the  parties  remitted  to  their 
original  rights,  it  is  clear  that  Wilson  had  power  to  grant 
but  one  of  the  rights  in  said  town  of  Waten^liet,  as  the 
other  was  secured  to  Rousseau  and  Easton  under  the  de- 
cision of  the  court  in  Wilson  v.  them. 

An  injunction  was  accordingly  issued. 

On  the  11th  of  April,  1848,  the  Circuit  Court  of  the 
United  States  for  the  Northern  District  of  New  York  was 
in  session  at  Utica,  when  the  following  decree  was  passed  : 

"  This  cause  having  been  brought  on  to  be  heard  upon 
pleadings  and  proofs,  and  Mr.  Wm.  H.  Seward  having 
been  heard  on  the  part  of  the  plaintiff,  and  Mr.  Marcus  T. 
Reynolds  on  the  part  of  the  defendants,  and  due  deliberation 
having  been  had,  it  is  ordered,  adjudged,  and  decreed  that 
the  defendants  in  this  cause  be,  and  they  are  hereby,  per- 
petually enjoined  from  any  further  constructing  or  using, 
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in  any  manner,  and  from  selling  or  disposing,  in  any  man- 
ner, of  the  two  planing-macMnes  mentioned  in  said  bill, 
as  erected  by  them  in  the  town  of  Watervliet,  in  the  county 
of  Albany,  or  either  of  said  machines,  which  machines  are 
machines  for  dressing  boards  and  plank,  by  planing, 
tonguing,  or  grooving,  or  either,  or  in  some  separate  com- 
bination, constructed  upon  the  principle  and  plan  specified 
and  described  in  the  schedule  annexed  to  letters  patent 
issued  to  Wm.  W.  Woodworth,  administrator  of  William 
Woodworth,  on  the  8th  day  of  July,  1845,  which  letters 
were  a  renewal  upon  a  formal  surrender  for  an  imperfect 
specification  of  letters  patent  issued  to  Wm.  Woodworth 
on  the  27th  day  of  December,  1828,  and  extended  on 
the  16th  day  of  November,  1842,  to  take  effect  on  the 
27th  day  of  December,  1842,  and  again  extended  by  act  of 
Congress  on  the  26th  day  of  February,  1845,  and  from 
infringing  upon  or  violating  the  said  patent  in  any  way 
whatsoever. 

'^  And  it  is  further  ordered,  adjudged,  and  decreed  that 
it  be  referred  to  Julius  Khodes,  Esq. ,  of  Albany,  counsellor 
at  law,  as  a  master  pro  hoc  nice  in  this  cause,  with  the 
usual  powers  of  a  master  of  this  court,  to  ascertain  and  re- 
port the  damages  which  the  plaintiff  has  sustained, arising 
from  the  infringement  of  his  rights  by  the  defendants,  by 
the  use  of  the  said  two  machines  by  them. 

^*  And  it  is  further  ordered,  that  the  report  of  the  said 
master  herein  may  be  made,  either  to  this  court  in  term 
time,  or  to  one  of  the  judges  thereof  at  chambers  in  vaca- 
tion ;  and  that  either  party  may,  on  ten  days'  notice  to  the 
other  of  time  and  place,  apply,  either  to  this  court  in  term 
time,  or  to  one  of  the  judges  thereof  at  chambers  in  vaca- 
tion, for  confirmation  of  such  report. 

"  And  it  is  further  ordered,  that  either  party  may,  at 
any  time,  on  ten  days'  notice  of  time  and  place  to  the 
other,  apply  to  this  court  in  term  time,  or  to  one  of  the 
judges  thereof  in  vacation,  for  further  directions  in  the 
premises. 

"  And  the  question  of  costs,  and  all  other  questions  in 
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this  cause,  are  hereby  reserved  until  the  coming  in  of  the 
said  report. 

"  And  the  complainant  shall  either  pay  to  the  defend- 
ants, or  set  off  against  the  damages  to  be  awarded,  the  sum 
of  two  thousand  dollars,  which  he  offered  in  his  bill  to  pay 
them,  with  interest  from  the  6th  of  December,  1845." 

An  appeal  from  this  decree  brought  the  case  up  to  this 
court. 

Mr,  Seward  moved  to  dismiss  the  api)eal5  upon  the 
ground  that  the  decree  was  not  a  final  one,  which  motion 
was  opposed  by  Mr,  Taher. 

Mr,  Seward  stated  the  case,  and  then  said  that  it  was 
admitted  that  an  appeal  would  not  lie,  except  from  a  final 
decree.  The  only  question  is,  what  is  the  distinction  be- 
tween final  and  interlocutory  decrees.  The  same  principle 
may  be  applied  which  governs  the  construction  of  judg- 
ments at  law^ ;  those  are  final  which  grant  a  remedy  upon 
the  whole  matter,  and  dismiss  a  party  from  the  court.  But 
in  equity  there  is  some  difllculty,  owing  to  the  different 
nature  of  the  relief  w^hich  is  granted.  A  final  decree  in 
equity  may  be  defined  to  be  one  which  definitively  adjudges 
the  whole  subject-matter ;  an  interlocutory  decree,  one 
which  disposes  of  some  parts  and  reserves  others  for  future 
decision.  2  Daniell,  Ch.  Pr.,  Part  2,  pp.  631,  632,635, 
638,  641,  London  edition  of  1840.  The  present  decree  is 
not  final,  when  tested  by  the  principles  laid  down  by 
Daniell. 

1.  It  expressly  reserves  the  question  of  costs.  They  do 
not  depend  upon  any  statute,  but  upon  judicial  discretion. 

2.  It  does  not  determine  the  amount  of  damages,  but  re- 
fers the  subject  to  a  master  to  ascertain  and  report. 

3.  Even  if  the  master  decides,  still  the  decree  does  not 
adjudge  them  to  be  according  io  the  report. 

4.  It  does  not  settle  any  principles  upon  which  damages 
can  be  computed,  whether  they  are  for  one  machine  or  two, 
&c. 
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6.  It  reserves  a  decision  upon  the  rights  of  the  respective 
parties.  The  complainant  offered,  in  his  bill,  to  pay 
$2,000 ;  the  decree  says  he  shall  do  so,  but  does  not  say 
whether  it  is  an  extinguishment  of  the  claim,  or  only  a 
set-off. 

6.  The  bill  prays  that  the  machines  and  their  produce 
may  be  delivered  to  the  plaintiff  ;  but  the  decree  is  silent 
upon  this  point.  The  question  is  reserved.  It  may  be  said 
that  a  perpetual  injunction  is  decisive  of  the  rights  of  the 
parties.  But  it  is  only  an  order,  which  the  court  may  re- 
voke at  any  time.  It  cannot  be  pleaded  in  bar.  We  think 
the  parties  are  stiU  in  court. 

7.  The  decree  does  not  give  all  the  relief  which  is  prayed 
for  in  the  bill.  Whatever  is  asked  and  not  granted  is  left 
undecided,  because  the  bill  is  not  dismissed  as  to  that. 

{Mr.  Seward  then  commented  on  [The  Palmyra]  10 
Wheat.  602  ;  [Chase  v,  Vasquez]  11  Wheat.  429  ;  [Davis  v. 
Packer]  8  Peters,  318 ;  [Brown  7),  Swan]  9  Peters,  1 ; 
[Young  v.  Grundy]  6  Cranch,  51  ;  [Young  o.  Smith]  15 
Peters,  287 ;  [McCollum  n.  Eager]  2  How.  62  ;  [Pepper  v. 
Dunlap]  5  How.  61 ;  [Forgay  v,  Conrad]  6  How.  203  ;  lb. 
208,  209.) 

Mr.  A.  Taher^  against  the  motion. 

1.  The  decree  in  question  is  a  "  final  decree, "  upon  a 
sound  construction  of  the  Judiciary  Act  of  1803,  ch.  93,  sec. 
2.  The  fundamental  purpose  of  this  act  was  to  give  an  ap- 
peal, if  required,  where  the  amount  in  controversy  was 
sufficient,  to  the  end  that  the  substantial  rights  of  parties 
should  not  be  finally  disposed  of  by  Circuit  Courts.  Not 
so  of  the  English  statutes  of  limitations,  authorities  con- 
struing which  have  been  cited  on  the  other  side.  Their 
leading  object  was,  not  to  give  or  take  away  an  appeal,  but 
to  restrict,  by  a  short  limitation,  appeals  taken  pendente 
litej  allowing  a  longer  one  to  those  taken  after  the  cause 
was  ended.  Wherefore,  the  words  *'  final  decree,"  in  t)hese 
English  acts,  are  justly  interpreted  to  mean  one  which  is  a 
finis  of  the  cause,  and  in  our  act,  one  which  is  a  finis  of 
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sabstantial  rights  of  the  i)arties,  which,  unless  immediately 
appealed  from,  would  take  away  property  from  one  and 
give  it  to  another,  or  work  irreparable  mischief.  [Forgay 
t.  Conrad]  6  How.  202,  203,  206  ;  [Whiting  v.  Bank  of 
U.  S.]  13  Peters,  16  ;  [Ray  v.  Law]  3  Cranch,  179  ;  2  Smith's 
Chan.  Prac.  187,  188. 

The  decree  in  question  would  do  both.  It  was  intended 
by  the  Circuit  Court  finally  to  adjudge  and  determine  the 
patent-rights  in  controversy.  It  takes  them  away  from  the 
defendants,  and  vests  them  in  the  complainant ;  and,  by 
the  i)erpetual  injunction  it  directs,  immediately  renders 
worse  than  valueless — an  incumbrance  upon  the  ground — 
the  expensive  erections  of  the  defendants  for  their  enjoy- 
ment. 

For  the  costs  of  the  cause,  no  appeal  would  hereafter  lie. 
[Atty.  -General  7).  Butcher]  4  Russell,  Ch.  180 ;  [Canter  t?. 
Amer.  &  Ocean  Ins.  Co.  ]  3  Peters,  307,  319  ;  [  U.  S.  v.  Brig 
Malck  Adhel]  2  How.  210,  237.  The  other  matters  reserved 
are  merely  in  execution  of  the  decree  already  passed.  Be- 
fore these  matters  could  have  been  adjusted,  and  an  appeal 
prosecuted  to  effect,  our  patent-rights  would  have  expired 
by  their  own  limitation,  and  nothing  remain  for  the  appellate 
offices  of  this  court  but  ^post  Tiiortem  examination  of  our 
rights  for  the  vindication  of  abstract  law. 

The  perpetual  injunction,  the  main  relief  prayed,  is  a 
final  execution, — not  the  mere  extension  of  a  preliminary 
injunction,  which  latter  has  been  repeatedly  denied  in  this 
cause,  and  is  wholly  inapplicable  to  a  contest  between  as- 
signees under  the  same  patent,  which  is,  therefore,  no  more 
priTnd facie  evidence  for  one  party  than  the  other.  [Mil- 
lar V.  Taylor]  4  Burr.  2303,  2400  ;  [Hills  v.  Universitate 
Oxon.]  1  Vernon,  120  ;  Id.  275  ;  [Bromley  v.  Holland]  7 
Ves.  1 ;  [Hill  v.  Thompson]  3  Meriv.  622  [1  Am.  &  Eng.  299] ; 
[Harmer  v.  Plane]  14  Ves.  130-132  [1  Am.  &  Eng.  166]  ; 
Drewry  on  Injunctions,  223,  sec.  5,  221,  sec.  3,  223,  sec.  4 ; 
Eden  on  Injunctions,  207. 

2.  But  if  this  is  not  a  case  for  an  appeal  under  the  act 
above  cited,  it  assuredly  must  be  one  of  ''  all  other  cases'' 
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provided  for  by  the  seventeenth  section  of  the  Patent  Act 
of  1836,  ch.  747.  In  patent  causes,  evidently  for  the  rea- 
sons above  alluded  to,  there  is  no  limitation  of  an  api)ea], 
except  the  safe  one  that  ''  the  court  shall  deem  it  reason- 
able to  allow  the  same. "  If  the  act  means  this  honorable 
court,  this  appeal  has  been  allowed  by  it,  by  one  of  its  jus- 
tices at  chambers.  If,  as  is  more  probable,  the  Circuit 
Court  was  intended,  (6  How.  458  and  note,  and  477,)  then 
Justice  Nelson,  being  a  quorum  of  that  court,  (Laws  of 
1837,  ch.  801,  sec.  3,)  acted  is  such,  judicially,  in  allowing 
it  at  chambers.  1  Brock.  380.  Or,  if  error  has  occurred 
in  the  manner  of  taking  this  appeal,  no  statute  restriction 
being  in  the  way,  it  should  be  allowed,  in  furtherance  of 
justice,  to  be  amended  now.  Laws  of  1789,  ch.  20,  sec.  32  ; 
[Roach  V.  Hulings]  16  Peters,  319  ;  7  Wend.  608.  And 
this,  according  to  the  last-cited  case,  would  be  properly 
done  by  simply  denying  this  motion. 

3.  If  it  be  replied  to  the  last  point,  that  this  is  not  a  case 
arising  under  the  Patent  Law,  but  under  the  common  law 
of  contracts  and  assignments,  then  the  Circuit  Court  never 
had  jurisdiction,  the  cause  being  between  residents  of  the 
same  State,  and  an  appeal  lies  at  any  time,  to  reverse  its 
decision  already  made,  and  dismiss  the  cause.  [GriflSn  v. 
Thompson]  2  How.  244 ;  [McDonogh  v,  Millandon]  3  Id. 
693  ;  [Jackson  v.  Ashton]  8  Peters,  148  ;  [Gordon  v.  Long- 
est] 16  Id.  97  ;  [Bingham  v.  Cabbot]  3  Dallas,  19. 

Mr.  Justice  M'Lean  delivered  the  opinion  of  the  court. 

This  is  an  appeal  from  the  decree  of  the  Circuit  Court  for 
the  Northern  District  of  New  York. 

The  parties  claim  conflicting  interests  as  assignees  of 
Woodworth's  patented  planing-machine.  The  cause  was 
submitted  to  the  circuit  judge,  who  decreed  that  the  de- 
fendants below  be  perpetually  enjoined  from  any  further 
constructing  or  using  in  any  manner  the  two  planing- 
machines,  &c. ,  and  the  case  was  referred  to  a  master  to  as- 
certain and  report  the  damages  which  the  plaintiff  has  sus- 
tained, arising  from  the  infringement  of  his  rights  by  the 
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defendants  by  the  use  of  the  said  two  machines.  The  re- 
port of  the  master  to  be  made  in  term  time,  or  to  one  of  the 
judges  at  chambers  in  vacation,  and,  on  ten  days'  notice, 
either  party  to  move  for  confinnation  of  the  report,  &c. 
The  question  of  costs  was  reserved  until  the  coming  in  of 
the  report,  &c. 

A  motion  is  made  to  dismiss  this  appeal,  on  the  ground 
that  the  decree  is  not  final. 

No  i)oint  is  better  settled  in  this  court,  than  that  an  ap- 
peal  may  be  prosecuted  only  from  a  final  decree.  The  cases 
are  numerous  where  appeals  have  been  dismissed,  because 
the  decree  of  the  Circuit  Court  was  not  final.  It  is  sup- 
posed there  was  a  departure  from  this  uniform  course  of 
decision,  at  the  last  term,  in  the  case  of  Forgay  et  al.  v. 
Conrad,  6  How.  201. 

In  that  case  the  court  says  :  ''  The  decree  not  only  de- 
cides the  title  to  the  property  in  dispute,  and  annuls  the 
deeds  under  which  the  defendants  claim,  but  also  directs 
the  property  in  dispute  to  be  delivered  to  the  complainant, 
and  awards  execution.  And,  according  to  the  last  para- 
graph in  the  decree,  the  biU  is  retained  merely  for  the  pur- 
pose of  adjusting  the  accounts  referred  to  the  master.  In 
aU  other  respects,  the  whole  of  the  matters  brought  into 
controversy  by  the  bill  are  finally  disposed  of  as  to  all  of 
the  defendants,  and  the  bill  as  to  them  is  no  longer  pending 
before  the  court."  *'If  these  appellants,  therefore,  must 
wait  until  the  accounts  are  reported  by  the  master  and  con- 
firmed by  the  court,  they  will  be  subjected  to  irreparable 
injury." 

The  decree  in  that  case  would  have  been  executed  by  a 
sale  of  the  property,  and  the  proceeds  distributed  among 
the  creditors  of  the  bankrupt,  and  lost  to  the  appellants, 
before  the  minor  matters  of  account  referred  to  the  master 
could  be  adjusted  and  acted  on  by  the  court.  The  course 
of  procedure  in  the  Circuit  Cou^  w^as  irregular,  and  the 
consequent  injury  to  the  defendants  would  have  been  ir- 
reparable. Effect  should  not  be  given  to  its  final  orders  by 
the  Circuit  Court,  until  the  matters  in  controversy  shall  be 
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BO  adjusted  as  to  make  the  decree  final.  Any  other  course 
of  proceeding  will,  in  many  cases,  make  the  remedy  by  an 
appeal  of  no  value. 

The  decree  in  the  case  under  consideration  is  not  final, 
within  the  decisions  of  this  court.  The  injunction  prayed 
for  was  made  peri)etual,  but  there  was  a  reference  to  a  mas- 
ter to  ascertain  the  damages  by  reason  of  the  infringement ; 
the  bill  was  not  dismissed,  nor  was  there  a  decree  for  costs. 
In  several  important  particulars,  this  decree  falls  below  the 
rule  of  decision  in  Forgay  ^?.  Conrad.  The  execution  of  the 
decree  in  that  case  would  have  inflicted  on  the  defendant 
below  an  irreparable  injury.  The  bill  was  dismissed  as  to 
the  principal  matters  in  controversy,  and  there  was  a  decree 
for  costs. 

It  is  said  that  the  decree  in  this  case,  by  enjoining  the 
defendants  below  from  the  use  of  their  machines,  destroys 
their  value  and  places  the  defendants  in  a  remediless  con- 
dition. That  in  the  course  of  a  few  months  their  right  to 
run  the  machines  will  expire,  and  that  no  reparation  can  be 
obtained  for  the  suspension  of  a  right  by  the  act  of  the  court. 
It  is  alleged,  too,  that  many  thousands  of  dollars  have  been 
invested  in  the  machinery,  which,  by  such  a  procedure,  be- 
comes useless. 

The  hardship  stated  is  an  unanswerable  objection  to  the 
operation  of  the  injunction,  until  all  the  matters  shall  be 
finally  adjusted.  If  the  injunction  has  been  inadvertently 
granted,  the  Circuit  Court  has  power  to  suspend  it  or  set  it 
aside,  until  the  report  of  the  master  shall  be  sanctioned. 
And  unless  the  defendants  below  are  in  doubtful  circum-  . 
stances,  and  cannot  give  bond  to  respond  in  damages  for  ' 
the  use  of  the  machines,  should  the  right  of  the  plaintiff 
be  finally  established,  we  suppose  that  the  injunction  will 
be  suspended.  Such  is  a  correct  course  of  practice,  as  in- 
dicated by  the  decisions  of  this  court,  and  that  is  a  rule  of 
decision  for  the  Circuit  Court. 

» 

The  appeal  is  dismissed. 

Order.     This  cause  came  on  to  be  heard  on  the  transcript 
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of  the  record  from  the  Circuit  Court  of  the  United  States 
for  the  Northern  District  of  New  York,  and  was  argued  by 
counsel ;  on  consideration  whereof,  and  it  appearing  to  the 
court  here  that  the  decree  of  the  court  below  complained  of 
is  not  a  final  decree  within  the  meaning  of  the  act  of  Con- 
gress, it  is  thereupon  now  here  ordered  and  decreed  by  this 
court,  that  this  cause  be,  and  the  same  is  hereby,  dismissed 
for  the  want  of  jurisdiction. 

Jiote : 

2.  Mandate  unacted  upon  by  court  below  not  a  final  decree  from 
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JACOB    P.   WILSON,    COMPLAINANT,    v.    DANIEL 

BARNUM, 

8  How.  258-262.    Jan.,  1850. 

[Bk.  13,  L.  ed.  1070 ;  1  Whit.  610 ;  Pish.  Pat.  Rep.  457.] 

Supreme  Court  Jurisdiction  on  certificate  of  division  on  question 

*of  infringement. 

1.  Where  on  a  certificate  of  division  the  question  was  whether  or 

not  the  patent  was  infringed  by  defendant's  machine,  held 
that  it  was  a  question  to  the  substantial  identity  of  two  ma- 
chines, and  was  a  question  of  fact  over  which,  in  view  of  Act 
1802,  ch.  31,  §  6,  this  court  has  no  jurisdiction  (p.  93). 

2.  The  jurisdiction  of  the  court  under  Act  1802,  ch.  31,  §  6,  ex- 

tends only  to  points  of  law  (p.  94). 

This  case  came  np  from  the  Circuit  Court  of  the  United 
States  for  the  Eastern  District  of  Pennsylvania  upon  a 
certificate  of  division  in  opinion  between  the  judges  there- 
of. 

It  is  not  necessary  to  do  more  than  insert  the  statement 
of  facts  and  point  of  division,  as  they  are  found  in  the 
record. 

Statement  of  Facts  and  P&int  of  Division  of  Jwdges. 

United  States  of  America,  Eastern  District  of  Pennsyl- 

vania. 

At  a  Circuit  Court  of  the  United  States,  begun  and  held 
at  the  city  of  Philadelphia,  for  the  Eastern  District  of 
Pennsylvania,  on  the  13th  day  of  November,  in  the  year  of 
our  Lord  1849— 

Present :  The  Honorable  Robert  C.  Grier  and  the  Honor- 
able John  K.  Kane. 
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Jacob  P.  Wilson  v.  Daniel  Barnum. 

Statement  of  Facts. 

This  was  a  suit  in  equity.  The  bill  was  filed  April  5, 
1849,  by  the  plaintiff,  as  assignee  of  letters  patent  issued  to 
William  Woodworth.  After  due  notice,  a  motion  was  made 
for  a  special  injunction,  which  was  fully  heard  before  his 
honor  John  K.  Kane,  at  a  regular  Circuit  Court,  on  the 
21st,  22d,  23d,  24th,  and  25th  days  of  May,  A.D.  1849,  his 
honor  Judge  Grier  being  absent.  The  defendant  resisted 
the  motion,  and  filed  afiidavits  on  his  part,  when,  after  a 
full  hearing  of  the  parties  and  arguments  of  counsel,  on  the 
1st  day  of  June,  1849,  a  special  injunction  was  granted,  a 
copy  of  which  is  annexed  to  this  statement.  Afterward, 
on  the  4th  day  of  June,  1849,  the  defendant  filed  an  answer, 
setting  up  the  fact  of  his  having  a  patent  for  his  machine, 
and  denying  all  similarity  between  it  5\nd  that  of  the  plain- 
tiff ;  which  same  defence  had  been  previously  set  up  by  the 
said  affidavits,  on  the  hearing  of  the  motion  for  an  injunc- 
tion. Afterward,  on  the  29th  day  of  June,  1849,  a  motion 
was  made  by  the  defendant  to  dissolve  the  injunction,  which 
motion  was  duly  argued  on  the  bill  and  affidavits  on  the 
part  of  the  plaintiff,  and  on  the  answer  and  affidavits  on  the 
part  of  the  defendant ;  and  on  the  1st  day  of  August,  1849, 
an  order  was  made  in  the  cause,  directing  an  issue  to  be 
tried  by  a  jury,  for  the  purpose  of  ascertaining  whether  the 
machines  of  the  defendant  were  or  were  not  infringements 
of  the  machine  of  the  plaintiff,  and  ordering  the  injunction 
to  stand,  on  the  plaintiff  giving  security  to  the  defendant 
in  the  sum  of  ten  thousand  dollars,  which  was  done. 

The  issue  came  on  to  be  tried  by  a  jury  on  the  17th  day 
of  October,  1849,  and  after  a  protracted  trial  the  jury  was 
discharged,  not  being  able  to  agree. 

At  this  present  term  of  the  court,  both  of  the  judges 
being  present,  a  motion  was  made  by  the  defendant  to  dis- 
solve the  injunction,  and  arguments  of  counsel  were  heard 
thereon.     Thereupon,  without  any  decision  being  had  on 
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said  motion,  and  upon  an  agreement  of  the  parties,  with 
the  consent  and  by  the  direction  of  the  court,  this  cause  was 
brought  to-  a  final  hearing  on  the  pleadings  and  the  proofs 
which  had  been  taken  herein,  as  well  as  on  the  proofs  and 
evidence  which  were  put  in  on  the  trial  of  the  issue  before 
the  jury,  and  which  last-named  proofs  and  evidence  were, 
for  the  purpose  of  said  final  hearing,  considered  as  proofs 
in  this  cause. 

The  pleadings  were  a  bDl,  an  answer,  and  a  replication, 
copies  of  which  are  hereunto  annexed,  and  a  copy  of  all  the 
proofs  and  evidence  used  on  said  final  hearing  is  also  here- 
unto annexed. 

On  said  final  hearing,  it  appeared  and  was  determined  by 
the  court  as  matter  of  fact — 

1.  That  letters  patent  of  the  United  States  were  issued  to 
William  Woodworth  on  the  27th  day  of  December,  1828,  of 
the  tenor  and  effect  mentioned  in  the  bill. 

2.  That  William  Woodworth  died  intestate  on  the  9thi 
day  of  February,  1839,  in  the  city  of  New  York,  and  that 
William  W.  Woodworth,  his  son,  and  one  of  his  heirs  at 
law,  was  thereupon  duly  appointed  his  administrator  by 
the  surrogate  of  the  city  and  county  of  New  York. 

3.  That  on  the  16th  day  of  November,  1842,  an  extension 
of  the  said  letters  patent  for  seven  years  from  the  27th  day 
of  December,  1842,  was  duly  granted  by  the  United  States, 
under  the  eighteenth  section  of  the  Patent  Act  of  July  4, 
1836,  to  the  said  William  W.  Woodworth,  as  administrator 
as  aforesaid. 

4.  That  by  an  act  of  Congress  of  the  United  States,  passed 
February  26th,  1845,  the  said  letters  patent  were  further 
extended  to  the  said  TVilliam  W.  Woodworth,  as  adminis- 
trator as  aforesaid,  for  seven  years  from  the  29th  day  of 
December,  1849. 

5.  That  on  the  8th  day  of  July,  1845,  the  said  letters 
patent  were  surrendered  for  a  defective  specification,  and 
renewed  letters  patent  were  thereupon  issued  on  the  same 
day,  on  an  amended  specification,  to  the  said  William  W. 
Woodworth,  as  administrator  as  aforesaid,  which  renewed 
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letters  patent  were  of  the  tenor  and  effect  set  forth  in  the 
bill.  An  authenticated  copy  of  the  said  renewed  letters 
patent  of  July  8th,  1845,  and  of  the  specification  and  draw- 
ings thereto,  and  an  authenticated  copy  of  the  said  original 
letters  patent  of  December  27,  1828,  and  of  the  speci&CB,- 
tion  and  drawings  thereto,  were  produced  on  the  hearing, 
and  may  be  produced  on  argument  before  the  Supreme 
Court  of  the  United  States. 

6.  That  the  exclusive  right  of  the  said  renewed  letters 
patent  of  July  8,  1845,  for  the  district  of  Southwark,  in 
the  county  of  Philadelphia,  and  Eastern  District  of  Penn- 
sylvania, was  vested  in  the  plaintiff. 

7.  That  the  defendant  had  erected,  within  the  said  district 
of  Southwark,  and  used  and  operated  therein,  since  the  said 
exclusive  right  became  vested  in  the  plaintiff,  and  before 
the  filing  of  the  bill,  a  machine  for  tonguing  and  grooving 
boards  and  plank,  and  also  a  machine  for  planing  boards 
and  plank.  The  machine  for  tonguing  and  grooving  boards 
and  plank  was  constructed  as  stated  in  the  evidence.  (A 
model  thereof  was  produced  on  the  hearing  by  the  plaintiff, 
and  the  machine  itself  was  produced  on  the  hearing  by  the 
defendant.  The  same  are  certified  by  the  clerk  of  the  court, 
and  may  be  used  on  argument  before  the  Supreme  Court  of 
the  United  States.)  The  machine  for  planing  boards  and 
plank  was  constructed  as  shown  by  a  model  produced  on 
the  hearing  by  the  plaintiff,  and  by  the  machine  itself  on 
the  hearing  by  the  defendant.  (The  same  are  certified  by 
the  clerk  of  the  court,  and  may  be  used  on  argument  before 
[the]  Supreme  Court  of  the  United  States.) 

8.  That  letters  patent  were  issued  to  the  defendant  on  the 
13th  day  of  March,  1849,  which  are  referred  to  in,  and  a 
copy  of  which  is  annexed  to,  his  answer  herein. 

On  the  final  hearing,  the  following  question  occurred,  to 
wit: 

Whether,  according  to  the  true  construction  of  the  Wood- 
worth  patent,  as  amended,  the  machines  made  or  used  by 
the  defendant,  at  the  time  of  filing  the  bill,  or  either  of  them 
singly,  do  or  do  not  infringe  the  said  amended  letters  patent. 
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On  which  question  the  opinions  of  the  judges  were  op- 
posed. 

Whereupon,  on  a  motion  by  William  H.  Seward  and  St. 
George  Tucker  Campbell,  plaintiflE's  counsel,  it  was  ordered 
that  the  point  on  which  the  disagreement  hath  happened 
may,  during  the  term,  be  stated,  under  the  seal  of  the  court, 
to  the  Supreme  Court,  to  be  finally  decided. 

R.  C.  Grier. 
J.  K.  Kane. 

Mr.  Chief  Justice  Taney  delivered  the  opinion  of  the 
court. 

This  case  comes  before  the  court  upon  a  certificate  of  di- 
vision, and  has  been  submitted  on  printed  arguments. 

The  plaintiff,  who  claims  as  assignee  of  what  is  generally 
called  the  Wood  worth  patent,  filed  a  bill  in  equity,  pray- 
ing an  injunction  against  the  defendant  to  restrain  him  from 
using  a  certain  machine,  in  which,  as  the  complainant 
charged,  boards  were  planed,  tongued,  and  grooved  in  the 
same  manner  as  in  the  Woodworth  machine  ;  the  machine 
of  the  defendant  operating  in  the  same  way  in  every  re- 
spect as  the  one  for  which  the  complainant  held  the 
patent. 

The  defendant,  in  his  answer,  denied  that  his  machine 
was  substantially  like  and  upon  the  plan  of  the  Woodworth 
machine.  Other  defences  were  also  taken  in  the  answer ; 
but  it  is  not  necessary  to  notice  them,  as  they  do  not  con- 
cern the  question  certified. 

A  great  mass  of  testimony  was  taken  on  both  sides  in  the 
Circuit  Court,  and  models  and  drawings  produced  of  the 
two  machines,  all  of  which  have  been  sent  up  for  the  exam- 
ination and  consideration  of  this  court,  with  the  certificate 
of  division. 

On  the  final  hearing  of  the  case,  the  judges  of  the  Circuit 
Court  differed  in  opinion  on  the  following  question : 
"  Whether,  according  to  the  true  construction  of  the  Wood- 
worth  patent,  as  amended,  the  machines  made  or  used  by 
the  defendant  at  the  time  of  filing  the  bill,  or  either  of  them 
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singly,   do  or  do  not  infringe  the  said  amended  letters 
patent.'* 

The  question  thus  certified  is  one  of  fact,  and  has  been 
discussed  as  such  in  the  arguments  offered  on  both  sides. 
It  is  a  question  as  to  the  substantial  identity  of  the  two 
machines  ;  and  its  decision  must  depend  upon  the  testimony 
of  witnesses,  the  examination  of  the  models  and  drawings, 
or  of  the  machines  themselves,  and  the  application  of 
mechanical  principles  and  combinations,  which  the  court 
could  learn  only  from  the  testimony  of  persons  skilled  in 
the  science  of  mechanics. 

The  jurisdiction  of  this  court  to  hear  and  determine  a 
question  certified  from  the  Circuit  Court  is  derived  alto- 
gether from  the  act  of  1802,  ch.  31,  sec.  6,  (2  Statutes  at 
Large,  159,)  and  that  act  evidently  gives  the  jurisdiction 
only  in  cases  where  the  judges  of  the  Circuit  Court  diflfer 
in  opinion  on  a  point  of  law.  The  language  of  the  whole 
provision  upon  this  subject  so  clearly  requires  this  con- 
struction, that  it  is  unnecessary  to  comment  on  it.  And 
it  w^ould  be  utterly  inconsistent  with  the  well-known  and 
established  proceedings  of  courts  of  equity,  as  well  as 
courts  of  common  law,  to  take  out  of  a  case  during  its  prog- 
ress a  single  question  of  fact,  and  send  it  here  with  the 
evidence  upon  that  point  only,  for  the  final  decision  of 
this  court.  In  the  case  before  us,  a  great  number  of  facts 
must  be  ascertained  and  determined  from  the  evidence, 
before  a  final  opinion  could  be  formed  upon  the  question 
certified. 

Besides,  this  act  of  Congress  has  been  in  force  for  nearly 
haK  a  century,  and  has  been  repeatedly  acted  on  in  this 
court ;  and  it  has  uniformly  received  the  construction  we 
now  give  to  it.  In  the  multitude  of  questions  which  have 
been  certified,  this  court  has  never  taken  jurisdiction  of  a 
question  of  fact ;  and  in  a  question  of  law  it  requires  the 
precise  point  to  be  stated,  otherwise  the  case  is  remanded 
without  an  answer. 

The  question  now  certified  being  one  of  fact,  we  have  no 
jurisdiction  ;  and  the  case  must  therefore  be  remanded  to 
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the  Circuit  Coxirt,  to  be  there  proceeded  in  as  law  and  justice 
may  require. 

Order.  This  cause  came  on  to  be  heard  on  the  tran- 
script of  the  record  from  the  Circuit  Court  of  the  United 
States  for  the  Eastern  District  of  Pennsylvania,  and  on  the 
point  or  question  on  which  the  judges  of  the  said  Circuit 
Court  were  opposed  in  opinion,  and  which  was  certified  to 
this  court  for  its  opinion,  agreeably  to  the  act  of  Congress 
in  such  case  made  and  provided,  and  was  argued  by  coun- 
sel. And  it  appearing  to  this  court,  upon  an  insi)ection  of 
the  said  transcript,  that  no  point  in  the  case,  within  the 
meaning  of  the  act  of  Congress,  has  been  certified  to  this 
court,  the  point  or  question  being  one  of  fact,  it  is  there- 
upon now  here  ordered  and  decreed  by  this  court,  that  this 
cause  be,  and  the  same  is  hereby,  dismissed,  and  that  this 
cause  be,  and  the  same  is  hereby,  remanded  to  the  said 
Circuit  Court,  to  be  proceeded  in  according  to  law. 
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'     CaJ.  Paving  Co.  v.  Molitor,  1885.     113  U.  S.  609  ;  Bk.  28,  L.  ed. 
1106. 


In  Text-Books  : 

2  Abb.  Pat.  Law,  1886,  pp.  26,  382,  402,  423. 
Walker  on  Pats.,  1883,  p.  449. 
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JAMES  G.  WILSON,  APPELLANT,  v.  ANDREW  P. 
SIMPSON,  E.  E.  SIMPSON,  JOSEPH  FORSYTH, 
AND  BAGDAD  MILLS. 

9  How.  109-126.    Jan.,  1850. 

[Bk.  13,  L.  cd.  66 ;  1  Whit.  515  ;  Fish.  Pat.  Rep.  463.] 

Evidence.     Inventor's  declarafionsj  effect  on  assignee's  title. 

Repair, 

1.  Inadmissible  hearsay  evidence  (p.  112). 

2.  Declarations  of  a  patentee  that  he  had  never  perfected  his  in- 

vention cannot  be  heard  to  disparage  the  title  of  his  assignees 
without  notice  of  the  fraud  (p.  113). 

3.  The  elements  of  a  combination  may  be  repaired  without  recon- 

struction (p.  114). 

4.  Where  defendants'  assignees  replaced  worn-out  cutter  knives  in 

a  patented  planing  machine,  which  they  were  using,  as  they 
had  a  right  to,  during  its  extension,  it  was  held  a  repair  they 
were  entitled  to  make. 

[Citations  in  the  opinion  of  the  Court :] 

(1)  Simpson  v.  Wilson,  4  How.  709-711,  pp.  114,  116, 117. 

(2)  Wilson  V.  Rousseau,  4  How.  649,  pp.  114,  117. 

This  was  an  appeal  from  the  Circuit  Court  of  the  United 
States  for  Louisiana. 

It  was  a  continuation  of  the  case  of  Simpson  et  al,  z?.  Wilson, 
reported  in  4  Howard,  710  [4  Am.  &  Eng.  633],  where  a  state- 
ment of  the  case  is  given,  which  need  not  be  here  repeated. 
All  the  documents  relating  to  the  patent  and  transfer  of 
Woodworth's  planing-machine  are  set  forth  in  extenso  in 
the  case  of  Wilson  v.  Rousseau  et  al,  4  Howard,  647  [4  Am. 
&  Eng.  436],  et  seq. 

The  report  of  the  case  in  4  Howard  shows  that  the  two 
following  questions  were  certified  to  this  court,  viz.  : 

"  1.  Whether,  by  law,  the  extension  and  renewal  of  the 
said  patent  granted  to  William  Woodworth,  and  obtained 
by  William  W.    Woodworth,  his  executor,  inured  to  the 
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benefit  of  the  said  defendant  to  the  extent  that  said  de- 
fendant was  interested  in  said  patent  before  such  renewal 
and  extension. 

"2.  Whether,  by  law,  the  assignment  of  an  exclusive 
right  to  the  defendant,  by  the  original  patentee  or  those 
claiming  under  him,  to  use  said  machine,  and  to  vend  the 
same  to  others  for  use,  within  the  county  of  Escambia,  in 
the  territory  of  West  Florida,  did  authorize  said  defendant 
to  vend  elsewhere  than  in  said  county  of  Escambia,  to  wit, 
in  the  city  of  New  Orleans,  State  of  Louisiana,  plank, 
boards,  and  other  materials,  products  of  a  machine  estab- 
lished and  used  within  the  said  county  of  Escambia,  in  the 
territory  of  West  Florida. ' ' 

On  the  18th  of  April,  1846,  the  decisions  of  the  Supreme 
Court  in  these  questions  were  certified  to  the  Circuit  Court 
as  follows : 

^^1.  That,  by  law,  the  extension  and  renewal  of  the  said 
patent  granted  to  William  Woodworth,  and  obtained  by 
William  W.  Woodworth,  his  executor,  did  not  inure  to  the 
benefit  of  said  defendant  to  the  extent  that  said  defendant 
was  interested  in  said  patent  before  such  renewal  and  ex- 
tension. But  the  law  secured  to  persons  in  the  use  of 
machines  at  the  time  the  extension  takes  effect  the  right  to 
continue  the  use  of  the  same. 

' '  2.  That  an  assignment  of  an  exclusive  right  to  use  a 
machine,  and  to  vend  the  same  to  others  for  use,  within  the 
specified  territory,  does  authorize  an  assignee  to  vend  else- 
where, out  of  the  said  territory,  plank,  boards,  and  other 
materials  the  product  of  such  machine." 

Thereupon,  leave  was  granted  by  the  Circuit  Court  to 
the  defendant  Forsyth  to  amend  his  plea,  and  to  the  com- 
plainant to  amend  his  bill. 

And  thereupon  the  complainant  amended  his  bill — 

1.  By  charging  that  the  mutual  deed  between  Wood- 
worth  and  Strong  of  the  one  part,  and  the  assignees  of 
Emmons'  patent,  (before  mentioned,)  was  procured  by  the 
latter  by  fraud  upon  Woodworth  and  Strong,  not  discov- 
ered until  the  extension  of  the  patent. 
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2.  That  the  defendants  had  put  in  oi)eration  one  new 
machine  since  the  extension  of  the  patent  of  1842  took 
effect,  and  that  they  had  rebuilt,  by  the  addition  of  new 
parts,  being  substantial  parts  of  Woodworth's  invention, 
the  old  machines  which  they  had  in  actual  use  at  the  ex- 
piration of  the  first  term  of  the  patent,  so  that  they  were 
practically  no  longer  the  same  machine  ;  and  thus  that  the 
use  of  those  machines,  under  the  color  of  machines  which 
had  been  in  actual  use  at  the  expiration  of  that  term,  was 
a  fraud  upon  the  law. 

Issue  was  joined  upon  these  new  matters.  Evidence  was 
taken  upon  them,  as  well  as  upon  the  question  of  the  ex- 
tent of  infringement. 

It  is  not  necessary  to  insert  this  evidence,  because  the 
substance  of  it  is  stated  in  the  opinion  of  the  court. 

On  the  4th  of  May,  1849,  the  cause  came  on  to  be  heard 
before  the  Circuit  Court,  upon  the  bill,  answers,  replica- 
tion, exhibits,  and  evidence,  when  the  court  decreed  that 
the  bill  should  be  dismissed. 

The  complainant  api)ealed  to  this  court. 

The  cause  was  argued  by  Mr.  Seward  and  Mr.  Webster^ 
for  the  appellant,  and  by  Mr.  Oilpin  and  Mr.  Westcott^  for 
the  appellees. 

The  counsel  for  the  complainant  contended — 

1.  That  the  mutual  deed  executed  by  and  between  Will- 
iam Woodworth,  James  Strong,  and  William  Tyack,  D.  H. 
Toogood,  Daniel  Halstead,  and  Uri  Emmons,  was  procured 
from  the  said  Woodworth  and  Strong  by  fraud,  and  is 
therefore  void  ;  and  that  this  fraud  vitiates  and  avoids  the 
defendants'  title  or  right  to  the  use  of  Woodworth's  in- 
vention. 

2.  That  the  defendants'  machines  are  used  in  fraud  of 
the  law,  and  in  violation  of  the  complainant's  rights. 

In  support  of  the  first  proposition,  it  wast  urged  that 
Woodworth  was  the  inventor  of  the  machine,  which  was  of 
great  value,  and  that  the  consideration  which  was  received 
by  Woodworth  and  Strong  in  the  mutual  deed,  viz.,  that  of 
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receiving  an  assignment  of  Emmons'  rights,  was  of  no  value 
whatever,  because  Emmons  had  no  rights  to  convey ;  and 
that  this  was  an  intentional  fraud  upon  Woodworth  and 
Strong,  practised  by  Toogood,  Halstead,  and  Tyack.  It 
was  also  urged,  that  the  fraud  thus  established  vitiated  and 
avoided  the  claim  of  the  defendants,  because  the  mutual 
deed  secures  no  part  of  the  franchises  of  the  extended 
term  to  assignees  of  the  first  term.  Whatever  they  have  is 
derived  only  from  the  proviso  in  the  eighteenth  section  of 
the  act  of  July  4,  1836.  Those  claiming  the  benefit  of  the 
extension  must  be  lawfully  possessed  of  the  right  at  the 
close  of  the  first  term.  But  they  acquire  that  interest  only 
by  virtue  of  a  valid  assignment.  It  must  be  a  lavrf ul  title, 
capable  of  carrying  all  the  incidental  advantages,  whether 
conferred  by  the  deed  or  conferred  by  law. 

Proposition  II.  The  defendants',  machines  are  used  in 
fraud  of  the  law,  and  in  violation  of  complainant's  rights. 

The  thing  patented  means  the  machine,  which  is  a  thing 
that  produces,  and  is  not  itself  a  product.  It  is  proved  that 
a  set  of  knives  for  suMace  work  will  do  good  work  for  from 
sixty  days  to  three  months.  That  a  Woodworth  machine 
cannot  be  operated  more  than  three  months,  without  mak- 
ing the  service  knives,  and  the  cutters  for  tonguing  and 
grooving,  anew. 

In  the  case  of  Wilson  v.  Rousseau  and  Easton,  4  Howard, 
646  [4  Am.  &  Eng.  436],  it  was  held  that,  under  the  eighteenth 
section  of  the  act  of  1836,  the  exclusive  right  to  make,  use, 
and  vend  the  thing  patented  is  vested  in  the  patent.ee,  with 
a  reservation  in  favor  of  the  assignees  or  grantees  of  the  right 
to  use  the  thing  patented.  That  is  to  say,  all  assignees  or 
grantees  of  the  right  to  use  the  thing  patented,  who  had  ma- 
chines in  use  at  the  time  of  the  renewal,  are,  by  this  reserva- 
tion, protected  in  the  continued  use  of  the  specific  machine 
or  machines,  but  specially  excluded  from  the  right  to  jnake. 

The  reservation  is  specially  limited  to  the  continued  use 
of  the  thing  patented. 

Mr.  Justice  Nelson,  in  the  case  referred  to,  (4  How.  646,) 
says  :  "  The  clause,  in  terms,  seems  to  limit  studiously  the 
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benefit  or  reservation,  or  whatever  it  may  be  called,  under 
or  from  the  new  grant,  to  the  naked  right  to  use  the  thing 
patented  ;  not  an  exclusive  right  even  for  that,  which  might 
denote  monopoly,  nor  any  right  at  all,  much  less  exclusive, 
to  make  and  vend.  That  seems  to  have  been  guardedly 
omitted." 

There  is  a  broad  distinction  between  the  continued  use  of 
the  invention,  and  the  continued  use  of  the  machine  pat- 
ented. The  former  necessarily  carries  with  it  the  right  to  con- 
struct, while  the  latter  excludes  it.  This  distinction  is  clearly 
drawn  by  Mr.  Justice  Nelson  in  the  same  case.  4  How.  683. 
He  says :  ^^  It  may  be  said  that  the  ^  thing  patented '  means 
the  invention  or  discovery,  as  held  in  McClurg  v.  Kings- 
land,  1  How.  202  [4  Am.  &  Eng.  382],  and  that  the  right  to 
use  the  ^  thing  patented  '  is  what,  in  terms,  is  provided  for 
in  the  clause.  That  is  admitted  ;  but  the  words,  as  used 
in  the  connection  here  found,  with  the  right  simply  to  use 
the  thing  patented,  (not  the  exclusive  right,  which  would 
be  a  monopoly,)  necessarily  refer  to  the  patented  machine, 
and  not  to  the  invention ;  and,  indeed,  it  is  in  that  sense 
that  the  expression  is  to  be  understood  generally  through- 
out the  Patent  Law,  when  taken  in  connection  with  the 
right  to  use,  in  contradistinction  to  the  right  to  make  and 
sell."  Again:  "The  *  thing  patented 'is  the  invention; 
so  the  machine  is  the  thing  patented  ;  and  to  use  the  ma- 
chine is  to  use  the  invention,  because  it  is  the  thing  in- 
vented, and  in  respect  to  which  the  exclusive  right  is  se- 
cured, as  is  also  held  in  McClurg  v,  Kingsland.  The 
patented  machine  is  frequently  used  as  equivalent  for  the 
*  thing  patented, '  as  well  as  for  the  invention  or  discovery, 
and,  no  doubt,  when  found  in  connection  with  the  exclusive 
right  to  make  and  vend,  always  means  the  right  of  property 
in  the  invention — ^the  monopoly.  But  when  in  connection 
with  the  simple  right  to  use,  the  exclusive  right  to  make 
and  vend  being  in  another,  the  right  to  use  the  thing  pat- 
ented necessarily  results  in  a  right  to  use  the  machine,  and 
nothing  more. "  It  is  therefore  unquestionable,  under  this 
ruling  of  the  Supreme  Court,  that  the  reservation  is  strictly 
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limited  to  a  right  to  the  continued  use  of  the  specific  ma- 
chine or  machines  legally  in  use  at  the  time  of  the  renewal. 

Let  us  ascertain  with  precision  what  this  reservation  is. 
It  is  not  a  reservation  of  the  entire  right  to  use  the  inven- 
tion, as  was  ruled  in  the  case  of  McClurg  v.  Kingsland,  for 
the  doctrine  on  which  that  case  rests  was  expressly  ruled  out 
in  the  case  of  Wilson  v.  Rousseau  and  Easton,  and  the 
reservation  expressly  limited  to  the  continued  use  of  the 
specific  machine  or  machines  in  existence  at  the  time  of  the 
renewal. 

It  necessarily  results,  from  this  ruling,  that  the  reserva- 
tion applies  only  to  such  inventions  as  are  embodied  in 
tangible,  material  form.  Processes  which  are  only  directory, 
and  simply  teach  how  a  product  or  result  is  to  be  obtained, 
do  not  come  within  the  reservation,  because  these  had  no 
visible  material  existence  ; — such,  for  instance,  as  the  pro- 
cess of  tanning  leather  by  submitting  hides  to  the  chemical 
action  of  a  solution  of  such  substances  as  contain  the  tan- 
ning principle  ;  the  process  of  curing  India-rubber  by  mix- 
ing it  with  sulphur,  and  then  subjecting  it  to  the  action  of 
artificial  heat,  by  which  process  this  valuable  substance  is 
so  changed  as  not  to  be  affected  by  the  changes  of  tempera- 
ture, and  by  which  it  is  also  rendered  insoluble  ;  the  vari- 
ous processes  of  bleaching  fibrous  and  textile  substances ; 
the  processes  of  fixing  colors  on  fabrics  by  the  use  of  what 
are  called  mordants,  which,  by  their  chemical  action  on  the 
colors,  render  them  insoluble  in  water ;  daguerreotyping, 
which  consists  in  preparing  the  surface  of  a  metal  plate,  with 
certain  chemical  agents,  to  render  it  so  sensitive  to  the 
chemical  action  of  light  as  to  receive  the  impression  of  the 
lights  and  shadows  of  any  object  reflected  on  its  surface  ; 
and  a  variety  of  other  processes  in  the  useful  and  fine  arts, 
too  numerous  to  specify,  but  which  present  some  of  the 
greatest  triumphs  which  modem  inductive  science  has  ap- 
plied to  the  wants  of  man. 

All  these  do  not  come  under  the  reservation  of  the  eight- 
eenth section  of  the  act  of  1836,  as  expounded  in  the  case 
of  Wilson  V.  Rousseau  and  Easton,  because  they  have  no 
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tangible,  material  existence.  They  are  simply  mental  pro- 
cesses, which  direct  how  and  what  matters  to  treat  to  pro- 
duce the  required  results,  and  when  the  results  are  pro- 
duced there  is  an  end  of  the  thing  patented.  True,  the 
application  of  the  process  may  require  complex  and  costly 
apparatus  ;  but  unless  such  apparatus,  as  is  sometimes  the 
case,  be  not  in  itself  the  subject-matter  of  patent,  the  reser- 
vation does  not  apply,  for  the  thing  patented  at  the  time  of 
the  renewal  has  no  material  existence.  It  is  the  thing  pat- 
ented, when  existing  in  a  material  form  at  the  time  of  the 
new  grant,  to  which  the  reservation  applies  alone,  and  not 
to  the  invention  irrespective  of  this  material  existence. 

True,  the  licensee  or  grantee  of  the  right  to  use  the  in- 
vention may  have  invested  thousands  of  dollars  in  the  erec- 
tion of  costly  apparatus  by  which  to  apply  a  patented  pro- 
cess, such  costly  apparatus  not  being  the  subject-matter  of 
the  patent,  and  the  moment  the  patent  is  renewed  the  costly 
apparatus  becomes  useless  as  regards  its  use  under  the 
license,  but  nevertheless  it  is  not  a  waste,  for  the  value  of 
the  patent  to  the  patentee  arises  from  the  fact  that  it  is 
vendible,  and  both  the  invention  and  the  apparatus  used 
in  the  application  of  it,  being  vendible  things,  can  become 
the  subjects  of  barter  and  sale. 

We  have  thus  shown  that  the  reservation  applies  only  to 
one  class  of  inventions,  namely,  such  as  require  the  invest- 
ment of  capital  in  the  thing  patented  ;  for  there  is  a  broad 
distinction  between  the  investment  of  capital  in  the  thing 
I)atented,  and  in  apparatus  and  appliances  for  the  ap- 
plication of  the  thing  patented.  For  instance,  the  reser- 
vation does  not  apply  nor  look  to  the  capital  invested  in 
workshops,  warehouses,  and  the  preparation  of  operatives 
to  conduct  a  patented  process.  A  licensee  under  the  patent 
for  casting  iron  rolls,  which  was  the  thing  patented  in  the' 
case  of  McClurg  v,  Kingsland,  may  have  expended  thou- 
sands of  dollars  in  the  erection  of  workshops,  in  flasks  and 
other  moulds  for  casting  chilled  rolls  under  that  patent,  and 
in  the  preparation  of  oi)eratives  for  carrying  into  effect  the 
thing  patented,  but  the  moment  the  first  term  of  the  patent 
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expires,  and  it  is  renewed,  he  cannot  claim  the  right  to  the 
continued  use  of  the  invention  under  the  renewed  term,  be- 
cause the  thing  patented  x)erishes  or  is  destroyed  by  the  act 
of  a  single  use.  It  consists  in  so  moulding  the  sand  in 
which  the  roll  is  to  be  cast,  as  to  make  the  channel  through 
which  the  molten  iron  is  to  be  poured  into  the  moulds  a 
tangent  to  the  circle,  that,  in  running  in,  it  may  take  a 
whirling  or  circular  motion,  and  thus,  by  the  law  of  centrif- 
ugal force,  throw  the  heavier  or  denser  particles  of  iron 
outward,  to  form  the  outer  surface  of  the  roll  or  cylinder, 
the  dross  and  less  pure  particles  going  toward  the  centre. 
In  this  case,  the  thing  patented  has  no  material  existence 
beyond  the  single  use.  The  moment  the  effect  is  produced, 
the  thing  patented  is  at  an  end  ;  for  the  mould,  being  made 
of  sand,  is  destroyed  by  the  very  act  of  producing  the  effect, 
and  must  be  made  over  again  for  another  application  of 
the  thing  patented. 

We  shall  allude  again  to  this  particular  case  in  an  after- 
part  of  the  argument. 

As  the  reservation  applies  only  to  things  patented  which 
have  a  material,  tangible  existence,  the  question  arises,  in 
such  cases,  how  long  does  this  reserved  right  to  use  con- 
tinue, or  when  does  it  expire  ?  If  it  was  a  reservation  to 
the  right  of  the  invention,  as  contended  for  by  those  who 
cited  the  case  of  McClurg  v,  Kingsland  in  the  argument  in 
the  case  of  Wilson  v,  Rousseau  and  Easton,  most  unquestion- 
ably it  would  be  without  limit ;  but  that  was  overruled  by 
the  Supreme  Court,  because  of  the  broad  distinction  be- 
tween the  right  to  the  invention,  and  the  right  to  the  con- 
tinued use  of  the  material  machine  patented,  as  we  have  al- 
ready shown.  Now,  then,  when  does  this  reserved  right 
to  the  continued  use  of  the  material  machine  patented 
cease  ?  If  it  was  coupled  with  the  right  to  make,  still  it 
would  be  without  limit.  But  as  it  was  expressly  ruled  that 
the  right  to  make  is  an  exclusive  right  vested  in  the  pat- 
entee, as  a  necessary  consequence  the  reservation  must 
expire  with  the  existence  of  the  material  thing  patented ; 
the  one,  being  an  entire  dependent  of  the  other,  must  of 
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necessity  expire  with    it,   as  the  branch   dies  with  the 
trunk. 

When  the  thing  patented  no  longer  has  material  existence, 
there  is  no  longer  any  reserved  right.  This  brings  us  to  the 
inquiry,  when  does  the  material  thing  patented  cease  to  ex- 
ist 1  The  answer  to  this  inquiry  must  clearly  be,  and  can 
only  be,  when  it  is  worn  out  or  destroyed.  For  when,  by 
any  event,  the  material  thing  patented  no  longer  exists,  it 
can  only  be  renewed  under  the  authority  of  the  exclusive 
right  to  make  the  thing  patented,  and  therefore  the  reserved 
right  expires  the  moment  that  the  material  thing  patented 
is  worn  out  or  destroyed.  This  is  manifest,  and  there  is  no 
flying  from  the  conclusion. 

This  brings  us  to  the  final  and  most  important  branch  ol 
the  argument.  When  does  the  material  thing  patented 
cease  to  exist  ?  To  ascertain  this,  we  must  first  determine 
what  is  the  thing  patented  ;  for  we  must  first  know  that  a 
thing  wa?,  before  we  can  know  that  it  is  no  more.  That  the 
thing  patented  is  the  thing  invents,  we  have  before  shown 
to  be  the  doctrine  of  the  court  in  Wilson  v.  Rousseau  and 
Easton. 

Woodworth  did  not  invent  the  frame,  the  cog-wheels,  and 
shafts,  and  other  elementary  parts,  which,  when  put  to- 
gether, constitute  what  is  known  as  the  W^oodworth  planing- 
machine.  These  are  the  mere  appliances, — the  mere  ele- 
ments of  machinery, — which  are  as  free  for  every  man  to 
use  as  the  air  he  breathes.  Nor  did  he  invent  the  rollers 
for  making  pressure  to  control  the  plank,  nor  the  cutting 
instruments  for  planing,  nor  the  cutter-beads  or  stocks  to 
which  the  cutters  are  attached.  These,  too,  are  public  prop- 
erty, and  at  every  man' s  command,  to  be  freely  made  and 
used.  Ao  he  did  not  invent  any  of  these,  and  does  not 
claim  them  in  the  letters  patent  as  the  thing  patented,  so 
the  making  of  them  does  not  come  within  the  exclusive 
right  to  make,  vested  in  the  administrator  by  the  renewal 
of  the  patent ;  nor  does  the  use  of  them  require  the  reser- 
vation of  the  statute.  What,  then,  is  the  thing  patented  f 
Why,  simply  the  combination  of  the  cutting  instrumcnfe  or 
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planes  with  the  pressure-roller,  or  an  analogous  device. 
The  combining  or  putting  these  together,  to  effect  the  plan- 
ing of  planks,  is  the  thing  patented,  because  it  is  the  thing 
invented  ;  and  in  this  sense  the  thing  invented  is  the  thing 
patented.  As  the  making  these  things  separately  is  not 
making  the  thing  patented,  the  act  of  combining  or  put- 
ting them  together,  so  that  they  shall  be  able  to  effect  the 
planing  of  planks,  is  alone  the  making  of  the  thing  pat- 
ented, the  doing  which  is  the  exclusive  privilege  of  the 
patentee. 

If,  then,  as  must  be  obvious,  the  putting  or  combining 
of  these  elements  together  in  one  machine  is  the  making  of 
the  thing  patented,  then  the  converse  of  the  proposition 
must  also  be  true,  namely,  that  the  moment  this  combina- 
tion ceases  to  exist,  so  soon  the  thing  patented  is  extinct, 
and  can  only  be  renewed  by  the  exercise  of  the  right  to 
jnake.  We  do  not  press  this  to  the  technical  length  of  as- 
serting that  the  simple  act  of  disconnecting  these  element- 
ary parts,  such,  for  instance,  as  temporarily  taking  the 
roller  or  the  cutting  instruments  out  of  the  machine,  de- 
stroys the  thing  patented,  for  that  is  merely  a  temporary 
act,  with  the  intention  to  restore.  But  when  any  one  of 
these  elements  is  either  worn  out  by  use,  or  otherwise  de- 
stroyed, then  the  combination  invented — the  thing  patented 
—no  longer  exists,  and  cannot  be  restored  without  the  ex- 
ercise of  the  right  to  make.  The  capital  which  has  been 
invested — not  in  the  appliances  to,  but  in  the  thing  patented 
' — has  performed  it«  office  ;  it  has  lasted  its  days  and  van- 
ished, and  with  it  the  reserved  right  which  belonged  to  it 
alone.  But,  it  may  be  said,  it  is  a  hardship  for  the  man 
who  invested  his  capital  in  the  purchase  of  an  entire  ma- 
,chine,  that  he  should  be  deprived  of  the  use  of  it  because 
one  part  pnly  has  worn  out.  The  question  of  individual 
rhardship  cannot  control  the  settlement  of  great  legal  ques- 
tions. In  the  language  of  Mr.  Justice  Nelson  in  Wilson 
V.  Rousseau  and  Easton,  "  We  must  remember  that  we  are 
not  dealing  with  the  decision  of  the  particular  case  before 
us,  though  that  is  involved  in  the  inquiry,  but  with  a  gen- 
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efral  system  of  great  practical  interest  to  the  country  ;  and 
it  is  the  eflfect  of  our  decision  upon  the  operation  of  the 
system  that  gives  to  it  its  chief  importance. "  If  the  ques- 
tion of  i)ecuniary  hardship  could  have  a  legitimate  influ- 
ence, it  would  not  be  difficult  to  demonstrate  how  much, 
greater  the  hardship  is  to  the  jyatentee,  by  reason  of  the 
reservj^tion  under  the  most  limited  construction,  than  on 
the  part  of  the  grantee,  by  reason  of  the  loss  of  the  remnant 
of  the  machine,  after  the  thing  patented  is  worn  out.  But 
what  becomes  of  the  question  of  hardship  in  other  cases, 
where  the  thing  patented  has  no  material  existence,  as  in 
the  case  of  a  chemical  process  requiring  costly  apparatus 
for  the  application  of  the  process,  which  is  the  thing 
patented  ? 

•  Let  us  take,  for  illustration,  the  patent  granted  to  Charles 
Goodyear,  for  curing,  or,  as  it  is  termed,  vulcanizing  India- 
rubber  by  mixing  it  with  sulphur,  and  then  baking  it  by 
exposure  to  heat.  The  thing  patented  in  this  instance  is  a 
process,  an  immaterial  thing  which  has  no  visible  existence. 
It  is  simply  a  rule  of  proc^ure.  But  this  rule  of  proced- 
ure can  only  be  applied  to  produce  the  desired  effect  by 
means  of  costly  machinery  for  grinding  and  mixing  the 
India-rubber  and  sulphur,  and  moulds  and  ovens,  or  boilers, 
for  baking.  Many  manufacturers  have  been  licensed  to 
work  under  this  patent.  By  reason  of  great  poverty,  occa^- 
fiioned  by  many  yeara  of  fruitless  experiments  in  search  of 
this  great  discovery,  he  was  compelled  to  grant  licenses  far 
below  their  actual  value.  Should  he  obtain  a  renewal  of 
this  patent,  as  the  thing  patented  is  not  a  machine,  and  has 
no  material  existence,  the  licensees  or  grantees  will  not  ' 
come  under  the  reservation, — will  not  the  pecuniary  loss  to 
them  be  greater  than  any  that  can  be  sustained  by  the 
grantees  under  the  Wood  worth  patent  ?  Most  assuredly  it 
will ;  and  yet  for  these  there  will  be  no  remedy.  They, 
however,  as  the  grantees  under  the  Woodworth  patent,  have 
received  more  than  their  reward  ;  and  so  it  will  always  boi 
in  similar  cases,  because  none  but  valuable  inventions  can 
be  renewed,  and  when  the  inventions  have  been  of  sufficient 
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value  to  authorize  the  renewal,  those  who  have  used  them 
have  been  remunerated. 

But,  as  we  before  submitted,  the  hardship  to  the  licensee 
or  grantee  is  not  a  matter  that  can  affect  the  judicial  con- 
struction. The  inquiry  must  look  to  the  naked  fact,  when 
the  material  machine  or  thing  patented  ceases  to  exist. 

(The  counsel  then  proceeded  to  illustrate  the  above  princi- 
ples by  other  examples. ) 

The  counsel  for  the  defendants  made  the  following  points* 

I.  The  Circuit  Court,  as  a  court  of  equity,  had  no  juris- 
diction under  the  acts  of  Congress,  the  parties  not  being 
citizens  of  Louisiana,  the  subject  of  controversy  not  arising 
there,  the  equitable  relief  not  being  applicable  there,  and 
the  right  of  the  complainant  not  having  been  established  at 
law.  Act  of  1789,  6ec.  11, 1  Stat,  at  Large,  78  ;  act  of  1793, 
fiec.  5,'  1  Stat,  at  Large,  322  ;  act  of  180(),  sec.  3,  2  Stat,  at 
Large,  37 ;  act  of  1819,  sec.  1,  3  Stat,  at  Large,  481 ;  act  of 
1836,  sec.  17,  5  Stat,  at  Large,  124 ;  act  of  1839,  sec.  11,  6 
Stat,  at  Large,  354. 

II.  If  the  Circuit  Court  possesses  the  fullest  equitable  ju- 
risdiction, still  th^  complainant  cannot,  on  the  general  and 
well-settled  principles  which  govern  the  interposition  of  a 
court  of  equity,  .obtain  redress  by  such  a  bill ;  nor  is  he  en* 
titled  to  such  relief  as  he  asks. 

He  must  establish  at  law  the  infringement  of  his  right  to 
the  "  thing  patented,"  the  illegal  use  thereof  by  the  de- 
fendants, and  the  damages  he  has  sustained  thereby.  Hia 
right  in  equity  is  merely  to  restrain  the  continued  illegal 
use  of  the  thing  patented,  when  so  established. 

By  what  principle  or  rule,  governing  a  court  of  equity, 
can  he  ask  it,  in  an  action  such  as  this,  and  between  these 
parties,  to  declare  an  agreement  between  other  parties,  and 
all  rights  under  it,  void  i 

What  part  of  the  Patent  Law  entitles  the  complainant  to 
an  account  ? 

How  are  damages  for  the  infringement  to  be  obtained  by 
proceedings  in  equity  ?    Act  of  1836, 5  Stat,  at  Large,  117, 
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123  ;  2  Story's  Eq.,  sec.  794  et  seq.y  sec.  934  ;  Dwarris  on 
Statutes,  744 ;  Curtis  on  Patents,  368,  370,  375,  381,  and 
cases  cited  ;  Phillips  on  Patents,  452  ;  Whittemore  v.  Cut- 
ter, 1  Gallison,  429  ;  MiUer  v.  Taylor,  4  Burr.  2400  ;  Hill 
V.  Thompson,  3  Meriv.  622 ;  Bailey  v.  Taylor,  1  Russ.  & 
Mylne,  74 ;  [Saunders  ^?.  Smith]  3  Mylne  &  Craig,  735 ; 
[Bacon  v.  Jones]  4  Mylne  &  Craig,  435  [3  Am.  &  Eng.  63] ; 
[Collard  v.  Allison,  ibid.']  487  [3  Am.  &  Eng.  78] ;  [Shapley 
V.  Rangeley]  1  Woodb.  &  Min.  220,  280  ;  [Hovey  v.  Stevens, 
ibid.]  290;  [Orr  v.  Merrill,  ibid.]  376,  435;  [Pierpontt). 
Fowle]  2  Woodb.  &  Min.  28. 

III.  The  complainant  has  no  title  on  which  he  can  found 
an  action  against  the  defendants.  They  claim  no  interest 
adverse  to  his.  He  holds  the  exclusive  right  to  make,  use, 
and  vend  the  machines  in  Escambia  county,  Florida,  under 
the  new  or  extended  grant.  These  machines  are  not  made 
or  used  in  contravention  of  that  grant ;  they  are  no  infringe- 
ment of  *'  the  thing  patented'-  to  him  ;  the  defendants  have 
not  made,  used,  or  sold  the  thing  patented  to  him.  Tho 
act  of  1836,  sec.  14,  (6  Stat,  at  Large,  123,)  establishes  his 
right  to  sue,  and  cannot  be  construed  to  embrace  a  machine 
lawfully  made,  before  his  grant  accrued.  Wilson  v.  Rous- 
seau, 4  How.  681,  682,  684  ;  [4  Am.  &  Eng.  436]  Jacob's  Law 
Diet.  Quitclaim^  AssignmerU. 

IV.  Nor  is  the  machine  used  by  the  defendants  proved  to 
be  identical  with  that  to  which  the  complainant  claims  the 
exclusive  right. 

They  held  under  the  patent  of  Emmons  as  much  as  that 
of  Woodworth  ;  both  patents  were  identical  in  many  re- 
spects ;  the  testimony  is  entirely  imperfect  and  insufficient, 
so  far  as  it  describes  the  exact  character  or  construction  of 
the  machines  used  by  the  defendants. 

Woodworth  purchased  the  right  to  use  Emmons'  patent 
during  the  existence  of  his  first  grant,  and  held  this  right 
when  the  defendants  took  their  assignment.  There  is  no 
proof,  in  this  action,  to  show  how  far  the  defendants'  ma- 
chines, though  called  "  Woodworth' s,"  were  made  under 
one  right  pr  the  other.    The  cmly  **  Woodworth  machine'* 
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traced  to  the  possession  of  the  defendants  never  was  used 
by  them. 

V.  The  right  of  defendants  to  use  Woodworth's  planing- 
machine  (whether  constructed  under  Woodworth's  patent 
exclusively,  or  under  that  and  Emmons'  combined)  in 
Escambia  county,  Florida,  was  completely  vested  on  the 
1st  of  June,  1836.  The  assignments  were  according  to  law. 
Act  of  1793,  sec.  4,  1  Stat,  at  Large,  322. 

The  claim  of  title,  as  set  out  in  the  record,  is  complete. 
The  agreement  of  28th  November,  1829,  is  founded  on  a 
full  and  legal  consideration.  The  attempt  to  establish  its 
invalidity  on  the  ground  of  fraud  is  totally  unsustained  by 
any  evidence,  and  at  variance  with  the  whole  conduct  of 
Woodworth  and  the  character  of  his  proceedings.  The 
assignments  subsequent  to  the  agreements  are  in  due  form  ; 
they  were  all  duly  recorded,  though  this  was  not  required 
by  any  act  in  existence  at  the  time  when  the  title  of  For- 
syth was  complete. 

But  it  is  altogether  immaterial  in  this  suit  whether  this 
be  so  or  not.  The  complainant  (Wilson)  cannot  avail  him- 
self of  it.  The  machine  is  no  infringement  of  his  right.  It 
was  erected  and  used  under  Woodworth's  right ;  it  was  in 
being  when  that  terminated.  If  illegally  used,  it  w^as  and 
is  an  infringement  of  that  right, — not  of  the  complain- 
jant'  s  ;  and  to  Woodworth  and  his  representatives  alone  be- 
longs the  claim  for  redress. 

VI.  After  the  decision  of  this  court,  (Simpson  t?.  Wilson, 
4  How.  711  [4  Am.  &  Eng.  533],)  it  is  needless  to  answer  the 
allegations  of  the  bill  which  charge  the  act  of  vending  the 
products  of  the  machine  elsewhere  than  in  Escambia  county 
as  an  infringement.  That  decision  has  conclusively  affirmed 
his  right  to  do  so. 

VII.  The  right  of  the  defendants,  as  established  by  the 
act  of  1836,  and  confirmed  by  the  Supreme  Court,  is  the 
right  to  "continue  to  use"  the  "thing  patented"  to  the 
extent  of  their  interest  therein.  This  is  all  they  have  done. 
They  have  not  exercised,  during  the  renewed  term,  any 
other  right  derived  under  the  assignment ;  they  have  not 
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made  or  vended  any  machine  ;  they  have  merely  continued 
to  use  that  which  they  had  in  use  when  the  original  term 
expired. 

The  attempt  to  sustain  the  allegations  of  the  bill  which 
charge  the  defendants  with  fitting  up  new  machines  since 
the  27th  of  December,  1842,  or  so  reconstructing  the  old 
ones,  since  that  time,  as  to  make  them  essentially  new 
ones,  has  totally  failed.  The  evidence  produced  by  the 
complainant  negatives  the  allegations  on  both  points.  In 
allowing  the  continued  use  of  the  machines  in  existence  on 
the  27th  of  December,  1842,  this  court  evidently  contem- 
plated such  repairs  as  were  required  to  preserve  them. 
Wilson  V.  Rousseau,  4  How.  707  ;  [4  Am.  &  Eng.  436]  Wood- 
worth  V.  Curtis,  2  Woodb.  &  Minot,  628  ;  Boyd  v.  Brown, 
3  McLean,  295  ;  Boyd  v.  McAlpin,  3  McLean,  427. 

Mr.  Justice  Wayne  delivered  the  opinion  of  the  court. 

In  the  argument  of  this  case,  the  counsel  for  the  appel- 
lant put  his  right  to  the  relief  sought  by  his  bill  upon  two 
points.  We  will  consider  them  in  the  order  in  which  they 
were  presented. 

The  appellant's  first  point  is,  that  the  title  and  right  of 
the  defendants  to  use  the  Wood  worth  invention  are  taken 
from  them  by  the  fraud  and  artifice  of  Emmons,  Tyack, 
Toogood,  and  Halstead,  in  procuring  from  Woodworth  and 
Strong  the  deed  of  the  28th  of  December,  1829.  Record, 
61,  62. 

The  fraud  alleged  in  the  bill  is,  that  Emmons,  having 
pirated  Woodworth' s  invention,  contrived,  by  misrepresen- 
tation, to  get  a  patent  for  the  same,  and,  in  conjunction 
with  Toogood,  Halstead,  and  Tyack,  falsely  and  fraudu- 
lently represented  to  Woodworth,  and  to  Strong,  his  as- 
signee, that  Emmons  was  the  first  inventor  of  the  planing- 
machine  for  which  Woodworth  had  received  the  first 
patent ;  and  that  Woodworth  and  Strong,  regarding  it  pos- 
sible that  such  might  be  the  fact,  not  suspecting  any  fraud- 
ulent device,  and  fearing,  notwithstanding  Woodworth 
knew  the  invention  to  be  his  own,  it  might  be  established 


112  WILSON  V.  SIMPSON.  [Sup.  Ct. 

Opinion  of  the  court. 

against  him,  executed  the  agreement  of  the  28th  of  Novem- 
ber, 1829,  for  which  no  other  consideration  was  received 
than  Emmons'  pirated  patent. 

The  case  is  before  us  upon  the  original  bill,  and  as  it  was 
afterward  amended,  upon  answers  and  replication.  The 
defendants  traverse  this  allegation  of  fraud,  as  fully  as  per- 
sons so  situated  can  do,  and  deny  any  notice  or  knowledge 
about  it,  when  they  became  the  assignees  of  the  invention 
for  a  valuable  consideration.  The  complainant,  then,  must 
establish  his  charge  by  proofs.  We  think  it  has  not  been 
done. 

The  proof  relied  upon  is,  that,  though  Emmons  received 
a  patent  for  what  he  claimed  to  be  his  invention,  it  was 
subsequently  proved  to  be  identical  with  the  principle  of 
Woodworth's  machine,  and  had  been  pirated  from  it. 
That,  at  the  time  Emmons  applied  for  a  patent,  he  had  not, 
in  any  way,  carried  his  machine  into  such  a  practical  re- 
sult, either  in  a  model  or  execution,  as  to  entitle  him  to 
letters  patent.  To  this  is  added  the  declaration  of  two 
witnesses,  Harris  and  Gibson,  in  a  joint  deposition, — (one 
of  them  we  may  suppose  interested,  from  not  having  dis- 
avowed it,  as  his  associate  Gibson  does,)—"  that  they  called 
upon  Emmons  in  the  city  of  New  York,  several  years  since, 
and  shortly  previous  to  his  death,  for  the  purpose  of  ob- 
taining information  in  relation  to  an  invention  of  a  planing- 
machine  said  to  have  been  invented  by  him  while  residing 
at  Syracuse.  That  he  then  informed  them,  that  in  the  year 
1824,  being  engaged  in  the  erection  of  salt- vats  at  Syracuse, 
he  had  contrived  a  machine  by  which  the  plank  used  for 
salt- vats  could  be  joined  by  means  of  knives  upon  a  revolv- 
ing cylinder.  That  he  went  so  far  as  to  satisfy  himself  that 
boards  and  plank  might  be  joined  in  that  way  ;  but  the 
machine  was  never  so  far  completed  as  to  perform  work 
with  it.  That  he  left  Syracuse  in  July,  1824,  and  thought 
no  more  of  the  subject  until  after  William  Woodworth  had 
obtained  his  patent,  when  he  ^  was  employed  by  Toogood, 
Tyack,  and  Halstead  to  defeat  it." 

Such  is  the  testimony  in  this  record,  in  support  of  the 
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charge  that  the  mutual  deed  of  the  28th  of  November,  1829, 
was  obtained  by  fraud.  It  is  under  that  deed  that  the  de- 
fendants claim  the  right  to  use  the  Woodworth  machines 
in  their  possession. 

Apart  from  the  insuflSciency  of  such  testimony,  in  com- 
bination or  separately,  to  establish  the  fraud,  if  we  suppose 
it  had  been  sworn  to  by  Emmons,  it  would  be  only  hearsay, 
and  not  within  any  exception  to  the  rule  rejecting  hearsay 
testimony.  It  is  not  so,  on  account  of  its  being  a  dying 
declaration,  or  one  made  by  Emmons  at  variance  with  his 
interest.  Neither  can  it  be  brought  under  the  exception, 
as  an  admission  by  one  who  is  a  party  to  a  suit  with  others 
identified  in  interest  with  him  ;  nor  as  coming  from  one 
having  any  interest  in  the  suit,  without  being  a  party  to 
the  record  with  others  who  are  so.  And  it  is  not  the  ad- 
mission of  one  interested  in  the  subject-matter  of  the  suit, 
where  the  law,  in  regard  to  that  source  of  evidence,  looks 
chiefly  to  the  parties  in  interest,  and  gives  to  their  admis- 
sions the  same  weight  as  though  they  were  parties  to  the 
record. 

In  fact,  the  declaration  said  to  have  been  made  by  Em- 
mons is  merely  hearsay.  It  cannot  be  made  evidence  for 
any  purx)ose,  of  itself,,  or  in  connection  with  any  other 
proof  in  the  case  not  liable  to  any  objection.  It  can  neither 
aid  nor  be  aided  by  other  evidence. 

We  have  put  its  exclusion  on  the  ground  stated,  on  ac- 
count of  the  relations  which  the  record  shows  Emmons  had 
with  some  of  the  parties,  rather  than  upon  the  little  credit 
to  which  such  a  declaration  from  him  would  be  entitled, 
from  the  difference  and  opposition  between  it  and  such  as 
Emmons  must  have  made  when  he  applied  for  and  obtained 
letters  patent  for  what  he  claimed  to  be  his  invention. 

Let  us  suppose,  however,  Emmons  to  be  a  competent  wit- 
ness to  avoid  an  instrument  obtained  by  the  fraudulent 
devices  of  himself  and  his  associates  ;  and  that  there  were 
independent  corroborating  proofs  in  confirmation  of  his 
credit  in  such  a  case.  Still  the  declaration  imputed  to  him 
would  not,  in  any  way,  have  disparaged  the  right  or  title 
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of  the  assignees,  under  the  deed  of  the  28th  of  December, 
1829,  their  right  having  been  acquired  without  notice  of 
the  fraud  which  the  complainant  says  was  practised  upon 
Woodworth  and  Strong. 

The  complainant  can  have  no  benefit  under  the  first  point 
urged  by  his  counsel. 

The  second  point  upon  which  the  counsel  rely  is,  that  the 
defendants,  as  assignees  under  the  deed,  continue  to  use 
their  machines,  in  fraud  of  the  law,  and  in  violation  of  the 
rights  of  the  complainant.  The  specifications  under  the 
general  proposition  are,  that  the  defendants  have  substi- 
tuted other  machines  for  those  used  by  them,  before  the 
expiration  of  the  first  term  of  Woodworth' s  patent ;  that 
they  have  reconstructed  Woodworth' s  entire  combination 
in  the  frames  of  their  old  machines,  or  supplied  an  essential 
constituent  part  of  it,  to  continue  in  use  those  machines 
which  this  court  said  they  had  a  right  to  use  as  assignees, 
when  this  case  was  before  it,  upon  certified  points,  in  the 
year  1846.     4  How.  709,  711. 

There  is  no  proof  of  either  the  first  or  second  specifi- 
cation. 

But  the  questions  which  were  argued  by  counsel, — when 
repairs  destroy  identity  and  encroach  upon  invention,  or 
when  the  thing .  patented  ceases  to  exist,  so  as  to  exclude 
the  repair  or  replacement  of  any  one  part  of  its  combina- 
tion, in  connection  with  the  rest  of  it,  not  requiring  repair, 
or  to  be  replaced, — are  before  the  court  upon  the  evidence 
in  the  record. 

We  admit,  for  such  is  the  rule  in  Wilson  v.  Rousseau,  4 
Howard,  [4  Am.  &  Eng.  436,]  that  when  the  material  of  the 
combination  ceases  to  exist,  in  whatever  way  that  may 
occur,  the  right  to  renew  it  depends  upon  the  right  to 
make  the  invention.  If  the  right  to  make  does  not  exist, 
there  is  no  right  to  rebuild  the  combination. 

But  it  does  not  follow,  when  one  of  the  elements  of  the 
combination  has  become  so  much  worn  as  to  be  inoperative, 
or  has  been  broken,  that  the  machine  no  longer  exists,  for 
restoration  to  its  original  use,  by  the  owner  who  has  bought 
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its  use.  When  the  wearing  or  injury  is  partial,  then  repair 
is  restoration,  and  not  reconstruction. 

Illustrations  of  this  will  occur  to  any  one,  from  the  fre- 
quent repairs  of  many  machines  for  agricultural  purposes. 
Also  from  the  repair  and  replacement  of  broken  or  worn- 
out  parts  of  larger  and  more  complex  combinations  for 
manufactures. 

In  either  case,  repairing  partial  injuries,  whether  they 
occur  from  accident  or  from  wear  and  tear,  is  only  refitting 
a  machine  for  use  ;  and  it  is  no  more  than  that,  though  it 
shall  be  a  replacement  of  an  essential  part  of  a  combi- 
nation. It  is  the  use  of  the  whole  of  that  which  a  purchaser 
buys,  when  the  patentee  sells  to  him  a  machine  ;  and  when 
he  repairs  the  damages  which  may  be  done  to  it,  it  is  no 
more  than  the  exercise  of  that  right  of  care  which  every 
one  may  use  to  give  duration  to  that  which  he  owns,  or  has 
a  right  to  use  as  a  whole. 

This  foundation  of  the  right  to  repair  and  replace,  and  its 
application  to  the  point  we  are  considering,  will  be  found 
in  the  answers  which  every  one  will  give  to  two  inquiries. 

The  right  to  repair  and  replace  in  such  a  case  is  either  in 
the  patentee,  or  in  him  who  has  bought  the  machine.  Has 
the  patentee  a  more  equitable  right  to  force  the  disuse  of 
the  machine  entirely,  on  account  of  the  inoperativeness  of 
a  part  of  it,  than  the  purchaser  has  to  repair,  who  has,  in 
the  whole  of  it,  a  right  of  use  ?  And  what  harm  is  done  to 
the  patentee  in  the  use  of  his  right  of  invention,  when  the 
repair  and  replacement  of  a  partial  injury  are  confined  to 
the  machine  which  the  purchaser  has  bought  ? 

Nothing  is  gained  against  our  conclusion  by  its  being 
said  that  the  combination  is  the  thing  patented,  and  that 
when  its  intended  result  caimot  be  produced  from  the  de- 
ficiency of  a  part  of  it,  the  invention  in  the  particular 
machine  is  extinct.  It  is  not  so.  Consisting  of  parts,  its 
action  is  only  suspended  by  the  want  of  one  of  them,  and 
its  restoration  reproduces  the  same  result  only,  without  the 
machine  having  been  made  anew.  Of  course,  when  we 
speak  of  the  right  to  restore  a  part  of  a  deficient  combi- 
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nation,  we  mean  the  part  of  one  entirely  original,  and  not  of 
any  other  patented  thing  which  has  been  introdnced  into  it, 
to  aid  its  intended  performance. 

Nor  is  it  meant  that  the  right  to  replace  extends  to  every- 
thing that  may  be  patented.  Between  repairing  and  re- 
placing there  is  a  difference. 

Form  may  be  given  to  a  piece  of  any  material, — wood, 
metal,  or  glass, — so  as  to  produce  an  original  result,  or  to 
aid  the  efficiency  of  one  already  known ;  and  that  would 
be  the  subject  for  a  patent.  It  would  be  the  right  of  a 
purchaser  to  repair .  such  a  thing  as  that,  so  as  to  give  to  it 
what  was  its  first  shape,  if  it  had  been  turned  from  it,  or 
by  filing,  grinding,  or  cutting,  to  keep  it  up  to  the  perform- 
ance of  its  original  use.  But  if ,  as  a  whole,  it  should  hap- 
pen  to  be  broken,  so  that  its  parts  could  not  be  readjusted, 
or  so  much  worn  out  as  to  be  useless,  then  a  purchaser  can- 
not make  or  replace  it  by  another,  but  he  must  buy  a  new 
one.     The  doing  of  either  would  be  entire  reconstruction. 

If,  however,  this  same  thing  is  a  part  of  an  original  com- 
bination, essential  to  its  use,  then  the  right  to  repair  and 
replace  recurs.  That  this  is  so,  may  be  more  satisfactorily 
shown  by  the  Wood  worth  planing-machine  than  any  other 
we  know,  and  particularly  by  the  complaint  here  made 
against  these  defendants. 

Wood  worth's  greatest  merit,  showing  his  inventive 
genius,  is  the  adaptation  of  a  well-known  tool  to  a  new 
form  and  mechanical  action,  giving  an  almost  wonderful 
efficiency  to  its  use,  and  which,  in  the  hundred  efforts 
which  had  been  made  before,  had  not  been  accomplished. 
We  mean  its  cutters  for  planing,  tonguing,  and  grooving. 

The  complaint  now  is,  that  the  defendants,  in  the  use  of 
their  old  machines,  have  replaced  new  cutters  for  those 
which  were  worn  out,  in  fraud  of  the  ruling  of  this  court  in 
its  answer  to  the  first  point  certified  when  this  case  was 
formerly  here.  Simpson  et  al.  v.  Wilson,  4  How.  709 
[4  Am,  &  Eng.  533]. 

This  court  then  said,  that  the  renewal  of  the  patent 
granted  to  William  Woodworth,  to  Williajn  W.   Wood- 
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worth,  his  executor,  did  not  innre  to  the  benefit  of  the  de- 
fendants to  the  extent  they  were  interested  in  it  before  the 
renewal  and  extension,  but  that  the  law  saved  to  persons 
in  the  use  of  the  machines  at  the  time  the  extension  took 
effect  the  right  to  continue  the  use.  Simpson  et  al.  v. 
Wilson,  4  How.  711  [4  Am.  &  Eng.  533]. 

Wilson  and  Rousseau's  case,  in  4  Howard,  was  very  fully 
considered  by  this  court.  There  were  differences  of  opinion 
between  the  judges,  as  to  the  interest  which  assignees  of  an 
invention  had  in  it,  under  the  eighteenth  section  of  the  act 
of  1836,  after  the  expiration  of  the  first  term  of  a  patent, 
when  there  had  been  a  renewal  and  extension  of  it.  But  it 
certainly  did  not  occur  to  either  of  us,  that  the  language  * 
then  used  by  the  court,  and  afterward  in  Simpson  et  al.  v. 
Wilson,  could  make  any  difficulty  in  its  application,  or  that 
it  was  subject  to  misapprehension. 

It  does  not  permit  an  assignee  of  the  first  term  of  a 
patent,  after  its  renewal  and  extension,  to  make  other 
machines,  or  to  reconstruct  it,  in  gross,  upon  the  frames  of 
machines  which  the  assignee  had  in  use  when  the  renewal 
and  extension  of  the  patent  took  effect.  But  it  does  com- 
prehend and  permit  the  resupply  of  the  effective  ultimate 
tool  of  the  invention,  which  is  liable  to  be  often  worn  out 
or  to  become  inoperative  for  its  intended  effect,  which  the 
inventor  contemplated  would  have  to  be  frequently  replaced 
anew,  during  the  time  that  the  machine,  as  a  whole,  might 
last. 

The  proof  in  the  case  is,  that  one  of  Woodworth'  s  ma- 
chines, properly  made,  will  last  in  use  for  several  years, 
but  that  its  cutting-knives  will  wear  out  and  must  be  re- 
placed at  least  every  sixty  or  ninety  days. 

The  right  to  replace  them  was  a  part  of  the  invention 
transferred  to  the  assignee  for  the  time  that  he  bought  it, 
without  which  his  purchase  would  have  been  useless  to 
him,  except  for  sixty  or  ninety  days  after  a  machine  had 
been  put  in  use.  It  has  not  been  contended,  nor  can  it  be, 
that  such  can  be  a  limitation  of  the  assignee's  right  in  the 
use  of  the  invention. 
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If,  then,  the  use  of  the  machine  depends  upon  the  re- 
placement of  the  knives,  and  the  assignee  could  replace 
them  from  time  to  time,  as  they  were  needed,  during  the 
first  term  of  the  patent,  though  they  are  an  essential  and 
distinct  constituent  of  the  principle  or  combination  of  the 
invention,  frequently  replacing  them,  accoixiing  to  the  in- 
tention of  the  inventor,  is  not  a  reconstruction  of  the  inven- 
tion, but  the  use  only  of  so  much  of  it  as  is  absolutely 
neo>essary  to  identify  the  machine  with  what  it  was  in  the 
beginning  of  its  use,  or  before  that  part  of  it  had  been 
worn  out. 

The  right  of  the  assignee  to  replace  the  cutter-knives  is 
not  because  they  are  of  perishable  materials,  but  because 
the  inventor  of  the  machine  has  so  arranged  them  as  a  part 
of  its  combination,  that  the  machine  could  not  be  continued 
in  use  without  a  succession  of  knives  at  short  intervals. 
Unless  they  were  replaced,  the  invention  would  have  been 
of  but  little  use  to  the  inventor  or  to  others.  The  other 
constituent  parts  of  this  invention,  though  liable  to  be  worn 
out,  are  not  made  with  reference  to  any  use  of  them  which 
will  require  them  to  be  replaced.  These,  without  having  a 
definite  duration,  are  contemplated  by  the  inventor  to  last 
so  long  as  the  materials  of  which  they  are  formed  can  hold 
together  in  use  in  such  a  combination.  No  replacement  of 
them  at  intermediate  intervals  is  meant  or  is  necessary. 
ITiey  may  be  repaired  as  the  use  may  require.  With  such 
intentions,  they  are  put  into  the  structure.  So  it  is  under- 
stood by  a  purchaser,  and  beyond  the  duration  of  them  a 
purchaser  of  the  machine  has  not  a  longer  use.  But  if  an- 
other constituent  part  of  the  combination  is  meant  to  be 
only  temporary  in  the  use  of  the  whole,  and  to  be  fre- 
quently replaced,  because  it  will  not  last  as  long  as  the 
other  parts  of  the  combination,  it«  inventor  cannot 
complain,  if  he  sells  the  use  of  his  machine,  that  the 
purchaser  uses  it  in  the  way  the  inventor  meant  it  to  be 
used,  and  in  the  only  way  in  which  the  machine  can  be 
used. 

Such  a  replacement  of  temporary  parts  does  not  alter  the 
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identity  of  the  machine,  but  preserves  it,  though  there  may 
not  be  in  it  every  part  of  its  original  material. 

Such  being  the  case,  and  this  court  having  determined 
that  the  statute  providing  for  the  extension  and  renewal  of 
patents  saves  the  rights  of  assignees  in  the  use  of  the 
machines  which  they  may  have  in  operation  when  the  ex- 
tension takes  effect,  we  do  not  think  that  the  defendants  in 
this  case,  from  having  replaced  cutter-knives  in  their 
machines,  have  been  using  them  in  fraud  of  the  law,  or  in 
violation  of  the  rights  of  the  complainant. 

We  shall,  therefore,  direct  the  decree  of  the  court  below, 
dismissing  the  complainant's  bUl,  to  be  affirmed. 

Order.  This  cause  came  on  to  be  heard  on  the  tran- 
script  of  the  record  from  the  Circuit  Court  of  the  United 
States  for  the  District  of  Louisiana,  and  was  argued  by 
counsel ;  on  consideration  whereof,  it  is  now  here  ordered, 
adjudged,  and  decreed  by  this  court,  that  the  decree  of  the 
said  Circuit  Court  in  this  cause  be,  and  the  same  is  hereby. 

Affirmed  with  costs. 

Xotes : 

2.  See  also  Kinsman  v.  Parkhurst^  18  How.  289. 
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JAMES  G.  WILSON,  APPELLANT,  v.  GEORGE  A. 
SANDFORD  AND  ROBERT  G.  MUSGROVE. 

10  How.  99-102.    Dec,  1850. 

[Bk.  13,  L.  ed.  844 ;  1  Whit.  532  ;  Fish.  Pat.  Rep.  474.] 

Jurisdiction.     Bill  to  set  aside  assignment. 

1.  Where  a  bill  in  equity  was  brought  to  set  aside  an  assignment 
of  a  patent  on  the  ground  of  assignees^  refusal  to  comply  with 
the  conditions  of  the  contract,  held  that  it  was  not  a  case  aris- 
ing under  the  patent  law  of  the  United  States,  and  therefore, 
the  matter  in  dispute  being  less  than  $2000,  was  not  subject  to 
appeal  under  Act  1836,  §  17  (p.  125). 

This  was  an  appeal  from  the  Circuit  Court  of  the  United 
States  for  the  District  of  Louisiana. 

The  appellant  had  filed  his  bill  in  the  court  below,  set- 
ting forth  a  patent  to  William  Woodworth,  dated  Decem- 
ber 27th,  1828,  for  a  planing-machine  ;  also  an  extension,  in 
1842,  of  said  patent  for  seven  years,  granted  to  William 
W.  Woodworth,  administrator  of  the  patentee  ;  an  assign- 
ment of  all  right  and  interest  in  said  extended  patent 
throughout  the  United  States  (except  Vermont)  to  com- 
plainant, Wilson  ;  and  a  license  from  Wilson  to  the  defend- 
ants to  use  one  machine,  upon  payment  of  $1,400,  as  fol- 
lows, viz.  :  $250  in  cash,  and  the  remainder  in  nine,  twelve, 
eighteen,  and  twenty-four  months,  for  which  promissory 
notes  were  given,  dated  23d  April,  1845,  one  for  $150,  and 
four  for  $250  each. 

The  license  was  made  an  exhibit  in  the  case,  which,  after 
setting  forth  the  consideration  of  $1,400,  above  mentioned, 
and  the  promissory  notes  for  part  thereof,  contained  the  fol- 
lowing provision  :  "  And  if  said  notes,  or  either  of  them, 
be  not  punctually  paid  upon  the  maturity  thereof,  then  all 
and  singular  the  rights  hereby  granted  are  to  revert  to  the 
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said  Wilson,  who  shall  be  reinvested  in  the  same  manner  as 
if  this  license  had  not  been  made." 

The  first  two  of  said  notes  were  not  paid  when  they  fell 
due,  payment  having  been  demanded  and  refused  before 
the  filing  of  the  bill.  The  bill  further  insisted,  that  the 
license  was  forfeited  by  the  failure  to  pay  the  notes,  and 
that  the  licensor  was  fully  reinvested  at  law  and  in  equity 
with  all  his  original  rights.  That  the  defendants,  never- 
theless, were  using  the  machine,  and  thus  were  infringing 
the  patent.  Prayer  for  an  injunction  pendente  Ute^  for  an 
account  of  profits  since  the  forfeiture  of  the  license,  for  a 
perpetual  injunction,  for  a  reinvestiture  of  title  in  complain- 
ant, and  for  other  and  further  relief. 

The  defendants  demurred  to  the  whole  bill,  and  also  (sav- 
ing their  demurrer)  answered  the  whole  bill.  They  admit- 
ted all  the  facts  alleged ;  and  averred,  on  their  part,  that 
the  contract  set  forth  in  the  bill  had  been  modified  and 
varied  by  a  new  contract,  which  the  complainant  had 
broken,  and  that  the  respondent,  being  in  the  lawful  use 
of  a  planing-machine  at  the  expiration  of  the  patent,  had 
the  right  to  use  such  machine  without  license,  and  conse- 
quently that  the  notes  were  without  consideration. 

There  was  a  general  replication,  and  the  cause  was  heard 
first  on  bUl  and  demurrer,  and  afterward  (the  demurrer 
having  been  overruled)  on  bill,  answer,  and  replication. 
Whereupon  the  bill  was  dismissed,  with  costs,  and  an  ap- 
peal to  this  court  taken. 

The  cause  was  argued  by  Mr.  Seward^  for  the  appellant, 
no  counsel  appearing  for  the  appellees.  As,  however,  the 
appeal  was  dismissed  for  want  of  jurisdiction,  the  argument 
of  Mr.  Seward,  which  was  wholly  upon  the  merits,  is  not 
inserted. 

Mr.  Chief  Justice  Taney  delivered  the  opinion  of  the 
court. 

The  bill  in  this  case  was  filed  by  the  appellant  against 
the  appellees  in  the  Circuit  Court  of  the  United  States  for 
the  District  of  Louisiana. 
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The  object  of  the  bill  was  to  set  aside  a  contract  made  by 
the  api)ellant  with  the  appellees,  by  which  he  had  granted 
them  permission  to  use,  or  vend  to  others  to  be  used,  one 
of  Wood  worth's  planing-machines,  in  the  cities  of  New 
Orleans  and  Lafayette ;  and  also  to  obtain  an  injunction 
against  the  further  use  of  the  machine,  upon  the  ground 
that  it  was  an  infringement  of  his  patent-rights.  The  ap- 
pellant states  that  he  was  the  assignee  of  the  monopoly  in 
that  district  of  country,  and  that  the  contract  which  he 
had  made  with  the  appellees  had  been  forfeited  by  their 
refusal  to  comply  with  its  conditions.  The  license  in  ques- 
tion was  sold  for  fourteen  hundred  dollars,  a  part  of  which, 
the  bill  admits,  had  been  paid.  The  contract  is  exhibited 
with  the  bill,  but  it  is  not  necessary,  in  this  opinion,  to  set 
out  more  particularly  its  provisions. 

The  appellees  demurred  to  the  bill,  and  at  the  final  hear- 
ing the  demurrer  was  sustained,  and  the  biU  dismissed. 
And  the  case  is  brought  here  by  an  appeal  from  that  decree. 

The  matter  in  controversy  between  the  parties  arises  upon 
this  contract,  and  it  does  not  appear  that  the  sum  in  dis- 
pute exceeds  two  thousand  dollars.  On  the  contrary,  the 
bill  and  contract  exhibited  with  it  show  that  it  is  below 
that  sum.  An  apx)eal,  therefore,  cannot  be  taken  from  the 
decree  of  the  Circuit  Court,  unless  it  is  authorized  by  the 
last  clause  in  the  seventeenth  section  of  the  act  of  1836. 

The  section  referred  to,  after  giving  the  right  to  a  writ  of 
error  or  appeal  in  cases  arising  under  that  law,  in  the  same 
manner  and  under  the  same  circumstances  as  provided  by 
law  in  other  cases,  adds  the  following  provision  :  ^^  And  in 
all  other  cases  in  which  the  court  shall  deem  it  reasonable 
to  allow  the  same.^'  The  words  "  in  all  other  cases"  evi- 
dently refer  to  the  description  of  cases  provided  for  in  that 
section,  and  where  the  matter  in  dispute  is  below  two  thou- 
sand dollars.  In  such  suits,  no  appeal  could  be  allowed 
but  for  this  provision. 

The  cases  specified  in  the  section  in  question  are,  "  all 
actions,  suits,  controversies  on  cases  arising  under  any  law 
of  the  United  States,  granting  or  confirming  to  inventors  the 
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exclusive  right  to  their  inventions  or  discoveries."  The 
right  of  appeal  to  this  court  is  confined  to  cases  of  this  de 
scription,  when  the  sum  in  dispute  is  below  two  thousand 
dollars.  And  the  i)eculiar  privilege  given  to  this  class  of 
cases  was  intended  to  secure  uniformity  of  decision  in  the 
construction  of  the  act  of  Congress  in  relation  to  patents. 

Now,  the  dispute  in  this  case  does  not  arise  under  any 
act  of  Congress  ;  nor  does  the  decision  depend  upon  the 
construction  of  any  law  in  relation  to  patents.  It  arises 
out  of  the  contract  stated  in  the  biU  ;  and  there  is  no  act  of 
Congress  providing  for  or  regulating  contracts  of  this  kind. 
The  rights  of  the  parties  depend  altogether  upon  common - 
law  and  equity  principles.  The  object  of  the  bUl  is  to 
have  this  contract  set  aside  and  declared  to  be  forfeited ; 
and  the  prayer  is,  "that  the  appellant's  reinvestiture  of 
title  to  the  license  granted  to  the  appellees,  by  reason  of  the 
forfeiture  of  the  contract,  may  be  sanctioned  by  the  court," 
and  for  an  injunction.  But  the  injunction  he  asks  for  is  to* 
be  the  consequence  of  the  decree  of  the  court  sanctioning* 
the  forfeiture.  He  alleges  no  ground  for  an  injunction  un- 
less the  contract  is  set  aside.  And  if  the  case  made  in  the 
bill  was  a  fit  one  for  relief  in  equity,  it  is  very  clear  that 
whether  the  contract  ought  to  be  declared  forfeited  or  not, 
in  a  court  of  chancery,  depended  altogether  upon  the  rules 
and  principles  of  equity,  and  in  no  degree  whatever  upon 
any  act  of  Congress  concerning  patent-rights.  And  when- 
ever a  contract  is  made  in  relation  to  them,  which  is  not 
provided  for  and  regulated  by  Congress,  the  parties,  if  any 
dispute  arises,  stand  upon  the  same  ground  with  other  liti- 
gants as  to  the  right  of  appeal ;  and  the  decree  of  the  Cir- 
cuit Court  cannot  be  revised  here,  unless  the  matter  in  dis- 
pute exceeds  two  thousand  dollars. 

This  appeal,  therefore,  must  be  dismissed  for  want  of 
jurisdiction. 

Order.  This  cause  came  on  to  be  heard  on  the  transcript 
of  the  record  from  the  Circuit  Court  of  the  United  States 
for  the  District  of  Louisiana,  and  was  argued  by  counsel ; 
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on  consideration  whereof,  it  is  now  here  ordered,  adjudged, 
and  decreed  by  this  court,  that  this  cause  be,  and  the  same 
is  hereby, 

Dismissed  foe  want  of  jubisdiction. 
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JAMES  STIMPSON,  PLAINTIFF  IN  ERROR,  v.  THE 
BALTIMORE  AND  SUSQUEHANNA  RAILROAD 
COMPANY. 

10  How.  829-847.    Dec.,  1850. 

[Bk.  13,  L.  ed.  441 ;  1  Whit.  585  ;  Fiah.  Pat.  Rep.  479.] 

Particular  reissue  construed.     Infringement.     Appeal  on  agreed 

statement  of  fact. 

1.  Reissue  granted  J.   Stimpson  September  26,  1835  (original  Au- 

gust 23,  1831),  Curves  for  Railroads,  construed  to  be  a  claim 
for  a  combination  of  old  elements,  and  held  not  infringed  by  a 
combiilation  of  some  of  its  elements  with  another  element 
substantially  different  in  form  (p.  151). 

2.  The  Supreme  Court  has  jurisdiction  to  re-examine  the  judgment 

of  a  Circuit  Court  rendered  upon  an  agreed  statement  of  fact. 
The  practice  of  appeal  upon  such  agreed  statement  approved 
(p.  152). 

[Citations  in  the  opinion  of  the  Court :] 

(1)  Prouty  V.  Ruggles,  16  Peters,  341,  p.  162. 

(2)  Carver  v.  Hyde,  16  Peters,  513,  p.  162. 
(8)  U.  8.  V.  Eliason,  16  Peters,  291,  p.  154. 

(4)  Blackstone's  Com.  877,  p.  158. 

(5)  Stephen  on  Pleading,  92,  and  note,  p.  154. 

Error  to  the  Circuit  Court  of  the  United  S1ip.tes  for  the 
District  of  Maryland. 

The  plaintiff  in  error  brought  an  action  in  the  court  be- 
low, for  an  alleged  infringement  of  his  patent-right  by  the 
defendant  in  error. 

The  cause  was  not  tried  by  a  jury,  but  was  submitted  to 
the  court  upon  the  statement  of  facts  hereinafter  inserted. 
Judgment  for  the  defendant,  upon  which  the  plaintiff  sued 
out  tlus  writ  of  error. 

Statement  of  Facta, 

It  is  agreed  that  the  privilege  of  the  invention  set  forth 
or  referred  to  in  the  declaration  was  intended  to  be  secured 
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to  the  plaintiflf  by  letters  patent,  dated  the  23d  August, 
1831  ;  that  said  patent,  for  defectiveness  of  specification, 
was  surrendered,  and  another  instead  thereof  issued  on  the 
26th  September,  1835  ;  and  that  this  last  was,  for  like  rea- 
son, surrendered,  and  another  issued  in  place  of  it,  bearing 
date  the  27th  day  of  August,  A.D.  1840  ;  and  that  said 
patent-right  was  duly  extended  for  the  term  of  seven  years 
from  the  23d  day  of  August,  A.D.  1845,  the  period  of  the 
expiration  of  the  term  of  said  original  letters  patent.  The 
invention  is  described  in  the  specification  in  the  words  fol- 
lowing, to  wit : 

Specification. 

^'  The  schedule  referred  to  in  these  letters  patent,  and 
making  part  of  the  same. 

"  To  all  whom  it  may  concern :  Be  it  known,  that  I, 
James  Stimpson,  of  the  city  of  Baltimore,  in  the  State  of 
Maryland,  have  invented  a  new  and  useful  improvement  in 
the  mode  of  forming  and  using  cast  or  wrought  iron  plates 
or  rails  for  railroad  carriage-wheels  to  run  upon,  more  espe- 
cially for  those  to  be  used  on  the  streets  of  cities,  on 
wharves,  and  elsewhere  ;  and  I  do  hereby  declare  that  the 
following  is  a  full  and  exact  description  of  my  said  inven- 
tions or  improvements : 

"For  the  purpose  of  carrying  railroads  through  the 
streets  of  towns  or  cities,  and  in  other  situations  where  cir- 
cumstances*may  render  it  desirable  that  the  wheels  of  ordi- 
nary carriages  should  not  be  subjected  to  injury  or  obstruc- 
tion, I  so  construct  or  form  the  rails,  that  the  flanches  of 
the  wheels  of  railroad  cars  or  carriages  may  be  received  and 
run  within  narrow  grooves  or  channels,  formed  in  or  by 
said  rails,  said  grooves  not  being  sufficiently  wide  to  admit 
the  rims  of  the  wheels  of  gigs  or  other  ordinary  carriages 
having  wheels  of  the  narrowest  kind.  These  plates  or  rails 
may  be  varied  in  form,  according  to  circumstances. 

"In  the  accompanying  drawing,  figure  1  represents  a  rail- 
road track,  supposed  to  be  formed  in  a  street,  a  part  of  it 
being  shown  as  straight  and  a  part  as  curved.    The  other 
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figures  give  sectional  views  of  various  forms  in  which  I 
make  my  railway  bars  or  plates,  which  are  usually  of  cast- 
ipon,  and  are  laid  down  and  secured  upon  rails  of  wood. 
Figure  2  is  a  section  of  the  form  of  cast-iron  rail  plate  which 
I  most  commonly  use  where  the  track  is  slightly  curved  ; 
and  figure  3,  a  plate  nearly  the  same  with  figure  2,  which 
I  use  where  the  track  is  nearly  or  quite  straight.  In  these 
plates  I  make  a  groove  or  channel,  as  at  a,  which  is  to  re- 
ceive the  flanch  of  the  wheel.  This  channel  should  be  about 
an  inch  and  a  half  wide  at  the  top,  and  about  an  inch  and 
a  quarter  at  bottom  ;  it  is  sTifficiftntly  dftftT>  to  a/lmit  the 

FOR  DRAWINGS  IN  THIS  CASE 

See  page  400,  Vol.  IV., 

BRODIX'S  AMERICAN  AND  ENGLISH 

PATENT  CASES. 
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weight.  They  should  be  about  two  inches  and  a  quarter 
deep,  six  inches  and  a  half  wide  at  the  bottom,  and  about 
six  inches  and  a  quarter  at  the  top  ;  the  taper  at  their 
sides,  when  thus  formed,  aiding  in  confining  them  in  place 
by  the  wedging  of  the  stones  and  earth  of  the  pavement 
against  them  ;  they  may  be  cast  three  or  four  feet  in 
length  ;  their  ends  should  be  bevelled,  say  at  an  angle  of 
forty-five  degrees ;  or  they  may  be  formed  with  a  tenon 
and  mortise.  They  have  spike-holes  through  them,  in 
order  to  fasten  them  down  to  the  rails  of  wood  or  of  stone 
upon  which  they  are  placed. 

"  Figure  3  is  the  same  with  figure  2,  excepting  that  it 
has  a  slight  chamfer  or  rounding  off  of  the  angle  of  the 
face,  as  shown  at  ^,  to  admit  the  cone  or  curve  on  the  tread 
of  the  wheel  where  it  joins  the  flanch  to  run  free,  so  that 
the  general  tread  of  the  wheel  may  bear  on  the  face  c  of 
the  plate,  which  face  I  prefer  to  make  a  little  crowning. 

"  Where  the  road  is  perfectly  straight,  as  at  A,  on  the 
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track,  this  chamfered  edge  plate  is  to  be  preferred ;  bat 
where  it  is  slightly  curved,  as  at  B,  on  the  track,  I  use  on 
the  outside  of  the  curve  the  rails  shown  in  figure  2,  which 
are  not  chamfered,  as  the  conical  or  larger  part  of  the  tread 
of  the  wheel  close  to  the  flanch  wiU  then  bear  upon  the 
edge  e,  and  this  being  larger  than  the  tread,  will  cause  the 
wheels  to  roU  around  such  curved  parts  of  the  road  with 
little  or  no  slipping. 

"  Where  it  is  necessary  to  turn  a  curve  of  shorter  radius 
than  that  which  could  be  readily  effected  by  the  aid  of  the 
conical  part  of  the  wheel,  as  at  C,  on  the  track,  I  then  re- 
sort to  the  plan,  secured  to  me  by  letters  patent,  for  ^  turn- 
ing short  curves  on  railroads,'  which  letters  patent  bear  the 
same  date,  having  been  granted  on  the  same  day  with  the 
letters  patent  of  which  this  instrument  makes  a  i)art,  for 
railroad  plates  to  be  used  on  the  streets  of  cities,  &c.  ;  that 
is  to  say,  I  apply  ^  the  ilanches  of  the  wheels  on  one  side  of 
the  railroad  carriages,  and  the  tread  of  the  wheels  on  the 
other  side,  to  turji  curves  on  railways.'  In  this  case,  a  rail- 
road plate  may  be  made,  like  that  shown  in  figure  4,  to 
form  the  channel  for  the  wheel  on  the  larger  or  outer  curve. 
In  this  case,  the  groove  or  channel  is  not  to  be  equal  in 
depth  to  the  rise  or  projection  of  the  flanch,  so  that  the 
flanch  alone  bears  on  the  rail  on  this  outer  side,  and  takes 
the  whole  weight  of  the  load,  thus  freeing  the  tread  of  the 
wheel  on  that  side  from  the  face  of  the  plate,  for  the  dis- 
tance necessary  to  turn  the  curve  ;  for  a  full  exemplifica- 
tion of  which  plan,  I  refer  to  said  letters  patent  for  *  turn 
ing  short  curves.'  Such  curves,  however,  will  rarely,  if 
ever,  occur,  excepting  in  the  turning  of  the  corners  of  ' 
streets ;  and  to  this  particular  mode  I  make  no  claim  in 
the  present  patent.  When  the  wheels  arrive  at  the  straight 
part  of  the  track,  after  having  run  upon  a  curved  part,  the 
rails  shown  in  figure  3  are  used,  or  others  of  a  like  natui-e. 

"  It  is  to  be  understood  that  the  object  had  in  view  in 
varying  the  form  of  the  rails  by  chamfering,  as  in  figure  3, 
or  by  omitting  the  chamfer,  as  in  figure  2,  is  to  attain  the 
same  end,  namely,  the  running  with  little  friction  or  drag- 
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ging  around  curves  in  the  streets,  which  is  attained  in  the 
ordinary  railroad  tracks  out  of  cities  by  allowing  the  cars 
to  vibrate  from  side  to  side,  so  that  the  varying  diameter 
on  the  conical  parts  of  the  treads  of  the  wheejs  may  cause 
them  to  adapt  themselves  to  curvatures  on  the  road.  The 
narrow  channel  used  by  me,  and  so  essential  in  cities,  does 
not  admit  of  this  lateral  vibration,  but,  by  the  devices 
above  described,  a  similar  result  is  attained. 

* '  In  most  cases  for  passing  along  streets,  and  more  espe- 
cially when  the  iron  rails  are  imbedded  in  rails  or  sills  of 
stone,  I  prefer  so  to  construct  the  said  iron  rails  as  that  the 
wheels  shall  run  altogether  on  the  flanches.  In  this  case,  I 
use  iron  plates,  such  as  are  represented  in  figure  4,  These 
plates  may  be  made  two  inches  and  three-quarters  wide  at 
top,  and  three  inches  at  the  bottom  ;  the  channel  or  groove 
may  be  about  five-eighths  of  an  inch  in  depth,  and  an  inch 
and  a  quarter  wide  at  the  top,  and  an  inch  at  the  bottom  ; 
the  comers,'  at  the  bottom  of  the  groove,  being  curved  as  in 
figures  2  and  3.  The  thickness  below  the  bottom  of  the 
groove  or  channel  may  be  three-fourths  of  an  inch  ;  the 
plates  would  then  be  one  inch  and  three-eighths  in  depth. 
These  shallow-channelled  plates  present  several  advantages, 
among  which  are,  that  they  wiU  offer  less  resistance  than 
others  to  the  motion  of  the  cars ;  they  are  much  lighter 
than  others ;  they  will  not  require  any  cleaning  out,  the 
flanches  effecting  this  perfectly,  which  may  not  always  be 
the  case  in  deeper  channels.  These  shallow  channels  may 
be  made  narrower  than  the  deeper  ones,  the  flanches  being 
much  thinner  at  their  outer  edges  than  they  are  near  to  the 
treads  of  the  wheels.  The  wheels  will,  undoubtedly,  be  as 
safely  guided  in  the  shallow  as  in  the  deeper  channels,  and 
the  rails  wiU  be  equally  durable  with  those  of  greater 
weight.  When  rails  of  this  description  are  sunk  into  a 
channel  in  a  rail  of  stone  or  wood,  the  base  being  wider 
than  their  upper  sides,  the  pressure  of  sand  into  the  seams 
on  each  side  of  the  iron,  caused  by  the  running  of  common 
carriage- wheels  over  them,  will  effectually  confine  the  iron 
plates  between  the  jambs  of  the  stone  or  wood.    Figure  6 
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shows  a  rail  plate  resembling  figure  4,  but  having  a  chan- 
nel the  whole  depth  of  the  flanch. 

"  Should  it  be  preferred  to  use  the  ordinary  wrought-iron 
rails,  they  may  be  laid  double,  at  such  a  distance  apart  as 
to  form  the  proper  channel  for  the  flanch  between  them ; 
//^  figure  5,  are  sections  of  two  such  iron  plates,  and  are 
shown  as  used  at  D  on  the  track.  Wrought  plates  may 
also  be  formed  in  the  manner  represented  in  figure  7.  This 
plate  is  rolled  so  as  to  have  a  channel,  a,  in  it,  which  may 
be  one  inch  and  a  quarter  wide  at  top,  one  inch  at  bottom, 
and  five-eighths  of  an  inch  deep.  The  plate,  g  g^  on  each 
side  of  the  channel,  may  be  two  inches  wide ;  the  whole 
plate  may  be  of  uniform  thickness,  and  furnished  with 
spike-holes  alternately  on  each  side  of  the  channels  ;  these 
are  supposed  to  be  used  at  E  on  the  track.  Where  it  is 
necessary  to  cross  a  water-gutter  in  the  street,  I  use  a  cast- 
iron  plate  or  plates  to  cross  said  gutter,  the  flanch  channels 
being  in  such  plate  or  plates.  The  whole  surface  between 
the  channels  is  cast  rough,  to  prevent  the  slipping  of  the 
feet  of  horses.  The  aforesaid  cast-iron  plate  is  best  cast  in 
one  piece,  as  it  wiU  be  stronger  than  if  divided  ;  although 
of  the  same  thickness,  it  must,  of  course,  be  of  a  width  suf- 
ficient for  the  particular  gutter  to  which  it  is  to  be  applied, 
and  it  should  be  strengthened  by  having  ribs  cast  on  its 
lower  sides  ;  these  should  be  about  an  inch  and  a  quarter 
deep,  exclusive  of  the  thickness  of  the  plate.  In  some 
cases  I  cover  the  gutters  the  whole  width  of  the  street  with 
such  cast-iron  plates,  and  extend  them  to  some  distance  be- 
yond the  curbings.  I  thus  make  a  great  improvement  in 
streets  for  the  ordinary  purposes  of  travel.  Such  a  plate  is 
shown  in  figure  8,  a  a  being  the  grooved  channels  cast 
therein,  and  Ti  h  the  upper  face  of  the  plate,  cast  rough  or 
checkered. 

'^  Having  thus  fully  described  the  nature  of  my  improve- 
ments, and  pointed  out  various  modes  in  which  the  same 
may  be  carried  into  effect,  what  I  claim  as  constituting  my 
invention,  and  desire  to  secure  by  letters  patent,  is  the  em- 
ployment of  plates  or  rails,  either  of  cast  or  of  wrought 
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iron,  constnicted  and  operating  upon  the  principle  or  in 
the  manner  herein  described ;  having  narrow  grooves  on 
each  side  of  the  track  for  the  flanches  of  car- wheels  to  run 
in,  by  which  they  are  adapted  to  the  unobstructed  passing 
over  them  of  the  various  kinds  of  common  carriages,  and 
to  the  running  of  the  wheels  on  slight  curves  without  drag- 
ging. I  also  claim,  in  combination  with  such  grooved  rails 
or  tracks,  the  employment  of  plates  of  cast-iron  for  the 
covering  and  crossing  of  gutters,  such  plates  being  con- 
structed as  described,  and  having  the  necessary  flanch 
channels  cast  in  them.  And  I  do  hereby  declare  that  I  do 
not  intend  to  confine  myself  to  the  precise  forms  and  dimen- 
sions herein  given,  these  being  designed  merely  to  exem- 
plify, in  a  clear  manner,  the  nature,  object,  and  mode  of 
carrying  into  effect  of  my  said  invention. 

*' James  Stimpson. 
"  Witnesses :  J.  M.  Stimpson,  S.  E.  Stimpson. 

"  Whereas,  upon  the  petition  of  James  Stimpson  for  an 
extension  of  the  within  patent,  granted  to  the  said  Stimp- 
son on  the  25th  day  of  August,  1831,  the  Board  of  Commis- 
sioners, under  the  eighteenth  section  of  act  of  Congress 
approved  the  4th  day  of  July,  1836,  entitled  *  An  act  to 
promote  the  progress  of  the  useful  arts,  and  to  repeal  all 
acts  and  parts  of  acts  heretofore  made  for  that  purpose,' 
did,  on  the  21st  day  of  August,  1845,  certify  that  said 
patent  ought  to  be  extended  :  Now,  therefore,  I,  Edmund 
Burke,  Commissioner  of  Patents,  by  virtue  of  the  power 
vested  in  me  by  the  said  eighteenth  section,  do  renew  and 
extend  said  patent,  and  certify  that  the  same  is  hereby  ex- 
tended for  the  term  of  seven  years  from  and  after  the  expi- 
ration of  the  first  *term,  viz.,  the  23d  day  of  August,  1845, 
which  certificate  of  the  said  Board  of  Commissioners,  to- 
gether with  this  certificate  of  the  Commissioner  of  Patents, 
having  been  duly  entered  of  record  in  the  Patent  Office,  the 
said  patent  now  has  the  same  effect  in  law  as  though  the 
same  had  been  originally  granted  for  the  term  of  twenty- 
one  years. 
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*^  In  testimony  whereof,  I  have  caused  the  seal  of  the 
Patent  Office  to  be  hereunto  affixed,  this  21st  day  of 
August,  1845. 

[L.S.]     "  Edmund  Burke,  Commissioner  of  Patents?'* 

It  is  admitted  that,  for  the  invention  of  the  plaintiff  re- 
ferred to  in  the  above-mentioned  specification  as  being  for 
"  turning  short  comers,"  a  patent,  dated  23d  August,  1831, 
duly  issued  to  him,  which,  for  defect  in  specification,  was 
surrendered ;  and  that  another,  in  place  of  it,  issued  to 
him,  dated  the  26th  of  September,  1835,  and  that  said 
patent  was  duly  extended  for  the  term  of  seven  years  from 
the  23d  of  August,  1845,  when  the  term  of  said  original 
patent  ended. 

It  is  admitted  that  the  invention  for  *'  turning  short  cor- 
ners," as  described  in  the  specification  in  the  patent  of  the 
26th  of  September,  1835,  was  as  follows,  to  wit : 


a 


The  schedule  referred  to  in  these  letters  patent,  and 
making  part  of  the  same,  containing  a  description,  in  the 
words  of  the  said  James  Stimpson  himself,  of  his  improve- 
ment in  the  mode  of  turning  short  curves  on  raUroads,  for 
which  letters  patent  were  granted,  dated  the  23d  day  of 
August,  1831,  which  letters  patent  are  hereby  cancelled  on 
account  of  a  defective  specification. 

"  To  all  to  whom  these  presents  shall  come  :  Be  it  known, 
that  I,  James  Stimpson,  of  the  city  and  county  of  Balti- 
more, and  State  of  Maryland,  have  invented  a  new  and  use- 
ful improvement  in  the  mode  of  turning  short  curves  upon 
railroads  with  railroad  carriages,  particularly  those  round 
the  comers  of  streets,  wharves,  &c.,  and  that  the  following 
is  a  full  and  exact  description  of  said  invention  or  improve- 
ment, as  invented  or  improved  by  me,  viz.  : 

**  I  use  or  apply  the  common  peripheries  of  the  flanches 
of  the  wheels  for  the  aforesaid  purpose  in  the  following 
manner : 

"  I  lay  a  flat  rail,  which,  however,  may  be  grooved,  if 
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preferred,  at  the  commencement  of  the  curvature,  and  in  a 
position  to  be  centrally  under  the  flanches  of  the  wheels 
upon  the  outer  track  of  the  circle,  so  that  no  other  part  of 
the  wheels  which  run  upon  the  outer  circle  of  the  track 
rails  shall  touch  or  bear  upon  the  rails  but  the  peripheries 
of  the  flanches,  they  bearing  the  whole  weight  of  the  load 
and  carriage,  while  the  opposite  wheels,  which  run  upon 
the  inner  track  of  the  circle,  are  to  be  run  and  bear  upon 
their  treads  in  the  usual  way,  and  their  flanches  run  freely 
in  a  groove  or  channel,  which  treads  are  ordinarily  about 
three  inches  in  diameter  less  than  the  peripheries  of  tho 
flanches.  Were  the  bearing  surfaces  of  the  wheels  which 
are  in  contact  with  the  rails  while  thus  turning  the  curve 
to  be  connected  by  straight  lines  from  every  point,  there 
would  thus  be  formed  the  frustums  of  two  cones,  if  there 
be  four  wheels  and  two  axles  to  the  carriage,  or  if  but  one 
axle  and  two  wheels,  then  but  one  cone,  which  frustums, 
or  the  wheels  representing  their  extremities,  will,  if  tho 
wheels  are  thirty  inches  in  diameter,  and  are  coupled  about 
three  feet  six  inches  apart,  turn  a  curve  of  about  sixty  feet 
radius  of  the  inner  track  rail.  The  difference  in  diameter 
between  the  flanches  and  tre;ads  being  as  before  stated,  and 
the  tracks  of  the  usual  width,  the  wheels  coupled  as  stated 
would  turn  a  curve  of  a  somewhat  smaller  radius  if  the 
axles  were  not  confined  to  the  carriage  and  in  a  parallel 
position  with  each  other  ;  but  this  being  generally  deemed 
necessary,  the  wheels  run  upon  lines  of  tangents,  and  those 
upon  the  inner  track,  being  as  wide  apart  in  the  coupling 
as  the  outer  ones,  keep  constantly  inclining  the  carriage 
outward,  and  thus  cause  the  carriage  to  tend  to  run  upon  a 
larger  circle  than  the  difference  in  diameter  of  the  treads 
and  flanches  would  otherwise  give ;  but  the  depth  of  the 
flanches  and  couplings  may  be  so  varied  as  to  turn  any 
other  radius  of  a  circle  desired.  What  I  claim  as  my  in- 
vention or  improvement  is  the  application  of  the  flanches 
of  the  wheels  on  one  side  of  railroad  carriages,  and  of  the 
treads  of  the  wheels  on  the  other  side,  to  turn  curves  upon 
railways,  particularly  such  as  turning  the  comers  of  streets, 
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wharves,  &c.,  in  cities  and  elsewhere,  operating  upon  the 
principle  herein  set  forth. 

"  James  Stimpson. 
*^  Witnesses :  James  H.  Stimpson,  Oeorqe  C.  Penni- 

•  MAN. 

*'  Whereas,  npon  the  petition  of  James  Stimpson  for  an 
extension  of  the  within  patent,  granted  to  the  said  Stimp- 
son on  the  23d  day  of  August,  1831,  the  Board  of  Commis- 
sioners, under  the  eighteenth  section  of  act  of  Congress 
approved  the  4th  day  of  July,  1836,  entitled  '  An  act  to  pro- 
mote the  progress  of  the  useful  arts,  and  to  repeal  all  acts 
and  parts  of  acts  heretofore  made  for  that  purpose,'  did, 
on  the  21st  day  of  August,  1845,  certify  that  said  patent 
ought  to  be  extended  : 

"  Now,  therefore,  I,  Edmund  Burke,  Commissioner  of 
Patents,  by  virtue  of  the  power  vested  in  me  by  said  eigh- 
teenth section,  do  renew  and  extend  said  patent,  and  cer- 
tify that  the  same  is  hereby  extended  for  the  term  of  seven 
years  from  and  after  the  expiration  of  the  first  term, 
namely,  the  23d  day  of  August,  1845,  which  certificate  of 
the  said  Board  of  Commissioners,  together  with  this  certifi- 
cate of  the  Commissioner  of  Patents,  having  been  duly 
entered  of  record  in  the  Patent  Office,  the  said  patent  now 
has  the  same  effect  in  law  as  though  the  same  had  been 
originally  granted  for  the  term  of  twenty-one  years. 

*'  In  testimony  whereof,  I  have  caused  the  seal  of  the 
Patent  Office  to  be  hereunto  affixed,  this  21st  day  of 
August,  1845. 

[l.  s.]     **  Edmund  Burke,  Commissioner  of  Patents.^^ 

It  is  further  admitted,  that  before  and  since  the  period 
of  said  extension  of  the  first  above-mentioned  patent,  the 
defendant,  a  corporation  created  by  the  General  Assembly, 
of  Maiyland  for  the  business  of,  and  engaged  in,  the  trans- 
portation of  passengers  and  goods  by  railways  belonging  to 
it,  did,  upon  its  railway,  and  as  part  thereof,  in  the  city  of 
Baltimore,  and  at  the  corner  of  two  streets  to  be  turned  in 
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the  course  of  said  transportation,  construct,  and  has  ever 
since  kept  up  and  used,  a  curve  furnished  and  fitted  as  fol- 
lows, to  wit :  On  the  inner  side  of  the  curve  is  placed  a 
double  iron  rail  cast  in  one  piece,  with  the  interval  between 
large  enough  to  allow  the  admission  of  the  flanch  of  the 
wheel,  the  rail  on  the  outer  side  being  the  usual  one 
throughout  the  curve,  without  difference  of  any  kind,  ex- 
cept that  it  is  curved  ;  and  it  is  admitted  that  the  passage 
of  the  cars  around  the  curve  is  throughout,  and  always  has 
been,  upon  the  treads  of  the  wheels  ;  and  these  rails  were 
intended  and  used  for  the  purpose  of  enabling  the  cars  to 
turn  the  curves  of  the  streets  above  mentioned. 

Upon  this  statement  of  facts,  it  is  submitted  to  the  court 
to  determine  whether  the  defendant,  under  a  just  constinic- 
tion  of  said  patent  declared  upon,  has  been  guilty  of  any 
violation  thereof.  And  it  is  agreed,  that  if  the  court  shall, 
in  the  premises,  be  of  opinion  in  favor  of  the  plaintiff,  judg- 
ment shall  thereupon  be  rendered  for  the  plaintiff,  for  the 
damages  laid  in  the  declaration  ;  to  be  released  on  payment 
of  such  sum  as  shall  be  found  for  actual  damages  by  a  jury, 
to  be  impanelled  by  consent  for  that  purpose,  subject  to  be 
increased  by  the  court,  according  to  the  act  of  Congress  in 
such  case  made  and  provided. 

The  court  to  render  an  absolute  judgment  for  the  defend- 
ant if  of  opinion  in  the  premises  with  the  defendant ;  and 
either  party  having  the  right  to  sue  out  a  writ  of  error 
from  the  judgment  of  the  court. 

It  is  further  agreed,  that  the  railway  above  mentioned 
used  by  the  defendant  is  not  sunk  into  the  ground,  so  as 
to  make  the  top  of  the  rail  on  a  level  with  the  surface,  but 
projects  above  the  surface  the  height  of  the  rail ;  and  that 
the  court  shall  have  the  power  to  draw  all  inferences  from 
the  facts  herein  stated  which  could  be  drawn  by  a  jury. 

Charles  F.  Mayer,  Plaintiff^ s  Attorney. 
J.  M.  Campbell,  Defendanfs  Attorney. 

The  case  was  argued  by  Mr.  Mayer ^  for  the  plaintiff  in 
error,  and  by  Mr.  Campbell^  for  the  defendant  in  error. 
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Mr.  Mayer. 

By  referring  to  the  defendant's  brief,  it  is  perceived  that 
the  right  of  this  court  to  take  cognizance  of  this  cause  is  dis- 
puted. It  is  true,  that  the  determination  of  the  suit  in  the. 
court  below  was  upon  a  statement  of  facts,  and  under  an 
agreement  that  the  court  might  draw  inferences  from  the 
facts  as  a  jury  might.  The  statement  was  for  the  purpose 
of  bringing  to  the  attention  of  the  court  what  the  invention, 
of  the  plaintiff  was,  and  in  order  that  they  might  compare 
the  contrivance  of  the  defendant  with  it.  The  very  agree- 
ment provides  a  reserved  right  of  review.  The  mere  cir- 
cumstance, then,  that  the  court  were  to  draw  inferences 
from  the  facts  as  a  jury  might  do,  does  not  make  the  judg- 
ment below  irreversibly  final,  and  nullify  the  agreement  for 
assuring  to  either  party  the  benefit  of  an  appellate  review. 

But  if  the  court  should  be  of  opinion  that  by  the  agree- 
ment they  cannot  consider  the  case,  they  will  not,  there- 
fore, affirm  the  judgment  below  by  dismissing  it,  but  will 
send  it  back  as  in  a  case  of  mistrial. 

The  case  of  Prentice  7).  Zane,  8  Howard,  470,  was  dis- 
posed of  in  a  manner  not  meeting  the  unanimous  approba- 
tion of  this  court ;  and  it  will  not  be  followed  if,  even  by 
discrimination,  any  distinction  can  be  taken  between  this  or 
any  other  case  and  that.  But  that  was  the  case  of  a  special 
^-erdict,  in  which  the  jury  found,  not  the  facts,  but  the  tes- 
timony^  and  the  counsel,  not  willing  to  hazard  the  mis- 
takes of  another  blundering  jury,  submitted  the  case  upon 
that  testimony  and  the  few  facts  which  were  found ;  and 
this  court  thought  that  it  would  convert  them  into  a  jury 
to  require  them  to  find  the  facts  from  testimony  presented 
to  them.  But  if  the  court  below  could  not,  within  its 
powers,  find  facts,  this  court  will  not  presume  that  it  did 
so  ;  but,  on  the  contrary,  that  it  did  not  do  so.  A  court 
does,  however,  in  a  metaphysical  sense,  in  every  case  make 
inferences  from  facts  ;  and  it  directs  a  jury  to  infer  from 
facts.  But  here  there  is  no  room  for  inference.  The  facts 
are  all  agreed. 

But  is  it  true,  as  is  assumed  by  the  other  side,  that  the 
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court  can  in  no  case  deal  inferentially  with  facts  ?  There 
is  such  a  thing  as  a  demurrer  to  evidence,  which  assumes 
all  the  facts  asserted  on  the  other  side  to  be  true,  and  the 
court  infers  from  those  facts  as  a  jury  would  do.  The 
facts  are  all  admitted  by  the  demurrer,  and  the  court  deals 
with  those  fact«.  An  appellate  court  does  the  same.  The 
facts  must,  however,  be  admitted  ;  for  there  can  be  no  such 
thing  as  a  demurrer  to  evidence  where  the  testimony  is 
contradictory.  [Thornton  v.  Bank  of  Washington]  3  Pet. 
36,  96  ;  [Pawling  v.  U.  S.]  4  Cranch,  219  ;  [Young  v.  Clark] 
7  Cranch,  565  ;  [Bank  of  U.  S.  v.  Smith]  11  Wheat.  171, 
320.  Now,  in  the  last  case  the  court  decided  that  it  was 
not  a  proper  case  for  demurrer.  The  question  referred  to 
the  court  was  not  one  of  law,  but  of  fact ;  that  is,  the /acts 
were  not  admitted  from  which  the  court  were  to  make 
proper  inferences,  but  they  were  to  deduce  from  the  testi- 
Tnony  what  the  facts  were.  It  is  not,  then,  strictly  true 
that,  in  the  demarkation  of  the  line  that  separates  the 
court  and  jury,  it  is  not  the  province  of  the  court  to  deal 
with  facts  inferentiaUy.  And  why  do  you  adopt  the 
analogy  to  a  special  verdict  rather  than  to  a  demurrer  to 
evidence,  when  you  come  to  assign  a  place  to  a  ^  *  case 
stated,"  in  the  technical  vocabulary  \  The  court  must  look 
to  the  facts  to  determine  whether  the  invention  in  the  one 
case  is  the  invention  in  the  other  case  ;  but  that  is  not  find- 
ing facts.  It  is  mere  construction,  which  the  judicial  mind 
is  always  employed  in  making. 

As  to  the  merits.  Has  the  defendant  infringed  our 
patent  \  Now,  what  is  the  principle  of  our  invention,  not 
as  gathered  from  a  single  expression  judged  by  a  meagre 
and  carping  criticism,  but  as  taken  from  the  whole  con- 
text %  The  courts  say  that  you  are  to  look  at  the  thing  to 
be  done,  the  object  to  be  accomplished,  and  then  to  the 
agency  by  which  it  is  accomplished.  [Ames  ij.  Howard]  1 
Sumner,  482.  The  operative  principle  of  our  patent  is  the 
groove^  by  which  the  cars  are  kept  in  place,  and  it  makes 
no  difference  whether  you  run  them  upon  the  flanch  cv 
upon  the  tread.     Now,  the  defendant  claims  to  have  con- 
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structed  a  railway  by  the  laying  of  two  pieces  of  rail  with 
an  interval  between  them,  which  answers  to  our  groove. 
And  reliance  is  placed  upon  the  using  of  one  rail  only  for 
a  groove,  the  other  rail  being  flat.  This,  however,  only 
gives  the  defendant  a  less  beneficial  use  of  our  invention. 
It  is  but  a  mere  colorable  variance  from  the  arrangements  . 
of  the  invention,  whilst  the  principle,  the  characteristic 
merit,  is  adopted,  whether  on  one  or  both  sides  of  the  rail- 
way, and  whether  the  wheel  shall  move  on  the  flanch  or 
the  tread.  The  case  from  3  Wash.  C.  C.  R.  applies  with 
force,  where  you  take  part  of  an  invention,  or  accomplish 
less  than  the  patentee  proposes. 

Mr.  Mayer  cited  [Moody  v.  Fiske]  2  Mason,  115  ;  [Bovill 
c.  Moore]  4  Eng.  Com.  Law  Rep.  357  [1  Am.  &  Eng.  224, 
231,  268]  ;  [Brunton  n.  Hawkes]  6  Eng.  Com.  Law-Rep. 
612  [1  Am.  &  Eng.  327,  336]  (4  B.  and  A.  560) ;  [Dixon  v, 
Moyer]  4  Wash.  C.  C.  R.  68 ;  [Treadwell  v.  Bladen,  ihid.^ 
703 ;  [Davis  v.  Palmer]  2  Brock.  298. 

Mr.  Campbell^  contra. 

The  first  question  is,  whether  this  court  can  exercise 
jurisdiction  in  this  case.  Can  this  court  go  out  of  its  prov- 
ince as  a  court,  of  law,  and  deal  with  other  than  questions 
of  law  ?  The  court  below  had  the  power  to  find  other  facts 
by  inference  than  those  stated  ;  and  can  this  court,  in  the 
absence  of  any  statement  by  the  court  below  as  to  such 
further  facts,  determine  what  additional  facts,  if  any,  were 
or  were  not  before  the  Circuit  Court  ?  The  counsel  on  the 
other  side  says  that  the  court  can  examine  questions  of 
fact,  and  draw  inferences  from  facts,  and  that  it  has  been 
done  in  case  of  demurrers  to  evidence.  The  case  of  Pren- 
tice V.  Zane  may  stand,  however,  with  the  previous  deci- 
sions. In  demurrers  to  evidence,  the  only  question  is  one 
of  law  upon  the  facts  admitted.  And  Judge  BuUer  long 
ago  decided  that  there  was  no  difference  in  principle  be- 
tween a  demurrer  to  evidence  and  a  special  verdict.  In 
either  case  the  facts  are  found,  and  the  court  is  called  upon 
to  determine  the  law.    But  in  this  case  the  court  is  to  de- 
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termine  a  mere  question  of  fact.  It  is  to  deduce,  from  a 
comparison  of  the  plaintiffs  claim  with  the  defendant's 
claim,  the  fact  whether  the  one  conflicts  with  the  other. 
This  case,  then,  presents  no  analogy  to  that  of  a  demurrer 
to  evidence  where  all  the  facts  are  admitted. 

As  to  the  merits.  The  reason  that  ordinary  railway 
tracks  are  an  obstruction  to  common  travelling  carriages  is, 
that  it  is  necessary  that  the  rails  should  be  raised  above 
the  surface  of  the  ground,  because  railroad  wheels  are  con- 
structed diflFerently  from  ordinary  wheels  in  having  two 
circumferences  of  different  diameters,  the  smaller  circum- 
ference being  intended  to  rest  on  the  rail,  (and  called  the 
tread,)  and  the  larger  circumference  running  on  the  side  of 
the  rail.  Now,  the  whole  difference  between  the  plaintiflTs 
invention  and  the  common  railway  track  is,  that  the  one  is 
sunk  beneath  the  surface  of  the  ground,  and  the  other  not ; 
the  groove  in  this  case  answering  the  purpose  of  the  eleva- 
tion of  the  rails  in  the  ordinary  railway.  Now,  he  does 
not  claim  the  groove  alone,  and  it  is  no  part  of  his  inven- 
tion ;  but  the  comhination  of  the  groove  with  the  sunken 
rails.  The  object  which  he  accomplishes  is  the  advantage 
of  the  present  form  of  railroad  wheels,  wifliout  the  usual 
obstruction  to  common  vehicles. 

The  plaintiflTs  invention  is  a  combination  of  the  usual 
rail  with  a  groove  on  each  side  of  the  toad  for  the  flanch  of 
the  wheel  to  travel  in,  so  laid  as  not  to  rise  above  the  sur- 
face. He  has  patented  grooves  on  both  sides  of  the  road  in 
connection  with  the  sunken  rail.  He  has  patented  grooves 
in  combination,  and  not  a  single  groove.  Now,  the  defend- 
ant uses  a  rail  with  one  groove  only — that  is,  with  a  groove 
on  one  side  of  the  road  only,  and  the  rails,  instead  of  being 
sunk  into  the  ground  even  with  the  surface,  rise  above  the 
surface  the  height  of  the  rail.  The  defendant's  railway 
does  not  purport  to  do  away,  and  does  not  in  fact  do  away, 
the  obstruction  which  it  is  the  object  of  the  plaintiff's  in- 
vention to  remove.  The  combination  is  not  the  same,  and 
the  result  is  different.  How,  then,  can  it  be  said  that  the 
one  is  an  infringement  of  the  other  \ 
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Now,  it  is  settled,  in  the  case  of  Prouty  v.  Ruggles,  16 
Pet.  336,  [4  Am.  &  Eng.  361]  that,  where  three  things  are 
patented  in  combination,  it  is  no  infringement  to  use  two  of 
them  in  combination  to  produce  the  same  result. 

Mr.  Mayer ^  in  conclusion. 

What  we  say  is,  that  the  using  of  one  groove  is  a  mere 
evasion — a  mere  colorable  claim  to  invention.  If  the  only 
object  of  our  invention  was  the  mere  sinking  of  the  rail- 
way, in  order  to  remove  an  obstacle  from  ordinary  vehicles, 
why,  we  should  have  patented  only  the  sinking  of  the  rail- 
way. But  it  is  not  so.  We  claim  the  sinking  of  the  road 
in  connection  with  the  grooves  for  the  reception  of  the 
flanches,  in  order  to  accomplish  the  safety  of  the  cars,  and 
their  being  kept  in  their  course,  especially  at  turns  and 
comers.  It  is  too  narrow  a  view  which  is  taken  by  the 
other  side,  to  consider  the  sinking  of  the  rails  as  the  whole 
of  the  invention,  merely  because  it  describes  that  as  one  of 
its  advantages.  We  maintain  that  Mr.  Stimpson  has 
patented  the  grooves,  because  he  could  not  effect  the  ob- 
jects of  street  travel  without  grooves.  It  is  true,  'he 
describes  his  railway  as  peculiarly  advantageous  in  the 
streets  of  towns  and  cities  ;  still  he  does  not  confine  it  to 
that.  The  patent  provides  for  the  turning  of  a  curve  or 
comer,  and  this  is  as  much  a  part  of  the  claim  as  the  sink- 
ing of  the  rail.  The  arrangement  by  which  this  is  attained, 
with  entire  safety  to  the  car  and  without  impeding  the 
speed,  is  singulariy  beautiful. 

But  it  is  said  that  this  is  a  combination,  and  if  any  of 
the  parts  are  left  out,  the  combination  is  not  used.  There  is 
no  claim  here  for  a  combination,  as  such.  We  know  what 
a  groove  is,  and  what  a  flanch  is.  Now,  perhaps  the  effect, 
namely,  the  groove  operating  to  restrain  and  confine  the 
flanch,  and  thereby  secure  the  safety  of  the  car,  may  be 
produced  as  well  by  one  groove  as  two.  Still,  the  principle 
of  the  thing  is  the  same.  But  this  is  not  a  combination. 
A  combination  is  the  union  of  distinct  mechanical  prin- 
ciples,— ^not  a  mere  duplication  of  the  same  principle.     The 
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case  of  Prouty  v.  Ruggles  was  that  of  a  plough.  The  whole 
of  the  parts  were  patented  as  a  combination ;  and  by  so 
doing  the  patentee  informed  the  world  that  anything  short 
of  the  union  of  all  these  parts  is  not  his  invention.  The 
jogging  part  of  the  plough  was  considered  by  the  court  a 
material  part  of  the  plaintiff's  invention  ;  and  the  defend- 
ant, having  arrived  at  the  same  result  without  the  jogging, 
had  not  taken  the  plaintiff's  combination.  But  suppose 
there  had  been  three  joggings  instead  of  one,  and  the  de- 
fendant had  taken  two,  would  not  that  have  been  an  in- 
fringement i  The  mere  quaTdum  of  effect,  whether  greater 
or  less,  is  not  the  point. 

In  regard  to  the  jurisdiction,  the  court,  in  11  Wheaton, 
says  that,  when  the  facts  are  found,  the  court  will  make 
inferences  from  them  precisely  as  a  jury  would  do.  But  in 
the  case  of  Prentice  v,  Zane  the  facts  were  not  found.  The 
testimony  was  given,  and  the  court  was  left  to  find  out  the 
facts  from  the  testimony.  Now,  here  you  have  all  the 
facts.  You  have  the  plaintiff's  claim,  the  sum,  substance, 
and  gist  of  his  invention.  You  have  also  the  sum  and  sub- 
stance of  that  which  we  consider  an  infringement.  The 
one  can  be  placed  beside  the  other  ;  and  it  is  but  a  matter 
of  simple  comparison  to  determine  whether  the  one  is  iden- 
tical with  the  other  in  any  of  its  material  parts. 

Mr.  Justice  Daniel  delivered  the  opinion  of  tlie  court. 

This  case  comes  before  us  upon  a  writ  of  error  to  the  Cir- 
cuit Court  of  the  United  States  for  the  District  of  Maryland. 

The  plaintiff  in  error  instituted  in  the  Circuit  Court  his 
action  on  the  case  to  recover  of  the  defendant  damages  for 
an  alleged  infringement  of  a  patent  granted  to  the  plaintiff 
on  the  23d  of  August,  1831,  and  subsequently,  under  the 
authority  of  the  United  States,  renewed  and  extended  to 
him  for  an  additional  space  of  seven  years  from  the  expi- 
ration of  the  first  grant. 

On  the  trial  of  this  suit,  ui)on  the  plea  of  not  guilty,  the 
I)arties  by  agreement  submitted  their  cause  to  the  court 
upon  a  case  stated.     The  court,  on  the  case  thus  made  and 
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submitted,  gave  judgment  in  favor  of  the  defendant ;  and  to 
test  the  correctness  of  this  judgment  is  the  purpose  of  the 
investigation  now  before  us. 

The  invention  or  improvement  claimed  by  the  plaintiff  in 
error,  and  by  him  alleged  to  have  been  pirated  by  the  de- 
fendant, is  thus  described  in  the  schedule  and  specification 
filed  with  and  made  a  part  of  the  letters  patent :  *'  A  new 
and  useful  improvement  in  the  mode  of  forming  and  using 
cast  or  wrought  iron  plates  or  rails  for  railroad  carriage- 
wheels  to  run  ui)on,  more  especially  for  those  to  be  used  on 
the  streets  of  cities,  on  wharves,  and  elsewhere ;  and  I  do 
hereby  declare  that  the  following  is  a  full  and  exact  de- 
scription of  my  said  inventions  or  improvements  : 

*^  For  the  purpose  of  carrying  railroads  through  the 
streets  of  towns  or  cities,  or  in  other  situations  where  cir- 
cumstances may  render  it  desirable  that  the  wheels  of 
ordinary  carriages  should  not  be  subjected  to  injury  or  ob- 
struction, I  so  construct  or  form  the  rails,  that  the  flanches 
of  the  wheels  of  railroad  cars  or  carriages  may  be  received 
and  run  within  narrow  grooves  or  channels,  formed  in  or 
by  said  rails,  said  grooves  not  being  sufficiently  wide  to 
admit  the  rims  of  the  wheels  of  gigs  or  other  ordinary  car- 
riages having  wheels  of  the  narrowest  kind." 

After  some  remarks  descriptive  of  the  shape  and  dimen- 
sions of  the  plates  or  rails,  and  of  the  grooves  to  be  used, 
the  specification  thus  proceeds  :  ''  Should  it  be  preferred  to 
use  the  ordinary  flat  wrought-iron  rails,  they  may  be  laid 
double,  at  such  distance  apart  as  to  form  the  proper  chan- 
nel for  the  flanch  between  them.  Wrought  plates  may  also 
be  formed  in  the  manner  represented  in  figure  7.  This 
plate  is  rolled  so  as  to  have  a  channel  in  it,  which  may  be 
one  inch  and  a  quarter  wide  at  top,  one  inch  at  bottom,  and 
five-eighths  of  an  inch  deep.  Where  it  is  necessary  to 
cross  a  water-gutter  in  the  street,  I  use  a  cast-iron  plate  or 
plates  to  cross  said  gutter,  the  flanch  channels  being  in 
such  plate  or  plates.  The  whole  surface  between  the  chan- 
nels is  cast  rough,  to  prevent  the  slipping  of  the  feet  of 
horses.     The  aforesaid  cast-iron  plate  is  best  cast  in  one 
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piece,  as  it  will  be  stronger  than  if  divided ;  although  of 
the  same  thickness,  it  must  of  course  be  of  a  width  suffi- 
cient for  the  particular  gutter  to  which  it  is  to  be  applied  ; 
and  it  should  be  strengthened  by  ribs  cast  on  the  lower  side. 
In  some  cases,  I  cover  the  gutters  the  whole  width  of  the 
street  with  such  cast-iron  plates,  and  extend  them  to  some 
distance  beyond  the  curbings.  I  thus  make  a  great  im- 
provement in  streets  for  the  ordinary  purposes  of  travel." 
Such  being  substantially,  and  indeed  literally,  as  far  as  it  is 
set  forth,  the  descriptive  part  of  the  plaintiffs  specifica- 
tion, his  claim^  or  the  substance  and  effect  of  his  alleged 
invention  and  improvement,  is  given  in  these  words : 
"What  I  claim  as  constituting  my  invention,  and  desire  to 
secure  by  letters  patent,  is  the  employment  of  plates  or 
rails  either  of  cast  or  of  wrought  iron,  constructed  and 
operating  upon  the  principle  or  in  the  manner  herein  de- 
scribed ;  having  narrow  grooves  on  each  side  of  the  track 
for  the  flanches  of  car- wheels  to  run  in,  by  which  they  are 
adapted  to  the  unobstructed  passing  over  them  of  the  vari- 
ous kinds  of  common  carriages,  and  to  the  running  of  the 
wheals  on  slight  curves  without  dragging.  I  also  claim,  in 
combination  with  such  grooved  rails  or  tracks,  the  employ- 
ment of  plates  of  cast-iron  for  the  covering  and  crossing  of 
gutters,  such  plates  being  constructed  as  described,  and 
having  the  necessary  flanch  channels  cast  in  them." 

It  is  manifest  from  the  description  of  the  plaintiff,  as 
given  both  in  his  specification  and  claim,  that  the  improve- 
ment he  alleges  to  have  been  made  by  him,  whether  impor- 
tant or  otherwise,  consists  essentially,  if  not  formally,  in  a 
combination.  His  grooves  for  the  admission  of  the  flanches 
of  car- wheels,  whether  cast  in  iron  plates  or  produced  by 
the  juxtaposition  of  two  flat  iron  rails,  and  the  rails  them- 
selves, were  all  of  them  long  previously  known,  and  long 
familiar  in  use  ;  and  it  was  by  an  application  or  combi- 
nation of  these  familiar  means  or  agents  that  he  was  to  ac- 
complish the  result  proposed,  namely,  the  unobstructed 
passage  of  carriages  over  railroad  tracks,  when  laid  in 
streets  or  cities.     The  only  idea  or  design  in  the  plaintiffs 
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description  which  wears  the  semblance  of  originality,  is 
that  of  sinking  or  depressing  these  known  agents  or 
materials  in  combination  to  a  level  with  the  surface  over 
which  the  passage  of  ordinary  carriages  was  to  take  place. 
Still,  these  agents  or  materials  were  the  same  well-known 
grooves,  the  same  car- wheels  and  flanches,  and  the  same 
flat  rails,  which  were  to  constitute  the  means  of  the  plain- 
tiffs operations.  And  the  object  of  these  operations,  the 
essential  improvement  claimed,  it  should  be  constantly 
borne  in  mind,  is  the  preventing  of  an  inequality  in  the 
surface  of  streets,  forming  an  obstruction  to  ordinary  car- 
riages, by  reducing  the  railroad  track  to  the  same  plane 
with  the  surface  of  the  streets  themselves. 

The  acts  of  the  defendant  complained  of  as  being  an  in- 
fringement of  the  plaintiffs  patent  are.  thus  set  out  in  the 
case  agreed  by  the  parties,  viz.  :  '*  That  before  and  since 
the  period  of  said  extension  of  the  first  above-mentioned 
patent,  the  defendant,  a  corporation  created  by  the  General 
Assembly  of  Maryland  for  the  business  of,  and  engaged  in, 
the  transportation  of  passengers  and  goods  by  railways  be- 
longing to  it,  did,  upon  its  railway,  and  as  part  thereof,  in 
the  city  of  Baltimore,  and  at  the  comer  of  two  streets  to  be 
turned  in  the  course  of  said  transportation,  construct,  and 
has  ever  since  kept  up  and  used,  a  curve  furnished  and 
fitted  as  follows,  to  wit :  On  the  inner  side  of  the  curve  is 
placed  a  double  iron  rail  cast  in  one  piece,  and  with  the  in- 
terval between  large  enough  to  allow  the  admission  of  the 
flanch  of  the  wheel,  the  rail  on  the  outer  side  being  the 
usual  one  throughout  the  curve,  without  difference  of  any 
kind,  except  that  it  is  curved  ;  and  it  is  admitted  that  the 
passage  of  the  cars  round  the  curve  is  throughout,  and  has 
always  been,  upon  the  treads  of  the  wheels ;  and  these 
rails  were  intended  and  used  for  the  purpose  of  enabling 
the  cars  to  turn  the  curves  of  the  streets  above  mentioned." 
The  mechanism  thus  described  as  used  by  the  defendant  is, 
like  that  contained  in  the  ^specification  annexed  to  the 
patent  of  the  plaintiff,  evidently  a  combination,  or  an  appli- 
cation of  means  or  agencies  previously  known.    If  that 
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mechanism  can  have  any  claim  to  originality,  it  must  be  in 
the  Tnodus  or  plan  of  that  application, — not  in  the  inven- 
tion of  the  several  part«  of  the  mechanism. 

It  remains,  then,  by  a  comparison  of  these  two  combi- 
nations, to  ascertain  whether  they  are  the  same,  either  in 
form,  or  in  the  manner  of  their  operation,  or  in  the  results 
they  were  designed  to  accomplish. 

The  combination  claimed  by  the  plaintiff  as  his  improve- 
ment consists  of  the  use  of  grooves  on  both  sides  of  a  rail- 
road track,  and  either  cast  in  iron  plates,  or  made  by  the 
parallel  position  of  double  lines  of  flat  rails,  in  which 
grooves  the  flanches  only  of  car- wheels  are  to  run,  and 
which  are  likewise  to  be  too  narrow  to  admit  the  wheels  of 
carriages  having  the  most  slender  rims  or  felloes  ;  and  the 
whole  of  this  combination  or  mechanism  is  to  be  depressed 
to  a  plane  exactly  corresponding  with  that  of  the  street  in 
which  it  may  be  introduced  ;  as,  without  this  arrangement, 
it  is  obvious  that  the  unobstructed  passage  of  ordinary  car- 
riages— the  great  object  in  view — could  never  be  attained. 
The  machinery  of  the  defendant,  complained  of  as  an  in- 
fringement of  the  plaintiffs  patent,  consists  of  a  double 
flat  rail  of  cast  iron  placed  on  the  inner  side  of  a  curve  or 
corner  intended  to  be  passed,  and  an  ordinary  flat  rail  on 
the  exterior  line  of  the  same  curve  to  be  passed  ;  and  the 
whole  of  this  machinery  is  constructed  on  the  same  plane 
with  the  general  track  of  the  road,  elevated  to  whatever 
point  that  track  may  be  raised,  and  without  regard  to  the 
convenience  of  ordinary  carriages  making  transverse  pas- 
sages through  the  streets  ;  such  facilities  to  ordinary  car- 
riages being  no  part  of  the  end  proposed  by  the  defendant. 
Prom  this  comparison  of  the  combinations  in  use  by  the 
plaintiff  and  the  defendant  respectively,  and  upon  a  just 
construction  of  the  plaintiffs  patent,  the  court,  so  far  from 
regarding  them  as  identical,  either  in  mode,  in  design,  or  in 
result,  is,  in  all  their  characteristics,  constrained  to  view 
them  as  wholly  dissimilar,  and  as  not  conflicting  with 
each  other.  The  combination,  therefore,  used  by  the  de- 
fendant, cannot  be  regarded  as  an  infringement  of  the 
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plaintiffs  patent.  This  conclusion  is  in  strictest  accord- 
ance with  the  ruling  of  the  late  Justice  Story  at  circuit  in 
the  case  of  Prouty  v,  Ruggles,  afterward  confirmed  by  this 
court,  as  will  be  seen  in  16  Peters,  341  [4  Am.  &  Eng.  361]. 
In  the  case  just  cited,  the  law  is  thus  propounded  by  the 
Chief  Justice  :  "  The  patent  is  for  a  combination,  and  the 
improvement  consists  in  arranging  different  portions  of  the 
plough,  and  combining  them  together  in  the  manner  stated 
in  the  si)ecification,  for  the  purpose  of  producing  a  certain 
effect.  None  of  the  parts  referred  to  are  new,  and  none  are 
claimed  as  new  ;  nor  is  any  portion  of  the  combination  less 
than  the  whole  claimed  as  new,  or  stated  to  produce  any 
given  result.  The  end  in  view  is  proposed  to  be  acccjmplished 
by  the  union  of  all,  arranged  and  combined  together  in  the 
manner  described.  And  this  combination,  composed  of  all 
the  parts  mentioned  in  the  specification,  and  arranged 
with  reference  to  each  other  and  to  other  parts  of  the  plough 
in  the  manner  therein  described,  is  stated  to  be  the  im- 
provement, and  is  the  thing  patented.  The  use  of  any  two 
of  these  parts  only,  or  of  two  combined  with  a  third  which 
is  substantially  different  in  form  or  in  the  manner  of  its 
arrangement  and  connection  with  the  others,  is  therefore 
not  the  thing  patented.  It  is  not  the  same  combination  if 
it  substantially  differs  from  it  in  any  of  its  parts."  The 
same  doctrine  is  ruled  in  the  case  of  Carver  v.  Hyde,  16 
Peters,  513  [4  Am.  &  Eng.  365]. 

A  preliminary  question  was  raised  in  the  argument  of 
this  cause,  which,  as  it  is  connected  with  the  practice  in 
this  court  and  in  the  courts  inferior  to  this,  and  has  an  im- 
portant bearing  on  the  convenience  both  of  the  courts  and 
the  bar,  is  deserving  of  consideration.  The  question  alluded 
to  is  this  :  Whether,  as  this  case  is  not  brought  up  either 
upon  express  or  si)ecific  exceptions  to  the  rulings  of  the 
Circuit  Court,  nor  upon  any  decision  of  that  court  upon  a 
special  verdict  found  by  the  jury,  but  comes  before  us  upon 
an  agreed  statement  between  the  parties,  this  court  can  in 
this  form  take  cognizance  thereof  ?  And  it  is  insisted,  for 
the  defendant  in  error,  that,  under  such  circumstances,  the 
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■writ  of  error  could  not  be  prosecuted.  The  objection  thus 
urged  is  not  one  of  the  first  impression  in  this  court ;  it 
has  been  urged  upon,  and  considered,  by  them  on  a  former 
occasion,  and  must  be  regarded  as  having  been  put  to  rest. 

This  objection  to  the  jurisdiction  of  the  appellate  court 
upon  a  case  agreed  between  the  parties  in  the  court  below, 
had  its  origin,  no  doubt,  in  the  practice  in  the  English 
courts,  by  which  we  are  told  that  the  appellate  tribunal 
will  not  take  cognizance  of  such  a  case,  as  it  will  upon  one 
standing  on  exceptions,  or  on  a  special  verdict. 

This  refusal,  however,  so  to  take  cognizance,  will,  upon 
examination,  be  found  to  grow  out  of  the  peculiar  modes 
of  proceeding  in  the  English  courts,  as  is  shown  by  Mr. 
Justice  Blackstone  in  the  third  volume  of  his  Commen- 
taries,  page  377,  in  his  chapter  on  the  trial  by  jury,  in 
which  we  find  the  following  account  of  the  proceedings  in 
those  courts:  "Another  method,"  says  this  writer,  "of 
finding  a  species  of  special  verdict  is,  when  the  jury  find  a 
verdict  generally  for  the  plaintiff,  but  subject,  neverthelei^s,. 
to  the  opinion  of  the  court  above,  on  a  special  case  stated 
by  the  counsel  on  both  sides,  with  regard  to  the  matter  of 
law,  which  has  this  advantage  over  a  special  verdict,  that 
it  is  attended  T«ith  much  less  exi)ense,  and  obtains  a  speed- 
ier decision  ;  the  postea  being  stayed  in  the  hands  of  the 
oflBcer  of  nisi  prius  till  the  question  is  determined,  and  the 
verdict  is  then  entered  for  the  plaintiff  or  defendant,  as  the 
case  may  happen.  But  as  nothing  appears  on  the  record 
but  the  general  verdict,  the  parties  are  precluded  hereby 
from  the  benefit  of  a  writ  of  error,  if  dissatisfied  with  the 
judgment  of  the  court  or  judge  upon  the  point  of  law,  which 
makes  it  a  thing  to  be  wished,  that  a  method  could  be  de- 
vised of  either  lessening  the  expense  of  special  verdicts,  or 
else  of  entering  the  cause  at  length  upon  ih^  postea^  So> 
too,  Mr.  Stephen,  in  his  Treatise  on  Pleading,  page  92, 
speaking  of  the  practice  in  England  of  taking  verdicts  sub- 
ject to  a  special  case,  remarks,  "  that  a  special  case  is  not 
like  a  special  verdict  entered  on  record,  and  consequently 
a  writ  of  error  cannot  be  brought  on  this  decision." 
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The  objection  now  urged,  and  the  authorities  bearing 
upon  it,  were  pressed  on  the  attention  of  this  court,  and 
considered  by  them,  in  the  case  of  The  United  States 
V.  Eliason,  reported  in  16  Peters,  291.  In  that  case  this 
court  said  :  ^  *  It  is  manifest  that  the  reason  why,  according 
to  the  practice  in  the  English  courts,  a  writ  of  error  will 
not  be  allowed  after  a  case  agreed,  is  this,  and  this  only, 
that  in  those  courts  the  agreed  case  never  appears  upon  or 
is  made  a  part  of  the  record,  and  therefore  there  is  no 
ground  of  error  set  forth,  upon  which  an  appellate  and  re- 
vising tribunal  can  act.  In  the  language  of  Justice  Black- 
stone,  nothing  appears  upon  the  record  but  the  general  ver- 
dict, whereby  the  parties  are  precluded  from  the  benefit  of 
-a  writ  of  error."  This  court  goes  on  further  to  remark, 
that,  "  by  a  note  to  page  92  of  Mr.  Stephen's  Treatise,  it  is 
said  to  have  been  enacted  by  the  3d  and  4th  of  William  the 
Fourth,  chapter  42,  that,  where  the  parties  on  issue  joined 
can  agree  on  a  statement  of  facts,  they  may,  by  order  of  a 
judge,  draw  up  such  statement  in  the  form  of  a  special 
case,  for  the  judgment  of  the  court,  without  proceeding  to 
trial.  By  the  settled  practice  anterior  to  this  statutory 
provision,  it  was  in  the  power  of  the  parties  to  agree  upon 
a  statement  of  the  case.  It  would  seem  reasonable  and 
probable,  therefore,  that  the  power  given  to  the  judge,  (as 
an  exercise  of  his  judicial  functions,)  to  regulate  the  state- 
ment, was  designed  to  impart  a  greater  solemnity  and  per- 
manency to  the  preparation  of  the  proceeding,  and  to  place 
it  in  an  attitude  for  the  action  of  some  revising  power. 
But  should  a  want  of  familiarity  with  the  details  of  English 
practice  induce  the  hazard  of  misapprehension  of  its  rules, 
or  of  the  reasons  in  which  they  have  their  origin,  the  de- 
cisions of  our  own  courts,  and  the  long-established  practice 
of  our  own  country,  are  regarded  as  having  put  the  point 
under  consideration  entirely  at  rest."  The  court  then, 
after  adverting  to  several  decisions  deemed  applicable  to 
the  point,  came  to  the  following  conclusion  :  * '  This  court, 
therefore,  has  no  hesitancy  in  declaring  that  the  point  of 
practice  raised  by  the  defendant's  counsel  presents  no  ob- 
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jection  to  the  regularity  in  the  mode  of  bringing  this  case 
before  it."  Regarding  the  above  conclusion  as  promotive 
both  of  justice  and  convenience,  we  give  it  our  entire  con- 
currence ;  and  upon  the  character,  therefore,  of  the  partic- 
ular cause  before  us,  as  disclosed  in  the  case  agreed  by  the 
parties,  we  decide  that  the  judgment  of  the  Circuit  Court 
be,  and  the  same  is  hereby,  affirmed. 

Order.  This  cause  came  on  to  be  heard  on  the  transcript 
of  the  record  from  the  Circuit  Court  of  the  United  States 
for  the  District  of  Maryland,  and  was  argued  by  counsel ; 
on  consideration  whereof,  it  is  now  here  ordered  and  ad- 
judged by  this  court,  that  the  judgment  of  the  said  Cir- 
cuit Court  in  this  cause  be,  and  the  same  is  hereby. 

Affirmed  with  costs. 
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THE  WASHINGTON,  ALEXANDRIA,  AND  GEORGE- 
TOWN  STEAM  PACKET  COMPANY,  PLAINTIFFS 
IN  ERROR,  0.  FREDERICK  E.  SICKLES  AND 
TRUMAN  COOK. 

10  How.  41^^41.    Dee.,  1850. 

[Bk.  13,  L.  ed.  479  ;  1  Whit.  554 ;  Fish.  Pat.  Rep.  569.] 

Same  case,  24  How.  383 ;  5  Wall.  580 ;  19  Wall.  611. 

Contract  construed.     Declaration  in  assumpsit.     Evidence. 

1.  Where  a  declaration  in  assumpsit  set  out  two  counts,  the  first  on 

a  parol  contract  that  plaintiffs  were  entitled  to  certain  sayings 
resulting  from  the  use  of  their  patented  machine,  and  espe- 
cially set  forth  the  mode  of  ascertaining  the  amount,  the 
second  upon  a  quantum  meruit,  held  that  evidence  of  another 
mode  than  that  set  forth  of  ascertaining  the  amount  was  ad- 
missible (p.  181). 

2.  The  defendants  having  offered  the  evidence  of  the  late  president 

of  the  company,  who  denied  that  he  made  the  special  contract 
alleged,  and  stated  that  he  made  a  different  one,  the  jury 
should  have  been  instructed  to  find  for  the  defendants,  if  they 
believed  this  evidence  (p.  183). 

3.  A  charge  to  the  juiy  that  defendants  were  liable  for  the  acts  of 

their  general  agent,  whether  he  reported  his  agreement  to 
them  or  not,  is  correct  (p.  184). 

4.  The  contract  held  to  be  an  entire  contract,  and  not  divisible,  un- 

der the  term  of  which  no  right  of  action  for  any  portion  of  the 
sum  could  be  supported  until  the  patent  expired.  A  charge 
that  it  could  be  supported  held  erroneous  (p.  184). 

This  case  was  brought  up  by  writ  of  error  from  the  Cir- 
cuit Court  of  the  United  States  for  the  District  of  Columbia, 
holden  in  and  for  the  county  of  Washington. 

It  came  up  upon  a  bill  of  exceptions  to  the  admission  of 
certain  evidence,  and  four  bills  of  exceptions  to  refusals  of 
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the  court  below  to  grant  certain  prayers,  all  of  which  ex- 
ceptions were  taken  by  the  defendants  below — the  plaintiif s 
in  error  here.  But  as  two  of  the  last-named  bills  of  excep- 
tions were  not  pressed  in  this  court,  it  is  not  necessary  to 
state  them,  or  to  state  more  of  the  case  than  is  sufficient  to 
show  the  points  argued  and  decided  by  this  court. 

In  March,  1846,  Sickles  and  Cook  brought  an  action 
against  the  Steam  Packet  Company.  The  cause  of  action 
is  thus  stated  in  the  declaration  : 

*'  Whereupon  the  said  plaintiffs,  by  Joseph  H.  Bradley, 
their  attorney,  complain,  for  that  whereas  heretofore,  to 
wit,  on  the  first  day  of  July,  1844,  the  said  defendants,  at 
the  county  aforesaid,  being  the  owners  of  a  certain  steam- 
boat called  the  Columbia^  and  running  in  the  Potomac  River 
and  Chesapeake  Bay,  in  consideration  that  the  said  plain- 
tiffs, being  the  proprietors  of  a  certain  machine  called 
^  Sickles'  cut-off,'  designed  to  effect  a  saving  in  the  consump- 
tion of  fuel  for  steam-engines,  would  place  one  of  the  said 
machines  on  the  said  steamboat  Columbia^  undertook  and 
promised  the  said  plaintiffs  to  apply  the  whole  value  of  the 
saving  of  the  fuel  on  board  the  said  boat,  which  should  be 
effected  by  the  said  machine,  in  the  first  place,  to  pay  the 
cost  and  expenses  of  building  the  said  machine,  and  putting 
the  same  on  the  said  boat ;  and  thereafter,  and  after  having 
paid  the  said  costs  and  expenses,  that  they,  the  said  defend- 
ants, would,  so  long  as  the  said  steamboat  should  continue 
to  be  employed  by  the  said  defendants,  if  the  patent-right 
for  the  said  machine  should  continue  so  long,  pay  to  the 
said  plaintiffs  three-fourths  of  the  saving  in  fuel  caused  by 
said  machine.  And  that  the  saving  caused  by  the  said  ma- 
chine called  the  cut-off,  on  board  the  said  boat,  should  be 
ascertained  at  any  time  the  said  plaintiffs  should  desire  it,  in 
the  following  manner,  to  wit,  by  taking  equal  quantities  of 
wood,  and  using  the  same  first  with  one  and  then  with  the 
other  cut-off,  (the  defendants  then  having  in  use  on  board 
their  said  boat  a  machine  called  the  throttle, )  to  show  with 
which  the  boat  would  run  the  longest  under  the  same  cir- 
cumstances.    And  thereupon  the  said  plaintiffs,  confiding 
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in  the  said  promises  and  undertakings  of  the  said  defend- 
ants,  at  great  cost,  to  wit,  at  the  cost  of  two  hundred  and 
fifty  dollars,  did  erect  and  build,  and  place  on  the  said 
steamboat  Columbia^  at  the  request  of  the  defendants,  a 
machine  called  '  Sickles'  cut-oflf,'  which  said  machine,  and 
the  same  hath  ever  since,  to  wit,  from  the  20th  day  of 
August,  1844,  continually,  to  the  beginning  of  this  action, 
been  used  by  the  said  defendants  in  and  upon  the  said  boat ; 
and  that,  on  the  19th  day  of  August,  1846,  at  the  county 
aforesaid,  the  said  plaintiffs  gave  notice  to  the  said  defend- 
ants that  they  would,  on  the  neit  day,  that  is  to  say,  on 
the  20th  day  of  August,  1845,  if  they  desired,  make  the 
said  experiment  in  the  said  agreement  mentioned,  to  test 
the  relative  value  of  the  said  machine  ;  and,  for  that  pur- 
pose, that  one  of  the  said  plaintiffs  would  go  from  Washing- 
ton to  Baltimore,  in  the  said  boat,  on  the  said  20th  of 
August,  1845,  and  make  the  said  experiment ;  and  the  said 
defendants,  by  their  president,  did  then  and  there  assent 
thereto,  and  did  direct  the  officers  of  the  said  boat,  or  some 
of  them^  to  aid  in  conducting  the  said  experiment ;  and  the 
said  plaintiffs,  in  fact,  further  say,  that  one  of  the  said 
plaintiffs,  to  wit,  the  said  Truman  Cook,  did,  on  the  said 
20th  day  of  August,  1845,  proceed  in  the  said  boat  from  the 
said  city  of  Washington  to  Baltimore,  in  the  State  of  Mary- 
land, and  did,  on  the  said  voyage,  with  the  assistance  of  the 
officers  of  the  said  boat,  make  the  said  experiment,  and  did 
take  two  piles  of  wood  of  equal  dimensions  and  under  like 
circumstances  ;  the  pile  employed  in  the  use  of  the  throttle 
cut-off  was  burned  in  two  hours  and  seven  minutes ;  and  the 
pile  used  by  the  cut-off  of  the  plaintiffs  lasted  three  hours 
and  fifteen  minutes,  showing  a  saving  in  favor  of  the  latter 
of  34  and  \i^  per  cent. ,  of  all  which  the  said  defendants  had 
due  notice  ;  whereby  a  great  amount  and  value  of  fuel  has 
been  saved  by  the  said  defendants,  to  wit,  the  amount  of 
twenty-five  hundred  dollars  ;  and  the  said  plaintiffs  in  fact 
say,  they  were  and  are  entitled  to  recover  of  and  from  the 
said  defendants,  out  of  the  said  sum  of  money,  as  weU  as 
the  said  sum  of  two  hundred  and  fifty  dollars,  as  and  for 
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the  costs  and  expenses  of  erecting  and  bnilding  the  said 
machine,  and  placing  the  same  on  the  said  steamboat,  as 
also  the  further  sum  of  sixteen  hundred  and  eighty  dollars 
and  fifty  cents,  being  three-fourths  of  the  said  savings 
within  said  i)eriod  of  time  after  the  said  machine  was  put 
in  oi)eration  on  the  said  boat,  and  while  the  same  was  used 
by  the  said  defendants,  to  the  time  of  the  bringing  this 
suit ;  and  being  so  entitled,  the  said  plaintiffs,  to  wit,  on 
the  day  and  year  aforesaid,  and  often  afterward,  at  the 
county  aforesaid,  demanded  the  whole  of  the  said  two  sums 
of  money,  to  wit,  the  sum  of  nineteen  hundred  and  thirty- 
seven  dollars  and  fifty  cents,  of  and  from  the  said  defend- 
ants, and  the  said  defendants  utterly  neglected  and  refused 
to  pay  the  same,  or  any  part  thereof,  to  the  said  plaintiffs, 
and  still  refuse,  to  the  damage  of  the  plaintiffs  four  thou- 
sand dollars  ;  and  therefore  they  sue. 

"  Joseph  H.  BKADLEY,/or  Plaintiffs. 

*  *  Add  a  count  for  putting  the  machine  on  the  boat  at  the 
request  of  the  defendants,  with  a  quantum  meruiL 

*'  Joseph  H.  Bradley, /ar  Plaintiffs^ 

The  defendants  pleaded  njon  assumpsit^  upon  which  issue 
was  joined,  and  in  March,  1847,  the  cause  came  on  for  trial. 

The  following  is  the  evidence  offered  by  the  plaintiffs, 
which,  being  objected  to  by  the  defendants,  but  admitted 
by  the  court,  formed  the  subject  of  the  exception  to  evi- 
dence : 

"  On  the  trial  of  this  cause,  the  plaintiffs,  to  maintain  the 
issue  on  their  part  joined,  offered  and  gave  evidence  tending 
to  show  that  on  or  about  the  18th  day  of  June,  1844,  at  the 
county  aforesaid,  the  said  plaintiffs  being  the  owners  of  the 
patent-right  to  a  certain  machine  called  a  cut-off,  of  which 
the  said  Frederick  E.  Sickles  was  the  inventor,  and  the  said 
defendants  being  the  owners  of  the  steamboat  called  the 
Columbia^  on  which  they  had  in  use  a  certain  machine  called 
the  throttle  cut-off,  the  object  of  both  said  machines  being 
to  save  the  consumption  of  fuel  in  the  use  of  steam-engines, 
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the  said  plaintiffs  made  and  entered  into  a  certain  contract 
with  William  Gunton,  the  president  of  the  steamboat  com- 
pany, and  the  general  agent  thereof,  whereby  it  was  agreed 
that  the  said  plaintiffs  should  construct  and  place  on  board 
the  said  steamboat  one  of  their  said  machines  at  their  own 
cost  and  expense  ;  that  the  same  should  be  tried,  and,  if  it 
produced  any  saving,  that  the  cost  of  putting  the  said  ma- 
chine in  operation  on  board  the  said  boat,  not  to  exceed  two 
hundred  and  fifty  dollars,  should  be  first  paid  out  of  the 
savings  of  fuel  effected  by  the  said  machine  ;  that  the  said 
machine  should  be  used  by  the  defendants  during  the  con- 
tinuance of  the  patent,  if  the  said  boat  should  last  so  long  ; 
and  after  the  payment  of  the  said  costs  and  expenses  of 
putting  the  said  machine  in  operation  on  board  the  said 
boat,  the  savings  caused  thereby,  in  the  consumption  of 
fuel,  should  be  divided  between  the  said  plaintiffs  and  de- 
fendants in  the  proportion  of  one-fourth  to  the  defendants 
and  three-fourths  to  the  plaintiffs  ;  and,  in  order  to  ascer- 
tain the  amount  of  such  savings,  an  experimental  trial 
should  be  made  at  any  time  the  plaintiffs  should  direct  it, 
after  the  said  machine  was  in  successful  operation,  in  the 
following  mode :  Two  piles  of  wood  should  be  taken  of 
equal  dimensions  ;  one  should  be  used  with  one  of  the  cut- 
offs, and  the  other  pile  with  the  other  cut-off,  under  like 
circumstances,  and  the  length  of  time  required  in  the  con- 
sumption of  the  said  piles  of  wood,  respectively,  should  be 
taken  as  the  evidence  of  the  difference  in  the  amount  of 
savings  in  the  one  over  the  other  ;  and  if  the  said  machine 
produced  no  saving,  it  was  to  be  taken  off,  and  the  boat 
restored  to  its  former  condition,  at  the  expense  of  the 
plaintiffs. 

"  That  the  said  contract  was  wholly  in  parol,  and,  within 
three  days  after  it  was  made,  the  plaintiffs  entered  into  a 
contract  in  writing  with  T.  W.  and  R.  C.  Smith,  of  Alexan- 
dria^ by  the  said  plaintiffs,  as  follows  :  (copied  in  record  :) 
and  the  said  defendants  caused  their  said  boat  to  lie  at 
Alexandria  to  have  the  said  machine  fitted  to  her  engine  ; 
that  the  said  T.  W.  and  R.  C.  Smith  proceeded  with  all  con- 
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yenient  dispatch  to  make  the  said  machine,  and  put  the 
same  on  board  the  said  boat,  at  the  cost  of  two  hundred  and 
forty-two  dollars  ;  that  the  same  was  completed  and  placed 
on  board  the  said  boat,  and  in  complete  action,  on  the  9th 
day  of  November,  1844,  with  the  knowledge  of  the  defend- 
ants, and  that  the  same  was  continually  thereafter,  to  the 
bringing  of  this  suit,  used  by  the  said  defendants  on  board 
the  said  boat. 

"  That  on  the  19th  day  of  August,  1844,  the  said  Truman 
Cook,  one  of  the  said  plaintiffs,  gave  notice,  on  board  the 
said  boat,  to  the  said  defendants,  by  William  Gunton,  pres- 
ident as  aforesaid,  that  they  desired  on  the  next  day,  the 
same  being  the  regular  day  for  the  passage  of  the  said  boat 
from  the  city  of  Washington  to  Baltimore,  to  go  on  the  said 
trip  pud  make  the  experiment,  provided  by  their  said  con- 
tract, to  ascertain  the  saving  caused  by  the  said  machine  ; 
and  the  said  William  Gunton,  president  as  aforesaid,  di- 
rected the  officers  of  the  said  boat,  or  one  of  them,  to  take 
care  that  the  said  Cook  did  not  throw  sand  in  his  eyes  ;  and 
on  the  said  20th  day  of  August,  1844,  the  said  Cook,  one 
of  said  plaintiils,  did  in  fact  go  from  the  city  of  Washing- 
ton to  Baltimore  on  board  the  said  boat,  and  the  said  experi- 
ment was  in  fact  made,  under  the  superintendence  of  the 
officers  of  said  boat  on  behalf  of  said  defendants,  and  by  the 
said  Cook  on  behalf  of  said  plaintiffs,  and  the  whole  was, 
at  the  request  of  plaintiffs,  carefully  observed  and  noted  by 
Captain  Job  Carson,  for  many  years  mate  and  captain  of  a 
steamboat,  and  the  result  of  the  said  exx)eriment  was,  that 
the  said  machine  of  said  plaintiffs  caused  a  saving  of  fuel, 
over  and  above  the  said '  throttle  cut-off,'  of  34^^^  percent., 
and  full,  minute,  and  accurate  minutes  of  the  said  experi- 
ment, and  of  the  result  thereof,  were  taken  and  made  in 
writing  by  the  officers  of  the  said  boat,  or  one  of  them ; 
that  the  average  consumption  of  wood  on  her  said  trip  to 
Baltimore  was  cords,  and  on  her  trip  from  Baltimore 

was  cords,  and  the  average  price  of  wood,  during  the 

period  she  ran,  from  the  9th  of  November,  1844,  to  the 
bringing  of  this  suit,  was  $        ,  and,  estimating  the  saving 
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by  the  said  machine  at  one-third,  it  amounted  to  $         up 
to  the  impetration  of  the  writ  in  this  case. 

* '  The  plaintiffs  further  gave  evidence  to  show,  by  practi- 
cal and  scientific  engineers  and  builders  of  steam-engines, 
that  the  said  experiment  was  the  only  mode  by  which  the 
said  savings  could  be  ascertained  with  any  degree  of  cer- 
tainty ;  that  it  had  been  resorted  to  and  tried  by  them;  and 
one  of  them  further  proved,  that,  on  the  experiment  con- 
ducted by  him  to  test  the  difference  between  '  Sickles'  cut- 
off '  and  the  ^  throttle  cut-off,'  in  a  large  steamboat  belong- 
ing to  Baltimore,  and  having  an  engine  of  the  same  con- 
struction as  that  on  board  the  Columbia^  the  saving  of  the 
former  over  the  latter  was  42  per  cent.  ;  and  they  further 
proved  that  they  were  acquainted  with  both  of  the  said 
machines,  both  theoretically  and  practically,  and  that  no 
engineer  would  hesitate  to  say  that  '  Sickles'  cut-off '  was 
far  superior  to  the  throttle,  and  to  any  other  with  which 
they  were  acquainted. 

' '  They  further  gave  evidence  to  show  that  the  said  ma- 
chine had  been  applied  by  the  plaintiffs  to  four  other  steam- 
boats belonging  to  the  port  of  the  city  of  Washington,  and 
the  saving  of  fuel  caused  thereby  ranged  from  18  to  33  per 
cent,  on  board  the  said  boats,  respectively,  and  that  the 
saving  could  not  be  ascertained  by  the  amount  of  wood 
actually  consumed  without  knowing  and  estimating  the  con- 
dition of  the  huU,  and  engine,  and  machinery,  the  state  of 
the  weather,  the  water,  the  freight,  and  the  speed'  of  the 
boat ;  and  the  only  test  was  the  experiment  aforesaid,  or 
one  conducted  on  scientific  principles  which  would  give  a 
proximate  result. 

*^  To  introduction  of  which  said  evidence  by  practical  and 
scientific  engineers  and  others,  builders  of  steam-engines, 
tending  to  show  the  operation  of  the  said  cut-off,  and  the 
savings  resulting  therefrom  on  other  boats,  the  defendants, 
by  their  counsel,  objected,  because  the  same  was  inappli- 
cable to  the  issue  on  the  first  count  in  the  plaintiff*  s  declara- 
tion, and  that  the  same  could  not  be  offered  on  the  general 
counts,  unless  the  plaintiffs  abandoned  the  first. 
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"  Which  objection  the  court  overruled,  and  allowed  the 
said  evidence  to  go  to  the  jury ;  to  which  ruling  of  the  court 
the  defendants,  by  their  counsel,' excepted,  and  prayed  that 
this  their  bill  of  excejrtions  may  be  signed  and  sealed — 
which  is  done  this  25th  day  of  March,  1847. 

"  James  S.  Morsell.     [seal.] 
"  James  Dunlop."        [seal.] 

The  defendants  then  offered  evidence  which  is  all  incor- 
porated into  the  bill  of  exceptions ;  but  the  following  is 
that  part  upon  which  the  prayer  to  the  court  below  rested, 
involving  the  point  which  was  argued  in  this  court : 

"  The  defendants,  to  support  the  issue  on  their  part,  called 
William  Gunton,  late  president  of  the  defendants'  company, 
who,  being  first  sworn  on  his  voire  dire^  stated  that  he  had 
resigned  the  oflSce  of  president  of  said  company,  and  sold 
and  transferred  aU  the  stock  he  held  therein,  and  that  he 
was  in  no  way  interested  in  the  event  of  this  suit  between 
the  said  plaintiffs  and  the  defendants ;  and  the  said  wit- 
ness, being  sworn  in  chief,  testified  that  he  did  not,  as 
president  of  said  company,  or  otherwise,  make  with  the 
said  plaintiffs  the  contract  for  the  use  of  the  cut-off  called 
Sickles'  cut-off,  on  board  the  defendants'  steamboat  called 
the  Columbia^  as  the  same  is  set  forth  in  the  first  count  in 
the  plaintiffs'  declaration  ;  that  some  time  in  the  spring  of 
the  ye^r  1844  he  first  met  with  Truman  Cook,  one  of  the 
plaintiffs,  and  after  having  conversed  several  times  with  the 
said  Cook  on  the  subject  of  the  application  of  the  said  cut- 
off to  the  engine  on  board  the  said  boat,  the  said  Cook 
stated  that  he  was  very  desirous  to  bring  the  cut-off  to  the 
favorable  notice  of  the  oflScers  of  the  government,  with  the 
view  of  introducing  the  same  into  use  on  board  the  national 
steamships,  and  other  steam-vessels  sailing  on  the  waters  of 
the  river  Potomac  and  the  Chesapeake  Bay ;  that  he,  as 
president  of  the  defendants'  company,  agreed  with  the  said 
Cook  that  he  might  place,  at  his  own  expense,  the  said  cut- 
off on  the  engine  of  the  said  boat,  and  that  if,  on  trial  of 
the  same  on  board  the  said  boat,  the  said  cut-off  should  be 
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approved  of,  and  the  defendants  should  wish  to  purchase 
the  same,  the  terms  of  such  purchase  should  be  afterward 
determined  on  between  the  said  parties  ;  but  if  the  said  cut- 
off should  not  be  approved  of,  or  the  terms  proposed  by 
said  Cook  for  the  use  of  the  same  by  the  said  defendants  on 
their  said  boat  should  be  such  that  the  said  defendants 
could  not  accede  thereto,  the  said  Cook  was  to  take  the  said 
cut-off  from  the  said  boat  at  his  own  expense,  and  restore 
the  engine  on  the  said  boat  to  the  same  condition  in  which 
it  was  before  the  application  of  the  said  cut-off  thereto ; 
that  the  said  cut-off  was  placed  on  the  said  engine  pursu- 
ant to  such  last-mentioned  agreement,  and  not  in  pursuance 
of  any  such  agreement  as  is  mentioned  in  the  first  count  of 
the  plaintiffs'  declaration  ;  that  afterward,  and  when  the 
witness,  still  being  president  of  defendants'  said  company, 
had  had  an  opportunity  to  form  some  idea  of  the  value  of 
the  said  cut-off,  he  conversed  with  said  Cook  respecting  the 
terms  on  which  the  same  might  be  purchased  for  the  use  of 
the  defendants  on  board  the  said  boat,  and  the  said  Cook 
informed  the  said  witness  that  the  defendants  should  have 
the  use  of  the  said  machine  on  as  favorable  tenns  as  the 
same  had  been  disposed  of  to  the  owners  of  the  steamboat 
Augusta^  or  any  other  steamboat,  but  did  not  then,  or  at 
any  other  time,  inform  the  witness  at  what  price  the  same 
had  been  sold  to  the  said  steamboat  Augusta^  or  any  other 
steamboat,  or  make  any  such  definite  proposition  for  the 
sale  of  the  said  machine  to  the  defendants  as  would  enable 
him  to  lay  the  same  before  the  board  of  directors  of  the  said 
company  for  their  approval ;  and  that  the  defendants  have 
at  no  time  refused  the  said  Cook  or  the  plaintiffs  permis- 
sion to  remove  the  same  from  the  engine  on  board  the 
said  boat,  and  restore  the  said  engine  to  its  former  con- 
dition." 

The  prayer  to  the  Circuit  Court,  founded  on  this  evidence, 
was  as  follows : 

*  *  Whereupon  the  defendants,  by  their  counsel,  prayed 
the  court  to  instruct  the  jury,  that  if  the  jury  believed,  from 
the  evidence,  that  the  defendants  agreed  with  the  plaintiffs 
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that  they,  the  said  plaintiffs,  might,  at  their  own  expense, 
place  the  cut-off  called  Sickles'  cut-off  on  the  engine  of  the 
defendants'  boat  called  the  Columbia,  that  they,  the  said 
plaintiffs,  might  exhibit  the  qualities  and  usefulness  of  the 
said  machine  to  the  public,  and  thereby  facilitate  the  intro- 
duction of  the  same  into  use  on  board  the  national  steam- 
ships, and  other  steam-vessels  sailing  on  the  waters  of  the 
Potomac  River  and  the  Chesapeake  Bay  ;  and  that  if,  on 
the  trial  of  the  same  on  board  the  Columbia,  the  said  cut- 
off should  be  approved  of,  and  the  defendants  should  wish 
to  purchase  the  same,  the  terms  of  said  purchase  should  be 
afterward  determined  on  between  the  said  parties  ;  but  if 
the  said  cut-off  should  not  be  approved  of,  or  the  terms 
proposed  by  the  plaintiffs  to  the  defendants,  for  the  use 
thereof,  should  be  such  that  the  said  defendants  could  not 
accede  thereto,  the  said  plaintiffs  were  to  take  the  said  cut- 
off from  the  said  boat  at  their  own  expense,  and  reinstate 
the  boat  and  her  engine  in  the  same  condition  in  which  she 
was  before  the  application  of  the  said  cut-off  tliereto  ;  and 
that  the  said  cut-off  was  placed  on  the  said  boat  pursuant 
to  said  agreement  and  i)ermis8ion  as  aforesaid,  and  not  pur- 
suant to  any  such  contract  as  is  set  out  in  the  first  count  in 
the  plaintiffs'  declaration  ;  and  that  the  said  plaintiffs  have 
made  no  definite  proposition  to  the  said  defendants  for  the 
sale  and  use  of  the  said  cut  off,  and  have  not  been  refused 
permission  by  the  defendants  to  remove  the  same  from  their 
said  boat,  then  the  plaintiffs  are  not  entitled  to  recover  in 
this  action,  although  the  jury  should  believe  from  the  evi- 
dence that  the  said  machine  was  approved  of,  and  has  been 
used  by,  the  said  defendants  ;  which  instruction  the  court 
refused  to  give,  there  being  only  two  judges  on  the  bench, 
and  they  being  divided  in  opinion  on  said  instruction  ;  to 
which  refusal  the  defendants,  by  their  counsel,  excepted, 
and  prayed  the  court  that  this  their  bill  of  exceptions  may 
be  signed  and  sealed — which  is  done  this  25th  day  of  May, 
1847. 

"  James  S.  Morsell,     [seal.] 
"  James  Dunlop."        [seal.] 
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Among  the  evidence  brought  forward  by  the  defendants, 
were  the  two  following  letters,  which  are  inserted  here  be- 
cause they  are  remarked  upon  by  the  court  in  the  decision 
of  the  remaining  exception  : 

W,  OurUon  to  Sickles  dk  Cook. 

"  As  I  am,  week  after  week,  annoyed  by  warrants,  under 
a  pretended  contract,  never  entered  into  by  me,  respecting 
the  cut-oflf  placed  under  your  direction  on  the  steamer 
Columbia,  and  as  I  have  repeatedly  explained  in  writing, 
both  to  Messrs.  T.  W.  and  R.  C.  Smith,  of  Alexandria,  and 
Mr.  A.  T.  Smith,  of  this  city,  your  agent  or  attorney,  what 
the  understanding  between  Mr.  Cook  and  myself  was  in 
relation  to  the  subject,  and  have  expressed  my  willingness 
to  comply  therewith,  I  hereby  give  you  notice,  that  unless 
you,  within  ten  days  from  this  date,  remove  the  aforesaid 
cut-oflf  from  the  Columbia,  and  replace,  agreeably  to  that 
understanding,  her  machinery  in  the  same  condition  in 
which  it  was  immediately  before  the  cut-oflf  was  applied 
thereto,  I  shall  promptly  thereafter  cause  the  work  to  be 
done  at  your  exi)ense,  and  hold  you  liable  for  the  same, 
in  addition  to  the  amount  of  expense  incurred  and  loss 
sustained,  by  reason  of  the  detentions  of  the  Columbia, 
mentioned  in  my  letters  to  your  agent,  Mr.  A.  T.  Smith, 
before  alluded  to. 

'*  W.  GuNTON,  President. 

"  Washington  City,  14th  April,  1841. 
"  Messrs.  Sickles  &  Cook." 

Beplp  to  the  above. 

"  Dr.  William  Gunton,  President : 

^'  We  have  received  your  note  of  the  14th  instant,  and 
hasten  to  reply  to  it,  to  avoid  any  future  misapprehension 
on  your  part  of  the  positions  we  respectively  hold.  You 
have  chosen  to  make  terms  entirely  diflferent  from  those 
under  which  we  contracted  with  you  ;  have  refused  to  exe- 
cute your  contract  with  us  ;  have  driven  us  to  the  necessity 
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of  a  suit ;  and  we  are  now  resolved  to  bring  the  matter  to 
an  issue. 

"  You  complain  that  you  are  annoyed  by  warrants.  It 
is  your  own  fault.  You  say  you  have  repeatedly  [stated] 
to  Messrs.  T.  W.  and  R.  C.  Smith,  of  Alexandria,  and  Mr. 
A.  T.  Smith,  of  this  city,  what  the  understanding  between 
Mr.  Cook  and  yourself  was  in  relation  to  this  subject,  and 
have  expressed  yourself  willing  to  comply  therewith.  We 
have,  as  often  as  occasion  and  opportunity  offered,  stated 
to  you,  in  the  plainest  terms,  that  your  representations  thus 
made  were  not  the  terms  of  our  contract,  and  have  as 
clearly  and  distinctly  stated  to  you  what  that  contract  was. 
We  now  repeat  it.  We  undertook  to  put  Sickles'  cut-off 
on  the  engine  of  the  steamer  Columbia,  and  offered  to  re- 
ceive $1,000  for  the  right  to  use  it.  You,  seeming  to  doubt 
the  importance  of  the  invention,  declined  that  offer ;  and 
we  then  offered  to  put  the  cut-off  on,  taking  as  a  compensa- 
tion for  its  use  the  value  of  three-fourths  of  the  fuel  saved 
by  its  use,  deducting  from  the  first  savings  $250  for  the 
construction  of  the  machine,  the  saving  to  be  ascertained 
by  either  of  us  by  experiments  with  our  cut-off  and  the  old 
one  attached  to  the  engine  of  the  Colurnhia,  and  you  were 
to  continue  the  use  of  our  cut-off,  provided  we  made  it  work 
well,  so  long  as  the  boat  continued  to  belong  to  your  com- 
pany. These  terms  you  accepted  in  the  most  unequivocal 
manner.  We  employed  the  Messrs.  Smith  to  construct  the 
machine.  This  was  all  they  had  to  do  with  it.  They  did 
make  it,  and  it  was  applied,  and  has  operated  successfully. 
Persons  were  directed  on  board  the  boat  to  make  accurate 
observations  of  the  saving.  It  was  found  to  be  far  greater 
than  you  had  any  idea  of.  We  asked  for  compensation, 
and  you  denied  the  contract.  Your  own  acts  have  com- 
pelled us  to  bring  suit ;  and,  in  order  to  bring  the  matter 
to  a  close  after  that  suit  was  brought,  we  took  out  a  war- 
rant against  your  company,  so  that  either  party  might,  by 
appeal,  bring  the  question  at  once  before  the  court  for  judi- 
cial decision.  These  are  resisted  on  technical  grounds,  and 
now  you  give  us  notice  to  remove  the  cut-off.    However 
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much  we  might  be  disposed  to  avoid  litigation,  and  to  ter- 
minate aU  controversy  by  an  amicable  adjustment,  the 
jcourse  you  have  taken  has  determined  us,  and  we  now  give 
you  notice  that  we  will  not  only  not  interfere  with  the  cut- 
off on  board  the  Columbia^  and  hereby  protest  against  your 
interfering  with  it,  but  we  will  every  week  bring  an  action 
to  recover  the  amount  of  saving  coming  to  us  on  the  terms 
of  our  contract  with  you.  Until  we  can  get  a  judicial  de- 
cision in  the  matter,  you  must  choose  for  yourself. 

"  Sickles  &  Cook. 
Washington^  15th  April,  1846." 


a 


The  remaining  prayer  to  the  Circuit  Court  was  as  follows  : 
*'  The  defendants,  by  their  counsel,  further  prayed  the 
court  to  instruct  the  jury,  that  if  the  jury  believed,  from 
the  evidence,  that  the  contract  set  out  in  the  first  count  of 
the  declaration,  and  alleged  to  have  been  made  by  the 
plaintiffs  and  William  Gunton,  the  president  of  the  defend- 
ants' said  company,  was  never  authorized  by  a  board  or 
quorum  of  the  directors  of  said  company,  as  provided  by 
their  charter  of  incorporation,  and  was  never  sanctioned  or 
approved  of  by  said  board  or  quorum  of  the  said  directors, 
and  that  the  said  William  Gunton,  in  making  such  contract 
with  the  plaintiffs,  if  the  jury  believe  the  same  to  have  been 
made  by  him,  did  not  act  within  the  scope  of  his  authority 
as  such  president,  then  the  said  contract  is  void  as  respecte 
the  said  defendants,  and  the  said  plaintiffs  are  not  entitled 
to  recover  under  the  said  first  count  in  their  declaration  ; 
which  instruction  the  court  refused,  but  granted  the  same 
with  the  following  modification  :  But  if,  from  the  evidence, 
the  jury  shall  find  that  William  Gunton,  the  president  of 
the  defendants'  company,  and  acting  as  their  general  agent, 
made  with  the  plaintiffs  the  contract  set  out  in  the  first 
count  of  the  said  declaration,  and  that  the  plaintiffs,  under 
the  said  contract,  put  the  said  machine  on  the  defendants' 
boat,  and  the  same  was  used  by  the  defendants  at  the  time 
and  times  mentioned  in  the  said  count,  and  that  the  same 
was  beneficial  to  the  defendants,  then  the  plaintiffs  are  en- 
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titled  to  recover  on  the  said  first  count,  notwithstanding  the 
jury  shall  find  that  the  terms  of  the  said  contract  were  not 
communicated  to  the  defendants,  and  the  said  William 
Gunton  reported  to  the  said  defendants  a  different  contract ; 
to  which  refusal  of  the  said  instruction,  and  modification 
thereof,  the  defendants,  by  their  counsel,  excepted,  and 
prayed  that  this  their  bill  of  exceptions  may  be  signed  and 
sealed— which  is  done  this  26th  day  of  May,  1847. 

"  James  S.  Morsell.     [seal.] 
'*  James  Dunlop."        [seal.]    . 

The  jury  found  a  verdict  for  the  plaintiflfs,  and  assessed 
the  damages  at  $1,800,  with  interest  from  the  9th  of  Novem- 
ber, 1846.  A  writ  of  error  brought  these  several  rulings  of 
the  Circuit  Court  before  this  court  for  revision. 

It  was  argued  by  Mr.  Lawrence^  for  the  plaintiflfs  in 
error,  and  by  Mr.  Lee  and  Mr.  Bradley^  for  the  defendants 
in  error. 

The  argument  on  behalf  of  the  plaintiflfs  in  error,  with 
respect  to  the  admissibility  of  the  evidence,  was  as  follows  : 

1st-  The  same  was  inapplicable  to  the  issue  on  the  first 
count  in  the  plaintiffs'  declaration. 

2d.  That  the  same  could  not  be  oflfered  on  the  general 
count,  unless  the  plaintiflfs  abandoned  the  first. 

The  plaintiflfs  in  error  insist  that  the  court  erred  in  al- 
lowing the  evidence  objected  to  by  them  to  go  to  the  jury — 

1st.  Because  it  was  in  no  way  applicable  to  the  issue  on 
the  special  count  in  the  plaintiflfs'  declaration.  It  did  not 
tend  to  prove  any  one  of  the  allegations  contained  in  that 
count,  and  was  therefore  irrelevant  and  collateral. 

The  plaintiflfs  allege  that  a  special  mode  of  testing  the 
value  of  their  machine,  in  contrast  with  that  previously 
used  on  board  the  defendants'  boat,  was  agreed  upon  by  the 
I)arties,  and  constituted  part  of  their  contract ;  the  experi- 
ment was,  as  they  allege,  to  be  made  on  board  the  Colum- 
Ma.  It  was  therefore  wholly  immaterial  to  the  point  in 
issue  on  the  first  or  special  count,  what  had  been  the  result 
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of  experiments  made  on  board  steamboats  in  Baltimore  or 
Washington.  The  defendants  had  no  notice  of  such  experi- 
ments, were  not  present  at  them,  and  ought  not  be  affected 
by  them. 

Neither  was  it  proper  to  give  in  evidence  the  opinion  of 
engineers  or  steamboat  builders,  however  weU  informed  as 
to  the  relative  value  of  the  two  machines,  particularly  as 
the  plaintiffs  allege  a  special  mode  of  ascertaining  the  differ- 
ence in  value  had  been  agreed  on  by  the  parties  in  their  al- 
leged contract. 

It  is  a  familiar  rule  of  evidence,  that  it  must  correspond 
with  the  allegations  in  the  pleadings  of  the  party  who 
offers  it.     1  Greenleaf  on  Evidence,  sees.  51  and  62. 

This  rule  excludes  all  evidence  of  collateral  facts.  The 
admission  of  evidence  of  that  character  tends  to  divert  the 
minds  of  the  jury,  to  excite  prejudice,  and  mislead  them  ; 
the  adverse  party  is  taken  by  surprise,  and  cannot  be  pre- 
pared to  rebut  it. 

Thus,  where  the  issue  between  a  landlord  and  his  tenant 
was  whether  rent  was  payable  quarterly  or  half-yearly,  evi- 
dence of  the  mode  in  which  other  tenants  of  the  same  land- 
lord paid  their  rent  was  held  by  Lord  Kenyon  inadmissible. 
Peake's  Cases,  96. 

So  the  opinions  of  engineers,  and  the  results  of  exi)eri- 
ments  on  other  boats,  ought  not  to  have  been  allowed. 

2dly.  This  evidence  was  not  admissible  under  the  quan- 
turn  meruit  count. 

Where  there  is  an  express  contract,  and  a  stipulated  mode 
of  compensation,  the  party  rendering  the  services  cannot 
waive  the  contract,  and  resort  to  an  action  on  a  quanUvm, 
meruit^  or  an  implied  assumpsit.  Champlin  7>.  Butler,  18 
Johns.  169. 

Where  the  special  agreement  subsists  in  f uU  force,  the 
plaintiff  cannot  recover  under  the  common  counts,  but  the 
remedy  is  on  the  contract.  Buller's  N.  P.  139  ;  Raymond 
^.  Beamard,  12  Johns.  274  ;  Jennings  xi.  Camp,  13  Johns. 
94 ;  Clarke  v.  Smith,  14  Johns.  320 ;  Wood  t).  Edwards,  19 
Johns.  206  ;  Perkins  t).  Hart's  Executor,  11  Wheat.  237. 
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In  the  case  before  the  court,  the  contract  was  subsisting 
and  continuing  '^  it  was  to  last  as  long  as  the  defendants 
should  continue  to  employ  the  boat  Columbia,  if  the  patent 
for  the  machine  continued  so  long.  The  plaintiffs  had  de- 
clared upon  it  as  a  subsisting  contract.  The  quaidum  . 
meruit  count  was  for  the  same  subject-matter  as  the  special 
contract. 

In  the  case  of  Cooke  n,  Munstone,  1  Bos.  &  Pull.  N.  R. 
854,  the  declaration  contained  a  count  on  a  special  contract, 
and  a  count  for  money  had  and  received  to  the  use  of  the 
plaintiff ;  the  plaintiff  failed  to  prove  the  contract  laid,  but 
proved  another  variant  from  it ;  he  claimed  to  recover  on 
his  common  counts ;  the  court  decided  that  the  plaintiff 
could  not  proceed  on  the  common  counts.  The  court  said : 
"  The  cases  in  which  the  plaintiff  had  been  allowed  to  pro- 
ceed on  these  counts  are  those  in  which  the  special  contract 
is  put  altogether  out  of  the  case.  It  would  be  very  strange 
to  allow  the  plaintiffs  to  recover  on  the  general  indebitatus 
assumpsit,  and  still  leave  him  to  his  right  to  recover  for 
non-performance  of  his  special  conti-act.  It  is  said  he  has 
a  right  to  proceed  at  the  same  time  on  the  special  and  on 
the  general  count ;  but  the  cases  only  warrant  a  permission 
to  resort  to  the  latter  when  the  former  has  failed  altogether. 
In  this  case,  if  we  were  to  allow  the  plaintiff  to  go  into  the 
evidence  he  offered,  it  would  amount  to  saying  that  there 
was  no  evidence  of  a  subsisting  special  agreement,  when  in 
truth  there  was  such  evidence." 

In  Clarke  tj.  Smith,  14  Johns.  326,  the  declaration  con- 
tained a  count  on  a  special  agreement,  and  the  common  * 
counts  relative  to  the  same  subject-matter.  The  plaintiff,  ^ 
at  the  trial,  proceeded  to  give  evidence  under  the  common 
counts  ;  the  witness,  on  cross-examination,  said  there  was 
a  written  contract  between  the  parties,  under  which  the 
work  was  done  ;  objection  was  then  made  to  the  plaintiff's 
giving  evidence  under  the  common  counts,  which  was  over- 
ruled by  the  court. 

On  api)eal,  this  was  held  to  be  error,  and  it  was  decided, 
that  whenever  the  special  contract  is  still  subsisting,  and 
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no  act  done  or  omitted  by  the  one  party  which  would 
authorize  the  other  to  consider  the  contract  rescinded,  the 
remedy  must  be  on  the  special  contract,  which  principle 
will  be  found  to  run  through  all  the  cases. 

AVhile  the  contract  is  still  subsisting,  part  performance 
will  not  entitle  the  plaintiff  to  resort  to  the  common  counts 
to  recover  the  value  of  that  which  he  has  done  in  part  ful- 
filment of  the  contract. 

If  the  plaintiffs  could  not  resort  to  the  common  count, 
they  ought  not  to  have  been  allowed,  the  defendants  object- 
ing, to  give  evidence  applicable  only  to  that  count.  There 
was  conflicting  testimony  respecting  the  value  of  the  ma- 
chine, and  the  minds  of  the  jury  must  have  been  affected 
by  the  testimony  thus  improperly  offered. 

With  respect  to  the  exception  founded  on  the  refusal  of 
the  court  to  grant  the  first  prayer  made  by  the  defendants 
below,  the  error  alleged  was  this  : 

If  the  plaintiffs  acted  under  a  special  agreement  with  the 
defendants  in  putting  the  said  machine  on  the  defendants' 
boat,  and  there  was  any  failure  on  the  part  of  the  defend- 
ants to  comply  therewith  in  any  respect,  the  proper  and 
only  remedy  for  the  plaintiffs  was  by  action  on  that  special 
agreement. 

Whether  the  agreement  was  such  as  the  plaintiffs  pre- 
tended, or  such  as  the  defendants  pretended,  while  such 
agreement  was  subsisting,  there  could  be  no  remedy  for  the 
plaintiffs  on  the  common  counts. 

If  the  agreement  was  such  as  the  plaintiffs  have  set  out  in 
the  first  count  in  their  declaration,  and  the  jury  believe  the 
evidence  introduced  to  prove  the  same  by  the  plaintiffs, 
then  they  were  entitled  to  recover  on  that  count. 

But  if  the  jury  gave  greater  credence  and  weight  to  the 
evidence  offered  by  the  defendants  to  sustain  the  issue  on 
their  part,  and  believe  the  contract  to  be  proved  to  be  such 
as  the  defendants  set  up,  then  the  plaintiffs  were  not  entitled 
to  recover — 

1st.  Because  of  their  failure  to  prove  the  contract  set  out 
by  them. 
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2d.  Because  a  different  contract  was  proved  by  the  de- 
fendants, of  which  there  was  no  breach  on  their  part  al- 
leged or  proved,  and  which  was  stiU  subsisting. 

It  is  clear,  from  the  terms  of  the  agreement,  as  shown  by 
the  defendants'  evidence,  that  the  machine  was  not  put  on 
the  defendants'  boat  to  be  used  by  them  under  a  contract 
of  purchase,  nor  was  the  use  thereof  to  be  paid  for  by  the 
defendants.  It  was  put  on  board  by  permission  of  the  de- 
fendants at  the  request  of  the  plaintiffs,  and  for  their  ad- 
vantage. The  plaintiffs  were  at  liberty  to  remove  it  at  their 
pleasure.  If  the  defendants  should  wish  to  acquire  the 
right  to  use  it  permanently,  it  was  to  be  made  the  subject 
of  a  future  agreement. 

If  the  jury  believed  this,  and  certainly  the  defendants' 
evidence  tended  to  prove  it,  and  no  subsequent  contract  was 
alleged  or  proved,  and  no  offer  by  the  plaintiffs  to  remove 
the  machine  from  the  boat,  and  refusal  by  the  defendants 
to  allow  it,  either  alleged  or  proved,  then  the  plaintiffs 
made  out  no  case  against  the  defendants  ;  and,  when  asked 
by  the  defendants,  it  was  the  duty  of  the  court  so  to  tell 
the  jury,  and  their  refusal  was  an  error. 

The  court  seemed  to  have  been  of  opinion,  that  notwith- 
standing the  jury  might  believe,  from  the  evidence,  that 
the  defendant  did  not  contract  with  the  plaintiffs,  either 
for  the  purchase  or  use  of  the  machine,  and  that  the  same 
was  put  on  board  the  plaintifrs'  boat  for  their  own  benefit 
and  advantage  with  the  public,  yet,  as  the  same  had  been 
used  by  the  defendants,  and  they  had  derived  benefit  there- 
from, they  ought  to  pay  for  it ;  and  if  they  refused  to  do 
so,  the  plaintiffs  had  a  right  to  recover  for  such  use. 

Respecting  the  last  prayer,  the  plaintiffs  in  error  contend 
that  the  court  erred  in  refusing  the  instruction  as  originally 
asked  for,  and  in  giving  the  same  with  said  modification. 

In  the  third  section  of  defendants'  said  charter,  it  is  pro- 
vided that  the  affairs  of  the  company  shall  be  conducted  by 
four  directors  and  a  president ;  that  two  directors  and  the 
president  shall  form  a  quorum  for  transacting  all  the  busi- 
ness of  the  company. 


•«• 
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In  the  fifth  section,  it  is  provided  that  the  president  and 
directors  shall  have  full  power  to  use,  employ,  and  dispose 
of  the  funds  and  property  of  the  company  for  the  interest 
and  benefit  of  the  stockholders,  and  agreeably  to  the  objects 
of  the  said  act  of  incorporation. 

The  president  of  the  company  has,  as  such,  no  power  to 
bind  the  company  by  contract ;  he  may  be  authorized  to 
act  as  the  special  agent  of  the  company  in  some  particular 
case,  or  generally  in  the  performance  of  some  prescribed 
duties.  His  power  as  agent  of  the  company  cannot  be 
without  scope  or  limit.  An  act  of  the  board  authoriz- 
ing the  president  to  act  as  universal  agerd^  with  un- 
limited authority  to  act  for  aad  disi)ose  of  the  property 
of  the  company,  would  be  a  violation  of  the  charter,  and 
void. 

If  it  be  assumed  that  Mr.  Gunton  made  with  the  plaintiffs 
the  contract  set  out  in  the  declaration,  he  acted,  in  doing 
so,  as  the  president  or  agent  of  the  company,  and  within 
some  supposed  limits.  If  the  act  done  was  within  the  scope 
of  his  authority,  the  company  was  bound  by  it.  If,  how- 
ever, the  act  done  was  not  within  the  scope  of  his  author- 
ity, then  the  company  was  not  bound  by  it. 

It  is  not  contended  that  third  peraons  are  to  be  affected 
by  the  private  restrictions  which  a  principal  may  impose 
on  his  agent.  It  is  conceded,  that  whenever  the  act  is 
within  the  scope  of  the  agent's  authority,  the  principal  is 
bound.     Story  on  the  Law  of  Agency,  sec.  127. 

In  the  instruction  which  the  court  refused,  they  were 
asked  to  say  to  the  jury,  that  if  they  believed,  from  the 
evidence,  that  Mr.  Gunton,  in  making  the  said  contract,  did 
not  act  within  the  sooi)e  of  his  authority  as  such  president, 
and  that  the  said  contract  was  never  authorized  or  sanc- 
tioned by  the  board  of  directors,  then  the  same  was  void  as 
respects  the  defendants. 

In  refusing  this  instruction,  the  court  left  the  jury  to  un- 
derstand that  the  contract  was  binding  on  the  defendants^ 
notwithstanding  it  was  not  within  the  scope  of  Mr.  Gun- 
ton's  authority  as  president,  and  so  agent  of  the  company, 
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to  make  it ;  and  the  same  had  never  been  authorized  or 
sanctioned  by  the  board  of  directors. 

This  ruling  on  the  part  of  the  court,  as  the  subsequent 
modification  shows,  had  its  basis  in  an  opinion  held  by 
them,  that  the  defendants,  having  had  the  use  of  the  ma- 
chine, if  they  were  benefited  thereby,  were,  at  all  events, 
bound  to  pay  for  it. 

The  subsequent  granting  of  this  instruction,  with  the 
modification  attached  to  it  by  the  court,  magnified  the  error 
of  their  first  refusal. 

The  plain  and  fair  construction  of  the  whole  is  this  :  That 
if  the  jury  believe  Mr.  Gunton,  in  making  said  contract, 
acted  beyond  the  scoi>e  of  his  authority  as  president  of  the 
company,  and  that  the  contract  was  never  authorized  or 
sanctioned  by  the  board  of  directors,  the  contract  was  void  ; 
yet,  if  he,  being  the  president  of  the  defendants'  company, 
and  acting  as  their  general  agent,  did  make  the  said  con- 
tract, even  if  he  did  exceed  his  authority,  and  the  plaintiffs, 
under  said  contract,  put  their  machine  on  the  defendants' 
boat,  and  it  was  used  by  the  defendants,  and  was  beneficial 
to  them,  then  the  plaintiffs  are  entitled  to  recover  under 
the  special  count  in  the  declaration  ;  that  is,  they  are  en- 
titled to  recover  for  the  beneficial  use  on  the  first  or  si)ecial 
count  in  the  declaration. 

One  of  the  terms  of  the  contract,  as  set  out  in  the  declara- 
tion, is  that  the  whole  of  the  value  of  the  savings  which 
should  be  effected  by  the  plaintiffs'  machine  over  the  old 
throttle  cut-off,  should  be  applied  to  pay  for  the  cost  of  the 
machine,  &c.,  and  after  that  three-fourths  of  the  savings 
thus  effected  should  be  paid  to  the  plaintiff,  and  the 
amount  was  to  be  ascertained  in  a  certain  way. 

The  instructions  given  by  the  court  to  the  jury  do  not 
limit  the  right  of  the  plaintiffs  to  recover  according  to  the 
terms  of  their  allefged  agreement,  but  they  affirm  their  right 
to  i^ecover,  if  the  jury  believed  the  machine  was  used,  and 
was  beneficial  to  the  plaintiffs.  The  court  say  they  may 
recover  for  the  beneficial  use,  and  that  under  the  special 
contract.     The  jury  are  not  told  that  the  beneficial  use  of 
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the  plaintiffs'  machine  must,  in  their  judgment,  exceed  that 
of  the  old  throttle  cut-off.  It  is  sufficient,  in  the  judgment 
of  the  court,  that  the  defendants  had  used  the  machine,  and 
that  that  use  was  beneficial,  to  authorize  the  plaintiffs  to 
recover  to  the  extent  of  the  value  of  such  use. 

If  the  ruling  of  the  court  had  been,  that  if  the  jury  be- 
lieved that  Mr,  Gunton,  in  making  the  contract,  exceeded 
his  authority,  and  therefore  that  the  contract  was  void  as 
•against  the  defendants,  in  the  absence  of  any  contract  bind- 
ing the  defendants,  the  plaintiffs  might  recover  under  the 
common  count,  if  they  believed  the  defendants  used  the 
plaintiffs'  machine,  and  it  was  beneficial  to  them,  there 
would  have  been  no  error  in  their  instruction  ;  but  such  is 
not  the  ruling  of  the  court.  They  say,  that  if  the  machine 
was  put  on  the  boat  under  the  special  contract,  and  was  used 
by  the  defendants  and  proved  beneficial,  the  plaintiffs  may 
recx)ver  the  value  of  such  use  on  the  count  on  that  contract. 

The  following  authorities  were  relied  on :  Bank  of 
Columbia  v,  Patterson's  Administrator,  7  Cranch,  306 ; 
Head  and  Amory  v.  Providence  Insurance  Co.,  2  Cranch, 
127 ;  Fleckner  v.  Bank  of  United  States,  8  Wheat.  338 ; 
Bank  of  United  States  v.  Dandridge,  12  Wheat.  64. 

The  counsel  for  the  defendants  in  error,  with  respect  to 
the  admissibility  of  the  evidence,  conceded  that  the  evidence 
was  not  admissible  under  the  first  count  in  the  declaration, 
and  that  it  was  not  offered  as  applicable  to  that  count,  but 
contended  that  it  was  clearly  admissible  under  the  second 
count.  The  propriety  of  joining  a  count  on  the  special 
agreement  with  a  common  count  cannot  be  doubted.  It  is 
the  usual  and  proi)er  course.  Arch.  Civ.  PI.  174. 
Where  there  is  a  special  agreement,  the  rules  are— 
1st.  So  long  as  the  contract  is  executory,  to  declare 
specially  ;  when  executed,  and  the  payment  is  to  be  in 
money,  the  general  counts  may  be  used.  Streeter  v.  Hor- 
lock,  1  Bing.  34,  37 ;  Study  v.  Sanders,  5  Bam.  &  Cres. 
628 ;  Tuttle  v.  Mayo,  7  Johns.  132 ;  Kobertson  v.  Lynch, 
18  Johns.  451. 
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2d.  Where  the  contract  has  been  partly  performed,  and 
has  been  abandoned  by  mutual  consent,  or  rescinded  by 
some  act  of  defendant,  plaintiff  may  use  the  common 
counts.     Kobson  t?.  Godfrey,  1  Stark.  275. 

3d.  Where  work  has  been  done  under  a  special  agreement, 
but  not  in  the  time  or  manner  stipulated,  has  been  accepted 
by  and  is  beneficial  to  defendants,  the  common  counts  may 
be  resorted  to.  Keek's  Case,  Bull.  N.  P.  139  ;  Bum  v.  Mil- 
ler, 4  Taunt.  745  ;  Streeter  v.  Horlock,  1  Bing.  34 ;  Jewell 
•c.  Schroeppel,  4  Cow.  564  ;  Taft  v.  Montague,  14  Mass.  282. 

These  are  general  principles  now  universally  admitted. 

But  it  is  supposed  the  plaintiffs  were  bound  to  waive  or 
abandon  their  first  count  before  they  could  resort  to  the 
common  count.     Is  this  so  ? 

It  was  contested,  and  they  had  a  right  to  give  evidence  as 
to  both.  They  were  both  good  counts.  It  was  competent 
for  them  to  have  the  verdict  entered  on  whichever  count 
they  pleased,  or  the  court  might  have  instructed  the  jury 
at  the  instance  of  either  party.  If  the  contract  had  been 
admitted,  the  case  would  have  been  different.  Here  the 
whole  matter  was  in  pais^  and  the  court  was  right  in  ad- 
mitting the  evidence. 

As  to  the  first  prayer. 

The  rules  already  presented  furnish  a  conclusive  answer 
to  this.  If  the  machine  was  placed  on  the  boat  under  the 
agreement  assumed  by  this  prayer,  it  is  still  quite  clear  the 
plaintiffs  were  entitled  to  compensation  for  the  time  it  was 
used  by  the  defendants,  if  it  was  beneficial  to  them,  although 
they  should  not  have  agreed  on  the  terms. 

It  proceeds  on  the  hypothesis  that  the  plaintiffs  would 
place  the  machine  on  the  boat  at  their  own  expense,  and  for 
their  own  benefit ;  and  if,  on  trial,  it  should  be  approved  of 
by  the  defendants,  and  they  should  desire  to  purchase  it, 
the  terms  of  such  purchase  should  be  afterward  determined 
on  between  the  parties  ;  but  if  it  should  not  be  approved, 
or  the  terms  proposed  by  said  Cook  for  the  use  of  the  same 
should  be  such  that  defendants  could  not  accede  thereto, 
plaintiffs  should  remove  it  at  their  own  expense,  and  re- 
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place  the  boat  in  as  good  condition  as  before.  This  is,  how- 
ever, but  a  partial  statement  of  the  evidence.  It  was  ap- 
'  proved  of.  The  defendants  conferred  with  Cook  about  the 
,  price,  and  he  said  they  should  have  the  use  of  the  machine 
on  as  favorable  terms  as  the  same  had  been  disposed  of  to 
the  AugtLsta^  or  any  other  steamboat ;  but  he  did  not  state 
what  those  terms  were. 

The  Augusta  was  a  boat  running  in  the  same  waters  ;  the 
Osceola  was  another.  The  means  of  ascertaining  the  price 
were  within  the  reach  of  defendants.  The  defendants  un- 
derstood  this  to  be  a  distinct  and  binding  offer.  They  did 
not  reject  it ;  but  continued  to  use  the  machine  after  these 
terms  were  proposed. 

It  was  a  contract  of  sale  or  use.  The  plaintiffs  had  done 
their  part,  executed  the  contract,  and  the  payment  was  to 
be  made  in  money.  They  might  resort  to  the  common 
count.  See  cases  under  the  first  rule  above.  They  gave 
evidence  to  show  the  terms  on  which  the  Osceola  had  it. 
This  was  the  measure  of  the  sum  which  they  could  recover 
on  the  common  count.  It  was  competent  for  defendants 
to  have  proved  that  the  terms  with  the  Augusta  were  more- 
favorable,  if  they  had  chosen  to  do  so.  But  the  court  was 
asked  to  say  they  could  not  recover  at  all  in  this  action, 
rejecting  the  second  count  altogether. 

As  to  the  fourth  exception. 

The  instruction  assumes  that  the  defendants'  president 
must  have  been  authorized  by  a  board  or  quorum  of  the 
directors,  or  his  act  sanctioned  and  approved  by  such  board 
or  quonim,  to  make  it  binding  on  the  company. 

It  admits  the  making  of  the  contract.  It  was  a  contract 
eminently  beneficial  to  the  company,  saving  more  than  one- 
third  of  the  fuel.  It  was  made  by  the  general  agent  of  the 
company  in  the  ordinary  discharge  of  his  duties.  They 
were  bound  to  know  its  terms.  If  they  chose  to  avail  them- 
selves of  the  benefits  without  inquiring  into  those  terms, 
or  if  they  believed,  from  the  report  of  their  said  agent,  that 
he  had  made  a  different  contract,  they  are  stiU  bound  by  the 
contract  which  he  did  make.     Bank  of  Columbia  v.  Patter- 


Dec,  1850.]  STEAM  PACKET  CO.  v.  SICKLES.  181 

Opinion  of  the  court. 

son's  Adm.,  7  Cranch,  299  ;  Mechanics'  Bank  v.  Bank  of 
Columbia,  5  Wheat.  326  ;'  Fleckner  v.  Bank  of  United  States, 
8  Wheat.  338 ;  Bank  of  United  States  v.  Dandridge,  12 
Wheat.  64  ;  Bank  of  Metropolis  v.  Guttschlick,  14  Pet.  27. 

fi 
Mr.  Justice  Grier  delivered  the  opinion  of  the  court. 

Sickles  and  Cook,  plaintiffs  below,  filed  their  declaration 
in  assumpsit,  containing  two  counts. 

The  first  sets  forth  a  parol  contract  made  with  William 
Gunton,  president  of  the  steamboat  company  and  general 
agent  thereof,  in  which  it  was  agreed  that  the  plaintiffs 
should  construct  and  place  on  board  the  steamboat  Colum- 
bia a  certain  machine,  invented  by  Sickles,  called  a  "  cut- 
off," at  their  own  cost ;  that  the  machine  should  be  tried, 
and  if  it  was  found  to  produce  any  saving  of  fuel,  that  the 
cost  of  putting  it  in  operation,  not  exceeding  two  hundred 
and  fifty  dollars,  should  be  first  paid  out  of  the  savings  of 
fuel  effected  by  the  machine  ;  that  the  machine  should  be 
used  by  the  defendants  during  the  continuance  of  the  pat- 
ent, if  the  boat  should  last  so  long  ;  and  after  paying  for 
its  erection,  the  savings  caused  thereby  in  the  consumption 
of  fuel  should  be  divided  between  the  plaintiffs  and  defend- 
ants, in  the  proportion  of  one-fourth  to  defendants  and 
three-fourths  to  plaintiffs.  The  mode  of  ascertaining  the 
amount  of  saving  is  specially  set  forth  ;  and  the  plaintiffs 
aver  that  they  erected  their  cut-off  on  said  steamboat,  at 
the  cost  of  $242,  on  the  9th  of  November,  1844,  and  that  it 
was  afterward  ascertained,  in  the  mode  agreed  upon,  that 
the  saving  of  fuel  caused  by  using  plaintiffs'  cut-off  ex- 
ceeded that  of  the  "throttle  cut-off,"  before  used  by  de- 
fendants, by  34H*  per  cent.  ;  and  that  the  amount  saved 
over  and  above  the  price  of  erection  when  this  suit  was 
brought  was  $2,500.  For  the  amount  of  the  $242,  and 
three-fourths  of  the  latter  sum,  this  suit  is  brought. 

There  is  a  second  count,  for  putting  the  machine  on  the 
boat  at  request  of  defendants,  with  a  quantwm  meruit. 

On  the  trial  of  the  cause  below,  evidence  was  given  tend- 
ing to  prove  the  special  contract  as  laid  in  the  first  count, 
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and  that  the  experiment  to  test  the  value  had  been  made  in 
the  manner  agreed  upon,  with  the  result  as  stated  in  the 
declaration.  The  plaintiffs  then  offered  to  show  exi)eri- 
ments  made  by  practical  engineers  on  other  boats,  and  the 
result  thereof,  with  the  opinion  of  the  said  engineers  as  to 
the  value  of  their  cut-off.  This  endence  was  objected  to, 
and  its  admission  is  the  subject  of  the  first  bill  of  excep- 
tions, sealed  at  request  of  defendants. 

The  objection  to  this  evidence  is,  that  the  mode  of  ascer- 
taining the  value  of  plaintiffs'  cut-off  is  si)ecially  stated  in 
the  declaration,  and  no  other  could  be  resorted  to.  But  we 
think  that,  even  if  there  were  no  other  count  in  the  declara- 
tion than  that  on  the  special  contract,  this  objection  cannot 
be  sustained.  The  plaintiffs  had  given  in  evidence  the  ex- 
periment made  in  pursuance  of  their  alleged  agreement,  and 
as  this  testimony  tended  only  to  corroborate  it,  and  not  to 
contradict  it,  or  enlarge  the  claim  of  the  plaintiffs  beyond 
that  ascertained  by  the  experiment  made  by  the  parties,  it 
cannot  be  said  to  be  irrelevant  or  incompetent — at  most,  it 
could  only  be  said  to  be  superfluous.  But  assuming  that 
it  was  irrelevant  on  the  first  count,  it  is  clearly  not  so  as  re- 
gards the  common  count  on  a  quantum  Tneruit.  The  plain- 
tiffs had  an  undoubted  right  to  give  evidence  which  might 
enable  them  to  recover  on  the  latter  count,  in  case  the  de- 
fendants should  succeed  in  establishing  their  plea  of  non 
assumpsit  as  to  the  first.  In  this  view  of  the  case,  the 
competency  and  relevancy  of  the  testimony  cannot  be 
doubted. 

To  support  the  issue  on  their  part,  the  defendants  then 
called  William  Gunton,  the  late  president  of  the  company, 
who  wholly  denied  that  he  made  such  a  contract  as  that  de- 
clared on  by  plaintiffs,  and  stated  that  plaintiffs  expressed 
to  him  a  desire  to  bring  their  **  cut-off"  to  the  favorable 
notice  of  the  government,  with  a  view  of  introducing  it  on 
board  the  national  steamships  ;  that  he  gave  them  leave  to 
erect  their  machine  on  the  boat  at  their  own  expense,  and 
agreed  that  if,  on  trial,  the  machine  should  be  approved  by 
the  defendants,  they  would  purchase  it,  on  terms  to  be  after- 
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ward  agreed  upon ;  but  if  not  approved,  or  the  terms  of 
purchase  offered  by  plaintiffs  should  be  such  as  defendants 
would  not  accept,  then  plaintiffs  should  have  leave  to  take 
off  their  machine  at  their  own  expense ;  that  afterward, 
when  the  plaintiffs'  terms  were  asked,  they  said  defendants 
should  have  the  machine  on  the  same  terms  as  the  steam- 
boat Augusta^  and  other  boats,  but  would  not  then,  or  at 
any  other  time,  state  definitely  what  those  terms  were,  or 
what  price  the  Augusta  had  given,  or  the  plaintiffs  would 
be  willing  to  take,  so  that  it  could  be  laid  before  the  com- 
pany for  their  approval ;  that  defendants  had  never  refused 
permission  to  plaintiffs  to  take  away  the  machine  from  the 
boat,  if  they  so  desired  to  do.  Certain  letters  were  also 
given  in  evidence,  the  contents  of  which  it  is  not  necessary 
to  state,  in  order  to  understand  the  instructions  given  to  the 
jury,  which  are  now  the  subject  of  exception. 

Four  several  bills  of  exception  have  been  taken  to  the  re- 
fusal of  the  court  to  give  four  items  of  instruction  of  the 
jury.  Two  of  these  only  are  relied  on  here.  The  first  may 
be  briefiy  stated  thus  :  That  if  the  jury  believed  the  testi- 
mony of  William  Gunton,  and  that  the  contract  between 
the  parties  was  such  as  he  stated,  defendants  were  entitled 
to  a  verdict.  This  instruction  was  refused  by  a  divided 
court. 

•We  are  of  opinion  that  the  defendants  were  clearly  enti- 
tled to  have  this  instruction  given  to  the  jury,  as  the  testi- 
mony, if  believed  by  them,  fully  supported  the  defendants' 
plea,  and  showed  that  the  plaintiffs  were  not  entitled  to  re- 
cover on  either  count  in  their  declaration.  They  could  not 
recover  on  the  first  count,  for  this  testimony  showed  that 
there  was  no  such  contract  between  the  parties  as  that  set 
forth  in  it ;  nor  on  the  count  on  a  quantum  meruit  for  the 
use  of  the  machine,  for  that  would  be  a  repudiation  of  the 
contract  as  proved.  If .  the  plaintiffs  put  their  machine  on 
board  of  defendants'  boat  for  the  purpose  of  experiment, 
on  an  agreement  that  defendants  should  pay  for  it  if,  on 
trial,  they  approved  it,  and  were  willing  to  give  the  price 
asked,  otherwise  the  plaintiffs  should  have  leave  to  take  it 
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away,  it  certainly  needs  no  argument  to  show  that,  without 
stating  their  terms,  or  offering  to  fulfil  their  contract  by  a 
sale*  of  the  machine,  the  plaintiffs  cannot  repudiate  it  and 
sue  for  the  use  of  the  machine.  This  would  be  a  palpable 
fraud  on  the  defendants. 

The  only  other  exception  urged  to  the  charge  of  the  court 
below  is  in  the  answer  given  by  the  court  to  the  fourth  in- 
struction prayed,  which  is  as  follows  : 

"  If,  from  the  evidence,  the  jury  shaU  find  that  William 
Gunton,  the  president  of  the  defendants'  company,  and 
acting  as  their  general  agent,  made  with  the  plaintiffs  the 
contract  set  out  in  the  first  count  of  the  said  declaration, 
and  that  the  plaintiffs,  under  the  said  contract,  put  the  said 
machine  on  the  defendants'  boat,  and  the  same  was  used  by 
the  defendants  at  the  time  and  times  mentioned  in  the  said 
count,  and  that  the  same  was  beneficial  to  the  defendants, 
then  the  plaintiffs  are  entitled  to  recover  on  the  said  first 
count,  notwithstanding  the  jury  shall  find  that  the  terms  of 
the  said  contract  were  not  communicated  to  the  def  endant-s, 
and  the  said  William  Gunton  reported  to  the  said  defend- 
ants a  different  contract." 

We  find  no  fault  with  this  instruction,  so  far  as  it  states 
the  liability  of  defendants  for  the  acts  of  Gunton  as  their 
general  agent,  whether  he  reported  his  agreement  to  the 
defendants  or  not.  If  he  was  their  general  agent,  and  had 
power  to  make  such  contract,  his  failure  to  communicate  it 
to  his  principals  cannot  affect  the  case.  But  we  are  of 
opinion  that  the  court  erred  in  stating  that  the  plaintiffs 
had  a  right  to  recover  on  their  special  count,  if  the  machine 
was  useful  to  the  defendants,  without  regarding  the  stipu- 
lations of  said  contract  as  laid  and  proved,  and  the  fact  that 
the  plaintiffs  had  refused  to  rescind  it,  and  had  expressed 
their  determination  to  adhere  to  it  and  "  to  bring  an  action 
every  week  to  recover  the  amount  of  saving  on  the  terms  of 
the  contract." 

If  the  plaintiffs  had  complied  with  the  request  of  the  pres- 
ident of  the  company,  in  a  letter  addressed  to  them  on  the 
14th  of  April,  1841,  after  the  dispute  about  the  nature  of 
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the  contract  had  arisen,  and  taken  their  cut-off  from  the 
boat,  and  thus  put  an  end  to  the  contract,  the  instructions 
given  by  the  court  would  have  been  undoubtedly  correct. 
But  as  the  record  shows  that  the  plaintiffs  have  refused  to 
annul  the  contract,  a  very  important  question  arises — 
whether  this  action,  and  five  hundred  others  which  the 
plaintiffs  have  expressed  their  determination  to  continue  to 
institute,  can  be  supported  on  this  one  contract.  By  the 
contract  as  prov^  and  declared  on,  the  defendants,  after 
the  machine  has  been  erected  on  their  boat,  are  to  continue 
to  use  it  "  during  the  continuance  of  the  patent,"  if  the 
boat  should  last  so  long.  The  compensation  to  be  paid  by 
the  defendants  is  to  be  measured  by  the  amount  of  saving 
of  fuel  which  the  machine  shall  effect.  The  mode  of  ascer- 
taining this  saving  is  pointed  out,  and  the  ratio  in  which  it 
is  to  be  divided.  The  first  $250  saved  are  aU  to  go  to  the 
plaintiffs,  and  three-fourths  of  all  the  balance.  But  the 
contract  is  whoUy  silent  as  to  the  time  when  any  account 
shaU  be  rendered  or  payments  made.  The  defendants  have 
not  agreed  to  pay  by  the  trip,  or  settle  their  account  every 
day,  or  week,  or  year,  or  at  the  end  of  27i  weeks,  the  time 
for  which  this  suit  is  instituted.  The  agreement  on  the  part 
of  the  plaintiffs  is,  that  the  defendants  shall  use  their  ma- 
chine for  a  certain  time,  in  consideration  of  which  defend- 
ants are  to  pay  a  certain  sum  of  money.  It  is  true,  the 
exact  sum  is  not  stated  ;  but  the  mode  of  rendering  it  cer- 
tain is  f uUy  set  forth.  It  is  one  entire  contract,  which  can- 
not be  divided  into  a  thousand,  as  the  plaintiffs  imagine. 
If  the  defendants  had  agreed  to  pay  by  instalments  at  the 
end  of  every  week,  or  twenty-seven  weeks,  doubtless  the 
plaintiffs  could  have  sustained  an  action  for  the  breach  of 
each  promise,  as  the  breaches  successively  occurred.  But 
it  is  a  well-settled  principle  of  law,  that  "  unless  there  be 
some  express  stipulation  to  the  contrary,  whenever  an  en- 
tire sum  is  to  be  paid  for  the  entire  work,  the  performance 
or  service  is  a  condition  precedent ;  being  one  consideration 
and  one  debt,  it  cannot  be  divided. ' '  It  was  error,  there- 
fore, to  instruct  the  jury  that  the  plaintiffs  were  entitled  to 
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recover  on  the  first  count,  if  their  machine  was  used  by  the 
defendants,  and  was  beneficial  to  them,  without  regard  to 
the  fact  of  the  rescission,  or  continuance,  or  fulfilment  of 
the  contract  on  the  part  of  the  plaintiffs. 

Whether,  if  there  had  been  a  count  in  the  declaration  for 
the  $242,  and  the  jury  had  beUered  that  the  defendants  had 
agreed  to  pay  it  as  soon  as  it  was  earned,  the  plaintiffs 
might  not  recover  to  that  amount,  or  whether  such  a  con- 
struction could  be  put  on  the  contract  as  proved,  are  ques- 
tions not  before  us,  and  on  which  we  therefore  give  no 
opinion. 

The  judgment  of  the  Circuit  Court  must  therefore  be  re- 
versed. 

Order.  This  cause  came  on  to  be  heard  on  the  transcript 
of  the  record  from  the  Circuit  Court  of  the  United  States 
for  the  District  of  Columbia,  holden  in  and  for  the  county 
of  Washington,  and  was  argued  by  counsel ;  on  considera- 
tion whereof,  it  is  now  here  ordered  and  adjudged  by  this 
court,  that  the  judgment  of  the  said  Circuit  Court  in  this 
cause  be,  and  the  same  is  hereby,  reversed  with  costs,  and 
that  this  cause  be,  and  the  same  is  hereby,  remanded  to  the 
said  Circuit  Court,  with  directions  to  award  a  venire  facias 
de  now. 

Patent  in  suit: 

No.  4199.  Sickles,  F.  E.  September  19,  1846.  Steam 
Engine.  Reissue  No.  910.  February  21,  1860.  Re- 
issue No.  1113.  January  1,  1861.  Reissue  No.  1260. 
January  21,  1862. 

Other  Suits  on  Same  Patent  : 

Siekels  v.  Borden,  1856.     3  Blatch.  635. 
Sickels  V.  Borden,  1857.     4  Blatch.  14. 
Siekels  V.  Mitchell,  1857.     3  Blatch.  548. 
Sickels  V.  Tileston,  1857.    4  Blatch.  109. 


Dec.,  1850.]  STEAM  PACKET  CO.  v.  SICKLES.  187 

Notes  and  Citations. 

Sickels  V.  Falls  Co.,  1861.     4  Blatch.  508  ;  2  Fish.  202. 
Sickles  V.  Evans,  1863.     2  Cliflf.  203  ;  2  Fish.  417. 
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Syllabus. 


CHARLES  J.   GAYLER  AND  LEONARD  BROWN,  PLAHf- 
TIFFS  IN  ERROR,  v.  BENJAMIN  G.  WILDER. 

10  How.  477—509,    Dec,  1850. 

[Bk.  13,  L.  ed.  504 ;  1  Whit.  576 ;  Fish.  Pat.  Rep.  497.] 
Same  case,  10  How.  509  [p.236,pM^]. 

Assignment  prior  to  issue.     License.     Prior  Jcnoioledge  and  wse. 

Lost  arts. 

1.  The  inventor  of  a  new  and  useful  improvement  has  no  exclusive 

right  to  it  until  he  obtains  a  patent,  but  is  vested  by  law 
with  an  inchoate  right  thereto,  which  he  may  perfect  and 
make  absolute  by  proceeding  according  to  law  (p.  208). 

2.  When  a  party  has  acquired  an  inchoate  right  to  a  patent,  and 

the  power  to  make  that  right  perfect  and  absolute  at  his  pleas- 
ure, the  assignment  of  his  whole  interest,  executed  before  the 
patent  issued,  was  held  to  inure  to  the  benefit  of  his  assignees 
within  the  provisions  of  Act  1836,  §  11,  as  if  executed  after 
its  issue  (p.  209). 

3.  Assignment  of  an  entire  interest  or  of  an  undivided  part  under 

Act  1836,  §  11,  considered  (p.  210). 

4.  An  exclusive  territorial  assignee  under  Act  1836,  §  14,  may 
.     bring  suit  for  infringement  in  his  own  name.     Anything  short 

of  this  is  a  license  upon  which  patentee  alone  can  maintain  an 
action  (p.  210). 

5.  An  agreement  granting  an  exclusive  right  to  make  and  vend  a 

safe  within  a  limited  territory,  grantee  to  pay  monthly  for 
weight  sold,  but  grantor  reserving  right  to  manufacture  and 
sell  within  the  territory  specified,  and  to  pay  grantee  for  weight 
sold,  construed  to  be  a  license  and  not  an  assignment  of  an  un- 
divided interest  in  the  whole  patent,  and  licensee  cannot  sue 
(p.  211). 

6.  If  the  inventor  of  a  prior  invention  has  not  made  his  discovery 

public,  but  has  used  it  simply  for  his  own  private  purpose,  and 
it  has  been  finally  forgotten  and  abandoned,  it  is  not  the  prior 
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knowledge  or  use  of  the  invention  or  discDvery  by  oth3r3,  Act 
1836,  §  6,  which  will  defeat  a  patent  for  the  same  thing  of  a 
subseqaent  inventor  (p.  211). 

7.  The  prior  knowledge  and  usfe  of  an  invention  required  to  defeat 

a  subsequent  patent  for  the  same  thing  under  Act  1836,  §  6,  is 
a  knowledge  and  use  existing  in  a  manner  accessible  to  the 
public  (p.  212). 

8.  Lost  arts  fall  within  the  same  rule  (p.  214). 

[Citations  in  the  opinion  of  the  Court :] 

(1)  Herbert  v.  Adams,  4  Mason,  15,  p.  200. 

(2)  Blanchard  v.  Eldridge,  Wall  Jr.,  837,  p.  211. 
(8)  Donaldson  o.  Becket,  p.  222. 

(4)  Miller  v,  Taylor,  4  Burrow,  2805,  p.  222. 

This  was  a  writ  of  error  to  the  Circuit  Court  of  the 
United  States  for  the  Southern  District  of  New  York. 

The  defendant  in  error,  who  was  plaintiff  in  the  court 
below,  brought  an  action  against  Gayler  and  Brown,  the 
plaintiffs  in  eiTor,  for  an  alleged  infringement  of  a  patent- 
right  for  the  use  of  plaster  of  Paris  in  the  construction  of 
iire-proof  chests. 

In  the  declaration,  it  was  averred  that  one  Daniel  Fita- 
gerald  was  the  original  and  first  inventor  of  a  new  and  use- 
ful impjx)vement  in  fire-proof  chests  or  safes,  and  that  let- 
ters patent  were  granted  him  therefor,  bearing  date  the  1st 
day  of  June,  1843.  The  patent  was  in  the  usual  form,  and 
was  set  out  in  the  declaration,  the  specification  annexed  to 
which  was  as  follows  : 

"  To  all  whom  it  may  concern :  Be  it  known,  that  I, 
Daniel  Fitzgerald,  of  the  city,  county,  and  State  of  New 
York,  and  a  citizen  of  the  United  States,  have  discovered 
and  made  an  improvement,  new  and  useful,  in  the  construc- 
tion of  iron  chests  or  safes,  intended  to  resist  the  action  of 
fire,  and  for  the  safe-keeping  and  preserving  books  and  pa- 
pers, and  other  valuables,  from  destruction  by  fire,  which 
I  call  a  Salamander  safe  or  chest. 

"The  following  is  a  full  and  exact  description  of  the  safe 
or  chest,  with  my  improvement  combined  therewith  : 
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**  I  make  two  iron  chests,  in  the  common  and  ordinary 
way  of  making  iron  chests,  which  is  well  known  to  those 
engaged  in  this  branch  of  business,  one  smaller  than  the 
other,  which,  when  the  safe  is  put  together,  forms  the  inner 
chest,  or  inner  part  of  the  safe.  The  other  chest  is  made 
about  three  inches  larger  than  the  inner  one,  and  so  ar, 
when  put  together,  it  will  form  the  outer  part  or  crust  of 
the  safe,  and  leave  a  space  between  the  inner  and  outei* 
chests  of  the  safe  of  about  three  inches,  which  space  may 
vary  a  little,  more  or  less,  when  the  chests  are  put  together, 
but  should  be  the  same  all  round  and  in  every  direction. 
The  inner  and  outer  doors,  where  two  doors  are  used,  are 
prepared  in  the  same  way,  leaving  a  space,  as  above,  be- 
tween the  inner  and  outer  crust  of  each  door,  which  space 
is  left  for  a  like  purpose  with  that  left  between  the  inner 
and  outer  chest  of  the  safe.  Where  one  door  is  used,  it 
should  be  made  in  the  same  manner,  leaving  a  like  space 
between  the  inner  and  outer  crust  or  face  of  the  door,  and 
for  a  like  purpose,  and  should  be  fitted  to  the  chest  or  safe 
with  great  accuracy.  The  edges  and  openings  for  the  doors 
are  to  be  neatly  finished,  as  in  other  chests.  I  then  take 
plaster  of  Paris  or  gypsum,  and,  having  boiled  it  or  baked 
it  in  an  oven,  and  calcined  it,  and  reduced  it  to  a  powder, 
I  mix  it  with  water  till  it  is  about  the  consistency  of  cream 
or  thin  paste,  so  fluid  as  that  it  may  readily  be  poured  into 
'the  space  left  as  above  to  receive  it^  and  I  then  fill  all  the 
space  with  the  plaster  of  Paris,  putting  in  some  sheets  of 
mica  between  the  inner  and  outer  chest,  to  aid,  if  necessary, 
in  checking  the  progress  of  the  heat. 

''  But  where  pains  are  taken  to  have  all  the  space  left  for 
the  purpose  properly  filled  with  the  plaster  of  Paris,  as 
above,  so  that  when  set  it  will  expand  and  adhere  firmly  to 
the  surrounding  parts,  and  completely  fill  the  whole  space, 
and  all  the  cracks  and  joints,  the  mica  may  be  dispensed 
with,  and  every  other  substance,  and  the  plaster  may  be 
used  alone.  It  maj''  also  be  reduced  to  a  powder,  without 
being  prepared  as  above,  and  used  in  that  state  ;  but  I  have 
not  found  it  as  good. 
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The  inner  case  or  chest  may  be  made  of  wood  instead  of 
iron,  as  for  a  bookcase,  and  if  the  space  left  between  that 
and  the  outer  chest  be  filled  in  the  manner  and  with  the 
materials  above  named,  it  will  make  a  very  durable  safe, 
that  will  effectually  resist  the  fire,  as  I  have  found  by  ex- 
perience ;  but  the  safe  may  not  be  so  strong  or  durable, 
though  somewhat  cheaper. 

"  The  above  composition  or  preparation  of  gypsum  may 
be  mixed  with  several  other  articles  not  contrary  to  its  na- 
ture, with  a  view  to  increase  its  efficacy  in  resisting  the  ac- 
tion of  fire  ;  but,  from  my  experience,  I  doubt  if  they  have 
much  effect.  The  gypsum  alone,  when  properly  prepared 
and  properly  placed  in  the  space  left  to  receive  it,  and 
made  to  fill  it  completely,  is  quite  sufficient  to  resist,  for  a 
long  space  of  time,  the  most  intense  heat.  The  chemical 
properties  of  this  article  are  such,  that,  by  the  application 
of  intense  heat,  it  imparts  a  vapor  or  gas,  or  some  other 
properties,  which  effectually  stay  the  progress  of  the  tire, 
and  arrest  the  influence  and  effects  of  the  heat.  This  I 
have  ascertained  by  various  experiments ;  and  I  believe  I 
am  the  first  man  that  discovered  the  utility  and  devised  the^ 
method  of  applying  gypsum,  or  plaster  of  Paris,  to  increase 
the  safety  of  an  iron  chest.  I  am  not  aware  that  this  arti- 
cle was  ever  used  for  the  purposes  above  set  forth,  until  I 
used  it  in  the  manner  above  described. 

"  I  therefore  claim,  as  my  discovery  and  invention  and 
iniprovement,  the  application  and  use  of  ^plaster  of  Paris, 
or  gypsum,  in  its  raw  state,  or  prepared  as  above,  either 
alone  or  with  mica,  in  the  construction  of  aU  iron  chests  or 
safes,  in  the  manner  above  described,  or  in  any  other  man- 
•  ner  substantially  the  same. 

^^  Daniel  Fitzgerald. 

'^  Witnesses :  G.  H.  Patterson,  Beverley  E.  Hen- 
son,  Jr.'^ 

It  was  also  averred  in  the  declaration,  that  before  the 
date  of  said  letters  patent,  to  wit,  on  the  7th  day  of  April, 
1839,  the  said  Daniel  Fitzgerald  made  an  assignment,  which 
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was  duly  recorded  in  the  Patent  OflBce  of  the  United  States, 
on  the  1st  day  of  June,  1839,  ajs  follows  : 

"  Whereas  I,  Daniel  Fitzgerald,  of  the  city,  county,  and 
State  of  New  York,  have  invented  certain  improvements  in 
safes^  which  invention  I  call  the  *  Salamander  safe,'  for 
which  I  am  about  to  make  application  for  letters  patent  of 
the  United  States ;  and  whereas  K  Wilder,  of  New  York 
aforesaid,  has  agreed  to  purchase  from  me  all  right  and 
title  and  interest  which  I  have,  or  may  have,  in  and  to  the 
said  invention,  in  consequence  of  the  grant  of  letters  patent 
therefor,  and  has  paid  to  me,  the  said  Fitzgerald,  the  sum 
of  five  thousand  dollars,  the  receipt  whereof  is  hereby 
acknowledged : 

"  Now,  this  indenture  witnesseth,  that,  for  and  in  con- 
sideration  of  the  ^aid  sum  to  me  paid,  I  have  assigned  and 
transferred  to  E.  Wilder  aforesaid  the  full  and  exclusive 
right  to  all  the  improvements  made  by  me,  as  fully  set 
forth  and  described  in  the  specification  which  I  have  pre- 
pared and  executed  preparatory  to  obtaining  letters  patent 
therefor.  And  I  hereby  authorize  and  request  the  Com- 
missioner of  Patents  to  issue  the  said  letters  patent  to  the 
said  E.  Wilder  and  his  legal  representatives. 

'^  In  testimony  whereof ,  I  have  hereunto  set  my  hand  and 
:affixed  my  seal,  this  11th  day  of  April,  1839. 

^'  Daniel  Fitzgerald,  [seal.] 

•*'  Witnesses  :  Owek  G.  Warren,  Charles  H.  Foster." 

The  declaration  then  proceeded  as  follows  : 

*'  And  the  said  plaintiff  further  saith,  that  the  said  Enos 
Wilder,  in  his  lifetime,  after  the  making  of  the  said  assign- 
ment by  the  said  Daniel  Fitzgerald  to  the  said  Enos  Wilder 
as  aforementioned,  and  before  the  committing  of  the  sev- 
eral grievances  hereinafter  mentioned,  to  wit,  on  the  Ist 
day  of  September,  in  the  year  of  our  Lord  1843,  and  within 
the  Southern  District  of  New  York  aforesaid,  did  execute 
a  certain  instrument  or  agreement  to  the  said  plaintiif, 
whereby  the  said  Enos  Wilder,  in  consideration  of  the 
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agreement  made  with  the  said  plaintiff,  and  of  one  dollar 
to  him,  the  said  Enos  Wilder,  in  hand  paid  by  the  said 
plaintiff,  bargained,  sold,  conveyed,  and  assigned  to  the 
said  plaintiff  all  the  right,  title,  and  interest  of  him,  the 
said  Enos  Wilder,  in  and  unto  the  patent  granted  to  the 
said  Daniel  Fits^erald  lor  an  improvement  in  fire-proof 
safes  and  chests,  by  the  use  of  prepared  gypsum,  dated 
June  1,  1843  ;  and  of  which  patent  he,  the  said  Enos  Wil- 
der, was  the  sole  owner  and  assignee,  as  will  appear  by  the 
records  of  the  Patent  OflSce  ;  and  which  i)atent  he,  the  said 
Enos  Wilder,  had  good  right  to  sell  and  convey  to  the  said 
plaintiff,  to  be  by  him,  the  said  plaintiff,  held  as  his  own 
property,  free  from  all  claims  from  the  said  Enos  Wilder, 
or  any  one  claiming  under  him,  the  said  Enos  Wilder,  as 
by  the  said  instrument  or  agreement,  sealed  with  the  seal  of 
the  said  Enos  Wilder,  ready  in  court  to  be  produced,  will, 
reference  thereunto  being  had,  fully  and  at  large  appear." 

This  last-mentioned  instrument  was  averred  to  have  been 
recorded  in  the  Patent  Office  of  the  United  States  on  the 
10th  day  of  October,  1843. 

It  was  then  averred,  that,  by  virtue  of  the  last-mentioned 
instrument,  plaintiff  became,  and  ever  since  hath  been,  sole 
owner  of  said  improvement,  &c.,  yet,  the  defendants  well 
knowing,  &c. 

The  defendants  pleaded  the  general  issue,  and  gave  notice 
that  they  would  offer  evidence  that  Daniel  Fitzgerald  was  not 
the  first  and  original  inventor  of  the  improvement  patented. 

The  bill  of  exceptions  was  as  follows  : 

Benjamin  G.  Wilder  v,  Charles  J.  Gayleb  and  Leon- 
ard Brown. 

Be  it  remembered,  that,  on  the  trial  of  the  aforesaid  is- 
sue, the  plaintiff,  to  maintain  the  same,  after  having  read 
said  patent  in  evidence  as  set  forth  in  the  declaration,  read 
the  following  conveyance  and  agreement,  which  was  duly 
recorded,  and  a  copy  of  which  was,  at  the  date  of  said  pat- 
ent, indorsed  on  the  same,  viz.  : 
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[Here  was  inserted  the  conveyance  from  Fitzgerald  to 
Enos  Wilder  of  the  11th  of  April,  1839,  already  set  out  in 
full  in  the  declaration.] 

And  thereupon  the  defendants  insisted  that  said  instru- 
ment did  not  convey  the  legal  title  of  said  patent  to  the 
said  Enos  Wilder,  and  that,  upon  such  conveyance,  he 
could  not  have  brought  a  suit  on  the  same  ;  but  said  court 
decided  that  said  instrument  operated  to  convey  the  interest 
in  said  patent  to  said  Enos  Wilder,  so  that  during  his  life 
he  could  have  maintained  an  action  at  law  on  the  same — ^to 
which  opinion  of  said  court  the  counsel  for  the  defendants 
then  and  there  excepted. 

Mrsf  Exception. — And  the  plaintiff  then  read  the  con- 
veyance from  said  Enos  Wilder  to  him,  as  stated  in  his  said 
declaration,  which  he  insisted  made  out  a  right  in  him  to 
sustain  his  aforesaid  action  ;  but  the  defendants,  to  show 
that,  after  the  date  of  the  conveyance  to  the  plaintiff,  and 
before  he  commenced  this  action,  he  made,  executed,  and 
delivered  to  Silas  C.  Herring,  Esq.,  the  following  agreement 
and  conveyance,  namely : 

''  Benjamin  G.  Wilder  agrees  with  Silas  C.  Herring  to 
grant  to  him  the  sole  and  exclusive  right  to  make  the  safe 
called  the  Salamander  safe,  according  to  the  terms  and  upon 
the  plan  pointed  out  and  described  in  the  patent  and  speci- 
fication of  Daniel  Fitzgerald,  which  patent  is  dated  June  1, 
1843,  and  was  assigned  to  Enos  Wilder,  and  by  him  to  Ben- 
jamin G.  Wilder,  who  now  owns  the  same  ;  and  this  license 
is  to  be  for  the  city,  county,  and  State  of  New  York  ;  and 
said  Herring  is  to  have  and  enjoy  the  full  and  exclusive 
right  to  make  and  vend  said  safes  in  the  city,  county,  and 
State  of  New  York,  and  nowhere  else  ;  the  said  Herring  is 
to  have  the  same  for  the  residue  of  the  unexpired  term  of 
said  patent,  with  all  the  improvements  which  may  be  made 
in  the  manufacture  of  said  safes  which  said  B.  G.  Wilder 
may  have  a  right  to  use  during  said  term  ;  and  said  Herring 
agrees  that  said  Wilder  may  use  all  the  improvements  which 
he  may  make,  or  have  a  right  to  use,  during  said  term.     In 
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consideration  whereof,  said  Herring  agrees  with  said  Ben- 
jamin  G.  Wilder  to  pay  to  him,  for  the  use  of  the  right 
aforesaid,  one  cent  a  i)ound  for  each  and  every  i)ound  said, 
safes  may  weigh  when  finished  and  sold,  which  sum  is  to  be 
paid  monthly  so  long  as  said  patent  remains  in  full  force, 
and  until  the  same  has  been  set  aside  by  the  highest  court 
of  the  United  States  to  which  the  same  may  be  carried  ;  but 
said  Herring  agrees  to  pay  the  one  cent  a  pound  for  the 
space  of  two  years,  at  all  events,  and  whether  said  patent 
shall  be  declared  good  or  not.  If  sustained,  then  said  Her- 
ring is  to  pay  as  aforesaid  for  the  full  term  as  aforesaid. 
All  the  safes  so  made  and  sold  by  said  Herring  are  to  have 
said  Wilder' s  patent  marked  thereon,  the  same  as  hereto- 
fore, in  a  plate  or  cast  in  letters,  *  Wilder' s  patent  safe.' 
Said  Herring  agrees  to  keep  an  accurate  account  of  all  the 
safes  by  him  made,  or  caused  to  be  made,  under  said  con- 
tract and  patent,  with  the  weight  of  each  when  sold,  and 
the  names  of  the  i)ersons  to  whom  sold,  and  their  places  of 
abode,  and  to  render  said  account  monthly,  if  so  often 
called  on  for  it,  and  to  pay  accordingly.  Said  Herring  is 
to  manufacture  all  the  safes  he  may  sell,  or  oflfer  to  sellj 
under  and  according  to  said  patent,  with  such  improve- 
ments as  he  may  have  a  right  to  use,  and  be  marked  as 
above  with  the  words,  in  large,  legible  letters,  '  Wilder' s 
patent  safe.'  Said  Wilder  reserves  to  himself  the  right  to 
manufacture,  in  this  city  and  State  of  New  York,  or  else- 
where, safes  to  sell  out  of  this  State  and  city  ;  but  if  sold 
within  this  State  or  city,  then  said  Wilder  is  to  pay  said 
Herring  one  cent  a  pound  on  each  safe  so  made  and  sold 
within  this  city  or  State.  Said  Wilder  is  not  himself  to  set 
up  or  establish,  nor  authorize  any  one  else  to  set  up  and 
establish,  any  manufactory  or  works  for  making  Salaman- 
der safes,  or  safes  similar  to  said  Salamander  safes,  at  any 
place  within  fifty  miles  of  this  city.  Said  Herring  is  to 
make  all  safes  like  Wilder^  s,  and  not  vary  in  any  substan- 
tial part  therefrom,  with  such  improvements  as  may  be 
added. 

^'  In  presence  of  S.  P.  Staples,  witness  to  both  signatures^. 
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New  York,  January  6,  1844. 

If  said  patent  should  not  be  decided  to  be  good  till  the 
end  of  three  years,  then  for  the  time  over  the  two  years, 
till  decided  good,  said  Herring  pays  nothing.  It  is  further 
understood  and  agreed,  that  all  safes  made  by  said  Herring, 
or  in  the  making  of  which,  or  the  selling  thereof,  he  shall 
in  any  way  be  directly  or  indirectly  concerned,  consisting 
of  a  double  case  or  box,  with  the  intermediate  space  filled 
with  plaster  or  any  non-conducting  substance,  shall  be 
considered  within  this  agreement,  and  be  paid  accordingly. 

"  B.  G.  Wilder. 

"  Silas  C.  Herring. 
"  (Received  and  recorded  3()th  January,  1844.)'* 

Second  Exception, — And  thereupon  the  defendants  in- 
sisted that  the  plaintiff  had  parted  with  all  his  interest  in 
said  patent  by  virtue  of  said  agreement,  so  that  he  could 
not  sustain  his  aforesaid  action.  But  said  court  decided 
that  the  plaintiff  had  not,  in  and  by  said  agreement,  so  far 
parted  with  his  interest  in  said  patent  as  to  deprive  him  of 
the  right  to  sustain  his  aforesaid  action — ^to  which  opinion 
of  said  court  the  defendants  did  then  and  there  except. 

Third  Exception, — And  the  defendants  then  and  there 
objected,  that  the  invention  and  improvement  set  forth  and 
claimed  in  said  patent  as  the  invention  of  the  patentee,  was 
not  the  subject  of  a  patent ;  that  it  was  the  mere  applica- 
tion of  an  old,  well-known  material  to  a  new  purpose,  which 
they  insisted  could  not  be  the  subject  of  a  patent.  But  said 
court  overruled  said  objection,  and  instructed  the  jury  as 
herein  set  forth — ^to  which,  as  well  as  to  the  said  instruc- 
tions to  said  jury,  the  defendants  excepted. 

And  the  plaintiff,  to  maintain  his  aforesaid  issue,  called 
sundry  witnesses  to  prove,  and  claimed  that  he  had  proved, 
that  he  made  the  discovery  which  was  the  foundation  of 
his  invention  and  improvement  as  early  as  some  time  in  the 
year  1830 ;  that  he  made  experiments  in  various  ways,  to 
test  the  utility  of  his  discovery  and  improvement,  at  differ- 
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ent  times,  in  the  diflferent  years  from  1830  to  1836,  when  he 
applied  for  his  patent ;  and  that  he  pursued  with  due  dili- 
gence that  application  until  he  obtained  his  aforesaid  pat- 
ent ;  and  that  the  delay  which  had  arisen  in  obtaining  said 
patent  was  not  caused  by  the  fault  or  negligence  of  the 
patentee,  or  his  assignee,  Enos  Wilder,  nor  any  one  else, 
but  arose  from  the  burning  of  the  Patent  Office,  and  other 
causes  not  under  the  control  of  the  applicants  for  the 
patent ;  and  that  the  defendants  had  infringed  said  patent, 
as  set  forth  in  said  declaration. 

And  the  defendants  introduced  evidence  to  prove,  and 
claimed  that  they  had  proved,  that  said  Daniel  Fitzgerald 
was  not  the  first  and  original  inventor  of  what  he  claimed 
in  said  patent  as  his  improvement.  Among  other  witnesses, 
James  Conner  testified,  that,  between  1829  and  1832,  he 
was  engaged  in  business  as  a  stereotype  founder,  and, 
knowing  that  plaster  of  Paris  was  a  non-conductor  of  heat, 
he  constructed  a  safe  with  a  double  chest,  and  filled  the 
space  between  the  inner  and  outer  one  with  plaster  of  Paris, 
— ^the  same,  substantially,  as  testified  to  and  claimed  by 
Fitzgerald,  except  there  was  no  plaster  used  on  the  top  of 
the  safe.  It  was  made  for  his  own  private  use  in  his  estab- 
lishment, and  was  used  by  him  as  a  safe  from  the  time  it 
was  made  till  1838,  when  it  passed  into  other  hands.  It 
was  kept  in  his  counting-room  while  he  used  it,  and  known 
to  the  i)ersons  working  in  the  foundry. 

This  testimony  was  confirmed  by  his  brother,  John  Con- 
ner, except  that  he  fixes  the  time  of  constructing  the  safe 
in  the  year  1831  or  1832.  But  one  safe  was  made  by  Con- 
ner, and  since  it  passed  out  of  his  hands  he  has  used  others 
of  a  different  construction. 

The  defendants  also  claimed,  that  if  said  Daniel  Fitzger- 
ald was  the  first  and  original  inventor  of  said  improvement, 
as  he  claimed,  yet  that  he  had  made  said  iron  safes,  and 
sold  them,  under  such  circumstances  as  that  he  had  thereby 
abandoned  the  same,  and  suffered  the  same  to  go  into  pub- 
lic use  in  such  manner  as  to  lose  all  right  to  said  invention 
and  improvement,  if  any  he  ever  had. 
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And  the  court  thereupon  instructed  the  jury,  that  if  they 
found  that  Daniel  Fitzgerald,  the  patentee,  was  the  first 
and  original  inventor  of  the  said  improvement  claimed  in 
said  patent,  and  that  the  use  of  plaster  of  Paris,  in  com- 
bination with  and  in  the  construction  of  an  iron  safe,  is  new 
and  useful,  as  in  the  specification  of  said  patent  is  set  forth 
and  claimed,  then  they  would  find  that  the  patent  was  valid, 
and  protected  the  invention  and  improvement  as  claimed, 
unless  the  plaintiff,  or  those  under  whom  he  claimed,  had 
abandoned  said  improvement  to  the  public,  and  suffered 
the  same  to  go  into  public  use  before  the  application  for 
said  patent,  of  which  facts  the  jurors  were  the  judges. 

And  said  court  further  instructed  said  jury,  that  if  they 
found  that  the  use  made  by  James  Conner  of  plaster  of 
Paris  was  confined  to  a  single  iron  chest,  made  for  his  own 
private  use,  after  said  Fitzgerald's  discovery  and  experi- 
ments, then  it  was  not  in  the  way  of  Fitzgerald' s  patent, 
and  the  same  was  valid ;  but  if  the  jury  found  that  said 
James  Conner  made  his  said  safe,  as  claimed,  and  tested  it 
by  exi)eriments  before  Fitzgerald's  invention  and  improve- 
ment, and  before  he  tested  the  same,  then  said  Fitzgerald 
was  not  the  first  inventor,  as  claimed,  and  was  not  entitled 
to  said  patent. 

The  court  further  charged,  that,  independently  of  these 
considerations,  there  was  another  view  of  the  case,  as  it  re- 
spected the  Conner  safe :  that  it  was  a  question  whether 
the  use  of  it  by  him  had  been  such  as  would  prevent  an- 
other inventor  from  taking  out  a  patent .;  that  if  Conner 
had  not  made  his  discovery  public,  but  had  used  it  simply  ^ 
for  his  own  private  purpose,  and  it  had  been  finally  forgot-  ' 
ten  or  abandoned,  such  a  discovery  and  use  would  be  no 
obstacle  to  the  taking  out  of  a  patent  by  Fitzgerald,  or 
those  claiming  under  him,  if  he  be  an  original,  though  not 
the  first,  inventor  or  discoverer  of  the  improvement. 

Fourth  Exception. — And  said  court,  in  summing  up 
said  case  to  said  jury,  further  instructed  them,  that  if  they 
found  that  Daniel  Fitzgerald  was  the  first  and  original  in- 
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ventor  of  said  improvement,  as  set  forth  in  said  patent,  and 
had  not  abandoned  or  dedicated  the  same  to  the  public, 
but  had,  with  reasonable  diligence,  pursued  his  invention 
till  he  had  i)erfected  the  same,  and  used  due  diligence  in 
applying  for  and  in  pursuing  his  application  for  a  patent, 
until  he  obtained  the  same,  and  if  they  found  the  defend- 
ants had  made  and  sold  safes,  as  charged  in  the  plaintiffs 
declaration,  then  they  would  find  their  verdict  for  the 
plaintiff  for  such  actual  damages  as  they  judged  just  and 
reasonable ;  but  if  they  found  otherwise,  then  they  would 
find  for  the  defendants.  To  each  and  all  of  these  instruc- 
tions given  to  the  jury,  the  counsel  for  the  defendants  ex- 
cepted. 

And  f orasniuch  as  the  facts  aforesaid,  and  the  decisions 
of  the  court  thereon,  do  not  appear  of  record,  the  defend- 
ants pray  that  this  their  bill  of  exceptions  may  be  allowed. 

Filed  23d  February,  1848. 

S.  Nelson,  [seal.] 

The  cause  was  argued  by  Mr.  Cuyler^  for  the  plaintiffs 
in  error,  and  by  Mr.  Staples  and  Mr.  Webster ^  for  the  de- 
fendant in  error. 

Mr.  Cuyler^  for  plaintiffs  in  error. 

1.  The  second  error  assigned  is,  that  the  learned  judge 
erred  in  ruling  that  the  conveyance  of  April  11,  1839,  by 
Fitzgerald  to  Enos  Wilder,  of  the  invention  for  which  he 
was  about  to  seek  a  patent,  operated  to  convey  said  patent 
to  Enos  Wilder,  so  that  in  his  lifetime  he  could  have  main- 
tained thereon  an  action  in  his  own  name. 

This  conveyance  is  dated  April  11,  1839.  The  patent 
did  not  issue  until  1843,  and  then  it  issued  to  Fitzgerald, 
the  inventor,  and  not  to  Enos  Wilder,  the  transferee. 

It  will  be  readily  conceded  that  the  right  of  an  assignee 
to  sue  in  his  own  name  must,  if  it  exist,  be  staiutory.  But 
no  section  of  any  Patent  Law  in  force  bestows  this  right 
upon  the  assignee  of  an  improvement  about  to  be  patented, 
such  as  was  Enos  Wilder. 
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The  act  of  1793  says  every  *'  inventiorC^  shall  be  assign- 
able. The  eleventh  section  of  the  act  of  1836  provides  that 
*'  every  patent  shall  be  assignable  in  law,"  &c.  It  speaks 
of  the  "  exclusive  right  under  any  patent,"  and  of  "  the 
thing  patented."  Yet  here  there  was  no  patent.  The  as- 
signment is  of  an  improvement  intended  to  be  patented. 
The  patent  did  not  exist  until  four  years  afterward,  and 
then  it  issued  to  the  inventor,  and  not  to  the  assignee  of 
the  improvement. 

The  sixth  section  of  the  act  of  1837  provides  for  this  very 
case,  by  permitting  the  issuing  of  the  patent,  in  such  cases, 
directly  to  the  assignee  of  the  improvement.  Which  should 
have  been,  but  was  not,  done  in  this  instance. 

As  no  statute,  therefore,  creates  a  right  in  the  assignee  of 
an  unpatented  improvement  to  sue  in  his  own  name,  it  is 
submitted  that  Enos  Wilder  was  an  equitable,  but  not  a 
legal,  holder  of  the  title  to  this  patent,  and  that  the  learned 
judge  erred  in  his  ruling  on  this  point. 

2.  The  third  error  assigned  is,  "that  the  learned  judge 
erred  in  ruling  that  the  agreement  of  B.  G.  Wilder  and 
Silas  C.  Herring,  dated  January  6,  1844,  did  not  divest  the 
said  B.  G.  Wilder  of  all  his  interest  in  the  patent,  so  far  as 
the  State  of  New  York  was  concerned,  and  that  the  plain- 
tiff could  thereafter  maintain  his  action." 

By  it«  tenns,  it  expressly  divests  the  plaintiif,  for  the 
remainder  of  the  time  of  the  patent,  of  all  interest  in  said 
patent,  so  far  as  the  city,  county,  and  State  of  New  York 
are  concerned,  and  imposes  upon  the  pMntiflf  a  penalty  to 
prevent  the  exercise  of  any  rights  by  him  under  said  patent 
in  that  State. 

How,  then,  can  damage  be  alleged,  where  the  right 
said  to  be  invaded  has  no  existence?  Or,  rather,  how 
can  the  plaintiff  suffer  damage  by  the  invasion  of  a  right, 
the  whole  property  in  which  has  been  passed  by  him  to 
another  ? 

The  hardship  of  this  doctrine  will  be  more  apparent, 
when  it  is  considered,  that  if  the  plaintiff  recover,  the  de- 
fendants will  not  be  thereby  exonerated  from  liability  to 
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Herring,  the  local  assignee,  but  may  be  held  accountable 
to  him,  and  thus  be  compelled  to  pay  these  very  damages  a 
second  time  to  another  party. 

There  can  be  no  damage  without  an  injury  done  to  some 
right  possessed  by  the  plaintiff.  But  here  the  plaintiff 
jyossesses  no  right.     How,  then,  can  he  be  damaged  ? 

By  this  agreement,  the  advantages  and  profits  of  the 
patent  in  the  city  and  State  of  New  York  are  the  property 
of  Herring ;  and  yet,  if  the  plaintiff  recover  damages  in 
this  action,  he  wUl  indirectly  take  to  himself  those  profits, 
and  thus  contravene  his  own  agreement.  Herbert  «. 
Adams,  4  Mason,  15 ;  Park  v.  Little,  3  Wash.  C.  C. 
196,  197. 

3.  The  fifth  and  sixth  errors  assigned  have  relation  to  the 
instruction  given  by  the  learned  judge  with  regard  to  the 
Conner  safe. 

It  is  submitted  that,  by  the  requirements  of  the  Patent 
Law,  the  patentee  must  be  not  only  an  original  inventor, 
but  the  original  inventor,  and  that  the  patent  will  in  alH 
cases  be  defeated  by  proof  of  a  prior  invention. 

It  is  especially  urged,  that  even  if  the  doctrine  of  tho 
learned  judge,  in  his  charge,  were  correct,  it  is  inapplicable 
to  a  case  where  the  invention  had  been  for  eight  years  in 
opeiij  notorious  public  use  by  the  prior  inventor  at  his 
counting-house,  accessible  to  those  in  his  emx^loy,  and  then, 
at  the  expiration  of  eight  years,  and  stiU  before  even  an 
application  for  plaintiff's  patent  had  been  made,  had  passed 
into  the  possession  of  others. 

It  is  submitted  that  this  is  not  such  a  use  as  leaves  it  in 
any  resi)ect  "  a  question  whether  the  use  made  by  Conner 
of  the  safe  constructed  by  him  had  been  such  as  would 
pnwent  another  from  taking  out  a  patent." 

The  Patent  Law  of  1836,  sec.  6,  gives  its  privileges  to  an 
inventor  whose  invention  was  ' '  not  known  or  used  by 
others  before  his  discovery." 

It  exacts  an  oath  from  an  inventor  to  this  effect. 

This  safe,  if  Conner' s  invention  be  prior,  was  both  known 
and  used  before  ;  and  nowhere  in  the  act  can  there  be  found 
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any  quaJif  yihg  words  upon  such  knowledge  or  nse,  or  any 
reservation  of  circumstances,  under  which  prior  knowledge 
and  use  will  not,  if  proven,  defeat  a  patent. 

The  following  authorities  are  in  point,  premising  that  the 
language  of  the  Patent  Act  of  1793,  in  relation  to  the  nov- 
elty of  the  invention,  is  the  same  as  that  employed  in  the 
act  of  1836,  namely,  "  not  known  or  used  before." 

"  The  plaintiff  cannot  object  to  the  originality  or  priority 
and  use  of  another  machine,  alleged  to  have  been  similar 
to  his  own,  on  the  ground  that  it  had  gone  into  disuse,  or 
was  not  notoriously  in  use  ;  since  it  is  essential  to  his  case 
to  prove  he  was  the  original  inventor  of  the  machine  for 
which  he  has  a  patent."  Evans  v.  Hettich,  3  Wa3h. 
C.  C.  4()8. 

Under  the  sixth  section  of  the  Patent  Law,  if  the  thing 
secured  by  patent  had  been  in  use,  or  had  been  described 
in  a  public  work,  anterior  to  the  supposed  discovery,  the 
patent  is  void,  whether  the  i)atentee  had  a  knowledge  of 
this  previous  use  or  not.  Evans  v.  Eaton,  3  Wheat.  454 
[4  Am.  &  Eng.  16]. 

If  the  original  inventor  of  a  machine  abandons  the  use  of 
it,  and  does  not  take  out  a  patent  for  it,  no  other  person 
can  entitle  himself  to  a  patent  for  it.  Evans  v.  Eaton, 
1  Pet.  C.    C.  323. 

In  an  action  for  a  violation  of  a  patent  granted  by  the 
United  States  for  an  alleged  original  invention,  the  plain- 
tiff must  satisfy  the  jury  that  he  was  the  original  inventor, 
in  relation  to  every  part  of  the  world. 

Although  no  proof  was  made  that  the  patentee  knew 
that  the  discovery  had  been  made  prior  to  his,  still  he 
could  not  recover  if,  in  fact,  he  was  not  the  original  invent- 
or. Dawson  v.  Pollen,  2  Wash.  C.  C.  311 ;  Reutgen  t. 
Kanowrs,  1  Wash.  C.  C.  168 ;  Whitney  v.  Emmett,  1  Bald. 
303.     Also,  Curtis  on  Patents,  sec.  40,  note. 

The  same  construction  of  the  act  of  Congress  is  given  by 
Judge  Story,  in  Reed  v.  Cutter,  1  Story,  590. 

After  ruling  that  the  applicant  must  be  not  only  an 
original   inventor,    but   the    original  inventor,   he  says : 
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^*  And  it  is  of  no  consequence  whether  the  invention  is  ex- 
tensively known  and  used,  or  whether  the  knowledge  and 
use  thereof  is  limited  to  a  few  persons,  or  even  to  the  first 
inventor  himself,  or  is  kept  a  secret  by  him." 

And  again  :  "  The  language  of  the  Patent  Act  of  1836, 
page  357,  sec.  6,  not  known  or  used^  &c.,  does  not  require 
that  the  invention  should  be  known  or  used  by  more  than 
one  i)erson,  but  merely  indicates  that  the  use  should  be  by 
some  other  person  than  the  patentee." 

And  again :  "  The  decision  in  Dolland's  case  may  be  a 
correct  exposition  of  the  English  statute  of  monopolies, 
(21  James  I.,)  but  is  not  applicable  to  the  Patent  Law  of  the 
United  States." 

4.  But  there  is  another  view  of  the  case,  from  this  point, 
which  is  entitled  to  consideration. 

It  is  submitted  that,  measured  by  the  seventh  section  of 
the  act  of  1839,  the  construction  and  use  of  the  Conner 
safe  had  been  such  as  necessarily  and  absolutely  to  defeat 
the  plaintiffs  patent,  and  that  the  learned  judge  erred  in 
not  thus  instructing  the  jury.  (Fifth,  sixth,  and  seventh 
exceptions.) 

That  section  provides — 

"  That  every  person  or  corporation  who  has,  or  shall 
have,  purchased  or  constructed  any  newly-invented  ma- 
chine, manufacture,  or  composition  of  matter,  prior  to  the 
application  by  the  inventor  or  discoverer  for  a  patent,  shall 
be  held  to  possess  the  right  to  use,  and  vend  to  others  to 
be  used,  the  si)ecific  machine,  manufacture,  or  composition 
of  matter  so  made  or  purchased,  without  liability  therefor 
to  the  inventor,  or  to  any  other  person  interested  in  such 
invention ;  and  no  patent  shall  be  held  to  be  invalid  by 
reason  of  such  purchase,  sale,  or  use  prior  to  the  applica- 
tion for  a  patent  as  aforesaid,  except  on  proof  of  abandon- 
ment of  such  invention  to  the  public ;  or  that  such  pur- 
chase, sale,  or  prior  use  has  been  for  more  than  two  years 
prior  to  such  application  for  a  patent." 

In  this  section,  the  words  ^'newly-invented  machine, 
manufacture,  or  composition  of  matter"  have  been  decided 
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by  this  conrt  to  be  synonymous  with  **  invention  or  thing 
patented."  McClurg  v.  Kingsland,  1  Howard,  202  [4  Am. 
&  Eng.  382]. 

Now,  it  is  the  distinct  and  uncontradicted  fact,  that  in 
this  case  the  invention  or  thing  patented  had  been  ''  con- 
structed," and  w^as  in  use  by  another,  at  least  eight  years 
before  the  application  for  a  patent.  And  yet,  by  the  final 
clause  of  the  section  just  quoted,  if  there  is  proved  such 
use  ^^  two  years  prior  to  the  application  for  a  patent,"  such 
"  patent  shall  be  held  to  be  invalid." 

It  is  stated  by  one  witness,  that  between  the  years  1829 
and  1832,  and  by  another,  that  in  the  year  1831  or  1832, 
Conner  made  a  safe  constructed  precisely  as  is  the  patented 
safe  ;  that  it  was  used  as  the  safe  for  his  establishment ; 
was  kept  in  his  counting-room,  and  was  known  to  the 
persons  working  in  his  foundry ;  and  so  continued  to 
be  until  1838,  when  it  passed  from  Conner's  into  other 
hands. 

The  plaintiff  s  application  for  a  patent  bears  date  April 
11,  1839. 

It  is  submitted,  therefore,  that  this  patent  cannot  be  sus- 
tained without  flatly  contravening  the  clear  and  express 
language  of  the  seventh  section  of  the  act  of  1839,  just 
quoted. 

This  case  is  one  in  which  a  recovery  by  the  plaintiff  be- 
low cannot  be  sustained  without  imposing  great  hardships 
upon  the  defendants.  The  patent  issued  in  1843 — more 
than  four  years  after  application  for  it  was  made,  and  more 
than  thirteen  years  after  the  applicant  had  perfected  his  in- 
vention. The  very  same  invention  had  been  made  by  a 
stranger  at  least  thirteen,  and  perhaps  fourteen,  years  be- 
fore the  date  of  the  patent,  and  had  been  publicly  used  by 
him,  with  the  knowledge  of  many,  for  eight  years  before 
plaintiff's  application  for  a  patent,  and  had  then  passed 
from  him  into  the  hands  of  others. 

Such  a  use  for  two  years,-  by  the  seventh  section  of  the 
act  of  1839,  defeats  a  patent. 

Added  to  this,  it  was  in  evidence  that  the  plaintiff  no 
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longer  posssssed  the  right  for  the  invasion  of  which  this 
action  was  brought,  and  the  recovery,  if  had,  must  be  for 
an  injury  done,  not  to  him,  but  to  another,  in  whom  the 
very  same  cause  of  action  wiU  continue  to  exist. 
Hr.  Staples^  contra. 

1.  The  first  question  is,  whether  the  conveyance  from 
Fitzgerald  to  Enos  Wilder,  before  the  issuing  of  the  patent, 
conveyed  the  patent  itself  when  issued.  The  error  on  the 
other  side  is  in  considering  an  invention  as  a  sort  of  chose  in 
action.  An  invention,  however,  is  as  much  property  as  a 
horse  or  a  house,  and,  when  patented,  becomes  the  exclu- 
sive  property  of  the  patentee.  It  is  consequently  assignable 
as  well  before  as  after  the  granting  of  letters  patent.  The 
very  terms  employed  in  the  eleventh  and  fourteenth  sec- 
tions of  the  act  of  1836,  (5  Stat,  at  Large,  121,  122,)  and 
which  are  relied  on  by  the  other  side  as  showing  that  the 
patent  only  was  assignable,  show,  on  the  contrary,  that  refer- 
ence was  not  had  to  anything  in  the  nature  of  a  chose  in  ac- 
tion, but  that  the  interest  of  the  invent/or  in  the  thing  in- 
vented was  the  subject  of  assignment.  Herbert  v.  Adams, 
4  Mason,  16,  is  to  the  effect,  that  a  conveyance  of  an  inven- 
tion operates  as  a  conveyance  of  the  patent,  whether  dated 
before  or  after  the  patent.  So  also  Curtis  on  Patents,  sees. 
189,  260. 

2.  The  next  assignment  of  error  is,  that  the  court  did  not 
decide  that  the  agreement  of  the  plaintiff  with  Silas  C.  Her- 
ring did  not  divert  the  former  of  all  interest  in  the  patent, 
so  that  he  could  not  thereafter  maintain  an  action  thereon,  i 
We  say  not, — because  Wilder  did  not  give  up  all  his  inter- " 
est,  he  reserving  one  cent  a  pound  on  all  safes  made  under  ^' 
the  patent  in  the  city  and  State  of  New  York  ;  because  he 
reserved  the  right  to  manufacture  in  the  city  of  New  York 
on  the  terms  named  ;   because  the  agreement  was  a  mere 
license ;  and  because  it  is  obvious,  from  the  face  of  the 
agreement  itself,  that  Wilder  was  to  bring  suits  to  sustain 
the  patent.     Brooks  v.  Byam,  2  Story,  541.     The  latter  part 
of  the  agreement  with  Wilder  was  equivalent  to  this,  viz.  : 
Wilder  sells  to  Herring  the  right  to  manufacture  and  vend 
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safes  within  the  city,  county,  and  State  of  New  York  ;  but 
he  reserves  to  himself  the  right  to  make  in  the  city  safes  to 
be  sold  out  of  the  city.  He  also  reserves  the  right  to  make 
safes  to  be  sold  within  the  city,  upon  payment  to  Herring 
of  one  cent  per  pound.  This  shows  that  Wilder  had  not  sold 
his  entire  right,  and  could  therefore  maintain  this  action. 

3.  As  to  the  Conner  safe.  The  object  of  the  law  was  to 
protect  genius  and  at  the  same  time  to  invite  something 
useful  to  the  country.  A  prior  experiment,  locked  up  in  a 
man' s  own  bosom,  not  divulged  to  the  public,  not  rendered 
useful  to  the  public,  is  surely  not  such  an  invention  as  will 
exclude  a  bond  fide  inventor  of  the  same  thing  from  the 
benefits  of  the  Patent  Laws,  if  he  has  used  diligence  in  em- 
bodying his  invention  and  reducing  it  to  practice.  Such, 
on  the  contrary,  was  the  very  person  intended  to  be  bene- 
fited. It  is  not  correct  to  say  that  an  inventor  must  have 
been  the  first  man  who  has  ever  thought  of  the  subject,  or 
that  mere  speculations  are  within  the  meaning  of  the  act ; 
but  he  is  an  inventor  under  the  law  who  has  first  put  the 
invention  into  such  a  shape  as  to  be  useful  to  the  public. 

Mr.  Webster^  on  the  same  side. 

It  is  agreed  that,  under  the  previously  existing  laws,  the 
invention  would  have  been  assignable.  But  it  is  supposed 
that  the  act  of  1836,  which  repeals  all  former  laws,  only 
makes  the  patent  assignable,  but  says  nothing  of  the  inven- 
tion. Now,  two  things  are  to  be  considered.  1st.  In  a 
country  where  the  principle  of  the  Patent  Laws  is  recog- 
nized, where  an  invention  is  regarded  as  property  which 
may  be  set  apart  for  a  person' s  own  exclusive  use,  is  it  not 
assignable,  independent  of  any  statute  enactment  ?  If  not, 
why  is  it  not  ?  What  is  the  reason  that  an  invention  which 
is  recognized  as  property  shall  not  be  transferable,  like  other 
property,  there  being  nothing  in  the  statute  to  prohibit  it  1 
2d.  Does  the  language  of  the  eleventh  section  of  the  act  of 
1836  restrict  assignability  to  the  patent?  I  think  not. 
Every  other  portion  of  the  act  has  a  different  aspect. 

Wilder  has  clearly  the  right  to  maintain  an  action,  for  the 
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reason  that  he  has  not  parted  with  all  his  interest.  He  still 
has  an  interest  to  the  value  of  one  cent  per  pound.  But  the 
agreement  itself  was  a  mere  license.  It  uses  the  term  li" 
cense^  and  does  not  run  to  the  heirs  and  assignees. 

With  regard  to  the  Conner  safe,  it  could  not  be  considered 
such  a  prior  invention  as  would  take  away  the  right  of  Fitz- 
gerald to  a  patent.  There  are  dicta  in  Judge  Story's  deci- 
sion in  the  case  of  Reed  v.  Cutter,  1  Story,  690,  which,  if 
not  limited,  would  be  of  dangerous  tendency.  Now,  the 
instruction  objected  to  supposes  an  invention  to  be  made, 
but  kept  within  the  inventor's  own  bosom.  The  question 
is,  whether  an  original  inventor,  (that  is,  one  who  did  not 
derive  his  knowledge  from  another,)  who  has  put  his  inven- 
tion into  practice,  shall  be  deprived  of  his  patent  by  such  a 
mere  thought,  gendered  in  another's  brain,  and  to  which 
he  "  gives  no  tongue.^ ^  The  object  of  the  Patent  Law,  and 
of  the  Constitution  under  which  the  law  was  passed,  was 
the  public  benefit.  If  this  be  so,  how  does  a  man  bring 
himself  within  its  provisions  who  locks  his  secret  in  his  own 
breast  t  And  why  is  he  less  a  benefactor  to  the  public  who 
invents  a  machine  which  had  been  before  invented  and 
afterward  forgotten,  than  he  who  invents  something  never 
before  known  ? 

Mr.  Guyler^  in  reply  and  conclusion. 

It  is  said  that  the  invention  would  be  assignable,  inde- 
pendent of  the  Patent  Law.  It  is  submitted  that  this  is 
not  correct.  Except  by  statute,  the  inventor  has  no  right 
of  property  in  his  invention.  The  statute  was  intended  to 
confer  that  very  right.  Now,  the  act  of  1793  gave  the  right 
of  assigning  an  inveTdion^  and  yet,  with  this  before  them, 
Congress,  in  the  act  of  1836,  make  only  the  patent  assign- 
able. If,  then,  the  patent  is  made  assignable  only  by  the 
law,  how  can  it  be  said  that  the  invention  does  not  stand  in 
need  of  such  a  provision  ? 

It  is  said  that  the  plaintiff  has  reserved  one  cent  per 
pound,  and  can  therefore  maintain  this  action.  It  wUl  be 
seen,  however,  that  this  part  of  the  agreement  is  a  penalty. 
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If  he,  Wilder,  makes  safes  in  New  York  to  be  sold  in  New 
York,  he  shall  pay,  &c.  A  licensee  can  maintain  an 
action. 

The  facts  as  to  the  Conner  safe  should  have  been  left  to 
the  jury.  This  was  not  a  case  where  the  invention  had  been 
lost  or  forgotten ;  but,  within  a  few  years,  a  man  makes 
for  his  own  use,  and  actually  uses  in  his  own  counting- 
house,  a  safe*  constructed  upon  the  same  principles  as  that 
which  is  the  foundation  of  this  suit.  The  law  requires  that 
a  patented  article  should  not  have  been  made  or  used  before. 

Mr.  Chief  Justice  Taney  delivered  the  opinion  of  the 
court. 

Three  objections  have  been  taken  to  the  instructions  given 
by  the  Circuit  Court  at  the  trial,  and  neither  of  them  is, 
I)erhaps,  entirely  free  from  difficulty. 

The  first  question  arises  upon  the  assignment  of  Fitzgerald 
to  Enos  Wilder.  The  assignment  was  made  and  recorded 
in  the  Patent  Office  before  the  patent  issued.  It  after- 
ward issued  to  Fitzgerald.  And  the  plaintiffs  in  error  insist 
that  this  assignment  did  not  convey  to  Wilder  the  legal 
right  to  the  monopoly  subsequently  conferred  by  the  pat- 
ent, and  that  the  plaintiff  who  claims  under  him  cannot, 
therefore,  maintain  this  action. 

The  inventor  of  a  new  and  useful  improvement  certainly 
has  no  exclusive  right  to  it  until  he  obtains  a  patent.  This 
right  is  created  by  the  patent,  and  no  suit  can  be  main- 
tained by  the  inventor  against  any  one  for  using  it  before 
the  patent  is  issued.  But  the  discoverer  of  a  new  and  use- 
ful improvement  is  vested  by  law  with  an  inchoate  right  to 
its  exclusive  use,  which  he  may  perfect  and  make  absolute 
by  proceeding  in  the  manner  which  the  law  requires.  Fitz- 
gerald possessed  this  inchoate  right  at  the  time  of  the  as- 
signment. The  discovery  had  been  made,  and  the  specifi- 
cation prepared  to  obtain  a  patent.  And  it  appears,  by  the 
language  of  the  assignment,  that  it  was  intended  to  operata 
upon  the  perfect  legal  title  which  Fitzgerald  then  had  a 
lawful  right  to  obtain,  as  well  as  upon  the  imperfect  and 
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inchoate  interest  which  he  actually  possessed.  The  assign- 
ment requests  that  the  patent  may  issue  to  the  assignee. 
And  there  would  seem  to  be  no  sound  reason  for  defeating 
the  intention  of  the  parties,  by  restraining  the  assignment 
to  the  latter  interest,  and  compelling  them  to  execute  an- 
other transfer,  unless  the  act  of  Congress  makes  it  neces- 
sary. The  court  think  it  does  not.  The  act  of  1836  declares 
that  every  patent  shall  be  assignable  in  law,  and  that  the 
assignment  must  be  in  writing,  and  recorded  within  the 
time  specified.  But  the  thing  to  be  assigned  is  not  the 
mere  parchment  on  which  the  grant  is  written.  It  is  the 
monopoly  which  the  grant  confers — ^the  right  of  proi)erty 
which  it  creates.  And  when  the  party  has  acquired  an 
inchoate  right  to  it,  and  the  power  to  make  that  right  per- 
fect and  absolute  at  his  pleasure,  the  assignment  of  his 
whole  interest,  whether  executed  before  or  after  the  patent 
issued,  is  equally  within  the  provisions  of  the  act  of 
Congress. 

And  we  are  the  less  disposed  to  give  it  a  different  con- 
struction, because  no  purpose  of  justice  would  be  answered 
by  it,  and  the  one  we  now  give  was  the  received  construc- 
tion of  the  act  of  1793  in  several  of  the  circuits  ;  and  there 
is  no  material  difference  in  this  respect  between  the  two 
acts.  As  long  ago  as  1825,  it  was  held,  by  Mr.  Justice 
Story,  that  in  a  case  of  this  kind  an  action  could  not  be 
maintained  in  the  name  of  the  patentee,  but  must  be 
brought  by  the  assignee.  [Herbert  v.  Adams]  4  Mason, 
16.  We  understand  the  same  rule  has  prevailed  in  other 
circuits  ;  and  if  it  were  now  changed,  it  might  produce 
much  injustice  to  assignees  who  have  relied  on  such  assign- 
ments, and  defeat  pending  suits,  brought  upon  the  faith  of 
long-established  judicial  practice  and  judicial  decision. 
Fitzgerald  sets  up  no  claim  against  the  assignment,  and 
to  require  another  to  complete  the  transfer  would  be  mere 
form.  We  do  not  think  the  act  of  Congress  requires  it ; 
but  that,  when  the  patent  issued  to  him,  the  legal  right  to 
the  monopoly  and  property  it  created  was,  by  operation  of 
the  assignment  then  on  record,  vested  in  Enos  Wilder.  . 
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The  next  qnestion  is  upon  the  agreement  between  the  de- 
fendant in  error  and  Herring.  Is  this  instrument  an  assign- 
ment to  Herring  for  the  State  or  city  of  New  York,  ujyon 
which  he  might  have  sued  in  his  own  name  ?  If  it  is,  then 
this  action  cannot  be  maintained  by  the  defendant  in 
error. 

Now,  the  monopoly  granted  to  the  patentee  is  for  one 
entire  thing  ;  it  is  the  exclusive  right  of  making,  using,  and 
vending  to  others  to  be  used  the  improvement  he  has  in- 
vented, and  for  which  the  patent  is  granted.  The  monopoly 
did  not  exist  at  common  law,  and  the  rights,  therefore, 
which  may  be  exercised  under  it  cannot  be  regulated  by  the 
rules  of  the  common  law.  It  is  created  by  the  act  of  Con- 
gress ;  and  no  rights  can  be  acquired  in  it  unless  author- 
ized by  statute,  and  in  the  manner  the  statute  prescribes. 

By  the  eleventh  section  of  the  act  of  1836,  the  patentee 
may  assign  his  whole  interest,  or  an  undivided  part  of  it. 
But  if  he  assigns  a  part  under  this  section,  it  must  be  an 
undivided  portion  of  his  entire  interest  under  the  patent, 
placing  the  assignee  upon  an  equal  footing  with  himself 
for  the  part  assigned.  Upon  such  an  assignment,  the  pat- 
entee and  his  assignees  become  joint  owners  of  the  whole 
interest  secured  by  the  patent,  according  to  the  respective 
proi)ortions  which  the  assignment  creates. 

By  the  fourteenth  section,  the  patentee  may  assign  his 
exclusive  right  within  and  throughout  a  specified  part  of 
the  United  States,  and  upon  such  an  assignment  the  assignee 
may  sue  in  his  own  name  for  an  infringement  of  his  rights. 
But  in  order  to  enable  him  to  sue,  the  assignment  must  un- 
doubtedly convey  to  him  the  entire  and  unqualified  monop- 
oly which  the  patentee  held  in  the  territory  specified, — ex- 
cluding the  patentee  himself  as  well  as  others.  And  any 
assignment  short  of  this  is  a  mere  license  ;  for  it  was  obvi- 
ously not  the  intention  of  the  legislature  to  permit  several 
monopolies  to  be  made  out  of  one,  and  divided  among 
different  persons  within  the  same  limits.  Such  a  division 
would  inevitably  lead  to  fraudulent  impositions  upon  per- 
sons who  desired  to  purchase  the  use  of  the  improvement, 
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and  would  subject  a  party  who,  under  a  mistake  a8  to  his 
rights,  used  the  invention  without  authority,  to  be  harasi*ed 
by  a  multiplicity  of  suits  instead  of  one,  and  two  successive 
recoveries  of  damages  by  different  persons  holding  different 
portions  of  the  patent-right  in  the  same  place.  Unquestion- 
ably, a  contract  for  the  purchase  of  any  portion  of  the 
patent-right  may  be  good  as  between  the  parties  as  a  license, 
and  enforced  as  such  in  the  courts  of  justice.  But  the  legal 
right  in  the  monopoly  remains  in  the  patentee,  and  he  alone 
can  maintain  an  action  against  a  third  party  who  commits 
an  infringement  upon  it.  This  is  the  view  taken  of  the 
subject  in  the  case  of  Blanchard  v.  Eldridge,  1  J.  W.  Wal- 
lace, Jr.,  337,  and  we  think  it  the  true  one. 

Applying  these  principles  to  the  case  before  us,  the  action 
was  proi)erly  brought  by  the  plaintiff  below,  and  could  not 
have  been  maintained  by  Herring. 

The  agreement  is  singularly  confused  and  complicated. 
It  purports  to  grant  to  Herring  the  exclusive  right  to  make 
and  vend  the  Salamander  safe  in  the  city,  county,  and  State 
of  jSTew  York ;  and  Herring  agrees  to  pay  to  the  defend- 
ant in  error  a  cent  a  pound  for  every  pound  the  safes  might 
weigh,  to  be  paid  monthly.  But,  at  the  same  time,  it  re- 
serves to  Wilder  the  right  to  set  up  a  manufactory  or  works 
for  making  these  safes  in  the  State  of  New  York,  provided 
it  is  not  within  fifty  miles  of  the  city,  and  to  sell  them  in 
the  State  of  New  York,  paying  to  Herring  a  cent  a  i)ound 
on  each  safe  so  sold  within  the  State. 

It  is  evident  that  this  agreement  is  not  an  assignment  of 
an  undivided  interest  in  the  whole  patent,  nor  the  assign- 
ment of  an  exclusive  right  to  the  entire  monopoly  in  the 
State  or  city  of  New  York.  It  is  therefore  to  be  regarded 
as  a  license  only,  and,  under  the  act  of  Congress,  does  not 
enable  Herring  to  maintain  an  action  for  an  infringement 
of  the  patent-right.  The  defendant  in  error  continues  the 
legal  owner  of  the  monopoly  created  by  the  patent. 

The  remaining  question  is  upon  the  validity  of  the  patent 
on  which  the  suit  was  brought. 

It  appears  that  James  Conner,  who  carried  on  the  busi- 
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ness  of  a  stereotype  founder  in  the  city  of  New  York,  made 
a  safe  for  his  own  use  between  the  years  1829  and  1832,  for 
the  protection  of  his  papers  against  fire  ;  and  continued  to 
use  it  until  1838,  when  it  passed  into  other  hands.  It  was 
kept  in  his  counting-room,  and  known  to  the  persons  en- 
gaged in  the  foundry  ;  and  after  it  passed  out  of  his  hands, 
he  used  others  of  a  different  construction. 

It  does  not  appear  what  became  of  this  safe  afterwaiti. 
And  there  is  nothing  in  the  testimony  from  which  it  can  be 
inferred  that  its  mode  of  construction  was  known  to  the 
person  into  whose  possession  it  fell,  or  that  any  value  was 
attached  to  it  as  a  place  of  security  for  papers  against  fire, 
or  that  it' was  ever  used  for  that  purpose. 

Upon  these  facts,  the  court  instructed  the  jury,  '*  that  if 
Conner  had  not  made  his  discovery  public,  but  had  used  it 
simply  for  his  own  private  purpose,  and  it  had  been  finally 
forgotten  or  abandoned,  such  a  discovery  and  use  would  bo 
no  obstacle  to  the  taking  out  of  a  patent  by  Fitzgerald  or 
those  claiming  under  him,  if  he  be  an  original,  though  not 
the  first,  inventor  or  discoverer." 

The  instruction  assumes  that  the  jury  might  find  from 
the  evidence  that  Conner's  safe  v/as  substantially  the  samo 
with  that  of  Fitzgerald,  and  also  prior  in  time.  And  if 
the  fact  was  so,  the  question  then  was,  whether  the  pat- 
entee was  '^  the  original  and  first  inventor  or  discoverer," 
within  the  meaning  of  the  act  of  Congress. ' 

The  act  of  1836,  ch.  357,  sec.  6,  authorizes  a  patent  where 
the  party  has  discovered  or  invented  a  new  and  useful  im- 
provement, ' '  not  known  or  used  by  others  before  his  dis- 
covery or  invention."  And  the  fifteenth  section  provides, 
that  if  it  api)ear  on  the  trial  of  an  action  brought  for  the 
infringement  of  a  patent  that  the  patentee  '^  was  not  the 
original  and  first  inventor  or  discoverer  of  the  thing  pat- 
ented," the  verdict  shall  be  for  the  defendant. 

Upon  a  literal  construction  of  these  particular  words,  the 
patentee  in  this  case  certainly  was  not  the  original  and  first 
inventor  or  discoverer,  if  the  Conner  safe  was  the  same  with 
his,  and  preceded  his  discoverj^ 


Dec,  1850.]  GAYLER  v.  WILDER.  213 

Opinion  of  the  court. 

But  we  do  not  think  that  this  construction  would  cany 
into  effect  the  intention  of  the  legislature.  It  is  not  by  de- 
tached words  and  phrases  that  a  statute  ought  to  be  ex- 
pounded. The  whole  act  must  be  taken  together,  and  a 
fair  interpretation  given  to  it,  neither  extending  nor  restrict- 
ing it  beyond  the  legitimate  import  of  its  language  and  its 
obvious  policy  and  object.  And  in  the  fifteenth  section, 
after  making  the  provision  above  mentioned,  there  is  a  fur- 
ther provision,  that  if  it  shall  appear  that  the  patentee,  at 
the  time  of  his  application  for  the  patent,  believed  himself 
to  be  the  first  inventor,  the  patent  shall  not  be  void  on  ac- 
count of  the  invention  or  discovery  having  been  known  or 
used  in  any  foreign  country,  it  not  appearing  that  it  had 
been  before  patented  or  described  in  any  printed  pub- 
lication. 

In  the  case  thus  provided  for,  the  i)arty  who  invents  is 
not,  sfrictly  speaking,  the  first  and  original  inventor.  The 
law  assumes  that  the  improvement  may  have  been  known 
and  used  before  his  discovery.  Yet  his  patent  is  valid  if 
he  discovered  it  by  the  efforts  of  his  own  genius,  and  be-' 
lieved  himself  to  be  the  original  inventor.  The  clause  in 
question  qualifies  the  words  before  used,  and  shows  that 
by  knowledge  and  use,  the  legislature  meant  knowledge 
and  use  existing  in  a  manner  accessible  to  the  public.  If 
the  foreign  invention  had  been  printed  or  patented,  it  was 
already  given  to  'the  world  and  open  to  the  people  of  this 
country,  as.  well  as  of  others,  upon  reasonable  inquiry. 
They  would  therefore  derive  no  advantage  from  the  inven- 
tion here.  It  would  confer  no  benefit  upon  the  commu- 
nity, and  the  inventor  therefore  is  not  considered  to  be  en- 
titled to  the  reward.  But  if  the  foreign  discovery  is  not 
patented,  nor  described  in  any  printed  publication,  it  might 
be  known  and  used  in  remote  places  for  ages,  and  the  peo- 
ple of  this  country  be  unable  to  profit  by  it.  The  means  of 
obtaining  kijowledge  would  not  be  within  their  reach  ;  and, 
as  far  as  their  interest  is  concerned,  it  would  be  the  same 
thing  as  if  the  improvement  had  never  been  discovered.  It 
is  the  inventor  here  that  brings  it  to  them,  and  places  it  in 
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their  jKwasession.  And  as  he  does  this  by  the  effort  of  his 
own  genius,  the  law  regards  him  as  the  first  and  original 
inventor,  and  protects  his  patent,  although  the  improve- 
ment had  in  fact  been  invented  before,  and  used  by  others. 

So,  too,  as  to  the  lost  arts.  It  is  well  known,  that  cen- 
turies ago  discoveries  were  made  in  certain  arts,  the  fruits 
of  which  have  come  down  to  us,  but  the  means  by  which 
the  work  was  accomplished  are  at  this  day  unknown.  The 
knowledge  has  been  lost  for  ages.  Yet  it  would  hardly  be 
doubted,  if  any  one  now  discovered  an  art  thus  lost,  and  it 
was  a  useful  improvement,  that,  upon  a  fair  construction 
of  the  act  of  Congress,  he  would  be  entitled  to  a  patent. 
Yet  he  would  not,  literally,  be  the  first  and  original  in- 
ventor. But  he  would  be  the  first  to  confer  on  the  public 
the  benefit  of  the  invention.  He  would  discover  what  is 
unknown,  and  communicate  knowledge  which  the  public 
had  not  the  means  of  obtaining  without  his  invention. 

Upon  the  same  principle  and  upon  the  same  rule  of  con- 
struction, we  think  that  Fitzgerald  must  be  regarded  as  the 
first  and  original  inventor  of  the  safe  in  question.  The 
case  as  to  this  point  admits,  that  although  Conner's  safe 
had  been  kept  and  used  for  years,  yet  no  tost  had  been  ap- 
plied to  it,  and  its  capacity  for  resisting  heat  was  not 
known  ;  there  was  no  evidence  to  show  that  any  particular 
value  was  attached  to  it  after  it  passed  from  his  possession, 
or  that  it  was  ever  afterward  used  as  a  place  of  security  for 
papers  ;  and  it  appeared  that  he  himself  did  not  attempt 
to  make  another  like  the  one  he  is  supposed  to  have  in- 
vented, but  used  a  different  one.  And  upon  this  state  of 
the  evidence,  the  court  put  it  to  the  jury  to  say,  whether 
this  safe  had  been  finally  forgotten  or  abandoned  before 
Fitzgerald's  invention,  and  whether  he  was  the  original 
inventor  of  the  safe  for  which  he  obtained  the  patent ;  di- 
recting them,  if  they  found  these  two  facts,  that  their  ver- 
dict must  be  for  the  plaintiff.  We  think  there  is  no  error 
in  this  instruction.  For  if  the  Conner  safe  had  passed 
away  from  the  memory  of  Conner  himself,  and  of  those 
who  had  seen  it,  and  the  safe  itself  had  disappeared,  the 
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knowledge  of  the  improvement  was  as  completely  lost  as 
if  it  had  never  been  discovered.  The  public  could  derive 
no  benefit  from  it  until  it  was  discovered  bv  another  invent- 
or.  And  if  Fitzgerald  made  his  discovery  by  his  own 
eflEorts,  without  any  knowledge  of  Conner's,  he  invented  an 
improvement  that  was  then  new,  and  at  that  time  un- 
known ;  and  it  was  not  the  less  new  and  unknown  because 
Conner' s  safe  was  recalled  to  his  memory  by  the  success  of 
Fitzgerald's. 

We  do  not  understand  the  Circuit  Court  to  have  said  that 
the  omission  of  Conner  to  try  the  value  of  his  safe  by  prop- 
er test  would  deprive  it  of  its  priority  ;  nor  his  omission 
to  bring  it  into  public  use.  He  might  have  omitted  both,  and 
also  abandoned  its  use,  and  been  ignorant  of  the  extent  of 
its  value ;  yet,  if  it  was  the  same  with  Fitzgerald's,  the 
latter  would  not  upon  such  grounds  be  entitled  to  a  patent, 
provided  Conner's  safe  and  its  mode  of  construction  were 
still  in  the  memory  of  Conner  before  they  were  recalled  by 
Fitzgerald's  patent. 

The  circumstances  above  mentioned,  referred  to  in  the 
opinion  of  the  Circuit  Court,  appear  to  have  been  intro- 
duced as  evidence  tending  to  prove  that  the  Conner  safe 
might  have  been  finally  forgotten,  and  upon  which  this 
hypothetical  instruction  was  given.  Whether  this  evidence 
was  sufficient  for  that  purpose  or  not,  was  a  question  for 
the  jury,  and  the  court  left  it  to  them.  And  if  the  jury 
found  the  fact  to  be  so,  and  that  Fitzgerald  again  discov- 
ered it,  we  regard  him  as  standing  upon  the  same  ground 
with  the  discoverer  of  a  lost  art,  or  an  unpatented  and  un- 
published foreign  invention,  and,  like  him,  entitled  to  a 
patent ;  for  there  was  no  existing  and  living  knowledge  of 
this  improvement,  or  of  its  former  use,  at  the  time  he  made 
the  discovery  ;  and  whatever  benefit  any  individual  may  de- 
rive from  it  in  the  safety  of  his  papers,  he  owes  entirely  to 
the  genius  and  exertions  of  Fitzgerald. 

Upon  the  whole,  therefore,  we  think  there  is  no  en*or  in 
the  opinion  of  the  Circuit  Court,  and  the  judgment  is  there- 
fore affirmed. 
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Mr.  Justice  McLean. 

I  dissent  from  the  opinion  of  a  majority  of  the  judges  in 
this  case.  The  point  of  difference,  I  think,  is  essential  to 
the  maintenance  of  the  rights  of  the  public  and  also  of  in- 
ventors. 

It  was  proved  by  James  Conner,  as  appears  from  the  bill 
of  exceptions,  "  that  between  1829  and  1832  he  was  engaged 
in  business  as  a  stereotype  founder,  and,  knowing  that 
plaster  of  Paris  was  a  non-conductor  of  heat,  he  construct- 
ed a  safe  with  a  double  chest,  and  fiUed  the  space  between 
the  inner  and  outer  one  with  plaster  of  Paris  ;  the  same 
substantially  as  testified  to  and  claimed  by  Fitzgerald,  ex- 
cept there  was  no  plaster  used  on  the  top  of  the  safe.  It 
was  made  f6r  his  own  private  use  in  his  establishment,  and 
was  used  by  him  as  a  safe  from  the  time  it  was  made  till 
1838,  when  it  passed  into  other  hands.  It  was  kept  in  the 
counting-room  while  he  used  it,  and  was  known  to  the  per- 
sons working  in  the  foundry."  This  evidence  was  con- 
firmed by  another  witness. 

By  the  sixth  section  of  the  Patent  Act  of  1836,  it  is  pro- 
vided, "  that  any  person  or  persons  having  discovered  or 
invented  any  new  or  useful  art,  machine,  manufacture,  or 
composition  of  matter,  or  any  new  or  useful  improvement 
on  any  art,  machine,  manufacture,  or  composition  of  mat- 
ter, not  Icnown  or  used  hy  others  before  Jds  or  their  discov- 
ery or  invention  thereof ^^^  may  apply  for  a  patent,  &c. 
The  applicant  is  required  to  ^^  make  oath  or  affirmaiion 
that  he  does  verily  believe  that  he  is  the  original  and  first 
inventor ^'^'^  &c.,  "  and  that  he  does  not  Jcnow  or  believe  thai, 
the  same  was  ever  before  known  or  used. " 

The  seventh  section  authorizes  and  requires  the  Commis- 
sioner of  Patents ' '  to  make  or  cause  to  be  made  an  examina- 
tion of  the  alleged  new  invention  or  discovery ;  and  if  on 
such  examination  it  shall  not  appear  to  the  Commissioner 
that  the  same  had  been  invented  or  discovered  by  any 
other  person  in  this  country  prior  to  the  alleged  invention 
or  discovery  thereof  by  the  applicant^  or  that  it  had  been 
patented  or  described  in  any  printed  publication  in  this 
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or  any  foreign  country ^^'^  &c.,  the  Commissioner  may  grant 
a  patent. . 

In  the  fifteenth  section,  it  is  provided,  "  that  whenever  it 
shall  satisfactorily  appear  that  the  patentee,  at  the  time  of 
making  his  application  for  the  patent,  believed  himself  to 
be  the  first  inventor  or  discoverer  of  the  thing  patented,  the 
same  shall  not  be  held  to  be  void  on  account  of  the  inven- 
tion or  discovery,  or  any  part  thereof,  having  been  before 
known  or  used  •  in  any  foreign  country^  it  not  appearing 
that  the  same  or  any  substantial  part  thereof  had  before 
been  patented  or  described  in  any  printed  publication." 

From  the  above  extracts,  it  is  seen  that  the  patentee  must 
be  the  inventor  of  the  machine,  or  the  improvement  of  it, 
or  he  can  have  no  right.  If  the  thing  was  known  or  used 
by  others,  he  cannot  claim  a  patent.  Or  if  it  was  patented 
in  a  foreign  country,  or  described  in  any  publication  at  home 
or  in  any  foreign  country,  he  has  no  right  to  a  patent.  To 
this  there  is  only  the  exception  in  the  fifteenth  section,  above 
cited.     But  this  can  have  no  influence  in  the  present  case. 

Let  these  provisions  of  the  statute  be  compared  with  the 
last  two  paragraphs  of  the  charge  of  the  court,  as  stated  in 
the  third  exception : 

"  And  said  court  further  instructed  the  jury,  that  if  they 
found  that  the  use  made  by  James  Conner  of  plaster  of 
Paris  was  confined  to  a  single  iron  chest,  made  for  his  own 
private  use  after  said  Fitzgerald's  discovery  and  experi- 
ments, then  it  was  not  in  the  way  of  Fitzgerald's  patent, 
and  the  same  was  valid ;  but  if  the  jury  found  that  said 
James  Conner  made  his  said  safe,  as  claimed,  and  tested  it 
hy  eocperiments^  before  Fitzgerald's  invention  and  improve- 
ment, and  htfore  Tie  tested  the  same^  then  said  Fitzgerald 
was  not  the  first  inventor,  as  claimed,  and  was  not  entitled 
to  said  patent." 

This  charge  stands  disconnected  with  any  other  facts  in 
the  case,  except  those  named,  and,  in  my  judgment,  it  is 
erroneous.  If  Conner' s  safe  was  identical  with  Fitzgerald' s, 
and  though  it  was  of  prior  invention,  yet  if  it  were  nx>t  tested 
hy  experiments  before  Fitzgerald's  improvement,  and  be- 
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fore  he  tested  the  same,  the  jury,  under  the  instruction, 
were  bound  to  find  for  Fitzgerald.  And  the  case  was  thus 
made  to  turn,  not  on  the  priority  of  invention  only,  but 
upon  that  and  the  fact  of  its  liaving  been  tested  by  experi- 
merds.  This  introduces  a  new  principle  into  the  Patent 
Law.  The  right  under  the  law  depends  upon  the  time  of 
the  invention.  An  experimental  test  may  show  the  value 
of  the  thing  invented,  but  it  is  no  part  of  the  invention. 

^'  The  court  further  charged,  that,  independently  of  these 
considerations,  there  was  another  view  of  the  case,  as  it  re- 
spected the  Conner  safe  ;  that  it  was  a  question  whether 
the  use  of  it  by  him  had  been  such  as  would  prevent  an- 
other inventor  from  taking  out  a  patent ;  that  if  Conner 
had  not  made  his  discovery  public,  but  had  used  it  simply 
for  his  own  private  purpose,  and  it  had  been  finally  forgot- 
ten or  .abandoned,  such  a  discovery  and  use  would  be  no 
obstacle  to  the  taking  out  of  a  patent  by  Fitzgerald,  or 
those  claiming  under  him,  if  he  be  an  original,  though  not 
the  first,  inventor  or  discoverer  of  the  improvement." 

If  there  be  anything  clear  in  the  Patent  Law,  it  is  that 
the  original  inventor  means  the  first  inventor,  subject  only 
to  the  provision  stated  in  the  fifteenth  section.  This  in- 
struction presupposes  that  the  safes  are  the  same  in  princi- 
ple. Now,  if  the  invention  was  patented  abroad,  or  was 
described  in  a  foreign  publication,  both  of  which  were  un- 
known to  the  inventor  in  this  country,  still  his  patent  is 
void.  So  it  is  void  if  such  invention  has  been  known  to 
any  person  in  this  country.  The  instruction  says,  if  Con- 
ner's  invention  "  had  been  forgotten  or  abandoned,"  it  was 
no  obstacle  to  Fitzgerald's  right.  Can  a  thing  be  forgot- 
ten or  abandoned  that  never  was  known  %  If  known  before 
Fitzgerald's  invention,  it  is  fatal  to  it.  By  whom  must  it 
have  been  forgotten  %  By  the  inventor  or  the  public,  or 
both  ?  And  how  must  it  have  been  abandoned  ?  When  an 
invention  is  abandoned,  it  is  said  to  be  given  up  to  the  pub- 
lic ;  and  this  is  the  sense  in  which  the  term  abandonment 
is  used  in  the  Patent  Law.  Such  an  abandonment  would 
be  fatal  to  the  right  of  Fitzgerald. 
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Conner's  safe,  as  appears  from  the  bill  of  exceptions,  was 
used  in  his  counting-house,  being  accessible  to  every  one, 
some  six  or  eight  years.  In  1838,  it  passed  into  other  hands  ; 
but  into  whose  hands  it  does  not  appear.  In  1843,  Fitz- 
gerald obtained  his  patent.  How  long  before  that,  he  made 
experiments  to  test  the  invention,  is  not  proved.  At  most, 
the  time  must  have  been  less  than  five  years.  This  is  a 
short  period  on  which  to  found  a  presumption  of  f orgetful- 
ness.  The  law  authorizes  no  such  presumption.  It  can 
never  become  the  law.  It  is  not  founded  on  probability  or 
reason.  The  question  is,  was  Conner's  invention  prior  to 
that  of  Fitzgerald  ?  That  it  was  of  older  date,  by  some  ten 
or  twelve  years,  is  proved.  And  the  instruction,  it  must 
be  observed,  was  founded  on  the  supi)osition  that  both  in- 
ventions were  similar. 

The  instruction  seems  to  attach  great  importance  to  the 
fact  that  Conner's  safe  was  used  only  for  his  private  pur- 
pose. This  is  of  no  importance.  The  invention  is  the 
question,  and  not  the  manner  in  which  the  inventor  used 
it.  The  safe  was  constructed  at  the  foundry,  and  must 
have  been  known  to  the  hands  there  employed.  How  can 
it  be  ascertained  that  Fitzgerald  was  not  informed  by  some 
of  these  hands  of  the  structure  of  Conner's  safe,  or  by 
some  one  of  the  many  hundreds  who  had  seen  it  in  his 
counting-house  in  the  city  of  New  York  ?  It  was  to  guard 
against  this,  which  is  rarely  if  ever  susceptible  of  proof, 
that  the  act  is  express, — if  the  thing  patented  was  knovm 
h^ore^  the  patent  is  void.  If  the  fact  of  this  knowledge  in 
any  one  be  established,  it  is  immaterial  whether  the  pat- 
entee may  have  known  it  or  not,  it  avoids  his  patent. 

The  law  on  this  subject  is  not  founded  upon  any  sup- 
posed notions  of  equity.  A  foreign  patent  for  the  same 
thing,  or  a  description  of  the  thing  in  a  foreign  publication, 
is  as  effectual  to  avoid  the  patent  as  if  the  patentee  had 
seen  the  prior  invention.  Notice  to  him  is  not  important. 
The  law  is  adopted  on  a  settled  public  policy,  which,  while 
it  is  just  to  inventors,  protects  the  rights  of  the  public. 
Any  other  basis  would  open  the  door  to  endless  frauds,  by 
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pretended  inventors,  without  the  probability  of  detection. 
And  especially  does  this  new  doctrine  of  forgetf ulness  or 
abandonment,  used  in  any  other  sense  than  as  recognized 
in  the  Patent  Law,  leaving  such  matters  to  a  jury,  overturn 
'  what  I  consider  to  be  the  settled  law  on  this  subject.  Of 
the  same  character,  is  the  fact  that  the  invention  was  used 
for  private  purposes.  A  thing  may  be  used  in  that  way, 
and  at  the  same  time  be  public,  as  was  the  case  with  the 
Conner  safe ;  and  yet  the  jury  are  necessarily  misled  by 
such  an  instruction: 

Mr.  Justice  Daniel,  dissenting. 

Diflfering  from  the  majority  in  the  decision  just  pro- 
nounced, I  proceed  to  state  the  grounds  on  which  my  dis- 
sent  from  that  decision  is  f oundl 

On  two  essential  points  in  this  cause,  it  seems  to  me  that 
the  learned  justicfd  who  tried  it  at  the  circuit  has  erred,  and 
that  the  decision  here  should  therefore  have  been  for  a  re- 
versal of  his  judgment.  Those  points  involve,  first,  the 
right  of  the  plaintiff  below  to  maintain  his  action  ui)on  the 
title  or  right  of  action  deduced  from  Fitzgerald  through 
Enos  and  Benjamin  Wilder ;  and,  secondly,  a  right  to  or 
interest  in  the  subject  of  the  suit  on  the  part  of  the  plaintiff 
below,  admitting  that  subject  to  have  been  originally  in- 
vented and  used  by  some  other  i)erson  than  Fitzgerald, — a 
right  founded  ui)on  an  assumption  that  this  subject  had 
been  used  in  privaie  only^  or  had,  in  the  language  of  the 
learned  justice,  been  "  finally  foi^otten  or  abandoned  "  by 
such  first  inventor.  These  jxjints  are  presented  by  the  first 
and  third  exceptions  of  the  plaintiffs  in  error  to  the  rulings 
at  the  trial  below.  The  plaintiff  in  the  Circuit  Court 
claimed  by  assignment  from  B.  G.  Wilder,  assignee  of  Enos 
Wilder,  assignee  of  Daniel  Fitzgerald,  alleged  to  have  been 
the  inventor  of  the  Salamander  safe.  By  the  paper  deduc- 
tion of  title,  it  appears  that  on  the  11th  day  of  April,  1839, 
Fitzgerald,  alleging  that  he  had  invented  an  improvement 
called  the  Salamander  safe,  for  which  he  was  about  to  apply 
for  letters  patent,  for  the  consideration  of  five  thousand 
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dollars,  sold  the  interest  he  then  had,  or  might  thereafter 
have,  in  this  invention,  to  Enos  Wilder  ;  that  Enos  Wilder, 
on  the  Ist  day  of  September,  1843,  for  the  consideration  of 
one  dollar,  assigned  and  transferred  to  the  plaintiff  all  the 
right,  title,  and  interest  which  he  had  derived  from  Fitz- 
gerald under  the  agreement  of  the  11th  of  April,  1839  ;  that 
no  patent  issued  for  this  Salamander  safe  until  the  year 
1843,  when  a  patent  was  granted  to  Daniel  Fitzgerald^  as 
the  original  inventor ;  that  no  patent  for  his  invention  has 
ever  been  granted  either  to  Enos  or  B.  G.  Wilder,  either  as 
inventor  or  assignee  of  this  safe  ;  that  the  title,  whatever 
it  may  be,  rest^  upon  the  agreement  between  Fitzgerald  and 
Enos  Wilder,  of  the  11th  of  April,  1839,  before  the  patent 
to  the  former. 

It  must  be  recollected,  that  this  is  an  action  at  law  ;  and 
in  order  to  maintain  it,  the  plaintiff  was  bound  to  set  out 
and  to  prove  a  legal  title.  Has  he  done  either  %  What  was 
the  character  of  the  interest  or  title  transferred  from  Fitz- 
gerald to  Enos  Wilder  ?  This  could  not  transcend  the  in- 
terest or  title  possessed  by  Fitzgerald  himself  ;  and  what 
was  this  ?  A  title  to  any  si)ecific  machine  which  he  may 
have  constructed,  and  of  which  no  person  could  rightfully 
deprive  him  ;  and  a  claim  upon  the  good- will  and  grati- 
tude of  the  community,  if  in  truth  he  should  have  con- 
ferred upon  them  a  benefit  by  the  discovery  and  construc- 
tion of  his  machine.  I  si)eak  now  in  reference  to  rights 
derivable  from  the  common  law,  and  independently  of  the 
Constitution  or  of  statutory  provisions.  The  mere  circum- 
stances of  inventing  and  constructing  a  machine,  could  no 
more  inhibit  its  imitation,  than  would  the  structure  or  in- 
terior arrangement  of  a  house  of  peculiar  ingenuity  or  con- 
venience prevent  the  like  imitation  by  any  one  who  could 
possess  himself  of  its  plan.  The  mere  mental  process  of 
devising  an  invention  enters  not  into  the  nature  of  property, 
according  to  the  common  law  ;  it  forms  no  class  or  division 
in  any  of  its  enumerations  or  definitions  of  estates  or  prop- 
erty, and  is  a  matter  quite  too  shadowy  for  the  practical 
character  of  that  sturdy  system. 
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A  doctrine  contrary  to  this,  though  with  some  discrep- 
ancy amongst  the  judges  as  to  its  extent,  seems  at  one  time 
to  have  obtained  in  the  King's  Bench,  as  propounded  in  the 
case  of  Miller  v.  Taylor,  in  4  Burrow,  2305,  in  opposition 
to  the  profound  and  unanswerable  reasoning  of  Mr.  Justice 
Yeates :  but  upon  a  review  of  the  same  question  in  the 
Lords,  in  the  case  of  Donaldson  v.  Beckett  and  others,  the 
doctiine  of  the  King' s  Bench  was  repudiated,  and  that  of 
the  common  law,  as  asserted -by  Justice  Yates,  vindicated 
and  restored.  And,  indeed,  if,  according  to  the  opinions 
of  some  of  the  judges  in  the  case  of  MiUer  v.  Taylor,  the 
mere  mental  process  of  invention  constituted  an  estate  or 
property  at  the  common  law,  and  property  vested  in  per- 
petuOj  except  so  far  as  it  should  be  transferred  by  the  owner, 
it  is  diflScult  to  perceive  the  necessity  of  a  cautious  and 
complicated  system  for  the  investment  and  security  of  in* 
terests  already  perfect,  and  surrounded  with  every  guard 
and  protection  which  is  inseparable  under  the  common  law 
from  every  right  it  has  created  or  recognized.  But  if  the 
mere  mental  and  invisible  process  of  invention,  apart  from 
the  specific,  sensible,  and  individual  structure,  can  be 
classed  at  all  as  property  at  law,  it  must  partake  of  the 
character  of  a  chose  in  action,  much  more  so  than  an  obliga- 
tion or  contract,  the  terms  and  conditions  of  which  are  de- 
fined and  assented  to  by  the  contracting  parties.  To  choses 
in  action,  it  can  scarcely  be  necessary  here  to  remark,  as- 
signability is  imparted  by  the  statutory  enactment  only,  or 
by  coipmercial  usage.  To  hold  that  the  single  circumstance 
of  invention  creates  an  estate  or  property  at  law,  and  an 
estate  and  legal  title  transmissible  by  assignment,  appears 
to  me  a  doctrine  not  merely  subversive  of  the  common  law, 
but  one  which  contravenes  the  origin  and  course  of  legisla- 
tion in  England  in  relation  to  .patent-rights,  and  renders 
useless  and  futile  both  the  constitutional  provision  and  aU 
the  careful  enactments  of  Congress  for  the  security  and 
transmissibility  of  the  same  rights.  For  why,  as  has  been 
already  remarked,  should  that  *  provision  and  these  enact- 
ments have  been  made  for  the  establishment  and  security 
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of  that  which  was  established  and  safe  independently  of 
both  1  I  hold  it,  then,  to  be  true,  that  the  circumstance  of 
invention  invests  no  such  perfect  estate  or  right  of  property 
as  can  be  claimed  and  enforced  at  law  or  in  equity  against 
the  v^er  of  the  same  invention,  either  by  subsequent  in- 
ventors or  imitators,  and  that  any  estate  or  property  in  the 
mere  mental  process  of  invention  must  be  traced  to  and  de- 
ducible  from  the  Constitution  and  the  acts  of  Congress 
alone.  I  cannot  but  regard  as  mischievous  and  alarming, 
an  attempt  to  introduce  a  quasi  and  indefinite,  indefinable, 
and  invisible  estate,  independently  of  the  Constitution  and 
acts  of  Congress,  and  unknown  to  the  rules  and  principles 
of  the  common  law. 

It  is  the  patent  alone  which  creates  an  estate  or  interest 
in  the  invention  known  to  the  law,  and  which  can  be  en- 
forced either  at  law  or  in  equity,  either  by  the  inventor  or 
by  the  person  to  whom,  by  virtue  of  the  statute^  he  may 
assign  his  rights.  Down  to  the  act  of  Congress  of  1837, 
nothing  but  the  estate,  interest,  or  property  created  or  in- 
vested by  the  patent  itself^  was  made  assignable.  The 
language  of  the  law  is,  that  '^  eoery  paient^^^  ^*  the  exclusive 
right  under  any  patenty^^  ^^  the  thing  patented^^^  may  be 
assignable.  The  fact  or  existence  of  a  patent  is  in  every  in- 
stance inseparable  from  the  right  given.  It  is  this  fact, 
and  this  only,  which  impresses  the  quality  of  assignability. 
Of  course,  under  these  provisions  there  could  be  no  trans- 
fer of  the  legal  title  previously  to  a  patent. 

By  section  six  of  the  act  of  Congress,  approved  March  3, 
1837,  it  is  provided,  that  thereafter  any  patent  to  he  issued 
may  be  made  to  the  assignee  of  the  inventor  or  discoverer, 
upon  the  conditions  set  forth  in  this  section.  Yet,  still  it 
is  presumed,  that  until  the  issuing  of  a  patent,  so  far  is  it 
from  being  true  that  a  legal  estate  or  title  existed  in  such 
assignee,  it  is  clear,  on  the  contrary,  that  no  legal  title  ex- 
isted before  the  patent  in  the  inventor  himself ;  for  it  is 
the  patent  which  constitutes  his  title.  Of  course,  then,  the 
assignee  can,  at  most,  hold  nothing  but  an  equity  under 
such  an  assignment,  which  he  may  insist  upon  under  this 
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assignment  against  the  inventor  or  agpinst  the  government ; 
but  he  has  no  legal  title  by  force  merely  of  such  an  assign- 
ment ;  and,  a  fortiori^  he  has  no  l^al  title  if  the  patent, 
notwithstanding  such  an  assignment,  is  in  fact  issued  to 
the  inventor,  but  is  thereby  entirely  excluded  from  all  pre- 
tension to  a  legal  title.  Thus,  in  the  case  before  us,  the 
patent  under  which  the  plaintiff  claims  was,  subsequently 
to  the  agreement  between  Fitzgerald  and  Enos  Wilder,  is- 
sued to  Fitzgerald,  the  inventor,  and,  according  to  the 
proofs  in  the  cause,  has  never  been  renewed  to  Enos  Wilder, 
nor  to  any  claimant  under  him,  nor  been  assigned  to  any 
such  claimant,  but  remains  still  in  the  alleged  inventor, 
Fitzgerald.  It  seems  to  me,  then,  indisputable,  that  the 
legal  title  indispensable  for  the  maintenance  of  this  suit  at 
law  never  was  in  the  plaintiff,  and  that  he  could  not  main- 
tain the  action. 

The  second  instance  in  which  I  hold  the  learned  justice 
who  tried  this  cause  to  have  erred,  is  that  in  which  he  in- 
structed the  jury  as  follows :  '*  That  if  Conner  had  not 
made  his  discovery  ptcblic^  but  had  used  it  simply  for  his 
own  private  purpose,  and  it  had  been  finally  /or gotten  or 
a^andonedy  such  discovery  and  tcse  would  be  no  obstacle  to 
the  taking  out  of  a  patent  by  Fitzgerald,  or  those  claiming 
under  him,  if  he  be  an  original,  though  not  the  firsts  in- 
ventor or  discoverer  of  the  improvement."  In  considering 
this  instruction  of  the  learned  judge,  the  first  vice  with 
which  it  appears  to  be  affected  is  its  violation  of  a  rule 
thought  to  be  universally  applicable  to  instructions  to  juries 
in  trials  at  law ;  and  that  rule  is  this,  that  instructions 
should  always  arise  out  of,  and  be  limited  to,  the  facts  or 
evidence  in  the  cause  to  which  the  questions  of  law  pro- 
pounded from  the  bench  should  be  strictly  applicable  ;  and 
that  instructions  which  are  general,  abstract,  or  not  spring- 
ing from,  and  pertinent  to,  the  facts  of  the  case,  are  calcu- 
lated  to  mislead  the  jury,  and  are  therefore  improper.  Tried 
by  this  rule,  the  instruction  of  the  learned  judge,  so  far  as 
it  relates  to  Conner's  not  having  made  his  disco veiy  ^z^W/c, 
or  having  finally  forgotten  or  abandoned  it,  is  certainly  ir- 
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relevant  to,  and  xinsustained  by,  any  evidence  in  the  record. 
So  far  is  the  existence  of  such  testimony  from  being  shown, 
the  converse  is  proved  and  is  justly  inferable  throughout ; 
for  although  it  does  not  api)ear  that  Conner  advertised  his 
invention  in  the  public  papers,  or  claimed  a  patent  for  it, 
it  is  admitted  that  he  used  this  safe  in  an  extensive  busi- 
ness establishment,  to  which  it  is  certain,  from  the  nature 
of  his  business,  the  public  had  access  ;  and  it  is  not  pre- 
tended that  he  made  any  effort  at  concealment  of  what  he 
had  invented,  and  the  record  is  entirely  destitute  of  evidence 
of  an  abandonment  of  his  invention.  As  to  the  assumption 
of  his  having  forgotten  it,  there  is  neither  a  fact,  an  in- 
quiry, nor  conjecture  in  the  testimony  pointing  to  such  a 
conclusion.  The  instruction  appears  to  me  to  be  wholly 
gratuitous  and  irrelevant. .  But  supposing  this  instruction 
to  have  been  founded  upon  testimony  introduced  before  the 
jury,  let  us  consider  for  a  moment  its  correctness  as  a  rule 
of  law^  applicable  to  this  cause.  This  charge,  it  must  be 
recollected,  admits  that  Conner  was,  or  might  have  been, 
the  first  inventor  ;  and,  notwithstanding,  asserts  that  Fitz- 
gerald, though  posterior  in  time,  niight,  upon  the  condi- 
tions and  considerations  'assumed  by  the  judges,  become 
the  owner  of  the  right.  Are  these  conditions  warranted, 
either  by  the  rules  of  public  policy,  or  by  the  terms  and 
language  of  legislative  provisions  on  such  subjects  ?  It  is 
said  that  patent  privileges  are  allowed  as  incitements  to 
inventions  and  improvements  by  which  the  public  may  be 
benefited.  This  position,  that  may  be  conceded  in  general, 
should  not  be  made  a  means  of  preventing  the  great  and 
public  purposes  its  legitimate  enforcement  is  calculated  to 
secure.  The  admission  of  this  principle  leaves  entirely 
open  the  inquiries,  whether  he  is  more  the  benefactor  of  the 
public  who  makes  a  useful  improvement  which  he  gener- 
ously shares  with  his  fellow-citizens,  or  he  who  studies 
some  device  which  he  denies  to  all,  and  limits,  by  every 
means  in  his  power,  to  a  lucrative  monopoly ;  and  still 
more,  whether  the  latter  shall  be  permitted  to  seize  upon 
that  which  had  already  (as  is  here  admitted)  been  given  to 
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the  public,  thereby  to  levy  contribntions,  not  only  on  the 
community  at  large,  but  upon  him  even  who  had  been  its 
generous  benefactor.  It  was  doubtless  to  prevent  conse- 
quences like  those  here  presented,  that  the  priority  and 
originality  ot  inventions  are  so  uniformly  and  explicitly 
insisted  upon  in  all  the  legislation  of  Congress,  as  will  pres- 
ently be  shown.  The  tendency  of  the  learned  judge's 
charge  to  mislead  the  jury,  from  its  want  of  precision,  and 
its  failure  to  define  any  certain  predicament  upon  which 
the  action  of  the  jury  should  be  founded,  is,  of  itself,  an 
insuperable  objection  to  that  charge.  Tlius,  it  is  said  if 
Conner  "  had  not  made  Ms  discovery  pTiblicy  In  what 
mode  ?  it  may  be  asked.  What  form  of  publicity  did  the 
learned  judge  intend  the  jury  should  require  ?  It  is  shown 
that  Conner  used  his  safe  publicly  ;  that  is,  he  concealed  it 
from  no  one  ;  and  if  any  mode  or  kind  of  publication  or 
concealment  was  requisite,  either  to  establish  or  conclude 
the  right  of  Conner,  or  to  conclude  common  right,  (a  de- 
linquency in  the  nature  of  a  forfeiture, )  surely  that  mode, 
if  found  either  in  any  statute  or  in  the  rules  of  the  common 
law,  ought  to  have  been  clearly  laid  down,  so  as  to  guard 
the  rights  of  aU.  In  the  next  place,  it  is  said,  by  the 
learned  judge,  that  if  Conner  had  dbaTvdoned  this  improve- 
ment which  the  charge  admits  him  to  have  invented,  this 
would  justify  a  patent  to  another  who  had  not  known  of 
the  improvement,  although  a  subsequent  inventor.  I  have 
always  understood  it  to  be  indisputable  law,  that  wherever 
an  inventor  abandons  or  surrenders  an  invention  or  improve- 
ment which  he  has  certainly  made,  and  neither  claims  an 
exclusive  right  in  himself  nor  transfers  it  to  another,  the 
invention  or  improvement  is  given  to  the  public  ;  but  by 
the  charge  in  this  case,  such  an  abandonment  transfers  an 
exclusive  right  to  one  who,  by  the  case  supposed,  is  ad- 
mitted not  to  he  the  first  inventor.  So,  too,  with  respect 
to  the  hypothesis  of  the  learned  judge,  that  the  invention 
had  or  might  have  been  forgotten.  To  this,  the  same  ob- 
jections of  vagueness  and  uncertainty,  and  the  graver  ob- 
jection of  injustice  to  the  real  inventor  or  to  the  public,  are 
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applicable.  By  whom,  and  for  what  interval  of  time,  must 
this  improvement  have  been  forgotten,  in  order  to  transfer 
it  from  the  originator  thereof  ?  For  a  term  of  years  ?  And 
if  so,  for  how  long  a  term  ?  But  suppose  he  forgets  it  for 
his  lifetime,  shaU  his  executor  or  his  posterity,  upon  the 
exhibition  of  indisputable  proofs  of  the  invention,  yea,  the 
very  machine  itself,  perfect  in  aU  its  parts  and  in  its  opera- 
tion, be  cut  oflf  ?  This  surely  cannot  be  ;  but,  at  any  rate, 
the  jury  should  have  been  furnished  with  some  rule  or 
measure  of  obliviousness,  if  this  was  to  be  made  the  sub- 
stantive cause  of  deprivation  as  to  the  original  inventor,  or 
the  foundation  of  right,  and  of  exclusive  right,  in  one  con- 
fessedly not  the  first  inventor.  An  attempt  has  been  made 
to  compare  the  doctrine  propounded  by  the  court  to  what 
it  might  be  thought  is  the  law  as  applicable  to  the  discov- 
ery, or  jather  recovery^  of  the  processes  employed  in  what 
have  been  called  the  lost  arts.  This  illustration  is,  in  itself, 
somewhat  equivocal,  and  by  no  means  satisfactory  ;  for  if 
that  process  could  certainly  be  shown  to  be  the  same  with 
one  claimed  by  the  modem  inventor,  his  discovery  could 
scarcely  have  the  merit  of  originality,  or  be  the  foundation 
of  exclusive  right.  But,  in  truth,  the  illustration  attempted 
to  be  drawn  from  a  revival  of  a  lost  art  is  not  apposite  to 
the  present  case.  The  term  lost  art  is  applicable  peculiarly 
to  certain  monuments  of  antiquity  still  remaining  in  the 
world,  the  process  of  whose  accomplishment  has  been  lost 
for  centuries,  has  been  irretrievably  swept  from  the  earth, 
with  every  vestige  of  the  archives  or  records  of  the  nations 
with  whom  those  arts  existed,  and  the  origin,  or  even  the 
identity,  of  which  process  none  can  certainly  establish. 
And  if  a  means  of  producing  the  effect  we  see  and  have 
amongst  us  be  discovered,  and  none  can,  either  by  history 
or  tradition,  refer  to  a  similar  or  to  the  identical  process, 
the  inventor  of  that  means  may  so  far  claim  the  merit  of 
originality,  though  the  work  itself  may  have  been  produced 
possibly  by  the  same  means.  But  not  one  principle  drawn 
from  such  a  state  of  things  can  be  applied  to  a  recent  pro- 
ceeding, which  counts  from  its  origin  scarcely  a  period  of 
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fifteen  years.  In  fine,  this  ruling  of  the  learned  judge  is 
regarded  as  being  at  war  not  less  with  the  i)olicy  and  ob- 
jects than  it  is  with  the  express  language  of  all  the  legisla- 
tion by  Congress  upon  the  subject  of  patent-rights,  which 
legislation  has  uniformly  constituted  priority  of  inwrition 
to  be  the  foundation  and  the  test  of  all  such  rights.  Thus, 
in  the  act  of  April  10, 1790,  the  first  Patent  Law,  (1  Statutes 
at  Large,  109,)  it  is  declared,  by  the  first  section,  ''  That 
upon  the  application  of  any  person  or  persons,  &c.,  setting 
forth  that  he,  she,  or  they  hath  or  have  invented  or  dis- 
covered any  useful  art,  &c.,  not  before  Jcnown  or  used^^ 
&c.  ;  and  the  second  section  of  the  same  statute,  requiring 
a  specification  of  any  invention  or  discovery,  declares  that 
it  shall  be  so  described  ^^  as  to  distinguish  it  from  all  other 
things  known  or  used." 

The  act  of  February  21,  1793,  (1  Statutes  at  Large,  318,) 
provides,  that  when  any  citizen  or  citizens  of  the  United 
States  shaU  allege  that  he  or  they  have  invented  any  "  new 
and  ustful  art^  &c.,  Tiot  knovm  or  used  hrfore  the  appHca- 
tion^^^  &c. 

By  the  act  of  April  17,  1800,  (2  Statutes  at  Large,  38,) 
which  extends  the  privilege  of  patents  to  aliens,  proof  is 
required  that  the  art,  invention,  or  discovery  hath  not  been 
Jcnown  or  used  in  that  or  any  foreign  country.  It  is  true, 
that  this  requisition  has  been  so  far  relaxed  as  to  admit  of 
the  patenting  in  this  country  inventions  which  had  been 
invented  and  used  abroad  ;  but,  with  respect  to  this  coun- 
try, the  invention,  &c.,  must  stiU  be  original. 

In  the  act  of  July  4,  1836,  (5  Statutes  at  Large,  117,)  re- 
organizing the  Patent  Office,  the  language  of  the  sixth  sec- 
tion is  as  foUows  :  "  That  any  person  or  persons  having 
discovered  or  invented  any  new  and  useful  art,  &c.,  nx>t 
known  or  used  by  others  before  his  or  their  discovery ^''^ 
&c.  The  language  and  import  of  the  laws  here  cited  are 
too  plain  to  require  comment ;  and  I  think  that  the  pro- 
duction of  a  single  instance  from  the  statute-book  may 
safely  be  challenged,  by  which  the  requisites  above  men- 
tioned have  been  dispensed  with.    Every  law,  on  the  con- 
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trary,  has  emphatically  demanded  originality  and  priority 
as  indispensable  prerequisites  to  patent  privileges,  and 
every  aspirant  to  such  privileges  is  expressly  required  to 
swear  to  these  prerequisites,  as  well  as  to  establish  them. 
These  tests  ordained  by  the  laws  are  not  only  founded  upon 
the  true  reason  for  the  privileges  conferred,  but  they  are 
simple  and  comprehensible  ;  whereas  the  innovations  per- 
mitted by  the  ruling  of  the  learned  judge  not  only  conflict 
with  the  true  reason  and  foundation  of  patent  privileges, 
but  tend  to  an  uncertainty  and  confusion  which  cannot 
but  invite  litigation  and  mischief.  I  think  that  the  judg- 
ment of  the  Circuit  Court  should  be  reversed,  and  the  cause 
remanded  for  a  venire/acias  de  twvo. 

Mr.  Justice  Griek  also  dissented. 

Order.    This  cause  came  on  to  be  heard  on  the  transcript 

of  the  record  from  the  Circuit  Court  of  the  United  States 

for  the  Southern  District  of  New  York,  and  was  argued 

by  counsel ;  on  consideration  whereof,    it  is    now  here 

ordered  and  adjudged  by  this  court,  that  the  judgment  of 

the  said  Circuit  Court  in  this  cause  be,  and  the  same  is 

hereby,  affirmed  with  costs,  and  damages  at  the  rate  of  six 

I)er  centum  per  annum. 

Affirmed  with  costs. 
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CHARLES    J.    GAYLER    AND   LEONARD    BROWN, 
PLAINTIFFS  IN  ERROR,  v.  BENJAMIN  G.  WILDER. 

10  How.  5a»-510«    Dec.,  1850. 

[Bk.  13,  L.  ed.  617 ;  1  Whit.  608 ;  Fish.  Pat.  Rep.  537.] 

Same  case,  10  How.  477  [p.  188,  ante]. 

Motion  to  reopen  after  judgment  pronounced, 

1.  After  judgment  pronounced^  a  motion  to  open  the  judgment 
for  the  purpose  of  amending  tha  bill  of  exceptions  and  rehear- 
ing the  case  upon  the  ground  of  the  omission  of  material  evi- 
dence refused  (p.  237). 

At  a  subsequent  day  of  the  term,  a  petition  was  filed  by 
the  plaintiffs  in  error,  that  the  foregoing  case  might  be  re- 
opened for  the  purpose  of  amending  the  bill  of  exceptions, 
and  reargued  on  such  amended  bill. 

The  petition  recited  pertain  portions  of  the  opinion  of  this 
court  in  the  case  relating  to  the  Conner  safe,  wherein  the 
court,  after  recapitulati^g  the  evidence  applicable  thereto, 
as  well  as  the  instruction  given  by  the  court  below,  decide 
that  there  was  no  error  in  such  instruction,  which  *'  put  it 
to  the  jury  to  say,  whether  this  safe  had  been  finally  forgot- 
ten or  abandoned  before  Fitzgerald's  invention,  and  whether 
he  was  the  original  inventor  of  the  safe  for  which  he  had  ob- 
tained the  patent ;  directing  them,  if  they  found  these  two 
facts,  that  their  verdict  must  be  for  the  plaintiff."  The 
petition  then  avers,  that  the  existence  and  use  of  the  Con- 
ner safe,  from  the  time  of  its  construction  to  the  time  of  the 
trial,  was  proved  in  the  court  below,  and  that  it  was  so 
stated  in  a  bill  of  exceptions  prepared  by  the  counsel  of  the 
petitioners  and  submitted  to  the  court.  That  the  original 
plaintiff  did  not  make  any  specific  objections  to  petitioners' 
statement  of  the  evidence  as  to  the  Conner  safe,  (as  is  alleged 
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to  be  the  practice  settled  by  the  Supreme  Court  of  New 
York,)  but  proposed  a  different  bill  of  exceptions  as  a  sub- 
stitute therefor,  which  the  court  below  adopted,  against  the 
remonstrance  of  petitioners'  counsel.  The  petition  then 
insists,  that  if  the  facts  stated  in  petitioners'  bill  of  excep- 
tions respecting  the  Conner  safe  had  been  set  forth  substan- 
tially in  any  bill  of  exceptions,  this  court,  upon  the  princi- 
ples contained  in  their  opinion,  must  have  determined  this 
cause  in  favor  of  plaintiffs  in  error. 

■ 

JUr.  Coxe  moved  for  a  reargument  on  the  grounds  stated 
in  the  petition. 

Mr.  Chief  Justice  Taney  delivered  the  opinion  of  the 
court. 

This  case  was  argued  early  in  the  present  term,  and  the 
judgment  of  the  Circuit  Court  affirmed. 

A  motion  is  now  made  to  open  the  judgment  for  the  pur- 
pose of  amending  the  bill  of  exceptions  and  rehearing  the 
case,  upon  the  ground  that  material  evidence  offered  by  the 
j)laintiffs  in  error,  which  might  have  influenced  the  judg- 
ment of  this  court,  has  been  omitted  in  the  bill  of  exceptions 
contained  in  the  record. 

If  any  error  or  mistake  was  committed  in  framing  this 
exception,  it  might  undoubtedly  have  been  corrected  by  a 
certiorari^  if  the  application  had  been  made  in  due  time  and 
upon  sufficient  cause.  But  this  application  is  too  late,  even 
if  the  evidence  which  the  plaintiffs  in  error  propose  to  in- 
troduce would  have  influenced  the  decision.  We  by  no 
means  intend  to  say  that  it  would  have  done  so.  But  they 
rested  satisfied  with  the  exception  as  it  stood  ;  made  no  ob- 
jection to  it  here ;  and  argued  the  case  and  awaited  the 
judgment  of  the  court  upon  the  evidence  as  stated  in  the 
exception.  After  that  judgment  has  been  pronounced,  it  is 
too  late  to  say  that  the  statement  was  imperfect  or  errone- 
ous, and  to  make  a  new  case  by  the  introduction  of  new 
evidence,  and  a  new  exception. 

The  motion  is  therefore  Overruled. 
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[Bk.  18»  L.  ed.  683 ;  1  Whit.  610 ;  Fish.  Pat.  Rep.  589.] 

Affirming  t&id.,  4  McL.  456. 

Substitution  of  material.     Invention,    Particular  patent  wanting 

in  invention. 

1.  The  substitution  of  a  new  composition  of  matter  for  the  material 

out  of  which  one  old  element  in  an  old  arrangement  was  made, 
if  it  resulted  in  a  new  and  useful  article,  would  be  a  new  and 
patentable  manufacture  (p.  264). 

2.  Patent  No.   2197,  J.  G.  Hotchkiss,  July  29, 1841,  Knobs  for 

Doors,  construed  to  be  for  a  substitution  of  material  for  that 
out  of  which  an  old  element  in  an  old  arrangement  was  made, 
the  use  of  the  substituted  material  to  make  such  element  being 
also  old.  Held  that  the  difference  was  formal  and  wanting  in 
invention  (p.  264). 

[Citations  in  dissenting  opinion  of  the  Court :] 

(1)  Webster  on  Subject  Matter,  26,  pp.  26d-272. 

(2)  Curtis  on  Patents,  §  6,  7,  8,  pp.  269-272. 
(8)  Odiorne  c.  Winkley,  2  Gallis,  51,  p.  269. 

(4)  Lowell  V.  Lewis,  1  Mason,  182,  p.  269. 

(5)  2  Kent's  Com.  371,  p.  270. 

(6)  Earle  v.  Sawyer.  4  Mason,  1,  6,  p.  270. 

(7)  Crane  v.  Price,  Webs.  Pat  Cases,  411 ;  8  Am.  &  Eng.  437,  p.  270. 

(8)  Howe  V.  Abbott,  2  Story,  190,  p.  271. 

(9)  Winans  v.  R.  R.,  2  Story,  412.  p.  271. 

(10)  Losh  V.  Hague,  Webs.  Pat.  Cases,  207 ;  2  Am.  &  Eng.  477,  501,  510, 

p.  271. 

(11)  Curtis  on  Patents,  87,  p.  271. 

(12)  Webster  on  Subject  Matter,  29,  80,  p.  271. 
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(18)  Phillips  on  Patents,  122,  p.  £72. 

(14)  Nelson's  Case,  Webster's  Pat.  Cases,  14,  p.  272. 

(15)  Hall's  Patent,  Webster's  Pat.  Cases,  79,  p.  272. 

(16)  Kneass  v.  Schuylkill  Bank,  4  Wash.  9,  11,  p.  272. 

This  case  was  brought  up  by  writ  of  error  from  the  Cir- 
cuit Court  of  the  United  States  for  the  District  of  Ohio. 

It  was  a  question  involving  the  validity  of  a  patent-right 
under  the  following  circumstances.  The  patent  and  speci- 
fication were  as  follows : 

"  The  United  States  of  America  to  all  to  whom  these  let- 
ters patent  shall  come : 

"  Whereas,  John  G.  Hotchkiss,  New  Haven,  Conn.,  John 
A.  Davenport,  and  John  W.  Quincy,  New  York,  have  al- 
leged that  they  have  invented  a  new  and  useful  improvement 
in  making  door  and  other  knobs,  of  all  kinds  of  clay  used 
in  XK)ttery,  and  of  porcelain,  which  they  state  has  not  been 
known  or  used  before  their  application  ;  have  made  oath 
that  they  are  citizens  of  the  United  States,  that  they  do 
verily  believe  that  they  are  the  original  and  first  inventors 
or  discoverers  of  the  said  improvement,  and  that  the  same 
hath  not,  to  the  best  of  their  knowledge  and  belief,  been 
previously  known  or  used  ;  have  paid  into  the  treasury  of 
the  United  States  the  sum  of  thirty  dollars,  and  presented 
a  petition  to  the  Commissioner  of  Patents,  signifying  a  de- 
sire of  obtaining  an  exclusive  property  in  the  said  improve- 
ment, and  praying  that  a  patent  may  be  granted  for  that 
purpose :  These  are,  therefore,  to  grant,  according  to  law, 
to  the  said  John  G.  Hotchkiss,  John  A.  Davenport,  and 
John  W.  Quincy,  their  heirs,  administrators,  or  assigns,  for 
the  term  of  fourteen  years  from  the  29th  day  of  July,  1841, 
the  full  and  exclusive  right  and  liberty  of  making,  con- 
structing, using,  and  vending  to  others  to  be  used  the  said 
improvement,  a  description  whereof  is  given,  in  the  words  of 
the  said  Hotchkiss,  Davenport,  and  Quincy,  in  the  schedule 
hereunt/O  annexed,  and  is  made  a  part  of  these  presents. 

^'  In  testimony  whereof,  I  have  caused  these  letters  to  be 
made  patent,  and  the  seal  of  the  Patent  Office  has  been 
hereunto  affixed. 
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"  Given  under  my  hand,  at  the  city  of  Washington,  this  • 

29th  day  of  July,  A.  D.  1841,  and  of  the  independence  of  J ^ 

the  United  States  of  America  the  siicty-sixth. 

^^  Daniel  Webster, 
"  Secretary  of  State. 
^'  Countersigned  and  sealed  with  the  seal  of  the  Patent 
Office. 

'^  Henry  L.  Ellsworth, 

*^  Commissioner  of  Patents. ^^ 

I 
"  The  schedule  referred  to  in  these  letters  patent,  and 

making  a  part  of  the  same. 

"  To  aU  whom  it  may  concern  :  Be  it  known,  that  we,  \ 

John  G.  Hotchkiss,  of  the  city  and  county  of  New  Haven,  > 

and  State  of  Connecticut,  and  John  A.  Davenport  and  John  j 

W.  Quincy,  both  of  the  city,   county,  and  State  of  New  » 

York,  have  invented  an  improved  method  of  making  knobs 
for  locks,  doors,  cabinet  furniture,  and-  for  all  other  pur- 
I)oses  for  which  wood  and  metal  or  other  material  knobs  are  \ 

used.  This  improvement  consists  in  making  said  knobs  of 
I)otter's  clay,  such  as  is  used  in  any  species  of  pottery  ;  also 
of  porcelain  ;  the  operation  is  the  same  as  in  pottery,  by 
moulding,  taming,  and  burning  and  gla^ng ;  they  may  be 
plain  in  surface  and  color,  or  ornamented  to  any  degree  in 
both ;  the  modes  of  fitting  them  for  their  application  to 
doors,  locks,  furniture,  and  other  uses  will  be  as  various  as 
the  uses  to  which  they  may  be  applied,  but  chiefly  predi- 
cated on  one  principle— that  of  having  the  cavity  in  which 
the  screw  or  shank  is  inserted,  by  which  they  are  fastened, 
largest  at  the  bottom  of  its  depth,  in  form  of  a  dovetail,  and 
a  screw  formed  therein  by  pouring  in  metal  in  a  fused 
state.  In  the  annexed  drawing,  A  represents  a  knob  with 
a  large  screw  inserted,  for  drawers  and  similar  purposes ; 
B  represents  a  knob  with  a  shank  to  pass  through  and  re- 
ceive a  nut ;  C,  the  head  of  the  knob  calculated  to  receive 
a  metallic  neck  ;  D,  a  knob  with  a  shank  calculated  to  re  • 
ceive  a  nut  on  the  outside  or  front.  What  we  claim  as  our 
invention,  and  desire  to  secure   by  letters  patent,  is  the 


i 
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manufacturing  of  knobs,  as  stated  in  the  foregoing  specifi- 
cations, of  potter's  clay,  or  any  kind  of  clay  used  in  pot- 
tery, and  shaped  and  finished  by  moulding,  turning,  burn- 
ing, and  glazing  ;  and  also  of  porcelain. 

"  John  G.  Hotchkiss. 

^^  J.  A.  Davenport. 

*^  John  W.  Quincy. 
"  Witnesses  :  Alps.  Sherman,  James  Montgomery.'' 

In  October,  1845,  the  plaintiffs  in  error  brought  an  action, 
in  the  Circuit  Court  of  the  United  States  for  Ohio,  against 
the  defendants,  for  a  violation  of  the  patent-right. 

The  defendants  pleaded  not  guilty,  and  gave  the  follow- 
ing notice : 

^'  The  plaintiffs  will  please  take  notice,  that  on  the  trial 
of  the  above  cause  the  defendants  will  give  in  evidence  to 
the  jury,  that  the  said  John  G.  Hotchkiss,  John  A.  Daven- 
port, and  John  W.  Quincy  were  not  the  original  and  first 
inventors  and  discoverers  of  making  or  manufacturing 
knobs  of  potter's  clay  or  of  porcelain.  They  will  also  prove 
that  the  making  of  knobs  from  potter' s  clay,  and  also  from 
I)orcelain  and  other  clays  used  by  potters,  was  known  and 
practised,  and  such  knobs  were  made,  used,  and  sold  in  the 
cities  of  New  York,  Albany,  Troy,  and  Brooklyn,  in  the 
State  of  New  York ;  also  in  Jersey  City,  in  the  State  of 
New  Jersey ;  also  in  the  city  of  Philadelphia,  State  of 
Pennsylvania ;  by  John  Mayer,  Thomas  Frere,  William 
Lundy,  Jr..  and  Charles  W.  Vemerck,  residing  in  the  city 
of  New  York ;  also  by  John  Harrison,  residing  in  Jersey 
City  in  the  State  of  New  Jersey ;  and  by  Littlefield,  Hat- 
trick  &  Shannon,  of  Philadelphia,  in  the  State  of  Pennsyl- 
vania, long  before  the  29th  day  of  July,  in  the  year  1841, 
the  date  of  the  patent  in  the  declaration  mentioned.  They 
will  also  prove  that  similar  knobs  were  manufactured  of 
potter's  clay,  and  also  of  porcelain,  and  were  also  used  and 
sold,  long  prior  to  the  said  29th  day  of  July,  1841,  in  the 
town  of  Burslem,  in  Staffordshire,  England ;  also  in  the 
town  of  Sandyford,  near  Tunstall  ;  also  in  the  town  of 
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Hanley,  Staflfordshire,  England ;  also  at  Woodenbose  vil- 
lage, in  the  county  of  Derbyshire,  England.  And  the  said 
defendants  will  prove  the  manufacture  and  use  of  said 
knobs,  so  made  of  clay  and  porcelain,  by  Godfrey  Webster 
and  John  Webster,  who  now  reside  in  East  Liverpool, 
Columbiana  county,  Ohio  ;  and  also  by  Enoch  Bulloch,  who 
now  resides  in  Wellsville,  in  the  same  county ;  also  by 
Daniel  Bennett,  who  now  [resides]  in  the  city  of  Pittsburg, 
Pennsylvania, — all  of  whom  formerly  resided  in  Staflford- 
shire, England.  The  defendants  wUl  also  prove  that  the 
said  patentees,  John  G.  Hotchkiss,  John  A.  Daveni)ort,  and 
John  W.  Quincy,  at  the  time  of  making  application  for  the 
said  patent,  well  knew  that  the  said  knob  so  patented  had 
been  previously  made  and  sold  in  a  foreign  country,  to  wit, 
in  the  kingdom  of  Great  Britain,  and  also  in  Germany,  and 
did  not  believe  themselves  to  be  the  first  inventors  or  dis- 
coverers of  manufacturing  knobs  from  i)otter'8  clay  or  por- 
celain. All  of  which  will  be  insisted  upon  in  bar  of  the 
action.  Charles  Fox, 

"  Attorney  for  the  Defendants. ^^ 

And  in  July,  1848,  the  following  additional  notice  : 

*^  The  plaintiffs  in  this  cause  will  please  take  notice,  that 
on  the  trial  of  the  cause  the  defendants  will  give  in  evidence 
to  the  jury,  that  the  said  John  G.  Hotchkiss,  John  A. 
Davenport,  and  John  W.  Quincy  were  not  the  original  and 
first  inventors  and  discoverers  of  making  or  manufacturing 
knobs  of  potter's  clay,  or  of  porcelain.  They  will  also 
prove,  that  knobs  made  of  potter's  clay,  and  of  porcelain 
and  other  clays,  had  been  previously  publicly  used  and  sold 
in  the  cities  of  New  York,  Albany,  Troy,  and  Brooklyn,  in 
the  State  of  New  York  ;  also  in  Jersey  City,  in  the  State  of 
New  Jersey  ;  also  in  New  Haven  and  Middletown,  in  the 
State  of  Connecticut,  long  before  and  at  the  date  of  the 
patent  under  which  the  plaintiffs  claim.  The  defendants 
will  likewise  prov^e,  on  said  trial,  that  John  Mayer,  residing 
in  Staten  Island ;  Hoope  &  Lee,  residing  in  the  city  of 
Brooklyn,  in  the  State  of  New  York  ;  Edward  H.  Higgins, 
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John  Penfield,  John  Duntze,  residing  in  New  Haven,  in 
the  State  of  Connecticut ;  Matthew  Fifo,  William  Fifo, 
Jane  Fifo,  John  C.  Smith,  and  certain  persons  doing  busi- 
ness under  the  name  of  Smith,  Fifo  &  Co.,  residing  in  the 
city  of  Philadelphia,  in  the  State  of  Pennsylvania,  as  early 
as  the  year  1831,  and  from  that  time  on,  and  until  and  at 
the  time  of  obtaining  the  patent  under  which  the  plaintiffs 
claim,  and  before  the  alleged  discovery  and  invention  set 
forth  in  said  patent,  made,  manufactured,  and  publicly  sold 
and  used  knobs  made  of  x)otter'8  clay,  and  of  other  clays, 
and  of  porcelain,  in  the  several  cities  and  places  named. " 

The  following  bill  of  exceptions  was  taken  during  the 
trial : 

"  The  plaintiffs  offered  in  evidence  the  patent,  specifica- 
tions, and  drawings,  and  other  evidence  tending  to  prove 
the  originality,  novelty,  and  usefulness  of  the  inventions 
as  described  in  said  specification  ;  and  other  evidence  tend- 
ing  to  show  the  violation  of  said  patent  by  the  defendant, 
and  rested.  Whereupon  the  defendants  offered  evidence 
tending  to  show  that  the  said  alleged  invention  was  not 
originally  invented  by  any  one  of  the  said  patentees  ;  and 
that  if  said  invention  was  original  with  any  of  the  said 
patentees,  it  was  not  the  joint  invention  of  all  of  said  pat- 
entees ;  and  other  evidence  tending  to  show  that  the  mode 
of  fastening  the  shank  or  collet  to  the  knob,  adopted  by  the 
plaintiffs,  and  in  said  si)ecification  described,  had  been 
known  and  used  in  Middletown,  Connecticut,  prior  to  the 
alleged  inventions  of  the  plaintiffs,  as  a  mode  of  fastening 
shanks  or  collets  to  metallic  knobs.  And  the  evidence  be- 
ing closed,  the  counsel  for  the  plaintiffs  insisted,  in  the 
argument,  that  although  the  knob,  in  the  form  in  which  it 
is  patented,  may  have  been  known  and  used  in  the  United 
States  prior  to  their  invention  and  patent ;  and  although 
the  shank  and  spindle  by  which  it  is  attached  may  have 
been  known  and  used  in  the  United  States  prior  to  said  in- 
vention and  patent,  yet  if  such  shank  and  spindle  had  never 
before  been  attached  to  a  knob  made  of  potter's  clay  or  por- 
celain ;  and  if  it  required  skill  and  thought  and  invention 
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to  attach  the  said  knob  of  clay  to  the  metal  shank  and 
spindle,  so  that  the  same  would  unite  firmly  and  make  a 
solid  and  substantial  article  of  manufacture  ;  and  if  the  said 
knob  of  clay  or  porcelain  so  attached  were  an  article  better 
and  cheaper  than  the  knob  theretofore  manufactured  of 
metal  or  other  materials,  that  the  patent  was  valid,  and 
asked  the  court  so  to  instruct  the  jury,  which  the  court  re- 
fused to  do  ; — ^but,  on  the  contrary  thereof,  instructed  the 
jury,  that  if  knobs  of  the  same  form  and  for  the  same  pur- 
poses with  that  described  by  the  plaintiffs  in  their  si)ecifica- 
tions,  made  of  metal  or  other  material,  had  been  known  and 
used  in  the  United  States  prior  to  the  alleged  invention  and 
patent  of  the  plaintiffs  ;  and  if  the  spindle  and  shank,  in 
the  form  used  by  the  plaintiffs,  had  before  that  time  been 
publicly  known  and  used  in  the  United  States,  and  had  been 
theretofore  attached  to  metallic  knobs  by  means  of  the 
dovetail  and  the  infusion  of  melted  metal,  as  the  same  is 
directed,  in  the  specification  of  the  plaintiffs,  to  be  attached 
to  the  knob  of  potter's  clay  or  porcelain  ;  so  that  if  the  knob 
of  clay  or  porcelain  is  the  mere  substitution  of  one  material 
for  another,  and  the  spindle  and  shank  be  such  as  were 
theretofore  in  common  use,  and  the  mode  of  connecting 
them  to  the  knob  by  dovetail  be  the  same  as  was  thereto- 
fore in  use  in  the  United  States,  the  material  being  in  com- 
mon use,  and  no  other  ingenuity  or  skiU  being  necessary  to 
construct  the  knob  than  that  of  an  ordinary  mechanic  ac- 
quainted with  the  business,  the  patent  is  void,  and  the 
plaintiffs  are  not  entitled  to  recover.  The  counsel  for  the 
defendants  asked  the  court  to  instruct  the  jury,  that  if  they 
should  be  satisfied  that  any  one  of  the  patentees  was  the 
original  inventor  of  the  article  in  question,  and  that  the 
same  was  new  and  useful,  yet  if  they  should  be  satisfied 
from  the  evidence  that  all  the  patentees  did  not  participate 
in'the  invention,  the  patent  is  void,  and  the  plaintiffs  can- 
not recover.  The  court  gave  the  above,  modified  by  the 
remark,  that  the  patent  was  primd  facie  evidence  that  the 
invention  was  joint,  though  the  fact  might  be  disproved  on 
the  trial ;  and  the  court  remarked,  there  was  no  evidence 


Dec,  1850.]       HOTCHKISS  v.  GREENWOOD.  249 

Argument  of  counsel. 

except  that  of  a  slight  presumption  against  the  joint  inven- 
tion as  proved  by  the  patent ;  to  which  refusal  of  the  court 
to  instruct  the  jury  as  asked  by  the  counsel  for  the  plain- 
tiffs, and  to  the  instructions  given,  the  plaintiffs,  by  their 
counsel,  except,  and  pray  the  court  to  sign  this  their  bill  of 
exceptions. 

"  John  McLean."     [seal.] 

Upon  this  exception,  the  case  came  up  to  this  court,  and 
was  argued  by  Mr.  JSwing,  for  the  plaintiffs  in  error,  and 
3fr.  Chase,  for  the  defendants  in  error. 

Mr.  Moinffy  for  the  convenience  of  reference,  divided  the 
instructions  of  the  court  into  paragraphs,  as  follows  : 
The  court  instructed  the  jury — 

1.  That  if  knobs  of  the  same  form  and  for  the  same  pur- 
poses with  that  described  by  the  plaintiffs  in  their  speciflca- 
tions«  made  of  metal  or  other  material,  had  been  known  or 
used  in  the  United  States  prior  to  the  alleged  invention  and 
patent  of  the  plaintiffs  ; 

2.  And  if  the  spindle  and  shank,  in  the  form  used  by  the 
plaintiffs,  had  before  that  time  been  publicly  known  in  the 
United  States,  and  had  theretofore  been  attached  to  metal- 
lic knobs  by  means  of  the  dovetail  and  infusions  of  melted 
metal,  as  the  same  is  directed,  in  the  specifications  of  the 
plaintiffs,  to  be  attached  to  the  knob  of  potter's  clay  or 
porcelain ; 

3.  So  that  if  the  knob  of  potter's  clay  or  porcelain  is  the 
mere  substitution  of  one  material  for  another,  and  the 
spindle  and  shank  be  such  as  were  theretofore  in  use  in  the 
United  States ; 

4.  The  material  being  in  common  use,  and  no  other  in- 
genuity or  skill  being  necessary  to  construct  the  knob  than 
that  of  an  ordinary  mechanic  acquainted  with  the  business* ; 

6.  The  patent  is  void,  and  the  plaintiffs  are  not  entitled 
to  recover. 

It  will  be  seen  that  the  court,  in  the  paragraph  of  the  in- 
structions which  I  have  numbered  4,  take  upon  themselves 
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to  determine,  in  the  negative,  the  question  "  whether  it  re- 
quired skill  and  thought  and  invention  to  attach  the  knob 
of  clay  to  the  metal  shank  and  spindle,  so  that  they  would 
unite  firmly  and  make  a  solid,  substantial  article  of  manu- 
facture," instead  of  submitting  it  to  the  jury.  It  was  a 
question  of  fact,  not  arising  upon  the  construction  of  a  writ- 
ten or  printed  paper,  but  depending  upon  evidence,  and 
ought,  to  have  been  submitted  to  the  jury  if  material  in  the 
case. 

It  will  also  be  seen  that  the  court  rejected  entirely  one 
clause  of  the  instructions  asked,  namely,  ^^  whether  the 
knob  of  clay  or  porcelain  thus  attached  to  the  metallic 
shank  and  spindle  were  an  artide  better  and  cheaper  than 
the  knob  theretofore  manufactured  of  metal  or  other  ma- 
terials," and  gave  nothing  as  a  substitute  for  it,  leaving  the 
jury  to  understand  that  it  was  immaterial  whether  it  were 
a  better  and  cheaper  article  or  not. 

The  court  seemed  to  have  been  of  opinion,  first,  that  it 
could  not,  in  the  nature  of  things,  require  skill  and  thought 
and  invention  so  to  unite  the  metal  and  clay  as  to  make 
them,  together,  a  firm  and  substantial  article  of  manufac- 
ture ;  or,  second,  that  the  new  manufacture  produced  by 
the  substitution  of  one  material  for  another  in  part  of  the 
article,  and  the  uniting  of  the  two  materials,  though  of 
dissimilar  qualities,  and  never  before  united  for  that  pur- 
pose, was  not  patentable,  even  though  it  required  skill  and 
thought  and  invention  to  unite  them,  and  though  the  new 
manufacture  thus  produced  were  cheaper  and  better  than 
any  like  article  ever  before  known. 

1st.  The  first  position,  I  respectfully  contend,  the  court 
had  no  right  to  assume.  The  counsel  had  the  same  right 
to  appeal  from  the  court  to  the  jury  on  a  question  of  fact, 
that  they  had  to  appeal  from  that  tribunal  to  this  on  a 
question  of  law.  The  right  to  refer  this  question  to  the 
jury  was  distinctly  insisted  upon  by  counsel,  and  as  dis- 
tinctly denied  by  the  court.  For  this,  I  contend,  the  judg- 
ment ought  to  be  reversed. 

But  if  the  court  had  the  right  to  settle  this  question  of 
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fact,  as  they  would  have  to  determine  the  eflfect  of  a  written 
instrument,  I  think  I  am  able  to  show  that  they  erred  in 
their  opinion  on  the  question. 

Knobs  had  been  in  use  many  hundred  years  ;  potter's 
ware  and  porcelain,  many  thousand  ;  but  no  one  ever  before 
succeeded  in  uniting  the  clay  and  the  iron  so  as  to  make  of 
the  two  a  substantial  and  useful  article.  There  are  many 
difficulties  in  uniting  them,  which  can  be  best  explained  by 
a  careful  examination  of  the  new  manufacture  itself  ;  and 
if  it  were  proper  for  the  court  below  to  pronounce  upon  the 
question  connected  with  it  absolutely,  on  inspection,  as  a 
legal  conclusion  drawn  from  the  article  itself,  it  is  equally 
so  for  the  court  here  to^  inspect  the  article,  and  determine 
on  inspection  whether  the  decision  below  was  right.  Curtis 
on  Patents,  sees.  10,  14,  (note  2,)  15,  16  ;  Webster  on  Pat- 
ents, 29,  30. 

2d.  But  the  second  alternative  position  is  the  one  on 
which  I  understood  the  court  to  rest,  namely,  that  the  new 
manufacture  produced  by  the  substitution  of  one  material 
for  another,  as  in  this  case  the  substitution  of  clay  or  por- 
celain in  the  place  of  metal  for  the  knob,  using  metal  as 
theretofore  for  the  collet  and  spindle,  was  not  patentable, 
though  the  materials  are  dissimilar,  and  were  never  before 
united  for  that  or  a  like  purpose,  and  though  it  required 
skill  and  thought  and  invention  to  unite  them,  and  though 
the  new  manufacture  thus  produced  was  cheaper  and  better 
than  any  like  article  ever  before  known. 

This  position  cannot  be  maintained,  either  by  reason  or 
authority.  The  clay  or  i)orcelain  knob,  connected  with  the 
metallic  shank,  is  a  new  and  useful  manufacture,  according 
to  the  letter,  as  well  as  the  spirit  and  intent,  of  our  statute. 

1st.  *^  That  it  is  ^  a  manufacture,'  can  admit  of  no  doubt ; 
it  is  a  vendible  article,  produced  by  the  art  and  hand  of 
man."  Per  C.  J.  Tindall,  in  Cornish  v.  Keene,  Webs,  on 
Pat.  517  [2  Am.  &  Eng.  139,  406] ;  Boulton  t?.  Bull,  2  H. 
Black.  492,  495  [1  Am.  &  Eng.  59,  97],  and  2  H.  Black.  463, 
464,  note  (a) ;  and  Rex  v.  Wheeler,  2  Bam.  &  Aid.  349,  350 
[1  Am.  &  Eng.  317]. 
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2d.  As  the  court  refused  to  submit  to  the  jury  the  ques- 
tion whether  the  article  produced  by  the  substitution  of 
clay  or  porcelain  for  metal,  &c.,  in  the  manufacture  of 
knobs,  was  better  and  cheaper  than  the  old  article,  the 
charge  must  rest  on  the  admission  that  it  was  better  and 
cheaper.  The  manufacture  which  is  the  result  of  that  com- 
bination is,  therefore,  by  concession,  "  a  useful  manufac- 
ture." 

And  it  is  clear  that  it  is,  in  fact,  a  very  useful  manufac- 
ture. The  potter's  ware  and  porcelain  knobs  are  almost 
everywhere  taking  the  place  of  the  metal  knob. 

3d.  It  is  also  a  new  manufacture. 

^^  The  mere  substitution  of  one  metal  for  another  in  a 
particular  manufacture  might  be  the  subject  of  a  patent,  if 
the  new  article  were  better,  more  useful,  or  cheaper  than 
the  old."     Curtis  on  Patents,  sec.  8,  note  3. 

^'  No  one  can  say  that  a  silver  and  an  earthen  teapot  are 
the  same  manufacture. ' '     Webster  on  Patents,  page  25,  note. 

As  little  can  any  one  say  that  a  metal  and  an  earthen 
knob  are  the  same  manufacture. 

^^  If  there  be  anything  material  and  new  which  is  an  im- 
provement  of  the  trade,  that  will  be  sufficient  to  support  a 
patent."  Per  BuUer,  J.,  in  Rex  tj.  Arkwright,  Webster's 
Patent  Cases,  71  [1  Am.  &  Eng.  29].  See  Godson  on  Pat- 
ents, 63,  70, 124, 126  ;  also  Hindmarch  on  Patents,  124,  126. 
A  list  of  cases  sustaining  this  point  are  collected  in  Curtis 
on  Patents,  sections  9  and  10, — Lord  Dudley's  patent  being 
the  substitution  of  pit-coal  for  charcoal  in  the  manufacture 
of  iron  (Webster's  Patent  Cases,  14) ;  Neilson's  patent,  the 
hot  blast  instead  of  the  cold  (Id.  162) ;  Crane's  patent,  the 
substitution  of  anthracite  for  soft  coal  in  connection  with 
the  hot  blast  (Id.  273) ;  Durome's  patent,  the  application 
of  charcoal,  long  used  in  filtering,  to  the  filtering  of  sugar 
(Id.  162) ;  in  Ball' s  case,  the  use  of  the  flame  of  gas  instead 
of  the  flame  of  oil  to  singe  off  the  superfluous  fibres  of  lace 
(Id.  99,  and  note,  in  which  many  other  similar  cases  are  re- 
ferred to). 

Our  invention  is  a  combination  of  dissimilar  materials 
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(not  a  composition  of  matter)  never  before  united,  wliich 
produces  a  new  manufacture.  Tindall,  C.  J.,  in  Crane 
V.  Price  et  al.  [3  Am.  &  Eng.  437],  in  speaking  of  the  hot- 
air  blast  combined  with  anthracite  coal  in  the  production 
of  iron,  says : 

* '  We  are  of  opinion,  that  if  the  result  produced  by  such 
combination  is  either  a  new  article  or  a  cheaper  article  to 
the  public  than  that  produced  by  the  old  method,  such 
combination  is  an  invention  or  manufacture  intended  by 
the  statute,  and  may  well  become  the  subject  of  a  patent. ' ' 
**  And  it  falls  within  the  doctrine  of  Lord  Eldon,  that  there 
may  be  a  valid  patent  for  a  new  combination  of  materials 
previously  in  use  for  the  same  purpose,  or  even  for  a  new 
method  of  applying  such  materials.'^  Webster's  Patent 
Cases,  409. 

Mr.  Curtis,  after  a  review  of  the  cases,  says,  sec.  14  :  "It 
appears,  then,  according  to  the  English  authorities,  that  the 
amount  of  the  invention  may  be  estimated  from  the  result, 
although  not  capable  of  being  directly  estimated  on  a  view 
of  the  invention  itself."  And  in  sec.  15  :  "  The  utility  of 
the  change  is  the  test  to  be  applied  for  the  purpose.  As 
there  cannot  be  a  decidedly  new  result  without  some  degree 
of  invention  to  effect  that  result,  where  a  real  utility  is  seen 
to  exist,  a  sufficiency  of  invention  may  be  presumed." 
And  Mr.  Webster,  in  his  treatise  on  the  subject-matter, 
says  that  '*  whenever  the  change  and  its  consequences,  taken 
together  and  viewed  as  a  sum,  are  considerable,  there  must 
be  a  sufficiency  of  invention  to  support  a  patent."  Pages 
29,  30. 

Our  courts  have  applied  the  same  tests  ias  the  courts  in 
England.     Curtis  on  Patents,  sec.  18. 

As  in  the  case  of  Kneassi?.  The  Schuylkill  Bank,  4  Wash. 
9-11,  where  steel  plates  were  used  instead  of  copper  plates 
in  printing  bank-notes,  the  question  left  to  the  jury  was, 
whether  the  substitute  of  steel  for  copper  plates  was  an  im- 
provement. See  CuTtis  on  Patents,  sec.  24  and  note  1,  cit- 
ing Ryan  v.  Godwin,  3  Sumner,  514,  518. 

In  the  case  at  bar,  the  question  of  skill  and  invention, 
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and  the  question  of  utility,  which  are  the  universally 
acknowledged  test  questions  in  this  class  of  cases,  were 
withheld  from  the  jury ;  the  question  of  skill  and  inven- 
tion determined  by  the  court ;  the  question  of  utility  thrown 
out  of  the  case. 

We  have,  then,  by  all  the  rules  heretofore  recognized  in 
this  class  of  cases,  "  a  new  and  useful  manufacture." 

The  letter  of  the  statute  embraces  it ;  so,  clearly,  does  the 
spirit  and  intent  of  the  act.  It  is  indeed  an  invention  of 
much  more  than  common  importance  and  merit.  It  is  the 
combination  of  two  materials,  metal  and  earth,  never  before 
united  in  this  manner,  so  as  to  give  to  the  new  manufacture 
the  strength  of  iron,  with  the  durability  and  beauty  of  the 
clay  or  porcelain  ;  its  exemption  from  the  corrosive  action 
of  acids  and  other  chemical  agents,  and  its  consequent  free- 
dom from  tarnish. 

There  are  some  cases  of  the  application  of  old  inventions 
to  obvious  new  uses,  for  which  courts  have  refused  to  sus- 
tain a  patent.  They  are  referred  to  by  Lord  Abinger  in 
Lost  V.  Hagen,  Webster's  Patent  Cases,  208  [2  Am.*  &  Eng. 
477,  501,  610] ;  Curtis,  sec.  7,  note  2.  Or  the  case  of  a 
double  use,  where  no  new  manufacture  or  a  cheapening  of 
the  old  is  the  result.    lb.,  note  3. 

In  the  case  of  Rex  v.  Pusell  [1  Am.  &  Eng.  388],  the 
dampening  of  cloth  by  steam  instead  of  hot  water  would 
have  been  held  patentable  had  it  been  useful.  It  was  friv- 
olous. Crane  v.  Price  [3  Am.  &  Eng.  437],  Webster' s  Pat- 
ent Cases,  409. 

And  it  is  said  by  Mr.  Webster,  in  a  note  to  Crane  v.  Price, 
and  others,  "  that  no  case  is  reported  or  mentioned  in  any 
of  the  books  in  which  a  patent  has  failed  simply  on  the 
ground  of  the  invention  not  being  the  subject-matter  of  let- 
ters patent, — some  other  ground,  as  want  of  novelty  or  de- 
fective si)eciflcation,  having  been  the  real  cause  of  failure." 

The  counsel  for  the  defendants  in  error  made  the  follow- 
ing points :  • 

The  court  now  is  called  upon  to  decide  whether  this  pat- 
ent, or  whether  any  patent,  can  be  sustained  merely  for  ap- 
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plying  a  common,  weU-known  material  to  a  nse  to  which  it 
had  not  before  been  applied,  without  any  new  mode  of  using 
the  material,  or  any  new  mode  of  manufacturing  the  article 
sought  to  be  covered  by  the  patent. 

And  here  we  will  first  ask  the  court  for  a  construction  of 
this  patent.  Does  the  patent  and  specification  confine  its 
claim  to  a  mere  right  to  use  clay  or  porcelain  for  the  pur- 
pose of  making  or  manufacturing  knobs,  or  does  it  claim  to 
tjover  the  manufacturing  knobs  of  clay  and  porcelain  in  the 
manner  or  mode  set  forth  in  the  specification  ? 

The  language  of  the  claim,  in  the  closing  part  of  the 
specification,  is  as  f oUows  : 

*^  What  we  claim  as  our  invention,  and  desire  to  secure 
by  letters  patent,  is  the  manufacturing  of  knobs,  as  stated 
in  the  foregoing  specification,  of  potter's  clay,  or  any  kind 
of  clay  used  in  pottery,  and  shaped  and  finished  by  mould- 
ing, turning,  burning,  and  glazing,"  &c.  The  patentees  had 
previously  stated,  in  their  specification,  that  ^'  the  modes 
of  fitting  them  for  their  application  to  doors,  locks,  and 
furniture,  and  other  uses  will  be  as  various  as  the  uses  to 
which  they  may  be  applied,  .but  chiefly  predicated  on  one 
principle — that  of  having  the  cavity  in  which  the  screw  or 
ehank  is  inserted,  by  which  they  are  fastened,  largest  at  the 
bottom  of  its  depth,  in  form  of  a  dovetail,  and  a  screw 
formed  therein  by  pouring  in  metal  in  a  fused  state." 

The  concluding  clause  of  the  specification  then  claims  by 
the  patent  to  cover  the  manufacture  of  knobs  made  of  clay 
in  the  manner  described  in  the  specification,  and  the  great 
principle  of  the  manner  of  forming  the  luiob  is  by  a  cavity 
which,  with  hot  metal  poured  in,  will  make  a  dovetail- 
shaped  fastening  or  holding  of  the  knob  on  to  the  shaft. 

We  think  it  clear  the  claim  is  for  manufacturing  knobs 
of  clay  in  the  particular  manner  specified,  so  that,  when 
manufactured,  they  shall  be  held  to  the  shank  by  force  of 
the  dovetail. 

We  think  it  clear,  that  had  not  the  defendants  established 
the  fact  on  the  trial,  that  knobs  for  door-handles  and  for 
locks  had  been  previously  patented  to  a  person  in  Middle- 
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town,'  which  were  made  and  fastened  in  the  same  identical 
way  as  the  ones  described  in  the  plaintiffs'  specification,  the 
plaintiffs  would  have  claimed  the  right  to  recover  against 
us  for  making  and  fastening  the  knobs  in  that  particular 
way.  We  suppose  the  plaintiffs,  in  the  absence  of  such 
testimony,  would  have  claimed  that  their  specification  cov- 
ered the  form  and  manner  of  fastening  the  knobs  to  the 
handle,  as  well  as  the  material  out  of  which  the  knob  was 
made.  Indeed,  such  was  their  claim,  made  at  the  trial  of 
the  cause. 

It  is  now  well  settled,  that,  in  order  fairly  to  construe  a 
patent,  the  whole  specification  must  be  examined  ;  and  if 
we  can  gather  from  the  whole  paper  the  meaning  of  the  in- 
ventor, and  the  extent  of  his  claim,  the  object  of  the  statute 
is  attained.  2  Phillips  on  Patents,  169,  170 ;  [Ryan 
V.  Goodwin]  3  Sumner,  520 ;  Curtis  on  Patents,  sec.  123, 
130,  141 ;  [Barrett  v.  HaU]  1  Mason,  477. 

This  case  is  very  similar  to  the  case  of  Barrett  et  al. 
V.  Hall,  1  Mason,  477,  where  Judge  Story  held,  that,  tak- 
ing the  whole  specification,  it  was  manifest  the.  patentee 
claimed  as  his  invention  a  mode  of  dyeing  and  finishing 
silks,  and  not  a  mode  of  dyeing  alone ;  and  the  patent 
being  too  broad,  the  whole  not  being  his  invention,  the 
patent  was  void. 

It  is  also  well  settled,  that  whatever  appears  to  be  cov- 
ered by  the  claim  of  the  patentee  as  his  own  invention  must 
be  taken  as  part  of  the  claim  ;  for  courts  of  law  are  not  at 
liberty  to  reject  any  part  of  the  claim  ;  and,  therefore,  if  it 
turns  out  that  anything  claimed  is  not  new,  the  patent  is 
void,  however  small  or  unimportant  such  asserted  invention 
may  be.  Curtis  on  Patents,  sec.  131 ;  [Winans  v.  R.  R. 
Co.]  2  Story,  412. 

We  claim,  therefore,  that  this  is  in  fact  a  claim  for  mak- 
ing knobs  of  clay,  combined  with  the  particular  manner  of 
fastening  the  same  to  the  shank  by  a  dovetaU  fastening,  and 
is  in  truth  a  claim  for  a  combination. 

If  we  are  correct  in  this  view  of  the  case,  then  it  is  clear 
that  the  patent  is  void,  as  the  jury  have  found  that  the 
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claim  of  fastening  knobs  to  handles  by  dovetail  fastenings 
was  not  new,  but  was  known  and  used  before  the  plaintiffs'  . 
patent.     Winans  v,  Boston  and  Providence  Railroad  Co., 
2  Story,  413  ;   Hill  t>.  Thompson,  Webster's  Patent  Cases, 
226,  228  [1  Am.  &  Eng.  286]. 

But  suppose  that  the  claim  in  the  patent  was  the  mere 
right  to  make  knobs  of  clay  or  porcelain,  without  regard  to 
any  particular  mode  of  making  or  fastening  the  knobs  into 
the  shaft,  the  question  arises,  could  such  a  patent  be 
sustained  ? 

The  plaintiffs  claim  that  they  have  the  right  to  the 
exclusive  use  of  clay  for  fourteen  years  to  come,  in 
making  knobs  for  doors,  locks,  and  drawers,  by  making 
such  a  claim  known  at  the  Patent  Office.  They  don't 
even  claim  to  be  the  discoverers  of  clay ;  but  they  claim 
the  exclusive  right  to  appropriate  and  use  clay  in  making 
knobs. 

It  is  a  strange  claim,  to  say  the  least  of  it.  According  to 
the  principle  of  the  claim,  one  man  may  claim  a  patent  for  . 
making  a  stove  of  sheet-iron  ;  another  may  claim  a  patent 
for  making  stoves  of  cast-iron  ;  another  may  claim  a  patent 
for  making  stoves  of  copper  ;  and  each  may  claim,  not  the 
right  to  make  a  stove  of  a  particular  form  and  shape  only, 
or  by  any  peculiar  process  of  making,  but  the  exclusive 
right  to  make  aU  sorts  and  shapes  of  stoves  out  of  the  par- 
ticular material  named. 

So  another  man  claims  the  exclusive  right  of  using  ice  to 
cool  water ;  another  claims  the  exclusive  right  to  use  ice 
for  cooling  wine ;  another,  to  use  the  same  article  to  cool 
brandy  ;  and  a  physician  claims  the  exclusive  right  to  use 
the  article  of  ice  to  cool  a  fevered  patient's  head. 

Again,  one  man  has  been  long  accustomed  to  make  win- 
dow-sashes of  pine  wood  ;  another  comes  and  says  he  can 
make  window-sashes  of  cast-iron,  and  claims  the  exclusive 
right  to  make  all  the  cast-iron  sashes  the  country  may  want 
for  the  next  fourteen  years. 

Another  has  discovered  that  he  can  make  the  whole  of  a 
house  out  of  cast-iron ;  he  therefore  claims  the  exclusive 
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right  to  make  all  the  cast-iron  houses  that  are  wanted  for 
fourteen  years  to  come. 

Another  says  he  has  discovered  that  he  can  build  splendid 
raikoad-cars  for  the  conveyance  of  passengers  out  of  sheet 
copper  or  tin  ;  he  therefore  obtains  a  patent  for  the  exclusive 
use  of  copper  and  tin  in  making  such  carriages. 

Another  discovers  that  tea-kettles  have  been  made  of 
cast-iron  for  years  past,  but  tea  and  coflfee  pots  have  not  as 
yet  been  made  of  that  material,  and  he  immediately  obtains 
a  patent  for  the  exclusive  right  to  make  cast-iron  tea  and 
coffee  pots  for  fourteen  years. 

We  know  that  cast-iron  has  been  extensively  used  for 
making  machinery  of  different  shapes  and  forms  ;  for  mak- 
ing columns,  fences,  floors,  and  indeed  everything  whose 
shape  can  be  impressed  upon  sand  ;  and  can  it  be  pretended 
that  any  one  at  this  day  can  claim  the  right  to  make  some 
new  thing  out  of  cast-iron,  and  thereby  exclude  all  other 
persons  from  making  the  same  article  out  of  the  same 
material? 

To  allow  such  a  claim,  it  appears  io  us,  would  be  violat- 
ing the  spirit  of  the  act  of  Congress.  The  object  of  the  act 
of  Congress  is  to  encourage  men  to  devote  their  time  and 
talent  in  making  new  and  useful  discoveries  in  the  arts, 
manufactures,  and  compositions  of  matter.  Why  does  the 
act  provide  so  carefully  for  new  comix)sitions  of  matter,  if 
an  individual  could  obtain  a  patent  for  a  use  of  an  element 
of  matter  without  any  composition  at  all  ? 

The  patentee  in  this  case  is  endeavoring  to  add  a  new 
clause  to  the  Patent  Law.  He  is  claiming  the  right  to  ap- 
ply a  common  element  of  nature  to  a  new  purpose,  without 
the  aid  of  any  new  mode  or  process  of  working  it,  and 
without  combining  it  with  any  other  portions  of  matter  so 
as  to  make  it  a  composition. 

The  only  causes  authorizing  the  issuing  of  a  patent  are 
declared  and  set  forth  in  the  sixth  section  of  the  act  of 
1836.  That  section  enacts  "  that  any  person  or  persons, 
having  discovered  or  invented  any  new  and  useful  art,  ma- 
chine, manufacture,  or  composition  of  matter,  or  any  new 
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and  useful  improyements  on  any  art,  machine,  manuf ac* 
ture,  or  composition  of  matter,  not  before  known  or  used, 
&c.,  may  make  application." 

To  satisfy  the  terms  of  the  statute,  there  must  be  some 
new  art,  machine,  manufacture,  or  composition  of  matter 
discovered,  or  there  can  be  no  patent. 

It  is  well  settled,  that  a  patent  cannot  be  granted  for  a 
new  use  of  the  thing,  or,  as  it  is  commonly  stated,  a  double 
use.  The  application  of  an  old  machine  to  some  new  pur- 
pose is  not  the  foundation  of  a  x>atent ;  but  an  improvement 
of  an  old  machine,  in  order  to  apply  it  to  the  same  pur- 
poses more  advantageously,  is  the  subject  of  a  patent.  But 
in  this  latter  case,  it  is  the  particular  improvement  made  in 
the  machine  which  constitutes  the  basis  of  the  patent, — not 
the  result. 

If  in  the  present  case  the  patentees  had  invented  an  im- 
provement in  the  mode  of  fastening  the  knobs  to -the  handles, 
or  if  they  had  invented  a  new  mode  of  making  knobs  out  of 
clay  or  other  materials,  their  patent  might  have  been  sus- 
tained ;  but  we  maintain  they  cannot  obtain  a  patent  for  a 
new  use,  or  double  use,  of  the  article  of  clay,  any  more  than 
they  could  sustain  a  patent  for  a  new  use  of  an  old  machine. 

It  has  been  decided,  that  where  a  certain  description  of 
wheels  had  been  used  on  other  than  railway  carriages,  a 
patent  could  not  be  sustained  for  the  use  of  such  wheels  on 
railway  carriages.  Curtis,  note  to  sec.  87.  The  court  distin- 
guished between  applying  a  new  contrivance  to  an  old  object, 
and  applying  an  old  contrivance  to  a  new  object.  Losh  v. 
Hague,  Webster's  Patent  Cases,  207  [2  Am.  &  Eng.  477,  601, 
610].  The  learned  judge  stated  that  a  patent  cannot  be  had 
for  applying  a  well-known  thing,  which  might  be  applied 
to  fifty  thousand  different  purposes,  to  an  oi)eration  which 
is  exactly  analogous  to  what  was  done  before.     2  Story,  412. 

So  it  has  been  held  that  a  patent  for  curling  palm -leaf  for 
mattresses  could  not  be  sustained,  where  the  same  process 
had  been  long  in  use  for  curling  hair.  Howe  v.  Abbott, 
2  Story,  190,  193. 

In  this  latter  case,  the.judge  remarked  that  it  was  the 
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mere  application  of  an  old  process  and  old  machinery  to  a 
new  use, — the  same  as  if  acoflfee-mill  were  employed  to 
grind  com,  or  a  flax-machine  were  employed  to  spin  cot- 
ton. There  must  be  some  new  mode  or  process  to  produce 
the  result. 

If  new  effects  are  produced  by  an  old  machine  in  its 
unaltered  state,  no  patent  can  be  supported  for  it,  as  such 
a  patent  would  be  for  an  effect  only.  [Sawin  v.  Guild] 
1  Gallison,  478,  481. 

So  in  the  new  use  of  medicines  or  compositions,  as  is  said 
in  Boulton  v.  Hall,  2  H.  Bl.  487.  Suppose  the  world  were 
better  informed  than  it  is  how  to  prepare  Dr.  Jayne's  fever- 
powder,  and  an  ingenious  physician  should  find  out  that  it 
was  a  specific  cure  for  consumption,  if  given  in  particular 
quantities,  could  he  have  a  patent  for  the  sole  use  of 
Jayne's  powders  in  consumption,  or  to  be  given  in  particu- 
lar quantities  ?  I  think  it  must  be  conceded  that  such  a 
patent  would  be  void,  and  yet  the  use  of  the  medicine 
would  be  new,  and  the  effect  of  it  as  materially  different 
from  what  is  now  known  as  life  is  from  death. 

So  the  same  judge  says  the  use  of  arsenic  for  curing 
agues  could  not  be  patented,  because  the  medicine  would 
not  be  new,  and  a  new  use  of  it  is  not  the  subject  of  a 
patent. 

We  claim,  therefore,  that  this  patent  cannot  be  sustained 
as  a  patent  for  the  exclusive  privilege  of  using  clay  for  the 
manufacture  of  knobs,  instead  of  brass,  silver,  or  metallic 
compositions.  That  such  a  claim  does  not  rise  to  the  dig- 
nity of  an  invention  or  discovery,  but  is  a  mere  substitution 
of  one  material  in  place  of  another,  for  making  the  same 
common  article.  There  is  no  change  proposed  in  the  man- 
ner of  working  the  clay,  no  improvement  in  machinery  used 
to  produce  the  result,  and  no  new  result  is  obtained  ;  the 
same  identical  knobs  are  produced  and  applied  in  the  same 
way  ;  the  only  change  is  in  the  material  used,  and  we  sup- 
pose that  a  mere  change  of  one  material  for  another  cannot 
be  the  subject  of  a  patent. 

The  case,  then,  comes  within  the  principle  laid  down  in 
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Phillips  on  Patents,  page  113  :  *'  The  use  of  the  ordinary 
known  materials  cannot  be  monopolized  by  patent.  We 
must  understand  this  doctrine  to  be  limited  to  known 
materials,  and  to  such  as  naturally  exist,  whether  known 
or  not ;  for  the  discovery  of  a  new  elementary  substance  or 
material,  by  analysis  or  otherwise,  does  not  give  a  right  of 
a  monopoly  of  it.''     2  H.  Bl.  487. 

On  the  argument  of  this  latter  case,  the  court  put  the 
question  to  counsel,  ''  Whether,  if  a  man  by  science  were 
to  devise  the  means  of  making  a  double  use  of  a  thing 
known  before,  he  could  have  a  patent  for  that  3  It  was 
rightly  and  candidly  admitted  that  he  could  not." 
Page  486. 

And  Justice  Eyre  says  of  Hartley's  patent :  "  He  did  not 
invent  those  means.  The  invention  whoUy  consisted  in  the 
new  manner  of  using,  or,  I  would  rather  say,  of  disposing, 
a  thing  in  common  use,  and  which  thing  every  man  might 
make  at  his  pleasure  ;  and  which,  therefore,  I  repeat,  could 
not,  in  my  judgment,  be  the  subject  of  the  patent." 

We  claim  that  there  can  be  no  patent  in  the  United  States 
founded  upon  the  material  used,  unless  where  a  new  com- 
bination of  materials  is  made  use  of,  and  then  it  comes 
under  that  clause  of  the  Patent  Law  which  authorizes  a 
patent  for  any  new  composition  of  matter. 

Without  a  new  composition  of  matter,  or  a  new  mixture 
of  the  ingredients  uged,  or  a  new  proportion  of  ingredients 
used,  there  can  be  no  patent  for  the  material  used  in  the 
production  of  the  article.  To  hold  otherwise,  would  be  to 
repeal  this  clause  of  the  statute,  or  rather  to  add  a  new 
clause  to  it.  The  act  has  declared  a  man  may  obtain  a 
patent  for  discovering  a  new  composition,  or  mixing  of 
substances,  so  as  to  produce  a  new  substance ;  but  it  has 
not  declared  that  any  one  can  obtain  a  patent  for  the  ex- 
clusive use  of  an  element  of  matter,  where  no  combination 
or  mixture  of  different  portions  of  matter  is  set  forth. 

Clay,  and  its  suitability  for  being  manufactured  into 
articles  of  different  shapes,  and  to  be  applied  to  different 
purposes,  is  weU  known.     The  mode  of  moistening  and 
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using  it,  and  making  it  into  knobs,  teapots,  plates,  bowls, 
cups  and  saucers,  &c.,  and  of  glazing,  staining,  and  baking 
it,  is  also  well  known,  and  no  change  is  proposed  in  these 
operations.  The  use  of  brass,  iron,  silver,  and  glass  for  the 
manufacture  of  knobs  for  doors  and  drawers,  is  also  well 
known.  The  particular  mode  of  fastening  claimed  by  the 
plaintiffs  is  shown  not  to  be  new  ;  and,  as  before  remarked, 
all  that  can  be  now  claimed  in  this  record,  is  the  exclusive 
right  to  use  clay  instead  of  metal  in  making  these  knobs. 

We  know  of  no  case  in  which  such  a  claim  has  been  sus- 
tained.  We  have  shown,  from  the  authorities,  that  the 
new  use  of  an  old  machine  to  produce  a  new  effect  is  not 
the  subject  of  a  patent. 

We  have  shown  that  the  new  use  of  an  old  medicine  or 
composition  of  matter  cannot  be  patented  ;  and  surely  if  a 
composition  of  matter  (which  requires  mind  and  skill) 
could  not  be  applied  to  a  new  use,  the  application  of  one  of 
the  substances  of  which  the  composition  was  made  could 
not  be  applied  to  a  new  use,  and  thereby  lay  the  foundation 
for  a  patent.  And  we  have  also  shown  that  the  substitu- 
tion of  one  material  for  another  is  not  a  patentable  subject. 

We  claim,  therefore,  in  conclusion,  that  this  patent  is  void — 

1st.  Because  it  claims  in  its  specification  to  have  invented 
the  mode  of  fastening  the  knob  to  the  handle,  which  the 
verdict  of  the  jury  has  shown  to  be  untrue,  and  therefore 
the  claim  is  larger  than  the  invention. 

2d.  Because  a  patent  for  the  substitution  of  one  material 
for  another,  without  any  combination,  or  any  new  mode  or 
process  of  manufacturing  the  article,  cannot  be  sustained. 

3d.  Because  no  patent  for  the  manufacture  of  an  article 
can  be  sustained,  unless  the  particular  mode  of  manufac- 
turing the  article  is  specified  and  is  new,  and  the  difference 
between  the  old  and  new  mode  of  manufacturing  is  pointed 
out. 

Mr.  Justice  Nelson  delivered  the  opinion  of  the  court. 
This  is  a  writ  of  error  to  the  Circuit  Court  of  the  United 
States  for  the  District  of  Ohio. 
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The  suit  was  brought  against  the  defendants  for  the 
alleged  infringement  of  a  patent  for  a  new  and  useful  im- 
provement in  making  door  and  other  knobs  of  all  kinds  of 
clay  used  in  pottery,  and  of  porcelain. 

The  improvement  consists  in  making  the  knobs  of  clay  or 
porcelain,  and  in  fitting  them  for  their  application  to  doors, 
locks,  and  furniture,  and  various  other  uses  to  which  they 
may  be  adapted  ;  but  more  especially  in  this,  that  of  hav- 
ing the  cavity  in  the  knob  in  which  the  screw  or  shank  is 
inserted,  and  by  which  it  is  fastened,  largest  at  the  bottom 
and  in  the  form  of  dovetail,  or  wedge-reversed,  and  a  screw 
formed  therein  by  pouring  in  metal  in  a  fused  sta.te  ;  and, 
after  referring  to  the  drawings  of  the  article  thus  made,  the 
patentees  conclude  as  follows  : 

* '  What  we  claim  as  our  invention,  and  desire  to  secure 
by  letters  patent,  is  the  manufacturing  of  knobs,  as  stated 
in  the  foregoing  specifications,  of  potter's  clay,  or  any  kind 
of  clay  used  in  pottery,  and  shaped  and  finished  by  mould- 
ing, turning,  burning,  and  glazing  ;  and  also  of  porcelain." 

On  the  trial,  evidence  was  given,  on  the  jmrt  of  the  plain- 
tiffs, tending  to  prove  the  originality  and  usefulness  of  the 
invention,  and  also  the  infringement  by  the  defendants ; 
and  on  the  part  of  the  defendants,  tending  to  show  the 
want  of  originality ;  and  that  the  mode  of  fastening  the 
shank  to  the  knob,  as  claimed  by  the  plaintiffs,  had  been 
known  and  used  before,  and  had  been  used  and  applied  to 
the  fastening  of  the  shanks  to  metallic  knobs. 

And  upon  the  evidence  being  closed,  the  counsel  for  the 
plaintiffs  prayed  the  court  to  instruct  the  jury,  that  al- 
though the  clay  knob,  in  the  form  in  which  it  was  patented, 
may  have  been  before  known  and  used,  and  also  the  shank 
and  spindle  by  which  it  is  attached  may  have  been  before 
known  and  used,  yet  if  such  shank  and  spindle  had  never 
before  been  attached  in  this  mode  to  a  knob  of  potter's 
clay,  and  it  required  skill  and  invention  to  attach  the  same 
to  a  knob  of  this  description,  so  that  they  would  be  firmly 
united  and  make  a  strong  and  substantial  article,  and  which, 
when  thus  made^  would  become  an  article  much  better  and 


264  HOTCHKISS  v.  GREENWOOI?.  [Sup.  Ct. 

Opinion  of  the  court. 

cheaper  than  the  knobs  made  of  metal  or  other  materials, 
the  patent  was  valid,  and  the  plaintiffs  would  be  entitled  to 
recover. 

The  court  refused  to  give  the  instruction,  and  charged 
the  jury,  that  if  knobs  of  the  same  form  and  for  the  same 
purposes  as  that  claimed  by  the  patentees,  made  of  metal 
or  other  material,  had  been  before  known  and  used ;  and  if 
the  spindle  and  shank,  in  the  form  used  by  them,  had  been 
before  known  and  used,  and  had  been  attached  to  the 
metallic  knob  by  means  of  a  cavity  in  the  form  of  dovetail 
and  infusion  of  melted  metal,  the  same  as  the  mode  claimed 
by  the  patentees,  in  the  attachment  of  the  shank  and 
spindle  to  their  knob ;  and  the  knob  of  clay  was  simply 
the  substitution  of  one  material  for  another,  the  spindle  and 
shank  being  the  same  as  before  in  common  use,  and  also 
the  mode  of  connecting  them  by  dovetail  to  the  knob  the 
same  as  before  in  common  use,  and  no  more  ingenuity  or 
skill  required  to  construct  the  knob  in  this  way  than  that 
possessed  by  an  ordinary  mechanic  acquainted  with  the 
business,  the  patent  was  invalid,  and  the  plaintiffs  were  not 
entitled  to  a  verdict. 

This  instruction,  it  is  claimed,  is  erroneous,  and  one  for 
which  a  new  trial  should  be  granted. 

The  instruction  assumes,  and,  as  was  admitted  on  the 
argument,  properly  assumes,  that  knobs  of  metal,  wood, 
&c. ,  connected  with  a  shank  and  spindle,  in  the  mode  and 
by  the  means  used  by  the  patentees  in  their  manufacture, 
had  been  before  known,  and  were  in  public  use  at  the  date 
of  the  patent ;  and  hence  the  only  novelty  which  could  be 
claimed  on  their  part  was  the  adaptation  of  this  old  con- 
trivance to  knobs  of  potter's  clay  or  porcelain ;  in  other 
words,  the  novelty  consisted  in  the  substitution  of  the  clay 
knob  in  the  place  of  one  made  of  metal  or  wood,  as  the 
case  might  be.  And  in  order  to  appreciate  still  more  clearly 
the  extent  of  the  novelty  claimed,  it  is  proper  to  add,  that 
this  knob  of  potter*  s  clay  is  not  new,  and  therefore  consti- 
tutes no  part  of  the  discovery.  If  it  was,  a  very  different 
question  might  arise  ;  as  it  might  very  well  be  urged,  and 
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successfully  urged,  that  a  knob  of  a  new  composition  of 
matter,  to  which  this  old  contrivance  had  been  applied, 
and  which  resulted  in  a  new  and  useful  article,  was  the 
proper  subject  of  a  patent. 

The  novelty  would  consist  in  the  new  composition,  made 
practicaUy  useful,  for  the  purposes  of  life,  by  the  means 
and  contrivances  mentioned.  It  would  be  a  new  manufac- 
ture, and  none  the  less  so,  within  the  meaning  of  the  Patent 
Law,  because  the  means  employed  to  adapt  the  new  compo- 
sition to  a  useful  purpose  were  old  or  well  known. 

But  in  the  case  before  us,  the  knob  is  not  new,  nor  the 
metallic  shank  and  spindle,  nor  the  dovetail  form  of  the 
cavity  in  the  knob,  nor  the  means  by  which  the  metallic 
shank  is  securely  fastened  therein.  All  these  were  well 
known,  and  in  common  use ;  and  the  only  thing  new 
is  the  substitution  of  a  knob  of  a  different  material  from 
that  heretofore  used  in  connection  with  this  arrange- 
ment. 

Now,  it  may  very  well  be,  that,  by  connecting  the  clay  or 
porcelain  knob  v^th  the  metallic  shank  in  this  well-known 
mode,  an  article  is  produced  better  and  cheaper  than  in 
the  case  of  the  metallic  or  wood  knob  ;  but  this  does  not 
result  from  any  new  mechanical  device  or  contrivance,  but 
from  the  fact,  that  the  material  of  which  the  knob  is  com- 
posed happens  to  be  better  adapted  to  the  purpose  for 
which  it  is  made.  The  improvement  consists  in  the  superi- 
ority of  the  material,  and  which  is  not  new,  over  that  pre- 
viously employed  in  making  the  knob. 

But  this,  of  itself,  can  never  be  the  subject  of  a  patent. 
No  one  will  pretend  that  a  machine,  made,  in  whole  or  in 
part,  of  materials  better  adapted  to  the  purpose  for  which 
it  is  used  than  the  materials  of  which  the  old  one  is  con- 
structed, and  for  that  reason  better  and  cheaper,  can  be  dis- 
tinguished from  the  old  one ;  or,  in  the  sense  of  the  Patent 
Law,  can  entitle  the  manufacturer  to  a  patent. 

The  diflference  is  formal,  and  destitute  of  ingenuity  or 
invention.  It  may  afford  evidence  of  judgment  and  skill  in 
the  selection  and  adaptation  of  the  materials  in  the  manu- 
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factnre  of  the  instrument  for  the  purpose  intended ;  but 
nothing  more. 

I  remember  having  tried  an  action  in  the  circuit  in  the 
District  of  Connecticut,  some  years  since,  brought  upon  a 
patent  for  an  improvement  in  manufacturing  buttons.  The 
foundation  of  the  button  was  wood,  and  the  improvement 
consisted  in  covering  the  face  with  tin,  and  which  was  bent 
over  the  rim  so  as  to  be  firmly  secured  to  the  wood.  Holes 
were  perforated  in  the  centre,  by  which  the  button  could 
be  fastened  to  the  garment.  It  was  a  cheap  and  useful 
article  for  common  wear,  and  in  a  good  deal  of  demand. 

On  the  trial,  the  defendant  produced  a  button,  which  had 
been  taken  off  a  coat  on  which  it  had  been  worn  before  the' 
Revolution,  made  precisely  in  the  same  way,  except  the 
foundation  was  bone.  The  case  was  given  up  on  the  part 
of  the  plaintiff.  Ifow,  the  new  article  was  better  and 
cheaper  than  the  old  one  ;  but  I  did  not  then  suppose,  nor 
do  I  now,  that  this  could  make  any  difference,  unless  it 
was  the  result  of  some  new  contrivance  or  arrangement  in 
the  manufacture.  Certainly  it  could  not,  for  the  reason 
that  the  materials  with  which  it  was  made  were  of  a 
superior  quality,  or  better  adapted  to  the  uses  to  which  the 
article  is  applied. 

It  seemed  to  be  supposed,  on  the  argument,  that  this 
mode  of  fastening  the  shank  to  the  clay  knob  produced  a 
new  and  peculiar  effect  upon  the  article,  beyond  that  pro- 
duced when  applied  to  the  metallic  knob,  inasmuch  as  the 
fused  metal  by  which  the  shank  was  fastened  to  the  knob 
prevented  the  shank  from  acting  immediately  upon  the 
knob,  it  being  enclosed  and  firmly  held  by  the  metal ;  that 
for  this  reason  the  clay  or  porcelain  knob  was  not  so  liable 
to  crack  or  be  broken,  but  was  made  firm  and  strong,  and 
more  durable. 

This  is  doubtless  true.  But  the  peculiar  effect  thus  re- 
ferred to  is.  not  distinguishable  from  that  which  would  exist 
in  the  case  of  the  wood  knob,  or  one  of  bone  or  ivory,  or  of 
other  materials  that  might  be  mentioned. 

Now,  if  the  foregoing  view  of  the  improvement  claimed 
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in  this  patent  be  correct,  it  is  quite  apparent  that  there  was 
no  error  in  the  submission  of  the  questions  presented  at  the 
trial  to  the  jury ;  for  unless  more  ingenuity  and  skill  in 
applying  the  old  method  of  fastening  the  shank  and  the 
knob  were  required  in  the  application  of  it  to  the  clay  'or 
porcelain  knob  than  were  possessed  by  an  ordinary  mechanic 
acquainted  with  the  business,  there  was  an  absence  of  that 
degree  of  skill  and  ingenuity  which  constitute  essential 
elements  of  every  invention.  In  other  words,  the  improve- 
ment is  the  work  of  the  skilful  mechanic, — not  that  of  the 
inventor. 

We  think,  therefore,  that  the  judgment  is,  and  must  be, 
affirmed. 

Mr.  Justice  Woodbury  dissented. 

I  feel  obliged  to  dissent  from  my  brethren  in  this  case. 
It  is  chiefly,  however,  in  regard  to  the  manner  in  which 
som^  of  the  facts  were  submitted  to  the  jury  ;  but,  involv- 
ing as  it  does  an  important  principle  in  the  practice  under 
our  patent  system,  it  may  be  useful  to  explain  the  grounds 
of  my  dissent. 

It  is  agreed,  that  in  July,  1841,  John  G.  Hotchkiss  and 
two  others  obtained  a  patent  for  what  they  described  as 
**  a  new  and  useful  improvement  in  making  door  and  other 
knobs  of  all  kinds  of  clay  used  in  pottery,  and  of  porcelain." 

The  first  question  of  law  which  arises  on  the  record,  is 
whether  the  patent  covered  merely  the  knob,  the  bulbous 
handle,  or  included  also  the  shank  or  spindle,  and  the 
mode  of  fastening  it  to  the  handle. 

The  charge  of  the  judge  at  the  trial,  as  drawn  up  in  the 
exceptions,  seems  to  have  proceeded  on  the  ground  that 
the  patent  and  invention  covered  both  the  knob  and  mode 
of  fastening.  Whether  this  was  a  correct  construction 
does  not,  however,  seem  to  be  very  material,  when  we  con- 
sider the  instructions  given  to  the  jury  in  other  respects  ; 
and  that  they  were  equally  applicable  to  the  bulbous 
handle  alone,  or  the  handle  with  its  dovetail  hollow,  or  th^ 
handle  and  the  shank  combined. 
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If  both  parties  acquiesced  below  in  the  idea  that  the 
patent  was  not  only  for  such  a  knob,  but  the  combination 
of  such  a  knob  with  the  shank  in  the  mode  described,  and 
the  charge  was  predicated  on  that  view,  it  is,  i)erhaps,  not 
allowable  here  to  take  a  different  position* 

In  order  to  understand  clearly  what  is  deemed  ob- 
jectionable in  the  course  pursued  below,  it  may  be 
noticed  that  the  chief  grounds  of  objection  to  the  patent 
thus  construed  below  seem  to  have  been,  that  the  in- 
vention was  not  original,  nor  of  a  character  to  be  pat^ 
entable. 

The  statement  in  the  bill  of  exceptions  is  in  some  respects 
obscure.  But  the  substance  of  the  instruction  on  this,  as 
set  out  there,  is,  that  if  the  invention  had  been  made  be- 
fore or  was  now  confined,  ''  so  that  the  knob  of  clay  or  por- 
celain is  the  mere  substitution  of  one  material  for  another' ' 
— **  the  material  being  in  common  use,  and  no  other  in- 
genuity or  skill  being  necessary  to  construct  the  knob  than 
that  of  an  ordinary  mechanic  acquainted  with  the  business 
— the  patent  is  void,"  &c. 

The  counsel  for  the  plaintiffs  next  requested  the  court 
to  proceed  further,  and  charge  the  jury,  that  "  if  the  said 
knob  of  clay  or  porcelain  so  attached  were  an  article  bet- 
ter and  cheaper  than  the  knob  theretofore  manufactured  of 
metal  or  other  materials,  the  patent  was  valid."  But  the 
court  did  not  give  any  such  instruction.  In  this,  I  think, 
was  the  chief  error.  From  the  record,  I  feel  bound  to 
believe  that  evidence  was  offered  on  both  sides  as  to  the 
originality  and  utility  of  the  knob,  and  its  mode  of  combi- 
nation with  the  shank.  It  would  seem,  then,  to  have  been 
the  duty  of  the  court  below  to  instruct  the  jury,  that  it  was 
their  province  to  decide  not  only  on  which  side  the  evidence 
preponderated,  but  if  the  invention  was  cheaper  and  better 
than  what  preceded  it,  that  protection  should  be  given  to 
it  as  patentable. 

In  either  view,  considered  as  an  invention  of  the  knob 
alone,  or  the  knob  and  handle  combined,  the  chief  question 
is  still  the  same,  whether  proper  instructions  as  to  its  being 
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patentable,  and  all  the  proper  instructions  which  the  cir- 
onmstances  required,  were  given. 

Now,  on  the  point  as  to  the  invention  being  patentable, 
the  direction  virtually  was  to  consider  it  not  so,  if  an  ordi- 
nary mechanic  could  have  made  or  devised  it ;  whereas,  in 
my  view,  the  true  test  of  its  being  patentable  was  if  the  in- 
vention was  new,  and  better  and  cheai)er  than  what  pre- 
ceded it.  This  test,  adopted  by  the  Circuit  Court,  is  one 
sometimes  used  to  decide  whether  the  invention  for  which 
a  patent  has  been  obtained  is  new  enough  or  distinguished 
enough  from  a  former  invention  to  prevent  it  from  being 
an  infringement,  and  to  justify  a  new  patent  for  it, — and 
not,  as  here,  whether  it  is  valuable  or  material  enough  per 
se  to  be  protected  by  any  patent. 

Whenever  the  kind  of  test  adopted  below  is  used  other- 
wise than  to  see  if  there  has  been  an  infringement  or  not,  it 
is  to  a^scertaln  whether  the  invention  is  original  or  not,  that 
is,  whether  it  is  a  trifling  change,  and  merely  colorable,  or 
not.  Webster  on  Sub.  Mat.  25  ;  Curtis  on  Patents,  sees, 
6,  7 ;  [Odiome  v,  Winkley]  2  Gallis.  C.  C.  61 ;  [Lowell  t. 
Lewis]  1  Mason  C.  C.  182.  But  it  is  impossible  for  an  in- 
vention to  be  merelv  colorable,  if,  as  claimed  here,  it  was 
better  and  cheaper  ;  and  hence  this  last  criterion  should,  as 
requested  by  the  plaintiffs,  have  been  suggested  as  a  guide 
to  the  jury. 

Then,  if  they  became  convinced  that  the  knob  in  this 
case,  by  its  material,  or  form  inside,  or  combination  with 
the  shank,  was  in  truth  better  and  cheaper  than  what  had 
preceded  it  for  this  purpose,  it  would  surely  be  an  improve- 
ment. It  would  be  neither  frivolous  nor  useless,  and,  under 
all  the  circumstances,  it  is  manifest  that  the  skill  necessary 
to  construct  it,  on  which  both  the  court  below  and  the  court 
here  rely,  is  an  immaterial  inquiry,  or  it  is  entirely  subor- 
dinate to  the  question  whether  the  invention  was  not 
cheaper  and  better.  Thus,  some  valuable  discoveries  are 
accidental  rather  than  the  result  of  much  ingenuity,  and 
some  happy  ones  are  made  without  the  exercise  of  great 
skill,  which  are  still  in  themselves  both  novel  and  usef  uL 
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Sach  are  entitled  to  protection  by  a  patent,  becanse  they 
improve  or  increase  the  power,  convenience,  and  wealth  of 
the  community. 

Chancellor  Kent  has  truly  said,  (2  Kent's  Com.  371,) 
*'  The  law  has  no  regard  to  the  process  of  mind  by  which 
the  invention  was  accomplished,  whether  the  discovery 
be  by  accident,  or  by  sudden  or  by  long  and  laborious 
thought."  See,  also.  Earl  v.  Sawyer,  4  Mason  C.  C.  1,  6 ; 
Crane  v.  Price,  Webster's  Pat.  Cases,  411  [3  Am.  &  Eng.  437], 

In  this  last  case,  Chief  Justice  Tindall  goes  quite  as  far 
as  Chancellor  Kent,  and  says  :  "  In  point  of  law,  the  labor 
of  thought  or  experiment  and  the  expenditure  of  money 
are  not  the  essential  grounds  of  consideration  on  which  the 
question  whether  the  invention  is  or  is  not  the  subject-matr 
ter  of  a  patent  ought  to  depend.  For  if  the  invention  be 
new  and  useful  to  the  public,  it  is  not  material  whether  it 
be  the  result  of  long  experiments  and  profound  research,  or 
whether  by  some  sudden  and  lucky  thought,  or  mere  acci- 
dental discovery." 

So  in  Earle  v.  Sawyer,  4  Mason,  1,  the  doctrine  settled  is, 
that  "  a  combination,  if  simple  and  obvious,  yet  if  entirely 
new,  is  patentable.  And  it  is  no  objection  to  it,  that  up  to 
a  certain  point  it  makes  use  of  old  machinery."  And  Jus- 
tice Story  says,  in  so  many  words :  "  It  is  of  no  conse- 
quence whether  the  thing  be  simple  or  complicated,  whether 
it  be  by  accident,  or  by  long,  laborious  thought,  or  by  an 
instantaneous  flash  of  the  mind,  that  it  was  first  done." 
**  The  law  looks  to  the  fact,  and  not  the  process  by  which 
it  is  accomplished."     Page  6. 

It  is  thus  apparent,  to  my  mind,  that  the  test  adopted 
below  for  the  purpose  to  which  it  was  applied,  and  which 
has  just  been  sanctioned  here,  has  not  the  countenance  of 
precedent,  either  English  or  American ;  and,  at  the  same 
time,  it  seems  open  to  great  looseness  or  uncertainty  in 
practice. 

But  it  has  been  urged  here,  that  this  invention  was  merely 
applying  clay  and  i)orcelain  to  a  new  purpose,  and  that 
pierely  a  new  purpose,  in  our  patent  system,  is  not  entitledi 
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to  protection.  [Howe  ^?.  Abbott]  2  Story,  190 ;  [ Winans  v. 
R.  R.,  ibid.]  412 ;  Losh  v.  Hague,  Webster  Pat.  Caries,  207 
[2  Am.  A  Eng.  477,  601,  510] ;  Curtis  on  Patents,  87.  The 
Ineaning  of  this  rule,  however,  as  eviscerated  from  all  the 
eases,  is  that  the  application  of  an  old  machine  or  old  com- 
position of  matter,  before  patented,  to  a  new  object,  or 
what  is  termed  a  double  use,  does  not  entitle  one  to  a 
patent  connected  with  this  new  object ;  because  then  there 
is  no  new  machinery  or  new  combination  of  old  parts,  as  in 
merely  applying  a  jyatent  grist-mill  to  a  new  purpose  of 
grinding  plaster. 

But  it  is  entirely  different  if  you  apply  an  old  earth,  or 
old  mechanical  power,  or  old  principle  in  physics,  to  a  new 
object.  There  is  then  a  new  form  adopted,  or  a  new  com- 
bination for  the  purpose.  And  though  the  elementary 
material  be  old,  or  the  elementary  principle  operating  be 
old,  it  being  difficult  to  discover  a  new  substance  or  new 
elementary  principle,  yet  there  is  a  new  shape  and  consis- 
tency and  use  given,  or  a  new  modus  operandiy  which,  if 
cheaper  and  better,  benefits  the  world,  and  deserves  protec- 
tion and  encouragement. 

If  these  are  the  effects,  however  small  the  skill  or  inge- 
nuity required  to  imitate  them,  they  are  not  excluded  from 
the  aid  of  the  laws  by  either  principles  or  precedents. 
They  are  not  mere  double  uses  of  a  previous  machine  or 
composition  ;  but  a  double  or  additional  form  or  composi- 
tion of  an  article  for  a  new  purpose. 

There  is  a  new  manufacture,  as  here  of  clay  into  knobs, 
or  knobs  with  a  dovetaU  hollow  combined  with  a  shank. 
The  books  are  full  of  such  slight  changes  in  structure,  com- 
position, or  mode  of  application,  which  were  novel,  and 
better  in  their  results,  and  therefore  upheld,  and  were  not 
and  could  not  be  regarded  merely  as  the  application  of  an 
old  machine  to  new  purposes.  Beside  the  new  material 
and  the  new  mode  of  fastening,  when  the  results,  as  here^ 
are  considerably  improved,  they  suffice  to  make  the  inven- 
tion patentable.  Webster  on  the  Sub.  Matter,  29,  3(X 
These  are,  then,  all  required  by  the  strictest  law,  viz.,  ^^  di- 
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versity  of  method ''  and  "  diversity  of  effect.'-  Phillips  on 
Patents,  122. 

Here,  the  new  material  for  a  knob,  instead  of  former 
materials,  was  more  durable  than  wood,  was  cheaper  than 
iron,  and  very  beautiful  to  the  eye,  instead  of  looking 
coarser.  Its  structure  to  receive  a  dovetailed  shank  and 
secure  it  by  fused  metal,  rather  than  by  a  hole  through 
and  a  screw  at  the  end,  appears  to  have  been  highly  im- 
portant ;  and  if  embraced  in  the  patent,  as  was  probably 
considered  in  the  court  below,  furnished  an  additional  rea- 
son for  instructing  the  jury  to  consider  whether  the  knob 
in  controversy  was  not  cheai)er  and  better  than  what  pre- 
ceded it. 

The  precedents  are  quite  full  on  this,  and  some  of  them, 
in  all  respects,  nearly  in  point.  Similar  to  this  was  the  hot 
blast,  substituted  for  the  cold  in  making  iron,  and  a  jyatent 
for  it  upheld.  Nelson's  Case,  Webster  P.  C.  14.  The  blast 
was  still  air,  but  in  a  different  condition,  leading  to  new 
and  useful  results.  So  the  use  of  the  flame  of  gas  to  finish 
cloth  rather  than  the  flame  of  oU.  [Hall's  Patent]  Webster 
P.  C.  99.  So  steel  plates  used  instead  of  copper  in  engrav- 
ing. Kneass  v.  Schuylkill  Bank,  4  Wash.  C.  C.  9, 11.  That 
very  closely  resembles  the  present  case. 

So  pit-coal,  substituted  for  charcoal  in  making  iron,  has 
been  deemed  patentable  (Webster  P.  C.  14) ;  and  anthracite 
for  bituminous  coal  (273).  There  are  also  some  strong 
opinions,  besides  these  decisions,  in  favor  of  a  change  in 
metal  for  an  instrument  being  alone  sufficient  for  a  patent, 
if  more  useful  or  cheaper.  See  Webster  on  Sub.  Matter,  25, 
note,  and  Curtis  on  Patents,  sec.  8.  Phillips  on  Patents, 
134,  — if  there  be  any  contrivance  connected  with  it.  .  In- 
deed, why  should  it  not  be  sufficient?  A  new  mode  of 
oi)erating,  or  a  new  composition  to  produce  better  results, 
is  the  daily  ground  Jor  a  patent.  All  which  the  act  of  Con- 
gress itself  requires,  is  that  the  invention  be  for  *'  any  new 
and  useful  improvement  on  any  art,  machine,  manufacture, 
or  composition  of  matt.er,"  &c.  5  Stat,  at  Large,  p.  119, 
sec.  6.     Must  it  not,  then,  be  considered  such  an  improve- 
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ment,  if  operating  with  new  materials  both  cheaper  and 
more  durable  ? 

Who  cannot  realize,  that  since  the  improved  mode  of  cut- 
ting, boring,  and  shaping,  the  substitution  of  iron  for  wood 
in  many  manufactures  might  not  often  be  a  gain  in  strength 
and  durability,  quite  beyond  any  difference  in  expense,  and 
be  justly  patentable  ?  Who,  too,  would  not  deem  it  ma- 
terial to  gain  by  the  use  of  wood  or  leather,  or  a  cheap 
metal,  instead  of  gold  and  silver,  for  some  manufacture  or 
mechanical  purpose,  when  it  can  be  done  with  increased 
benefit  as  well  as  cheapness  ?  And  why  is  he  not  a  bene- 
factor to  the  community,  and  to  be  encouraged  by  protec- 
tion, who  invents  a  use  of  so  cheap  an  earth  as  clay  for 
knobs,  or  in  a  new  form  or  combination,  by  which  the  com- 
munity are  largely  gainers  ? 

On  the  whole  case,  then,  it  seems  to  me  that  justice  be- 
tween these  parties,,  as  well  as  sound  legal  principle,  re- 
quires another  trial  on  instructions  upon  some  points  omit- 
ted, and  instructions  in  some  other  respects  different  in  law, 
from  what  were 'given  in  this  instance  at  the  first  trial. 

Order.  This  cause  came  on  to  be  heard  on  the  transcript 
of  the  record  from  the  Circuit  Court  of  the  United  States 
for  the  District  of  Ohio,  and  was  argued  by  counsel ;  on 
consideration  whereof,  it  is  now  here  ordered  and  adjudged 
by  this  court,  that  the  judgment  of  the  said  Circuit  Court 
in  this  cause  be,  and  the  same  is  hereby. 

Affirmed  with  costs. 
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PETER  HOGG  AND  CORNELIUS  H.  DELAMATER, 
PLAINTIFFS  IN  ERROR,  v.  JOHN  B.  EMERSON. 

11  Btw.  S87-609.    Dec,  18fi0. 

[Bk.  18,  L.  ed.  824 ;  1  Whit.  684.] 
Same  case,  6  How.  487  ;  5  Am.  &  £ng.  1. 

Particular  patent  sustained.  Joinder  of  inventions.  Error  in 
drawings.  Damages,  Imioce?it  infringer  —  mitigation  of 
damages 

1.  The  decision  in  Hogg  v.  Emerson^  6  How.  437,  reviewed  and 

affirmed  (p.  302). 

2.  The  specifications  of  patent  granted  J.  B. .  Emerson,  March  8, 

1834,  for  Steam  Engine,  constitute  a  part  of  the  letters  patent, 
and  the  improvement  is  sufficiently  described  therein  (p. 
302). 

3.  The  inventions  in  Emerson's  patent  held  connected  in  their  de- 

sign and  operation  and  properly  joined  in  one  patent  (p.  304). 

4.  A  joinder  in  one  patent  of  a  combination  and  two  or  three  por- 

tions of  that  combination  is  proper  (p.  304). 

5.  Correction  of  errors  in  drawings  considered  (p.  305). 

6.  It  is  the  specification  which  governs,  and  the  drawings  merely 

illustrate  (p.  305), 

7.  It  is  the  making  and  selling  to  be  used,  and  not  the  selling,  or 

buying,  or  making  alone,  for  which  full  damages  are  usually 
given,  and  the  license  fee  may  be  a  proper  guide  to  determine 
the  same  (p.  306). 

8.  A  fair  ground  exists  for  the  mitigation  of  damages,  if  the  maker 

of  the  infringing  machine  appeared  in  truth  to  be  ignorant  of 
the  patent  right,  and  did  not  intend  any  infringement  (p.  306). 

[Citations  in  the  opinion  of  the  Court :] 

(1)  Hogg  V.  Emerson,  6  How.  487 ;  p.  1,  ante,  p.  801. 

(2)  Wyeth  v.  Stone,  1  Story.  288,  p.  304. 
(8)  Chitty  on  BiUs,  386,  879,  p.  805. 

(4)  Scott  V.  Lififord,  9  East,  847.  p.  805. 
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(fe)  Scott  t,  Lifford,  1  Camp.  346,  p.  805. 

(6)  Johnson  v.  Sutton,  1  D.  <&  £.  514,  p.  805. 

(7)  Taylor  t\  Williams,  2  Barn  &  Adol.  857,  p.  305. 

(8)  U.  S.  V,  Bank  of  Georgia,  10  Wheat.  850,  p.  806. 

(9)  Curt,  on  Pats.  256  ;  8  note,  p.  806. 

(10)  Boyd  u.  M'Alpen,  8  McLean,  427.  p.  806. 

(11)  Whittemore  v.  Cutter,  1  Gallis.  429,  p.  306. 

(12)  .Tones  u.  Pearce,  Webs.  P.  C.  125  ;  1  Am.  &  Eng.  472,  p.  306. 

(13)  Bryce  u.  Dorr,  8  McLean,  583,  p.  306. 

(14)  Lowell  u.  Lewis,  1  Mason,  182.  p.  306. 

(15)  Meeker  v.  Wilson,  1  Gall.  420,  p.  806. 

This  case  was  brought  up  from  the  Circuit  Court  of 
the  United  States  for  the  Southern  District  of  New 
York. 

It  was  reported  in  6  Howard,  437  [p.  1,  ant€\  and  at 
the.  conclusion  of  the  report  of  that  case  is  the  following 
note : 

'^  Note.— After  the  delivery  of  this  opinion,  the  counsel 
for  the  plaintiffs  in  error  suggested  that  other  questions 
were  made  below,  which  they  desired  to  be  considered,  and 
therefore  moved  for  another  certiorari  to  bring  them  up. 
This  was  allowed,  and  judgment  susj)ended  till  the  next 
term." 

Another  certiorari  was  issued,  which  brought  up  the  en- 
tire record.  The  case,  as  now  to  be  reported,  consists  of 
three  records,  in  parts.  Instead  of  republishing  those  parts 
already  reported,  they  will  only  be  referred  to ;  and  if 
the  reader  is  desirous  to  investigate  the  case  thoroughly, 
he  must  read  this  report  in  conjunction  with  that  in 
0  Howard. 

On  the  8th  of  March,  1834,  John  B.  Emerson  obtained  a 
patent  for  a  new  and  useful  improvement  in  the  steam- 
engine,  which  is  set  forth,  together  with  the  schedule,  in 
6  Howard,  437  [p.  1,  ante\  et  seq. 

At  April  Term,  1844,  he  brought  an  action  of  trespass  on 
the  case  against  Hogg  and  Delamater  for  an  infringement 
of  his  patent-right.  The  declaration  is  inserted  in  extenso 
in  6  Howard.  The  defendants  filed  the  general-issue  plea, 
and  gave  the  following  notices  : 
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"  Circuit  Court  of  the  United  States  of  America  for  the 
Southern  District  of  New  York,  in  the  Second  Circuit. 
"  Peter  Hogg  and  Cornelius  Delamater 

John  B.  Emerson. 

*'  Sir  :  You  will  please  to  take  notice,  that,  on  the  trial 
of  the  above-entitled  cause,  without  waiving  the  right  to  re- 
quire the  plaintiff  to  make  out  all  facts  essential  to  support 
and  prove  his  declaration  and  cause,  and  without  admit- 
ting any  part  thereof,  the  defendants  will,  under  the  plea 
of  the  general  issue  aforesaid,  give  in  evidence,  prove,  and 
insist  upon  the  following  special  matter,  of  which  notice  is 
hereby  given,  pursuant  to  the  statute,  in  addition  to  such 
.other  defence  as  they  are  by  law  entitled  to  make. 

"  I.  That  the  patent  granted  to  John  B.  Emerson,  bear- 
ing date  the  8th  day  of  March,  1834,  under  which  the  said 
plaintiff  claims,  is  void,  for  the  following  among  other 
reasons : 

"1.  Because,  although  it  is,  in  and  by  the  schedule  an- 
nexed to  the  said  patent,  recited  that  the  said  John  B. 
Emerson  had  alleged  that  he  had  invented  a  new  and  use- 
ful improvement  in  the  steam-engine,  and  in  the  mode  of 
propelling  therewith  either  vessels  on  the  water  or  carriages 
on  the  land  ;  and  it  is  claimed  that,  in  and  by  the  said 
patent,  the  exclusive  right  and  liberty  of  making,  using, 
and  vending  to  others  to  be  used  the  said  improvement  was 
granted  to  the  said  John  B.  Emerson,  his  heirs,  executors, 
administrators,  or  assigns,  for  the  term  of  fourteen  years 
from  and  after  the  date  of  the  said  patent ;  yet  the  said 
patentee  did  not,  according  to  law,  deliver  with  his  appli- 
cation for  the  said  patent,  or  at  any  other  time,  to  any  of 
the  officers  who  were  to  consider  his  application,  a  written 
description  of  his  said  improvement  or  invention,  and  of 
the  manner  of  using  the  same,  in  such  full,  clear,  and  exact 
terms  as  to  distinguish  the  same  from  all  other  things  be- 
fore known,  and  to  enable  any  jyerson  skilled  in  mechanics 
to  make  and  use  the  said  invention  ;  and  that  the  improve- 
ments claimed  by  the  said  John  B.  Emerson  are  not,  in  the 
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said  patent,  or  in  the  schedule  thereto  annexed,  described 
in  such  full,  clear,  and  exact  terms  as  to  distinguish  the 
same  from  all  other  things  before  known,  or  to  enable  any 
I)erson  skilled  in  mechanics  to  make  or  use  the  said  im- 
provements ;  and  that  the  said  John  B.  Emerson  did  not 
deliver,  with  Ids  said  application  for  the  said  patent,  or  at 
any  other  time,  to  any  of  the  oflSioers  who  were  to  consider 
his  application,  a  full  explanation  of  his  said  improve- 
ments, and  the  several  modes  in  which  he  had  contem- 
plated the  application  of  the  principle,  by  which  they  could 
be  distinguished  from  other  inventions,  and  he  did  not  ax5- 
company  his  application  with  drawings  and  written  refer- 
ence, as  required  by  law. 

"  2.  Because  the  said  patent  is  granted  for  an  improve- 
ment in  the  steam-en^ne  ;  and,  in  the  schedule  annexed  to 
the  said  patent,  the  said  John  B.  Emerson  has  claimed  as 
his  invention  different  and  distinct  improvements,  to  wit, 
in  the  steam-engine  and  in  the  paddle-wheel,  either  of 
which  may  be  used  singly  and  separately  for  the  purpose 
indicated  in  said  schedule.  And  although  the  said  John 
B.  Emerson,  in  the  schedule  annexed  to  the  said  patent, 
does  not  claim  the  invention  of  spiral  paddle-wheels,  but 
claims  merely  the  invention  of  an  improvement  in  spiral 
paddle-wheels  already  essayed,  yet  he  has  not,  in  the  said 
schedule  annexed  to  the  said  patent,  described  in  what  his 
said  improvement  in  the  said  spiral  paddle-wheels  consists, 
so  that  any  person  skilled  in  mechanics  can  know  wherein 
the  paddle-wheels  mentioned  in  the  said  schedule  differ 
from  spiral  paddle-wheels  before  known  and  used ;  and 
because  no  distinction  or  discrimination  is  made  between 
the  parts  and  portions  of  the  said  propelling- wheel  of  which 
the  said  John  B.  Emerson  may  be  the  inventor  or  discov- 
erer ;  the  said  defendants  protesting,  at  the  same  time,  that 
the  said  John  B.  Emerson  has  not  been  the  inventor  or  dis- 
coverer of  any  part  or  portion  of  the  alleged  improve- 
ments. 

'*  3.  Because  the  thing  patented,  as  set  forth  in  the  said 
patent,  is  different  from  the  things  claimed  as  the  invention 
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of  the  patentee  in  the  schedule  annexed  to  the  patent.  The 
thing  patented  is  anew  and  useful  improvement  in  the 
steam-engine ;  but,  in  the  schedules  annexed  to  the  said 
patent,  the  thing  claimed  by  the  said  patentee  as  his  inven- 
tion is  not  only  the  alleged  improvement  in  the  steam- 
engine,  but  also  the  spiral  propelling-wheel,  and  the  appli- 
cation of  the  revolving  vertical  shaft  to  the  turning  of  a 
capstan  on  the  deck  of  a  vessel ;  while  the  specification  in- 
dicates only  an  improvement  in  the  spiral  paddle-wheel, 
without  describing  the  same  in  such  full,  clear,  and  exact 
terms  as  to  distinguish  the  same  from  all  other  things  be- 
fore known,  or  to  enable  any  person  skilled  in  mechanics 
to  make  or  use  the  said  improvement. 

"  4.  Because  the  drawings  of  his  alleged  invention,  as 
deposited  in  the  Patent  OflSce,  do  not  agree  with  each  other, 
Bor  with  the  specification  to  his  letters  patent  annexed,  and 
render  it  altogether  doubtful  and  uncertain  what  his  alleged 
invention  truly  and  really  was. 

'*  II.  And  the  said  defendants  will  further  give  in  evi- 
dence, and  prove  on  the  trial  of  the  issue  aforesaid,  that 
the  machine  for  propelling  boats,  alleged  to  have  been 
made  by  them  in  violation  of  the  right  of  the  plaintiff  in 
this  case,  was  made,  if  made  at  all,  under  certain  letters 
patent  heretofore  granted  by  the  United  States  to  one  John 
Ericsson,  to  wit,  on  the  1st  day  of  February,  in  the  year 
1838. 

"  III.  And  the  said  defendants  will  further  give  in  evi- 
dence, and  prove  on  the  trial  of  the  issue  aforesaid,  that 
there  waa  at  no  time  on  file,  or  deposited  in  the  Patent 
Office,  whilst  they  were  engaged  in  making  machines  under 
the  said  John  Ericsson's  patent,  any  specifications  or  draw- 
ings deposited  by  the  said  John  B.  Emerson,  from  which 
any  person  skilled  in  mechanics  could  construct  a  machine 
similar  to  the  machines  they  have  constructed  under  the 
patent  of  the  said  John  Ericsson. 

"  IV.  And  the  said  defendants  will  further  give  in  evi- 
dence, and  prove  on  the  trial  of  the  issue  aforesaid,  that  the 
specification  to  the  letters  patent  of  the  said  John  B.  Eiher- 
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son  annexed  contained  no  description  of  the  inventions 
and  improvements  now  alleged  and  pretended  to  be  covered 
by  his  said  letters  patent,  and  claimed  to  be  included 
therein. 

^ '  V.  And  the  said  defendants  will  further  give  in  evi- 
dence, and  prove  on  the  trial  of  the  issue  aforesaid,  that 
the  said  John  B.  Emerson  was  not  the  original  inventor  or 
discoverer  of  any  part  or  parts  of  the  propelling- wheel  de- 
scribed in  his  said  letters  patent,  or  of  any  improvement  in 
any  part  or  parts  of  the  said  machine. 

**  VI.  And  the  said  defendants  will  further  give  in  evi- 
dence, on  the  trial  of  the  issue  aforesaid,  a  printed  descrip- 
tion of  a  certain  propelling- wheel,  invented  by  Archibald 
Robinson,  of  London,  which  said  description  was  published 
in  one  or  more  public  works,  and  particularly  in  the  seventh 
volume  of  the  London  Journal  of  Arts  and  Sciences,  edited 
by  W.  Newton,  and  published  in  London  in  the  year  1831, 
and  extensively  known  to  mechanics  and  engineers  in  the 
United  States,  tending  to  prove  that  the  plaintiff  was  not 
the  original  and*  first  inventor  or  discoverer  of  the  thing 
patented,  or  of  a  substantial  and  material  part  thereof 
claimed  as  new,  but  that  it  had  been  described  as  aforesaid, 
in  public  works,  before  the  supposed  discovery  thereof  by 
the  plaintiff. 

*'  VII.  And  the  said  defendants  will  further  give  in  evi- 
dence, on  the  trial  of  the  issue  aforesaid,  the  printed 
description  of  certain  improvements  in  machinery  for  pro- 
pelling steam-vessels,  invented  by  Jacob  Perkins,  of  Lon- 
don, as  early  as  the  year  1829,  which  said  description  was 
published  in  a  public  work,  printed  in  London,  in  the  year 
1831,  to  wit,  in  the  seventh  volume  of  the  London  Journal 
of  Arts  and  Sciences,  edited  by  W.  Newton,  a  well-known 
scientific  journal,  published  in  London  in  the  year  afore- 
said. And  the  said  defendants  will  further  give  in  evi- 
dence, a  plate,  number  nine  in  the  said  volume,  containing 
an  engraved  delineation  of  the  said  invention, — ^all  tending 
to  prove  that  the  plaintiff  was  not  the  original  and  true  in- 
ventor or  discoverer  of  the  thing  patented,  or  of  a  substan- 
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tial  and  material  part  thereof  claimed  as  new,  but  that  it 
had  been  described  as  aforesaid,  in  a  public  work,  before 
the  supposed  discovery  thereof  by  the  plaintiJBf. 

''  VIII.  And  the  said  defendants  wUl  further  give  in  evi- 
dence, on  the  trial  of  the  issue  aforesaid,  a  printed  descrip- 
tion of  a  certain  mode  of  propelling  boats  in  the  water  by 
the  application  of  scuUing-wheels,  or  screw  propelling- 
wheels,  invented  by  Benjamin  M.  Smith,  which  said  de- 
scription was  published,  in  the  year  1830,  in  the  sixth  vol- 
ume of  the  new  series  of  the  Franklin  Institute,  a  scientific 
journal  published  in  the  city  of  Philadelphia,  in  the  State 
of  Pennsylvania,  tending  to  prove  that  the  plaintiff  was 
not  the  original  and  true  inventor  or  discoverer  of  the 
thing  patented,  or  of  a  substantial  and  material  part  thereof 
claimed  as  new,  but  that  it  had  been  described  as  afore- 
said, in  a  public  work,  before  the  supposed  discovery 
thereof  by  the  plaintiff. 

*'  IX.  And  the  said  defendants  will  further  give  in  evi- 
dence, and  prove  on  the  trial  of  the  issue  aforesaid,  that  the 
said  machine,  alleged  in  the  plaintiff's  writ  in  this  cause  to 
have  been  made  by  the  said  defendants,  does  not  in  any  of 
its  parts  resemble  the  machine  described  in  the  schedule 
annexed  to  the  letters  patent  granted  to  the  said  plain- 
tiff. 

'^  X.  And  the  said  defendants  will  further  give  in  evi- 
dence, and  prove  on  the  trial  of  the  issue  aforesaid,  that 
the  said  John  B.  Emerson,  if  he  was  really  the  inventor  of 
the  improvements  now  alleged,  pretended,  and  claimed  by 
him,  voluntarily  abandoned  the  same  to  the  public. 

*'  XI.  And  the  said  defendants  will  further  give  in  evi- 
dence, and  prove  on  the  trial  of  the  issue  aforesaid,  that 
they  have  never  made,  used,  or  sold  the  machine  patented 
by  the  said  John  B.  Emerson,  or  any  part  thereof,  nor 
any  imitation  of  the  said  machine,  nor  of  any  part 
thereof. 

"  XII.  And  the  said  defendants  will  further  give  in  evi- 
dence, and  prove  on  the  trial  of  the  issue  aforesaid,  that 
the  description  and  specification  filed  by  the  said  plaintiff 
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do  not  contain  the  whole  truth  relative  to  this  invention  ot 
discovery. 

"  Dated  New  York,  October  26,  1844. 

"  Yours,  &c.,  P.  A.  Hanford, 

"  Attorney  for  Defendants. 
''  To  Peter  Clark,  Esq.,  Attorney  far  Plaintiffs 

'^  Circuit  Court  of  the  United  States  of  America  for  the 
Southern  District  of  New  York,  in  the  Second  Circuit. 
"  Peter  Hogg  and  Corkelius  Delamater 

V. 

John  B.  Emerson. 

"  Sir  :  You  will  please  to  take  notice,  that,  on  the  trial 
of  the  above-entitled  cause,  the  defendants,  in  addition  to 
the  various  matters  set  forth  in  the  notice  heretofore  given 
in  this  cause,  under  date  of  the  26th  of  October,  1844,  will, 
under  the  plea  of  the  general  issue,  prove  and  insist  upon 
the  following  special  matter,  of  which  notice  is  hereby 
given  pursuant  to  statute. 

'  "  The  said  defendants  will  give  in  evidence,  on  the  trial 
of  the  issue  aforesaid,  the  letters  patent  granted  to  John 
Ericsson,  by  the  English  government,  in  1836,  and  the  let- 
ters patent  granted  him,  by  the  government  of  the  United 
States,  in  the  years  1838  and  1840. 

"  The  said  defendants  will  also  give  in  evidence  copies  of 
letters  patent,  granted  by  the  United  States  government, 
to  Josiah  Copley,  for  a  spiral  propeller,  under  date  of  May 
22, 1830  ;  and  to  John  L.  Sullivan,  under  date  of  March  24, 
1 817,  for  a  submarine  propeller ;  and  to  Edward  P.  Pitz- 
patrick,  under  date  of  November  23,  1835,  for  a  screw  for 
propelling  boats  ;  and  to  James  Widdifield,  under  date  of 
October  11,  1815,  for  propelling  boats  by  screw-wheel ;  and 
to  John  L.  Smith,  under  date  of  September  18, 1835,  for  pro- 
pelling boats  by  screw-wheel ;  and  to  Henry  W.  Wheatley, 
under  date  of  December  30,  1818,  for  propelling  boats  by 
screw-power ;  and  to  Jesse  Ong,  on  the  22d  of  May,  1837, 
for  propelling  paddle-wheels. 

"  The  said  defendants  will_  also  give  in  evidence  the 
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Digest  of  Patents  issued  by  the  United  States,  published 
under  the  superintendence  of  the  Commissioner  of  Patents, 
in  184(),  and  more  particularly  pages  219-236  of  the  same. 

"  The  said  defendants  will  also  give  in  evidence  a  descrip- 
tion of  certain  improvements  in  propelling  vessels,  com- 
municated  by  Charles  Cummerow,  of  London,  and  pub- 
lished in  Newton's  London  Journal,  second  series,  eighth 
volume,  page  144  ;  which  volume  the  said  defendants  will 
give  in  evidence. 

*'The  said  defendants  will  also  give  in  evidence  a  de- 
scription of  certain  improvements  in  the  construction  and 
adaptation  of  a  revolving  spiral  paddle,  for  propelling 
boats  and  other  vessels,  patented  by  the  British  government 
to  Bennet  Woodcrof  t,  of  Manchester,  in  the  county  palatine 
of  Lancaster,  printed  and  published  in  Newton's  Journal, 
third  series,  first  volume,  page  349  ;  which  volume  the  said 
defendants  will  give  in  evidence. 

"The  said  defendants  will  also  give  in  evidence  the 
seventh  volume  of  the  Repertory  of  Patent  Inventions,  for 
1837,  published  in  London,  and  the  copy,  printed  at  page 
172  of  the  same,  of  certain  letters  patent  granted  to  F.  P. 
Smith  for  an  improved  propeller. 

"  The  said  defendants  will  also  give  in  evidence  certain 
letters  i)atent,  issued  by  the  government  of  the  United 
States,  to  Francis  P.  Smith,  for  an  improved  propeller, 
bearing  date  the  12th  day  of  November,  1841. 

"  The  said  defendants  will  also  give  in  evidence,  that  the 
alleged  invention  of  the  said  plaintiff,  or  so  much  thereof 
as  the  said  plaintiff  may  allege  or  claim  that  the  said  de- 
fendants have  infringed,  was  invented,  known,  and  used 
before  the  same  was  patented  or  invented  by  the  said  plain- 
tiff. And  the  said  defendants  will  prove  the  said  prior  use 
and  knowledge  of  the  said  alleged  improvement  or  inven- 
tion, and  where  the  same  had  been  used,  by  Dr.  Thomas  P. 
Jones,  who  resides  in  the  city  of  Washington,  in  the  Dis- 
trict of  Columbia. 

^'  The  said  defendants  will  also  give  in  evidence  the  sixth 
Tolume  of  the  Journal  of  the  Franklin  Institute,  new  series^ 
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page  149,  where  is  contained  an  account  of  the  spiral  pro- 
peller above  referred  to,  patented  to  Josiah  Copley,  and 
the  iifth  volume  of  the  same,  new  series,  page  136,  where  is 
contained  a  notice  of  the  propeller  patented  to  Benjamin 
P.  Smith. 

^'  The  said  defendants  will  also  give  in  evidence  certain 
letters  patent  granted  to  John  S.  Trott,  of  Boston,  by  the 
government  of  the  United  States,  under  date  of  June  2, 
1818,  for  propelling  wheels  for  boats  by  animal-power. 

''  Dated  New  York,  October  27,  1845. 

"  Yours,  &c.,  P.  A.  Hanford, 

^'  Attorney  for  Defendants. 

'*  To  Peter  Clark,  Esq.,  Attorney  for  Plaintiff. ^^ 

» 

In  May,  1847,  the  cause  came  on  for  trial.  Both  plaintiff 
and  defendant  examined  many  witnesses.  The  substance 
of  the  testimony,  on  the  part  of  the  defendants,  is  stated  in 
the  argumentative  opening  of  their  counsel  in  this  court, 
which  is  copied  in  order  to  show  their  view  of  the  evidence. 
After  it  was  closed,  the  counsel  for  the  defendants  made 
the  following  prayers  to  the  court  to  instruct  the  jury  : 

"1.  That  the  claim  of  the  plaintiff,  as  set  forth  in  his 
specification  annexed  to  his  letters  patent,  embraces  the 
entire  spiral  paddle-wheel.  The  claim  is,  therefore,  too 
broad  upon  the  face  of  it,  and  the  letters  patent  are  void 
upon  this  ground,  and  the  defendants  are  entitled  to  a 
verdict. 

^'  2.  That  if  the  court  should  depart  from  the  language  of 
the  patentee,  in  which  he  has  made  his  claim,  for  the  pur- 
pose of  giving  to  that  claim  a  limitation  which  may  not  be 
too  broad,  it  could  not  clearly,  or  with  any  reasonable  cer- 
tainty, or  without  resorting  to  conjecture,  be  determined 
by  the  court  what  the  claim  was  ;  and  the  patent  is,  there- 
fore, void  for  ambiguity,  and  the  defendants  are  entitled  to 
a  verdict.  ^ 

*'  3.  That  the  patent  is  void  upon  its  face,  for  this  :  that, 
purporting  to  be  a  patent  for  an  improvement,  and  specify- 
ing that  the  invention  is  of  an  improved  spiral  paddle- 
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wheel,  differing  essentially  from  any  which  have  been  here- 
tofore essayed,  without  pointing  out  in  what  the  difference 
consists,  or  in  any  manner  whatever  indicating  the  im- 
provement by  distinguishing  it  from  the  previously-essayed 
spiral  wheels,  it  is  wanting  in  an  essential  prerequisite  to 
the  validity  of  letters  patent  for  an  improvement. 

"  4.  That  the  patent  is  void  upon  its  face,  for  this  :  that 
it  embraces  several  distinct  and  separate  inventions,  as  im- 
provements in  several  distinct  and  independent  machines 
susceptible  of  independent  operation,  not  necessarily  con- 
nected with  each  other  in  producing  the  result  aimed  at  in 
the  invention,  and  the  subject-matter  of  separate  and  inde- 
pendent patents. 

*'5.  That  inasmuch  as  it  appears  conclusively,  by  the 
deposition  of  Arthur  L.  Mclntyre,  the  officer  in  the  Patent 
Office  of  the  United  States  who  has  the  care  and  custody  of 
the  drawings  therein  filed,  that  on  the  12th  day  of  Febru- 
ary, 1844,  the  plaintiff  filed  a  drawing,  sworn  to  by  him  as 
a  correct  delineation  of  his  invention,  which  drawing  had 
been  on  file  since  the  6th  day  of  May,  1841,  when  it  was 
there  deposited  by  the  plaintiff,  unattested ;  that  said 
drawing  became  a .  part  of  the  record  of  the  plaintiff's 
patent,  and  that  the  said  record  was  then  complete ;  and 
the  rights  and  privileges  of  the  plaintiff,  under  the  act  of 
Congress  of  March  3,  1837,  were  exhausted  by  the  filing  of 
said  attested  drawing,  and  therefore  said  drawing  was  the 
one  which  (if  any)  should  have  been  introduced  in  evidence 
as  the  recorded  delineation  of  the  invention,  and  the  second 
drawing  subsequently  filed  and  introduced  in  evidence 
should  be  disregarded  by  the  jury. 

^'  6.  Though  inasmuch  as  it  api)ears  conclusively,  by  the 
deposition  of  Arthur  L.  Mclntyre,  as  before  stated,  that  on 
the  12th  day  of  February,  1844,  the  plaintiff  filed  a  draw- 
ing, sworn  to  by  himself  as  a  correct  delineation  of  his  in- 
vention, which  drawing  had  been  on  file  since  the  5th  day 
of  May,  1841,  when  it  was  there  deposited  by  the  plaintiff, 
unattested  ;  that  said  drawing  became  a  part  of  the  record 
of  plaintiff's  patent,  and  that  as  against  these  defendants, 
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who,  by  legal  presumption,  were  notified  of  the  natnie  and 
character  of  the  invention  of  said  first  drawing,  he  is  now 
estopped  from  asserting  that  the  same  is  not  a  true  delinea- 
tion of  his  invention,  either  by  the  testimony  of  witnesses, 
or  by  the  introduction  of  a  second  and  different  drawing. 

^^  7.  That  the  rule  of  law  which  declares  the  drawings  for 
patentee  to  be  part  of  his  patent,  and  that  they  may  be  re- 
ferred to  for  the  purpose  of  helping  out  the  specification, 
should  be  limited  to  those  cases  in  which  the  drawings  are 
either  annexed  to  or  referred  to  in  the  specification  ;  and 
that  even  in  such  case  the  drawings  cannot  be  resorted  to 
for  the  purpose  of  adding  to,  or  in  any  manner  enlarging, 
the  claim  as  set  forth  in  the  specification. 

"8.  That  if  the  second  drawing,  which  has  been  ex- 
hibited in  evidence,  is  to  be  regarded  as  a  part  of  the  plain- 
tiff's  patent,  and  to  be  referred  to  to  help  out  the  specifica- 
tion, there  must  be  a  conformity  between  them.  If  they 
are  substantially  at  variance,  and  incongruous,  and  incon- 
sistent with  each  other,  it  is  a  fatal  defect  in  the  patent, 
which  alone  is  sufficient  to  prevent  the  recovery  of  the 
plaintiff. 

^'  9.  That  if,  from  the  testimony,  the  jury  believe  that 
the  placing  of  the  paddles  obliquely  upon  the  rim  of  the 
wheel,  sworn  to  by  John  S.  Trott  as  having  been  done  by 
him  in  1818,  was  substantially  the  same  in  principle  as 
placing  them  spirally  upon  said  rim,  the  defendants  are  en- 
titled to  a  verdict. 

'^  10.  That  the  plaintiff  must  satisfy  the  jury,  to  sustain 
the  only  judicial  construction  of  which  the  patent  admits, 
that  he  is  the  first  and  original  inventor  of  the  spiral  form 
of  the  propelling  fioat ;  and  if,  from  the  evidence  in  rela- 
tion to  the  patent  and  wheel  of  Benjamin  M.  Smith,  in 
1829, — of  Ebenezer  Beard,  in  and  of  the  spiral  fioat  used  by 
John  Stevens,  in  1805,— they  believe  that  this  spiral  form 
was  not  new  in  the  plaintiff,  but  was  known  and  used  be- 
fore his  patent,  that  upon  this  ground  the  defendants  are 
entitled  to  a  verdict. 

^^  11.  That  if  the  jury  believe,  from  the  specification  of 
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the  plaintiff,  and  the  testimony,  that  he  designed  to  ex- 
press his  improvement  to  consist  in  the  trough  form  given 
to  the  propelling  plates  by  bending  them  along  the  centre, 
so  that  the  sides  of  the  plates  shall  be  at  right  angles,  or 
nearly  so,  to  each  other,  and  that  this  trough  form,  thus 
produced  previous  to  giving  the  plate  the  spiral  curve 
longitudinally,  is  to  be  considered  as  of  the  essence  of 
plaintiff's  invention,  then  the  defendants  have  not  infringed 
upon  his  rights,  and  are  entitled  to  a  verdict. 

^^  12.  That  if  the  jury  believe,  from  the  specification  and 
the  testimony,  that  neither  a  cylindrical  band  nor  the 
twisted  spokes  were  described  by  the  plaintiff  as  constitut- 
ing a  part  of  the  paddle-wheel  by  him  patented,  the  same 
cannot  be  added  as  a  component  part  of  his  invention,  by 
their  insertion  in  a  drawing  filed  ten  years  after  the  issuing 
of  his  letters  patent. 

^'  13.  That  from  the  silence  in  the  si)ecification,  both  as 
to  the  hoop  or  cylindrical  band  and  twisted  spoke,  notwith- 
standing their  delineation  in  the  drawing,  the  jury  must 
infer  one  of  two  things :  either  that  the  plaintiff  did  not 
invent,  and  therefore  did  not  describe  them,  or  that  they 
were  (as  his  witness  Allaire  in  substance  testified)  not  the 
subject-matter  of  invention  at  the  time  at  aU,  being  old  and 
well-known  parts  of  the  machine  described. 

''  14.  That  unless  the  jury  believe,  from  the  testimony, 
that  the  plaintiff,  before  the  issuing  of  his  letters  patent, 
actually  reduced  his  alleged  invention  to  practice,  the  pat- 
ent is  void,  and  the  defendants  are  entitled  to  a  verdict. 

*'  15.  That  if,  from  the  testimony,  the  jury  believe  that 
Captain  Ericsson  actually  reduced  the  propelling-wheel  to 
practice,  such  as  were  constructed  by  the  defendants,  before 
the  same  were  reduced  to  practice  by  the  plaintiff,  the  de- 
fendants are  entitled  to  a  verdict. 

"  16.  That  the  exclusive  rights  of  a  patentee  are  to  make 
as  well  as  to  use,  and  vend  to  others  to  be  used ;  and 
that  the  rule  of  damages,  as  against  the  manufacturer  who 
has  invaded  the  exclusive  right  to  make,  are  the  profits 
which  he  has  derived,  or  which  the  plaintiff  might  have 
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derived,  from  such  making,  because  it  is  the  sum  which, 
by  his  invasion,  he  has  prevented  the  patentee  from  obtain- 
ing. 

"17.  That  if,  from  the  evidence,  the^jury  are  satisiied 
that  no  proi)elling-wheeLs  were  made  by  the  defendants 
between  the  27th  of  March,  1844,  (the  date  of  the  alleged 
completion  of  the  record  of  the  plaintifFs  patent,  under  the 
act  of  March  3,  1837,)  and  the  commencement  of  this  suit, 
in  April  following,  upon  this  ground  the  defendants  are 
entitled  to  a  verdict. 

"  18.  That  the  invention  of  the  plaintiff,  as  described  in 
his  specification,  as  illustrated  by  his  drawing,  cannot  be 
regarded  as  a  combination  of  the  several  parts  of  the  wheel. 
As  a  combination,  the  invention  is  not  brought  out  in  the 
specification  or  drawings,  and  such  a  view  of  the  case  is 
entirely  inadmissible." 

But  the  court  refused  to  instruct  the  jury  according  to 
the  prayers  of  the  defendants,  and  charged  them  as  fol- 
lows : 

(That  part  of  the  charge  which  was  brought  up  by  the 
record  in  6  Howard  is  there  printed ;  but  the  certiorari 
having  brought  up  the  residue,  it  is  now  printed  entire.) 

''  The  court,  in  charging  the  jury,  submitted  to  them,  as 
a  question  of  fact,  whether  the  drawings  made  by  Dr. 
Jones,  in  1844,  of  the  paddle-wheel  of  the  plaintiff,  was 
substantially  in  conformity  with  the  drawing  filed  and 
model  deposited  in  the  Patent  Office  in  1834  ;  that  if  this 
fact  was  found  in  the  affirmative,  it  was  not  seriously  dis- 
puted but  that  the  wheel  of  Ericsson  was  similar  to  one  con- 
structed from  the  specification  and  drawing  of  the  plaintiff, 
when  taken  together. 

"  The  court  further  charged,  that  if  the  jury  found  the 
above  question  in  the  negative,  then  it  would  become  neces- 
sary for  them  to  inquire  whether  the  specification,  without 
the  aid  of  the  drawing,  was  sufficient  to  enable  a  mechanic 
of  ordinary  skill  to  construct  the  plaintiff's  wheel, — such  a 
one  as  could  be  constructed  with  the  aid  of  it. 

"  The  court  further  charged,  that  the  claim  of  the  plain- 


Dec,  1850.]  HOGG  v.  EMERSON.  293 

Statement  of  the  case. 

tiff  was  for  an  improvement  upon  the  spiral  paddle-wheel 
or  propeller ;  that  by  a  new  arrangement  of  the  parts  of  the 
wheel,  he  had  been  enabled  to  effect  a  new  and  improved 
application  and  use  of  the  same  in  the  propulsion  of 
vessels  ;  that  the  ground  upon  which  the  claim  is  founded 
was  this :  it  is  the  getting  rid  of  nearly  all  the  resisting 
surface  of  the  wheels  of  Stevens,  Smith,  and  others,  by 
placing  the  spiral  paddles  or  propelling  surfaces  on  the 
ends  of  arms,  instead  of  carrying  the  paddles  themselves  in 
a  continued  surface  to  the  hub  or  shaft.  It  is  claimed  that 
a  great  portion  of  the  old  blade  not  only  did  not  aid  in  the 
propulsion,  but  actually  impaired  its  efficiency,  and  also 
that  the  improved  wheel  is  made  stronger. 

*'  It  was  made  a  question  on  the  former  trial  whether  the 
plaintiff  did  not  claim,  or  intend  to  claim,  the  entire  wheel ; 
but  we  understand  it  to  be  for  an  improvement  upon  the 
spiral  paddle-wheel,  claimed  to  be  new  and  useful  in  the 
arrangement  of  its  parts,  and  more  effective  by  fixing  the 
spiral  paddles  upon  the  extremity  of  the  arms  at  a  distance 
from  the  shaft. 

"  The  court  further,  in  charging  the  jury,  submitted  to 
them  the  question,  whether  the  plaintiff  was  the  first  and 
original  inventor  of  the  improvement,  referring  them  to  the 
evidence  upon  this  branch  of  the  case. 

^^  The  court  further  instructed  the  jury,  that  the  descrip- 
tion of  the  invention  was  sufficient,  and  that  the  objection 
that  the  patent  embraced  several  distinct  discoveries  was 
untenable. 

* '  That  the  filing  of  imperfect  drawings  of  his  wheel  in 
1841  did  not  preclude  the  plaintiff  from  filing  a  corrected 
one  in  1844,  and  that  the  drawing  could  be  referred  to  in 
aid  of  the  specification,  though  not  annexed  to  the  patent, 
or  referred  to  in  the  specification  ;  if  it  was  filed  with  the 
application  in  the  Patent  Office  at  the  time  of  the  taking 
out  of  the  patent,  it  is  then  a  part  of  the  record. 

"  That  if  the  drawing  and  specification  were  so  contradic- 
tory that  a  mechanic  of  ordinary  skill  could  not  construct 
the  wheel,  the  patent  was  void.    But  if  the  latter  was 
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ambiguous,  obscure,  or  doubtful,  the  drawing  might  be  re- 
ferred to  to  remove  the  difficulty. 

^'  That  the  omission  or  neglect  of  the  patentee  to  bring 
his  improvement  into  public  use  did  not  forfeit  his  right  to 
the  invention,  and  that  the  fact  of  Ericsson's  propeller 
having  been  brought  into  public  use  first  did  not  give  his 
patent  priority,  if  the  plaintiff  was  the  first  and  original 
inventor. 

"  We  do  not  understand  that  the  original  inventor  and 
patentee,  in  order  to  enable  him  to  maintain  an  action  for 
an  infringement,  must  prove  that  he  put  his  patent  in 
use  by  actually  building  a  boat,  and  running  her  with 
a  propeller ;  it  is  sufficient  if  he  shows,  by  his  experi- 
ments, model,  and  descriptions,  that  his  improvement  is 
useful. 

^'  On  the  question  of  damages,  the  court  instructed  the 
jury,  that  the  settled  rule  was  to  give  the  actual  damages 
that  the  plaintiff  had  sustained.  And  it  was  apprehended, 
as  applied  to  the  case  before  them,  that  that  would  be  the 
sum  the  patentee  was  entitled  to  for  the  right  to  make  his 
propeller,  to  be  used  in  the  several  vessels  built  by  the  de- 
fendants, and  in  which  Ericsson's  propeller  had  been  placed 
by  them. 

' '  That  the  damages  were  not  necessarily  confined  to  the 
making  of  the  wheels  between  March,  1844,  when  the  draw- 
ings were  restored  to  the  Patent  Office,  and  the  bringing  of 
the  suit.  Such  a  limitation  assumes  that  there  can  be  no 
infringement  of  the  patent  after  the  destruction  of  the 
records,  in  1836,  until  they  are  restored  to  the  Patent  Office, 
and  that  during  the  intermediate  time  the  rights  of  the  pat- 
entee might  be  violated  with  impunity.  We  do  not  assent 
to  this  view. 

"  In  the  first  place,  the  act  of  Congress  providing  for  the 
restoration  was  not  passed  until  the  3d  of  March,  1837  ;  and 
in  the  second  place,  in  addition  to  this,  a  considerable 
period  of  time  must  necessarily  elapse  before  the  act  would 
be  generally  known  ;  and  then  a  still  further  period  before 
copies  of   the  drawings  and  models  could  be  procured. 
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Patentees  were  not  responsible  for  the  fire,  nor  did  it  work 
a  forfeiture  of  their  rights. 

"  The  ground  for  the  restriction  claimed  is,  that  the  com- 
munity have  no  means  of  ascertaining,  but  by  a  resort  to 
the  records  of  the  Patent  Office,  whether  the  construction 
of  a  particular  machine  or  instrument  would  be  a  violation 
of  the  rights  of  others,  and  the  infringement  might  be  inno- 
cently committed. 

"  But  if  the  embarrassment  happened  without  the  fault 
of  the  patentee,  he  is  not  responsible  for  it ;  nor  is  the 
reason  applicable  to  the  case  of  a  patent  that  has  been  pub- 
lished, and  the  invention  known  to  the  public.  The  speci- 
fication in  this  case  had  been  published.  It  is  true,  if  it  did 
not  sufficiently  describe  the  improvement  without  the  aid  of 
the  drawing,  this  fact  would  not  help  the  plaintiff. 

* '  If  there  were  unreasonable  delay  and  neglect  in  restor- 
ing the  records,  and  in  the  meantime  a  defendant  had  inno- 
cently made  the  patented  article,  a  fair  ground  would  be 
laid  for  a  mitigation  of  the  rule  of  damages,  if  not  for  with- 
holding them  altogether ;  and  the  court  left  the  question  of 
fact,  as  to  reasonable  diligence  of  the  patentee  or  not,  in 
this  respect,  and  also  all  questions  of  fact  involved  in  the 
points  of  the  case  for  the  defendants,  to  the  jury." 

The  counsel  for  the  defendants  having  taken  an  exception 
to  all  that  part  of  the  charge  which  was  inconsistent  with 
their  prayers,  brought  the  case  up  to  this  court. 

It  was  argued  by  Mr.  John  0.  Sargent,  from  a  brief  filed 
by  himself  and  Mr.  Johnson,  for  the  plaintiffs  in  error,  and 
by  Mr.  Oillet,  for  the  defendant  in  error. 

The  counsel  for  the  plaintiffs  in  error  stated  the  case  as 
follows : 

On  the  8th  of  March,  1834,  John  B.  Emerson  obtained 
letters  patent  of  the  United  States  for  certain  improvements 
in  the  steam-engine.  In  December,  1836,  the  copy  of  the 
letters  in  the  Patent  Office,  with  the  drawing  and  the 
model,  was  destroyed  by  fire.     In  1837,  Congress  i>assed  an 
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act  calling  upon  inventors  whose  models  and  drawings  and 
letters  had  been  destroyed,  to  replace  them.  6  Stat,  at 
Large,  191.  In  1841,  Emerson  recorded  his  letters  anew, 
and  tiled  an  unattested  drawing.  In  1844,  February  12,  he 
completed  his  record  by  swearing  to  said  drawing,  and 
tiling  it  in  the  Patent  Office.  In  March,  1844,  he  visited 
Washington,  and,  on  consultation  with  Dr.  Jones,  prepared 
a  new  drawing,  and  swore  to  it,  and  tiled  it.  In  the  month 
of  May,  he  commenced  a  suit  against  Hogg  and  Delamater 
for  making  the  Ericsson  propeller. 

In  the  year  1835,  the  instrument  known  as  the  Ericsson 
propeller  was  in  operation  in  London.  In  1838,  it  was  pat- 
ented in  the  United  States.  From  1839  to  1844,  it  was 
made  by  manufacturers  in  New  York  and  elsewhere,  with- 
out hindrance  or  molestation,  till  the  suit  was  commenced 
against  Hogg  and  Delamater.  This  instrument  is  a  cylin- 
drical band,  supporting  a  series  of  spiral  planes,  and  sus- 
tained on  the  shaft  by  two  or  more  twisted  spokes.  The 
spokes  and  the  band  constitute  its  peculiar  and  patentable 
features. 

John  B.  Emerson's  specification  contains  no  allasion  to  a 
cylindrical  band  or  a  twisted  spoke.  His  drawing  filed  in 
March,  1844,  adopts  and  adds  these  features.  The  only 
evidence  tending  to  show  that  they  were  contemplated  by 
him  at  any  time,  is  a  model  said  to  have  been  made  in  1837, 
two  years  after  Ericsson's  propeller  was  in  operation  in 
London.  This  model  contains  three  hoops,  and  nine  or 
more  spiral  arms.  From  this  model  of  1837,  and  informa- 
tion of  the  patentee,  Dr.  Jones  made  the  drawing  of  1844. 

Hogg  and  Delamater  were  iron-founders  in  the  city  of 
New  York.  They  made  no  propellers  to  use,  and  used 
none ;  they  merely  manufactured  them  to  order.  They 
had  no  interest  whatever  in  the  patent-right  of  Captain 
Ericsson.  No  evidence  apjjears  in  the  case,  tending  to 
show  any  such  interest. 

It  is  not  pretended  that  J.  B.  Emerson  ever,  at  any  time, 
reduced  his  wheel  to  practice,  until  the  year  1843,  when  he 
made  an  experiment  with  it  in  the  harbor  of  New  Orleans. 
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All  that  we  know  of  it,  therefore,  prior  to  the  year  1837,  is 
derived  from  the  drawing  made  from  the  model  of  1837,  or 
the  statement  of  the  patentee  himself,  and  the  formal  oath 
that  this  drawing  was  a  correct  delineation  of  his  invention. 

The  attempt,  therefore,  to  incorporate  the  spiral  spoke, 
and  the  cylindrical  band  or  hoop,  into  Mr.  J.  B.  Emerson's 
patent,  rests  exclusively  upon  his  own  allegation,  which  is 
unsupported  entirely  by  the  specification.  Emerson's  own 
witnesses  admit  that  there  is  no  mention  of  these  features 
in  the  specification,  and  Dr.  Jones,  Keller,  Birkbeck,  Dun- 
ham, Belknap,  Bartol,  Cunningham,  Mapes,  Cox,  and 
Kemp  swear  distinctly  that  the  specification,  in  this  re- 
spect, contradicts  the  drawing.  It  is  not  denied  that  the 
absence  of  these  would  destroy  every  point  of  resemblance 
between  Emerson's  wheel  and  Ericsson's  propeller. 

It  was  distinctly  proved,  by  John  S.  Trott  and  Nathan 
Rice,  that  the  entire  wheel  of  Ericsson,  except  the  spiral 
twist  of  the  propelling  blade  and  the  spiral  twist  of  the 
arm,  was  in  use  in  1818,  and  then  patented  by  Trott.  Evi- 
dence was  also  offered  tending  to  show  that  Trott' s  wheel, 
with  the  oblique  float,  opeiuted  on  the  same  principle  with 
Ericsson's  wheel,  with  the  spiral  float. 

It  was  distinctly  proved,  that  spiral  wheels,  with  arms, 
employed  at  the  stern,  and  submerged,  were  successfully  in 
use  long  before  J.  B.  Emerson  obtained  a  patent. 

The  trough  form,  which  is  so  distinctly  dwelt  upon  in 
Emerson's  si)ecifications,  and  which,  in  fact,  constitutes  the 
only  feature  described  and  relied  upon,  does  not  exist  in 
the  Ericsson  propeller.  The  latter  instrument  employs  only 
spiral  planes,  which  had  been  in  use  half  a  century. 

In  1847,  a  verdict  was  rendered  in  the  cause  as^nst  the 
defendants  below,  and  judgment  taken  thereon,  on  which  a 
writ  of  error  was  allowed  under  the  seventeenth  section  of 
the  Patent  Act,  restricted  to  certain  questions  made  at  the 
trial,  and  upon  certain  conditions ;  amojttg  which  were 
those  of  submitting  the  case  on  written  arguments,  within 
a  limited  time,  and  of  paying  the  amount  of  the  judgment 
into  court.     The  cause  was  argued  according  to  those  con- 
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ditions,  and  the  court  gave  an  opinion  in  the  case,  in  which 
they  decided,  substantially,  that  the  plaintiffs  here  were 
entitled  to  stand  before  this  court  like  all  other  suitors,  and 
that  the  writ,  if  granted,  must  be  on  the  whole  case. 

Judgment  was  therefore  suspended,  on  plaintiffs'  sugges- 
tion of  a  diminution  of  the  record,  and  a  certiorari  issued, 
by  which  the  case  is  now  brought  before  the  court. 

Poivis. 

I.  The  defendant  in  error  has  no  patent  for  an  improved 
spiral  paddle-wheel. 

American  authorities. — Phillips  on  Patents,  224,  and 
cases ;  Curtis,  127, 208 ;  Sullivan  v.  Redfield,  Paine  C.  C.  442 ; 
Shaw  V,  Cooper,  7  Pet.  292,  315  [4  Am.  &  Eng.  286] ;  Evans 
X.  Chambers,  2  Wash.  C.  C.  125  ;  Barrett  v.  Hall,  1  Mason, 
476 ;  Whitt^more  v.  Cutter,  1  Gallis.  437 ;  Evans  n.  Eaton, 
Peters'  C.  C.  340,  341  ;  Kneass  v.  Schuylkill  Bank,  4  Wash. 
C.  C.  9  ;  Cutting  et  al.  v.  Myers,  4  Wash.  C.  C.  220  ;  1  Stat, 
at  Large,  319,  sees.  1,  3. 

English  authorities. — Godson  on  Patents,  108,  113,  and 
cases  ;  Neilson  v.  Harford,  Webst.  312  [3  Am.  &  Eng.  365], 
and  arg. ;  Eex  v,  Wheeler,  2  Bam.  &  Aid.  350  [1  Am.  &  Eng. 
317] ;  S.  C,  3  Merivale,  629 ;  Glegg's  Patent,  Webst.  117 ; 
Russell  V.  Cowley,  Webst.  470  [2  Am.  &  Eng.  76] ;  House- 
hill  V.  Neilson,  Webst.  679  ;  Webster  on  Patents,  p.  65 ; 
Hindmarch,  41,  42,  509-511 ;  Godson,  170. 

II.  If  the  defendant's  patent  is  for  the  combination  of 
instruments  described  in  the  specitication,  there  is  no  pre- 
tence that  the  combination  has  been  infringed  ;  if  for  sev- 
eral improved  machines,  it  cannot  be  supported  in  law. 
Evans  v.  Eaton,  3  Wheat.  454  [4  Am.  &  Eng.  16] ;  Barrett  v. 
Hall,  1  Mason,  447  ;  Moody  v.  Fiske,  2  Mason,  112  ;  Wyeth 
V.  Stone,  1  Story,  290. 

III.  The  claim  of  the  specification  is  too  broad,  and  the 
patent  therefore  void  ;  and  the  patent  does  not  distinguish 
the  improvement  from  other  inventions. 

English  authorities. — McParlane  v.  Price,  1  Starkie,  199 
[1  Am.  &  Eng.  227] ;  In  re  Nickels,  Hindmarch  on  Patents, 
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186  ;  Hill  V.  Thompson,  3  Merivale,  623  ;  S.  C,  8  Taunton, 
532  [1  Am.  &  Eng.  293] ;  WiUiams  v.  Brodie,  Davis's  Pat. 
Cases,  96,  97 ;  Manton  ??.  Manton,  Davis's  Pat.  Cases,  349 
[1  Am.  &  Eng.  189] ;  Minter  v.  WeUs,  1  Webst.  130  [2  Am. 

6  Eng.  26]. 

American  authorities. — Dixon  v.  Moyer,  4  Wash.  C.  C. 
69  ;  Evans  v.  Hettich,  3  Wash.  C.  C.  426  ;  Lowell  v.  Lewis, 
1  Mason  C.  C.  189  ;  Ames  v.  Howard,  1  Summer,  482 ;  Evans 
V.  Eaton,  3  Wheat.  454  [4  Am.  &  Eng.  16] ;  Woodcock  v. 
Parker,  1  Gallis.  438  ;  Whittemore  v.  Cutter,  1  Gallis.  478 ; 
Odiome  v.  Winkley,  2  Gallis.  61 ;  Barrett  v.  HaU,  1  Mason, 
447  ;  SuUivan  v.  Redfield,  Paine  C.  C.  441  ;  Evans  v.  Eaton, 

7  Wheat.  408  [4  Am.  &  Eng.  106] ;  Isaacs  v.  Cooper,  4  Wash. 
C.  C.  261 ;  Cross  v.  Huntly,  13  Wend.  385  ;  Head  v.  Stevens, 
19  Wend.  411  ;  Kneass  v.  Schuylkill  Bank,  4  Wash.  C.  C. 
9 ;  Morris  v.  Jenkins  et  al,  3  McLean,  250 ;  Peterson  v. 
Wooden,  lb.  248. 

IV.  The  drawing  filed  March  27,  1844,  was  not  legal  evi- 
dence of  the  defendant' s  patented  invention,  because  there 
was  a  drawing  filed  by  the  patentee  on  the  12th  of  February 
previous,  which  was,  by  the  second  section  of  the  act  of 
1837,  with  his  letters  patent,  the  only  legal  evidence  of  his 
invention,  as  patented,  that  could  be  offered  in  any  judicial 
court  of  the  United  States. 

V.  The  patentee,  after  an  alleged  correction  of  his  letters 
patent  by  filing  the  second  drawing,  could  not,  in  law, 
avail  himself  of  that  correction  to  cover  causes  of  action 
that  had  previously  accrued  ;  and,  in  the  absence  of  proof 
of  any  subsequent  infringements,  the  plaintiffs  here  were 
entitled  to  a  verdict  below.  In  re  Nickels,  Turner  & 
Phillips,  44 ;  S.  C,  1  Webst.  659  ;  Hindmarch  on  Patents, 
(Eng.  ed.,)  216,  et  seq.;  Wyeth  v.  Stone,  1  Story,  290  ; 
Woodworth  v.  Hall,  1  Wood.  &  Min.  248,  389. 

VI.  The  defendants  below,  having  sought  to  establish, 
by  the  testimony  of  Jones,  Keller,  Birkbeck,  Dunham, 
Belknap,  Bartol,  Stillman,  Cunningham,  Mapes,  Cox,  and 
Kemp,  the  non-conformity  of  Emerson's  specification  of 
1834  to  the  drawing  filed  in  1844,  and  having  disputed,  at 
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every  step,  that  Ericsson's  propeller,  or  anything  like  it^ 
could  be  made  by  taking  the  two  together,  were  entitled  to 
the  instructions  sought  by  their  eighth  prayer ;  and  the 
various  instructions  of  the  court  on  the  subject  of  the  draw- 
ing amounted  distinctly  to  a  denial  of  that  prayer. 

VII.  The  original  letters  i)atent  were  produced  in  evi- 
dence. There  was  no  drawing  annexed,  referred  to  in 
them,  or  accompanying  them.  No  case  has  gone  so  far  as 
to  say  that  any  other  drawing  shall  be  permitted  to  enlarge 
or  add  to  the  specification.  Curtis  on  Patents,  123,  125, 
173,  174,  and  cases  there  cited ;  Brooks  v.  Bicknell,  3 
McLean,  250,  261. 

VIII.  The  wheel  patented  by  John  S.  Trott,  in  1818, 
having  been  proved  to  be  identical  with  that  made  by 
Ericsson,  with  the  single  exception  of  the  spiral  curvature 
to  the  arms  and  the  paddles,  the  ninth  prayer  of  the  de- 
fendants below  should  have  been  allowed. 

IX.  The  court  erred  in  rejecting  a  portion  of  C.  M. 
Keller's  deposition. 

X.  The  court  erred  in  admitting  testimony  as  to  the  i)at- 
ent  fee  paid  to  Captain  Ericsson  as  a  measure  of  damages 
against  the  manufacturers. 

XI.  The  court  erred  in  refusing  the  sixteenth  prayer,  on 
the  subject  of  damages ;  and  in  instructing  the  jury,  as 
matter  of  law,  that  the  actual  damages  sustained  by  Mr. 
Emerson,  by  the  manufacture  of  the  Ericsson  propeller,  was 
the  sum  the  patentee  was  entitled  to  for  the  right  to  make 
his  propeller,  to  be  used  in  the  several  vessels  built  by  the 
defendants,  and  in  which  the  Ericsson  propeller  had  been 
placed  by  them.  The  defendants  were  the  manufacturers, 
built  no  vessels,  used  no  propellers,  sold  no  propellers,  but 
were  merely  employed  to  make.  The  actual  damage,  by 
the  invasion  of  the  right  to  make,  was  the  maker's  profit., 
and  not  the  patentee's  fee.  Curtis  on  Patents,  292-295,  and 
cases  there  cited  ;  Bryce  v.  Dorr,  3  McLean,  582  ;  Whitte- 
more  v.  Cutter,  1  Gallis.  429 ;  Earle  v.  Sawyer,  4  Mason, 
1,  12. 

XII.  Whether  or  not  there  was  reason  for  withholding 
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damages  altogether,  was  a  question  for  the  courts  and 
should  not  have  been  left  to  the  jury,  where  there  was  no 
dispute  about  the  facts,  as  in  the  case  presented  by  the 
record.  Bend  v.  Hoyt,  13  Peters,  263 ;  Ellis  v.  Paige,  1 
Pick.  43 ;  S.  C,  2  lb.  71 ;  Livingston  &  Gilchrist  v.  Mary- 
land Ins.  Co.,  7  Cranch,  506 ;  Gilbert  v.  Moody,  17  Wend. 
854  ;  Oliver  v.  Maryland  Ins.  Co.,  7  Cranch,  495  ;  Reynolds 
7).  Ocean  Ins.  Co.,  22  Pick.  191. 

XIV.  Whoever  first  perfects  a  machine  is  entitled  to  the 
patent,  and  is  the  real  inventor,  although  others  may  pre- 
viously have  had  the  idea,  and  made  some  experiments 
toward  putting  it  in  practice.  He  is  the  inventor,  and  is 
entitled  to  the  patent,  who  first  brings  a  machine  to  perfec- 
tion, and  renders  it  ca])able  of  useful  operation.  Wash- 
bum  V.  Gould,  3  Story,  133. 

Of  Mr.  OiUeff  s  argument  for  the  defendant  in  error,  the 
reporter  has  no  notes. 

Mr.   Justice  Woodbury  delivered  the  opinion  of   the  . 
court. 

This  is  the  same  case  which  has  been  before  us  on  a 
former  occasion,  as  reported  in  6  Howard,  437  [p.  1,  aifUe], 

The  decision  there  announced,  on  the  points  presented  by 
that  record,  was  accompanied  by  a  ruling  that,  in  writs  of 
error  in  patent  cases,  all  the  questions  of  law  which  arose 
at  the  trial  might  be  brought  up,  and  not,  as  there,  only 
such  as  the  court  below  should  deem  reasonable.  There- 
upon the  counsel  for  the  plaintiffs  in  error  moved  for  a  cer- 
tiorari  to  transfer  here  such  other  questions  as  had  not 
been  before  brought  up  and  decided. 

This  certiorari  and  a  subsequent  one  having  been  allowed, 
the  same  counsel  proceeded  to  argue  the  questions  appear- 
ing on  the  whole  record,  as  well  those  on  which  an  opinion 
had  already  been  pronounced,  as  the  new  questions  arising 
on  the  ad^tional  i)arts  of  the  record. 

This  was  objected  to  by  the  defendants  in  error,  but  per- 
mitted by  the  court,  on  the  ground  that  a  division  among 
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them  existed  before,  and  that  two,  if  not  three,  members  of 
the  court  were  now  present,  who  were  not  when  the  former 
opinion  was  agreed  to.  On  this  state  of  things,  having 
heard  the  whole  case  fully  reargued,  the  first  inquiry  is,  if 
•  any  of  the  i)oints  before  settled  apx)ear  to  have  been  ruled 
erroneously,  either  on  the  record  as  it  then  stood,  or  on  it 
including  the  new  matter  since  brought  up. 

It  is  very  manifest  that  this  matter  does  not  relate  to  any 
of  the  former  points,  and  consequently  does  not  impair,  or 
in  any  way  affect  them,  or  our  decision  before  given  upon 
them. 

In  the  next  place,  has  the  new  argument,  or  the  further 
consideration  of  the  case,  presented  anything  which  justifies 
a  change  of  views  on  what  was  then  settled  ?  We  think 
not.  ^ 

Without  repeating  the  whole  reasoning  and  precedents 
stated  in  6  Howard,  in  support  of  the  former  views  of  the 
court,  we  shall  only  submit  a  few  further  explanations  con- 
cerning some  of  them. 

On  the  leading  question,  whether  the  invention  is  suffi- 
ci^ntly  described  in  the  letters  patent,  it  may  be  sufficient 
to  add,  that  this  depends  on  what  must  be  considered  as  a 
part  of  those  letters. 

The  letters  in  this  case  were  taken  out  in  1834,  under  the 
act  of  1793,  and  the  law  did  not  then  require  the  patentee 
or  the  Commissioner  to  make  the  si)ecification  a  part  of  th6 
letters  patent,  as  it  does  by  the  act  of  1836.  But  the  in- 
ventor stUl  had  a  right,  if  he  pleased,  for  greater  fulness 
and  clearness,  not  only  to  file  a  specification,  as  such,  and 
as  the  law  directed,  but  to  advise  the  Patent  Ofiice  also  to 
incorporate  it  into  the  letters  as  a  part  of  them  by  express 
terms  of  reference.  This  it  would  be  peculiarly  proper  for 
the  officers  of  the  government  to  do,  as  the  language  of  the 
specification  is  the  language  of  the  inventor,  and  describes 
the  invention  in  his  own  way,  and,  it  is  to  be  presumed,  in 
the  best  way  ;  whereas  the  language  of  the  letters  is  that  of 
the  Commissioner  of  Patents  or  the  President,  who  signs 
them,  and  if  standing  alone  might,  by  mistake  or  accideiiU, 
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not  fully  describe  the  invention.  Here,  then,  in  order  to 
avoid  any  such  untoward  result,  they  did  expressly  incor- 
porate the  whole  specification  into  the  patent  as  *'  a  part" 
of  it,  besides  referring  to  it  for  '^  a  description"  of  the 
improvement. 

This  the  officers  had  a  right  to  do,  as  grantors  in  deeds 
have  a  right  to  refer,  to  other  deeds  or  papers,  and  annex  or 
incorporate  them  as  a  part  of  the  instrument  of  conveyance. 
See  cases  cited  in  6  Howard. 

A  similar  course  is  often  pursued  in  policies  of  insurance 
by  the  makers  of  them,  and  in  other  contracts,  as  well  as  in 
declarations  on  accounts  annexed.  That  such  a  course, 
too,  is  prudent,  and  to  be  encouraged  in  the  case  of  patents, 
is  shown  by  Congress  in  the  act  of  1836,  imperatively  re- 
quiring it  to  be  done  thereafter. 

The  specification  being,  therefore,  in  this  case,  voluntarily 
annexed,  and  made,  in  express  terms,  a  part  of  the  patent, 
though  before  the  law  required  it  to  be  done,  it  still  became 
a  portion  of  the  patent  by  general  principles,  as  clearly  as 
it  does  since  by  the  words  of  the  law.  It  follows,  also, 
that,  being  thus  adopted  and  recognized  as  '^  a  part"  of  the 
patent  itself,  if  the  improvement  is  there  described  with  due 
fulness  and  certainty,  it  is  so  described  in  the  patent  itself. 

But  it  is  manifest  that  it  is  thus  described  there:  In  the 
very  first  lines,  it  is  set  out  not  only  as  ^^  an  improvement 
in  the  steam-engine,"  but  ^'  in  the  mode  of  propelling  there- 
with either  vessels  on  the  water  or  carriages  on  the  land." 
These  together  constitute  a  full  and  satisfactory  description 
of  the  whole.  It  is  an  "  improvement  in  the  steam-engine," 
not  in  generating  steam,  but  in  applying  it ;  and  after 
describing  minutely  the  application  of  it  for  propelling  car- 
riages on  land,  it  proceeds  to  point  out,  "  when  used  for 
steamboats,"  how  it  is  to  be  connected  with  "  an  improved 
spiral  paddle-wheel." 

After  all  this,  no  one,  it  is  believed,  could  justly  contend 
that  the  patent  itself  was  defective,  or  likely  to  mislead  in 
describing  the  improvement  which  the  patentee  claims  to 
have  invented. 
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Referring  to  the  former  opinion  in  this  case  for  other 
reasons  and  decisions  in  supi)ort  of  this  view,  we  proceed  to 
the  next  objection.  It  is,  that  the  improvement  thus  described 
is  for  more  than  one  invention,  and  that  one  set  of  letters 
patent  for  more  than  one  invention  is  not  tolerated  by  law. 

But  grant  that  such  is  the  result  when  two  or  more  in- 
ventions are  entirely  separate  and  independent,  (though 
this  is  doubtful  on  principle,)  yet  it  is  well  settled,  in  the 
cases  formerly  cited,  that  a  patent  for  more  than  one  inven- 
tion is  not  void,  if  they  are  connected  in  their  design  and 
operation.  This  last  is  clearly  the  case  here.  They  all 
here  relate  to  the  propelling  of  carriages  and  vessels  by 
steam,  and  only  differ,  as  they  must,  on  water,  from  what 
they  are  on  land ;  a  paddle-wheel  being  necessary  on  the 
former,  and  not  on  the  latter,  and  one  being  used  on  the 
former  which  is  likewise  claimed  to  be  an  improved  one. 
All  are  a  part  of  one  combination  when  used  on  the  water, 
and  differing  only,  as  the  parts  must,  when  used  to  propel 
in  a  different  element. 

In  Wyeth  et  al.  v.  Stone  et  al.^  1  Story,  288,  in  order  to 
render  different  letters  patent  necessary,  it  is  said,  the 
inventions  must  be  *'  wholly  independent  of  each  other,  and 
distinct  inventions  for  unconnected,  objects," — ^as  one  to 
spin  cotton,  and  '*  another  to  make  paper." 

Again,  if  one  set  of  letters  patent  is  permissible  for  one 
combination  consisting  of  many  parts,  as  is  the  daily  prac- 
tice, surely  one  will  amply  suffice  for  two  or  three  portions 
of  that  combination. 

The  next  point  before  decided  was,  that  the  description 
was  sufficiently  clear  and  certain.  Under  the  instructions 
of  the  court,  the  jury  found  that  it  was  clear  enough  to  be 
understood  by  ordinary  mechanics,  and  that  machines  and 
wheels  could  readily  be  made  from  it,  considering  the  speci- 
iication  as  a  whole,  and  adverting  to  the  drawings  on  file. 
This  is  all  which  the  law  requires  in  resi)ect  to  clearness, 
and  it  does  not  appear  necessary  to  add  anything  to  what 
is  cited  and  stated  in  the  former  opinion  in  support  of  the 
instructions  given  below  on  this  point. 
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The  court  did  rights  too,  in  holding  to  the  propriety  of 
looking  to  the  whole  specification,  and  also  to  the  drawings, 
for  explanation  of  anything  obscure.  The  drawings,  then, 
being  proper  to  be  referred  to  in  illustration  of  the  specifi- 
cation, they  could  be  restored  when  burnt,  and  if  appearing 
in  some  respects  erroneous,  they  could  be  corrected.  That 
this  last  was  done,  and  done  well,  was  distinctly  shown  by 
Dr.  Jones,  a  skilful  draughtsman  and  expert.  It  would  be 
unreasonable  to  prevent  or  refuse  the  correction  of  such 
errors,  so  as  not  to  mislead  nor  cause  contradictions ;  be- 
cause, after  all,  it  is  the  specification  which  governs,  and 
the  drawings  merely  illustrate.  It  is  true,  that  it  would 
not  be  proper  to  leave  the  drawings  so  long,  not  restored 
nor  corrected,  as  to  evince  neglect,  or  a  design  to  mislead 
the  public  ;  and  the  jury  were  allowed  to  decide  what  was 
a  reasonable  time  for  this  purpose,  under  the  circumstances 
of  the  case,  and  the  duties  imposed  by  law  on  the  patentee. 
This  being  a  point  in  part  of  law  and  in  part  of  fact,  it  waa 
properly  submitted  to  the  jury,  and  their  finding  must 
stand,  unless  it  is  shown,  as  has  not  been  done,  that  illegal 
instructions  were  given  to  them  concerning  it,  or  that 
proi)er  legal  directions  were  omitted.  See  analogous  cases, 
Chitty  on  Bills,  386,  379 ;  [Scott  7).  liflford]  9  East,  347 ; 
[same  case]  1  Camp.  246 ;  Johnson  v.  Sutton,  1  D.  &  E. 
514  ;  [Taylor  v.  Williams]  2  Bam.  &  Adol.  857,  858. 

In  respect  to  another  objection,  of  the  claim  being  too 
broad,  that  was  fully  answered  in  the  former  opinion  ;  and 
so  was  the  objection  that  damages  could  not  be  recovered 
after  the  fire,  and  before  the  restoration  of  the  specification 
and  drawings. 

Certain  new  points  are  also  presented  on  the  new  matter 
brought  here  by  the  certiorari.  Among  them,  no  one 
seems  specially  relied  on,  which  is  not  involved  in  those 
already  considered,  except  the  instructions  on  the  rule  for 
settling  the  whole  damages.  It  is  true,  that  the  verdict 
appears  large  in  amount.  But  if  too  large,  and  the  jury 
were  properly  instructed  on  the  subject,  the  fault  is  theirs 
rather  than  the  court's,  and  cannot  be  corrected  here. 
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It  is  not,  however,  clear  that  it  is  too  large,  as  it  does  not 
appear  to  have  exceeded,  and,  indeed,  it  rather  falls  short 
of,  the  price  paid  for  a  license  to  make  an  improvement  like 
this,  to  be  used  in  so  many  vessels.  It  is  the  making  and 
selling  to  be  used,  and  not  the  selling  or  buying  or  making 
alone,  for  which  full  damages  are  usually  given.  [U.  S. 
V,  Bank  of  Georgia]  10  Wheaton,  350 ;  Curtis  on  Pat.  256, 
3  note  ;  [Boyd  v.  M' Alpen]  3  McLean,  427.  The  court, 
therefore,  being  called  on  to  lay  down  some  general  rule, 
very  properly  informed  the  jury,  that  such  price  might  be 
a  suitable  guide,  and  it  is  the  customary  one  followed  for 
making  and  selling  patent  stoves,  lasts,  spokes,  &c.,  and 
seems  once  to  have  been  treated  by  law  as  the  chief  guide 
in  all  patent  cases,— as  the  act  of  1791,  sec.  5,  (1  Stat,  at 
Large,  322,)  gave  three  times  its  amount  when  one  either 
made  for  sale  or  used  a  patented  machine. 

But  that  law  being  repealed,  and  the  damages  now  left 
open  for  each  case,  the  judge  correctly  added,  that  a  fair 
ground  existed  for  a  mitigation  below  that  amount,  if  the 
maker  of  the  machine  appeared  in  truth  to  be  ignorant  of 
the  existence  of  the  patent-right,  and  did  not  intend  any 
infringement.  That  would  not,  however,  furnish  a  reason, 
as  was  insisted  by  the  plaintiffs  in  error,  for  allowing  no 
damages  when  making  the  machine  to  be  usedy  and  not,  as 
in  some  cases,  merely  for  a  model,  or  for  fancy,  or  philo- 
sophical illustration.  Whittemore  «.  Cutter,  1  Gallis.  429  ; 
Jones  V,  Pearce,  Webster's  P.  C.  125  [1  Am.  &  Eng.  472] ; 
[Bryce  v.  Dorr]  3  McLean,  583.  The  intent  not  to  injure, 
also,  never  exonerates,  as  is  contended,  in  these  cases,  from 
all  damages  for  the  actual  injury  or  encroachment,  though 
it  may  mitigate  them.  Bryce  v.  Dorr,  3  McLean,  583.  The 
further  general  suggestion  by  the  judge,  to  give  only  the 
actual  damages,  was  well  calculated  to  prevent  anything 
vindictive  or  in  excess,  and  justified  the  jury  to  go  still 
lower  than  they  did,  if  appearing  just  to  them,  and  as 
has  sometimes  been  done  in  this  class  of  cases.  See  Lowell 
V.  Lewis,  1  Mason  C.  C.  182 ;  [Meeker  v.  Wilson]  1  Gall. 
C.  C.  420. 
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That,  however,  was  a  matter  of  discretion  for  the  jury, 
under  all  the  circumstances,  and  not  a  question  of  law  for 
the  court. 

Nor  will  the  consequence  of  damages  so  large  as  the 
present  seem  harsh,  if  thereby  any  further  recovery  should 
be  prevented  for  using  or  selling  as  weU  as  making  the 
machine,  but  which  ix)int  is  not  decided  by  us  now,  because 
not  raised  on  the  record.  It  may  be  added,  however,  in 
this  connection,  that  the  defendants  are  certainly  relieved 
now  from  one  consequence  by  way  of  damages  or  penalty 
which  once  existed,  and  which  was  to  forfeit  the  materials 
of  the  machine  to  the  patentee.  See  section  4  in  act  of 
April  10,  1790,  1  Stat,  at  Large,  111.  It  must  be  a  very 
extreme  case,  too,  where  a  judgment  below  should  be  re- 
versed on  account  of  damages  like  these  in  actions  ex 
delicto^  and  when  the  instructions  suggested  to  the  jury 
the  true  general  rule  and  the  leading  ground  for  mitigation, 
as  well  as  against  excess,  and  when,  if  appearing  to  be 
clearly  excessive  under  all  circumstances,  a  new  trial  could 
have  been  moved  and  had  on  that  account  in  the  Circuit 
Court. 

Judgment  below  affirmed. 

Mr.  Chief  Justice  Taney,  Mr.  Justice  Catron,  Mr.  Jus- 
tice Daniel,  and  Mr.  Justice  Grier  dissented. 

Mr.  Justice  Catron. 

To  the  opinion  just  delivered,  I  dissent.  I  think  the  let- 
ters patent  are  for  a  singlfe  improvement  on  the  steam- 
engine,  and  that  the  schedule  has  added  two  distinct  inven- 
tions in  addition  :  the  one  on  the  paddle  to  a  wheel  proi)el- 
ling  machinery  or  a  vessel  of  any  kind  in  the  water  ;  and 
the  second  in  applying  the  power  of  the  shaft  to  turning  a 
capstan  by  means  of  a  cog-wheel.  These  two  claims  are 
entirely  independent  of  the  improvement  claimed  in  'the 
letters  patent  actually  granted  ;  this  is  for  inventing  a  pis- 
ton and  shaft  which  turn  a  wheel  without  employing  a 
crank.     And  as  this  controversy  depends  on  a  supposed 
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infringement  of  the  improved  paddle,  (which,  in  my  judg- 
ment, is  not  covered  by  the  letters,)  I  therefore  think  that 
the  suit  cannot  be  maintained  on  the  face  of  the  letters. 

Secondly,  if  these  three  distinct  improvements  had  been 
claimed  and  granted  in  the  letters,  and  described  in  the 
schedule,  then  the  patent  would  be  void,  as  I  think,  because 
no  more  than  one  invention,  distinct  and  disconnected  from 
others,  can  be  granted  in  the  same  letters.  Such  is  the 
construction  that  has  been  given  to  the  legislation  of  Con- 
gress at  the  Patent  Oflice,  and  is  supi)osed  by  me  to  be  the 
correct  one.  If  three  independent  inventions  can  be 
patented  and  monopolized  together,  so  any  number  may 
be.  By  this  means,  the  grant  may  cover  many  fictitious 
claims,  with  some  valid  ones,  which  latter  will  stand  pro- 
tected, so  that  little  or  no  risk  will  be  run  by  obtaining  a 
grant  for  that  which  is  not  new  ;  and  by  this  mode  of  pro- 
ceeding at  the  Patent  Office,  fictitious  claims  may  cover  and 
assume  to  monopolize  the  ordinary  implements  now  in  use 
on  the  farm  and  in  the  workshop,  and,  yet  more  than  is 
now  the  case,  harass  the  public  with  fictitious  and  ill- 
founded  claims  to  make  and  sell  exclusively  things  in  daily 
and  extensive  use.  Although  the  claim  may  be  fictitious, 
still  this  does  not  protect  the  public  from  harassment,  as 
usually  men  using  cheap  implements  cannot  afford  to  liti- 
gate in  the  United  States  courts.  It  would  be  far  better  to 
allow  the  claim,  unjust  as  it  is,  and  pay  the  patentee  his 
fraudulent  demand,  than  incur  the  expense  of  a  suit,  which 
the  patentee  or  his  assignee  may  well  afford  to  prosecute. 

Order.  This  cause  came  on  to  be  heard  on  the  tran- 
script of  the  record  from  the  Circuit  Court  of  the  United 
States  for  the  Southern  Distiict  of  New  York,  and  was 
argued  by  counsel ;  on  consideration  whereof,  it  is  now 
here  ordered  and  adjudged  by  this  court,  that  the  judg- 
ment of  the  said  Circuit  Court  in  this  cause  be,  and  the 
same  is  hereby,  affirmed  with  costs,  and  damages  at  the  rate 
of  six  per  centum  per  annum.  • 

Affirmed. 
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THOMAS  OTIS  LE  ROY  AND  DAVID  SMITH, 
PLAINTIFFS  IN  ERROR,  v.  BENJAMIN  TAT- 
HAM,  JUNIOR,  GEORGE  N.  TATHAM,  AND 
HENRY   B.  TATHAM, 

14  How.  15e-189.    Dee.,  1852. 

[Bk.  14,  L,  ed.  367 ;  1  Whit.  657.] 

Principle.  Patentability.  Process — test  of  infringement.  Pat* 
entee  hound  by  claim.  Particular  patent  construed.  Novelty 
is  for  jury. 

1.  A  ''  principle'*  in  the  abstract  is  a  fundamental  truth ;  an  orig- 

inal  cause ;  a  motive.     It  is  not  patentable  (p.  351). 

2.  Where  a  power  of  nature  is  applied  to  a  useful  purpose,  the  in- 

vention consists  in  the  processes  used  to  extract,  modify,  and 
concentrate  the  natural  agencies — consists  not  in  discovering 
them,  but  in  applying  them  to  useful  objects  (p.  351). 

3.  A  patent  is  not  good  for  an  effect,  or  the  result  of  a  certain  pro- 

cess (p.  351). 

4.  The  test  of  infringement  of  a  process  is  whether  defendants  have 

used  substantially  the  same  process  to  produce  the  same  result 
(p.  352). 

5.  Where  patentees  have  founded  their  claim  on  the  specification, 

they  can  neither  modify  nor  abandon  it  in  whole  or  in  part 
(p.  353). 

6.  The  claim  in  Reissue  No.  82^  of  March  14,  1846,  granted  J.  & 

H.  Hanson  (original  Patent  No.  2021,  March  29,  1841),  Lead 
Pipe  Machine,  construed  to  be  for  a  combination  of  machinery 
and  not  for  a  process  (p.  353). 

7.  The  novelty  of  this  combination  claim,  not  as  to  the  parts  of 

which  it  is  composed,  but  as  to  the  combination,  is  a  material 
fact  for  the  jury  to  sustain  the  claim  (p.  354). 

[Citations  in  the  opinion  of  the  Court :] 

(1)  Househill  Co.  v.  Neilson,  Webs.  P.  C.  688,  pp.  852,  857,  866. 

(2)  Bean  v.  Smallwood,  2  Story,  406,  p.  854. 

[In  Dissenting  Opinion.] 
(8)  Hogg  V.  £mehK>n,  6  How.  487,  p.  857. 
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(4)  Webs.  P.  C.  373,  p.  357. 

(5)  Ames  v.  Howard,  1  Sumn.  482,  p.  359. 
(0)  Boulton  t?,  Bull,  2  H.  Bl.  81,  463,  p.  362. 

(7)  Neilson  v.  Harford,  3  Am.  &  En|?.  231,  pp.  868,  865. 

(8)  The  King  v.  Wheeler,  2  B.  &  Aid.  340,  p.  363. 

(9)  Huddart  v.  Grimshaw,  Webs.  P.  C.  94,  p.  364. 

(10)  Forsyth's  Patent  Webs.  P.  C.  97,  note,  p.  864. 

(11)  Curtis  on  Pats.  230,  p.  864. 

(12)  Jupe  V.  Pratt,  Webs.  P.  C.  147,  p.  865. 
(18)  Curtis  on  Pats.  74,  148,  282,  p.  865. 

[Mr.  Justice  Curtis,  having  been  of  counsel  for  the  de- 
fendants in  error,  upon  the  letters  patent  drawn  in  ques- 
tion in  this  case,  did  not  sit  at  the  hearing.] 

This  case  was  brought  up  by  writ  of  error  from  the  Cir- 
cuit Court  of  the  United  States  for  the  Southern  District  of 
New  York. 

The  declaration  was  filed  by  the  defendants  in  error  on 
the  8th  of  May,  1847,  to  recover  damages  in  a  plea  of  tres- 
pass upon  the  case,  from  the  plaintiffs  in  error  and  Robert 
W.  Lowber,  for  the  alleged  infringement  of  their  patent  for 
new  and  useful  improvements  in  machinery  or  apparatus 
for  making  pipes  and  tubes  from  metallic  substances. 

The  declaration  alleged  that  John  and  Charles  Hanson, 
of  Huddersfteld,  England,  were  the  inventors  of  the  alleged 
improvements,  on  or  before  the  31st  of  August,  1837. 

That  on  the  10th  of  January,  1840,  the  Hansons  assigned, 
in  writing,  to  H.  B.  &  B.  Tatham,  two  of  the  defendants  in 
error,  the  full  and  exclusive  right  to  the  said  improvements. 

That  on  the  29th  of  March,  1841,  letters  patent  of  the 
United  States  w^ere  granted  to  H.  B.  &  B.  Tatham,  as  as- 
signees of  the  Hansons,  for  the  said  improvements. 

That  on  the  12th  of  October,  1841,  H.  B.  &  B.  Tatham 
assigned  to  G.  N.  Tatham,  the  remaining  defendant  in 
error,  one  undivided  third  part  of  the  said  letters  patent. 

That  on  the  14th  of  March,  1846,  the  said  letters  patent 
having  been  surrendered,  on  account  of  the  defective  speci- 
fications of  the  said  improvements,  new  letters  patent  were 
issued  therefor  on  an  amended  specification,  whereby  there 
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was  granted  to  the  plaintiflfs  below,  their  heirs,  &c.,  for 
the  term  of  fourteen  years  from  the  81st  of  August,  1837, 
the  fuU  and  exclusive  right  of  making,  vending,  &c.,  the 
said  improvements,  a  description  whereof  was  annexed  to 
and  made  a  part  of  such  i)atent. 

That  the  letters  patent  were  of  the  value  of  $60,000  ;  and 
that  the  defendants  below  had  wrongfully  and  unlawfully 
made,  used,  and  vended  the  said  improvements,  and  made 
lead  pipe  to  the  amount  of  2,000  tons,  thereby  to  the  injury 
of  the  plaintiffs  $20,000. 

To  this  declaration,  the  defendants  Le  Roy  and  Smith 
pleaded  not  guilty,  the  defendant  Lowber  making  no  de- 
fence, and  permitting  a  default  to  be  taken  against  him. 

The  cause  was  tried  at  the  April  Term,  1849,  and  a  ver- 
dict rendered  by  the  jury  in  favor  of  the  plaintiflfs  for 
$11,394,  and  costs,  and  a  bill  of  exceptions  was  tendered  by 
the  defendants  below. 

On  the  trial  of  the  cause  below,  the  plaintiflfs  produced — 

1.  Their  patent  of  1846,  and  the  specification  referred  to 
therein  and  making  a  part  of  the  same. 

2.  They  read  in  evidence  certain  agreements  between  the 
defendant  Lowber  and  the  defendants  Le  Roy  and  Smith. 

3.  They  gave  evidence  tending  to  prove  that  J.  &  C.  Han- 
son were  the  original  and  first  inventors  of  the  improve- 
ment ;  that  the  invention  was  a  valuable  one,  &c. 

4.  That  lead,  recently  become  set,  under  heat  and  press- 
ure, in  a  close  vessel,  would  reunite  perfectly  after  a  sepa- 
ration of  its  parts  ;  that  in  the  process  described  in  the  said 
patent  pipe  was  so  made  ;  that  the  Hansons  were  the  first 
and  original  discoverers  thereof  ;  and  that  such  discovery, 
and  its  reduction  to  a  practical  result  in  the  mode  described 
in  the  patent,  was  useful  and  important. 

5.  That  the  defendants  Smith  and  Leroy  had  been  jointly 
engaged  with  Lowber  in  making  lead  pipe  upon  the  plan 
described  in  the  letters  patent,  and  selling  the  same,  and 
had  thus  made  and  sold  large  quantities  of  pipe  ;  that  the 
agreement  between  them,  relative  to  the  manufacture  of 
pipe,  was  colorable  only,  and  was  made  as  a  cover  to  pro- 
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tect  Le  Roy  and  Smith,  and  throw  the  responsibility  on 
the  defendant  Lowber,  who  was  insolvent. 

6.  That  the  improvement  described  in  the  said  letters 
patent  was  the  same  invention  for  which  letters  patent  had 
been  granted  to  the  Hansons,  in  England,  and  to  H.  B.  & 
B.  Tatham  here,  as  their  assignees. 

7.  That  the  plaintiffs  had  been  ready,  and  had  offered  to 
sell  the  said  invention,  and  had  sold  the  same  for  a  large 
portion  of  the  United  States,  within  the  last  eighteen 
months. 

The  defendants  below  then  read  in  evidence — 

1.  The  description  of  the  English  patent  to  the  Hansons. 

2.  The  patent  to  H.  B.  &  B.  Tatham,  of  1841,  and  the 
specification  thereof. 

3.  The  specification  of  an  English  patent  granted  to 
Thomas  Burr,  of  11th  April,  1820. 

4.  The  patent  and  specification  of  Burroughs  Titus, 
granted  in  1831. 

5.  The  patent  granted  to  George  W.  Potter,  in  1833. 

6.  The  evidence  of  George  Fox,  tending  to  show  the  in- 
vention and  use  by  him  of  a  similar  machine,  in  1830. 

7.  The  specification  of  a  patent  to  John  Hague,  in  1822. 

8.  The  specification  of  a  patent  granted  to  Busk  &  Har- 
vey, in  1817. 

9.  The  specification  of  a  patent  granted  to  EUis  &  Burr, 
in  1836. 

10.  The  specification  of  a  patent  granted  to  Joseph 
Bramah,  in  1797. 

11.  The  defendants  then  gave  evidence  tending  to  prove 
that  J.  &  C.  Hanson  were  not  the  original  and  first  invent- 
ors of  the  combination  of  machinery  described  in  the  let- 
ters patent. 

12.  That  the  invention  was  not  useful,  nor  the  lead  pipe, 
made  upon  the  plan  described,  good. 

13.  That  the  combination  of  machinery  described  in  pub- 
lic works  as  having  been  invented  by  Titus,  Potter,  Fox, 
Hague,  Bramah,  and  Busk  &  Harvey,  were  substantially 
the  same  as  that  described  in  the  plaintiffs'  patent. 
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14.  That  lead,  when  recently  become  set,  under  heat  and 
extreme  pressure,  in  a  close  vessel,  would  not  reunite  per- 
fectly after  a  separation  of  its  parts  ;  and  that  in  the  pro- 
cess as  described  in  the  plaintiffs'  patent  it  was  not  in  a  set, 
but  in  a  fluid  state  when  it  passed  the  bridge. 

15.  That  the  defendants  Le  Roy  and  Smith  were  not  con- 
cerned in  the  manufacture  of  the  pipe,  or  in  making  or 
using  the  machinery ;  that  it  was  made  for  them  by  the 
defendant  Lowber,  at  a  certain  price  per  hundred  pounds ; 
and  that  they  had  not  infringed  upon  the  patent  of  the 
plaintiffs. 

16.  That  the  improvement  described  in  the  plaintiffs' 
patent  of  1846  was  not  the  same  invention  as  that  for 
which  letters  patent  had  previously  been  granted  to  the 
Hansons  and  to  H.  B.  &  B.  Tatham. 

17.  That  for  the  space  of  eighteen  months,  from  the  date 
of  the  patent  of  1841,  the  plaintiffs  had  neglected  to  put 
and  continue  on  sale  to  the  public,  on  reasonable  trust, 
the  invention  or  discoveiy  for  which  the  said  patent 
issued. 

The  evidence  being  closed,  the  case  was  argued  before  the 
jury,  after  the  court  had  given  the  charge,  which  will  be 
presently  stated.  The  jury  found  a  verdict  for  the  plain- 
tiffs, which,  when  increased  by  the  court,  amounted  to 
$11,748.60.  The  following  bill  of  exceptions  brought  up 
the  rulings  of  the  court  upon  the  several  points  made  : 

The  evidence  being  closed,  the  judge  charged  the  jury — 

That  the  first  question  which  it  was  material  to  deter- 
mine, was  what  was  the  invention  or  discovery  of  John  and 
Charles  Hanson,  for  which  their  patent  had  issued,  as  the 
precise  character  of  that  invention  had  been  the  subject  of 
controversy  on  the  trial. 

The  patentees  state,  in  their  specification,  that  the  inven- 
tion consists  in  certain  improvements  upon,  and  additions 
to,  machinery  for  making  pipes  of  metal,  capable  of  being 
pressed,  as  described  in  Burr's  patent,  dated  April  11,  1820. 
They  then  described  Burr's  apparatus,  and  the  process  by 
which  the  pipe  was  made  by  it,  and  state  the  defects  of 
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that  plan,  in  consequence  of  which,  they  say,  it  failed  to 
go  into  general  use. 

These  defects  they  claim  to  have  overcome  and  remedied ; 
and  state  that  they  had  found  that  lead,  and  some  of  its 
alloys,  when  just  set,  or  short  of  fluidity,  and  under  heat 
and  great  pressure,  in  a  close  vessel,  would  reunite,  after  a 
separation  of  its  parts,  as  completely  as  if  it  had  not  been 
separated ;  or,  in  other  words,  that  under  these  circum- 
stances it  could  be  welded. 

That  on  this  discovery,  and  in  reference  to  and  in  connec- 
tion with  it,  they  made  a  change  in  the  machinery  of  Burr, 
by  which  they  succeeded  in  making  perfect*  pipes,  and  were 
enabled  to  use  a  bridge  at  the  end  of  the  cylinder  and  short 
<5ore,  and  thus  surmount  the  diflSculty  of  the  Burr  ma- 
chine. 

They  also  state  that  they  do  not  claim  any  of  the  parts — 
the  cylinder,  core,  die,  or  bridge  ;  but  that  they  claim  the 
combination  when  used  to  form  pipes  of  metal,  under  heat 
and  pressure,  in  the  way  they  have  described. 

There  can  be  no  doubt  that  if  this  combination  is  new, 
and  produces  a  new  and  useful  result,  it  is  the  proper  sub- 
ject of  a  patent.     The  result  is  a  new  manufacture. 

And  even  if  the  mere  combination  of  machinery  in  the 
abstract  is  not  new,  still,  if  used  and  applied  in -connection 
with  the  practical  development  of  a  principle  newly  discov- 
ered, producing  a  new  and  useful  result,  the  subject  is 
patentable.  To  which  last  opinion  and  decision,  the  coun- 
sel for  the  defendants  did  then  and  there  except. 

In  this  view,  the  improvement  of  the  plaintiffs  is  the  ap- 
plication of  a  combination  of  machinery  to  a  new  end, — ^to 
the  development  and  application  of  a  new  principle,  result- 
ing in  a  new  and  useful  manufacture. 

That  the  discovery  of  a  new  principle  is  not  patentable  ; 
but  it  must  be  embodied  and  brought  into  oj^eration  by 
machinery,  so  as  to  produce  a  new  and  useful  result. 

Upon  this  view  of  the  patent,  it  is  an  important  question, 
for  the  jury  to  determine,  from  the  evidence,  whether  the 
fact  is  established  on  which  the  alleged  improvement  is 
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founded^  that  lead,  in  a  set  or  semi-solid  state,  can  thus  be 
reunited  or  welded  after  separation. 

The  judge  here  commented  briefly  ux)on  the  testimony, 
referring  to  the  experiments  which  were  testified  to,  and 
the  results  of  which  were  exhibited  to  the  jury,  on  the  part 
of  the  plaintiffs  and  defendants,  and  in  continuation  stated  : 

That  there  was  one  experiment,  which  was  testified  to  by 
Mr.  KeUer,  and  the  result  of  which  was  shown  to  the  jury, 
which  was  made  under  circumstances  that  seem  not  to  be 
subject  to  any  misapprehension,  and  which,  if  he  is  not 
mistaken,  and  his  testimony  is  correct,  would  seem  to  settle 
the  question.  But  this  was  a  question  of  fact,  to  be  decided 
by  the  jury  on  the  evidence.  Hereux)on  the  counsel  for  the 
defendants  excepted  to  this  part  of  the  charge  of  the  judge. 
That  it  had  been  objected  that  the  improvement  described 
in  the  patent  of  March  14,  1846,  was  different  from  that  of 
March  29,  1841.  The  act  only  authorized  a  reissue  for  the 
same  invention,  the  first  specification  being  defective. 
That  he  had  compared  the  descriptions  contained  in  the 
two  patents  ;  and,  though  the  language  was  in  some  parts 
different,  it  would  be  found  that  the  improvement  was  sub- 
stantially the  same,  and  that  he  therefore  apprehended 
they  would  have  no  great  difficulty  in  this  branch  of  the 
case, — ^to  which  the  defendants'  counsel  excepted.  That  it 
was  also  objected  that  the  plaintiffs'  patent  was  invalid,  for 
want  of  originality ;  that  the  invention  had  been  before 
described  in  public  works,  and  Bramah,  Hague,  Titus,  Fox, 
and  Potter  were  relied  on  by  the  defendants.  That  in  the 
view  taken  by  the  court  in  the  construction  of  the  patent, 
it  was  not  material  whether  the  mere  combinations  of  ■• 
machinerv  referred  to  were  similar  to  the  combination  used 
by  the  Hansons,  because  the  originality  did  not  consist  in 
the  novelty  of  the  machinery,  but  in  bringing  a  newly -dis- 
covered principle  into  practical  application,  by  which  a 
useful  article  of  manufacture  is  produced,  and  wrought 
pipe  made  as  distinguished  from  cast  pipe.  Hereupon  the 
defendants'  counsel  excepted. 

That  in  the  patents  referred  to,  from  the  year  1797  to 
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1832,  the  combination  which  was  claimed  to  be  identical 
was  confessedly  used  for  making  pipe,  by  easting  with 
fluid  lead  in  a  mould,  and  after  it  was  set  by  the  applica- 
tion of  water,  forcing  it  out. 

And  the  question  is,  whether  any  of  these  inventions  are 
substantially  the  same  as  the  plaintiffs', — whether,  even  if 
by  these  modes,  pipe  had  been  successfully  made  for  com- 
mon use,  it  would  have  been  made  in  the  same  manner  as 
the  Hansons'— to  which  opinion  the  counsel  for  the  defend- 
ants excepted. 

That  it  was  further  objected  that  the  patentees  have  for- 
feited their  rights,  on  account  of  having  omitted  to  put  and 
continue  the  invention  on  sale  within  eighteen  months  after 
the  patent  was  granted,  upon  reasonable  terms.  The  judge 
here  commented  upon  the  testin^ony  on  this  part  of  the 
case,  and  in  continuation  said  : 

That  it  was  not  essential,  under  the  section  of  the  statute 
referred  to,  that  the  patentees  should  take  active  means  for 
the  purpose  of  putting  their  invention  in  market,  and  forc- 
ing a  sale,  but  that  they  should  at  all  times  be  ready  to  sell 
at  a  fair  price,  when  a  reasonable  oifer  was  made. 

That  it  was  for  the  jury  to  say  whether  it  was  put  and 
continued  on  sale,  under  this  view  of  the  law, — to  which 
opinion,  the  counsel  for  the  defendants  excepted. 

That  the  defendants  Le  Roy  and  Smith  contend  that  they 
have  not  infringed  the  plaintiffs'  patent ;  that  they  were 
but  the  purchasers  of  the  pipe,  and  that  Lowber  was  the 
manufacturer,  under  the  agreement  which  has  been  read. 

The  judge  here  referred  to  the  evidence  on  this  branch  of 
the  case,  and  ^aid  : 

That  if  the  contract  made  by  the  defendants  with  Lowber 
was  bondjldey  and  they  had  no  connection  with  the  manu- 
facture of  the  articles,  except  to  furnish  lead  and  pay  him  a 
given  price,  deducting  the  exi)enses,  and  if  the  contract 
was  in  fact  carried  out  and  acted  upon  in  that  manner,  then 
the  defendants  would  not  be  liable.  But  if  the  agreement 
was  only  colorable,  and  was  entered  into  for  the  purpose  of 
deriving  the  benefit  and  profits  of  the  business,  without 
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assuming  the  responsibility  for  the  use  of  the  invention, 
and  for  the  purpose  of  throwing  the  responsibility  on  Lowber^ 
who  was  insolvent,  then  they  were  as  responsible  as  he  was. 

That  aiding  and  assisting  a  person  in  carrying  on  the 
business  and  in  operating  the  machinery,  would  implicate 
the  parties  so  engaged.  If,  therefore,  these  defendants 
participated  actively  in  conducting  the  machine,  directing 
and  supervising  its  operations, — if  the  evidence  establishes 
that  position,  then,  as  aiding  and  assisting,  they  are  as 
responsible  as  Lowber, — to  which  last  opinion  and  decision, 
the  defendants'  counsel  excepted. 

Prior  to  the  giving  of  the  preceding  charge  to  the  jury, 
the  defendants'  counsel  requested  the  court  to  instruct 
them  according  to  the  following  written  proposition  sub- 
mitted ;  and  his  honor,  after  he  delivered  the  said  chaige, 
took  up  the  said  propositions  in  their  order,  and  gave  the 
instructions  to  the  jury  which  are  respectively  subjoined 
thereto. 

Proposition  I.  If  the  jury  believe  that  the  agreements 
executed  on  the  13th  of  April  and  13th  of  May,  1846,  by 
which  Lowber,  as  manufacturer,  w^as  to  make  the  pipe  for 
Le  Roy  &  Co.  on  his  machine,  at  55  cents  the  10()  pounds, 
was  real  and  bond  flde^  on  an  actual  dissolution  of  the 
partnership  of  Lowber  and  Le  Roy,  and  not  colorable,  to 
throw  the  responsibility  of  working  the  machine  on  Lowber 
alone,  then  the  plaintiffs  cannot  recover. 

Upon  which  his  honor  said  that  he  had  already  given  all 
the  instructions  he  deemed  necessary  on  that  point ;  the 
proposition  was  correct,  and  it  was  for  the  jury  to  decide 
that  fact. 

Proposition  II.  That  even  if  the  Tathams  first  introduced 
the  pipe  in  question  in  this  country  as  an  article  of  com- 
merce, that  does  not  give  them  any  right  to  recover,  unless 
the  patents  under  which  they  claim  were  good  and  valid, 
for  an  invention  not  before  known,  used,  or  described  in  a 
public  work. 

Upon  which  his  honor  instructed  the  jury  as  requested- 
by  the  defendants'  counsel. 
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Proposition  III.  That  if  the  jury  believe  that  the  combi- 
nation  patented  by  the  plaintiffs  was  before  patented  by 
Burroughs  Titus,  or  any  one  else  in  this  country,  or 
patented  and  described  in  a  well-known  public  work 
abroad,  the  plaintiffs  cannot  recover,  although  such 
machines  thus  patented  were  not  actually  put  in  operation, 
so  as  to  make  pij^e  for  the  public. 

Upon  which  his  honor  instructed  the  jury,  that  he  had 
already  stated  to  them  that  the  plaintiffs'  invention  did  not 
consist  in  the  mere  combination  of  machinery,  and,  there- 
fore, if  those  patents  were  for  casting  lead  pipe,  the  point 
was  not  material ;  that  it  w^as  not  necessary  that  they 
would  have  made  pipe  for  public  use  to  defeat  a  subse- 
quent patent, — to  which  instruction,  and  refusal  to  instruct 
the  jury  as  requested,  the  defendants'  counsel  excepted. 

Proposition  IV.  That  the  Tatham  patent  is  void  on  its 
face,  the  Burr  machine  having  the  entire  combination,  in- 
cluding heat  and  pressure,  and  the  lead  in  a  set  state.  The 
patent  is  void  for  claiming  too  much  ;  should  only  have 
been  for  the  improvement,  viz.,  substituting  the  bridge  and 
short  core  for  the  long  core,  and  not  for  the  whole  com- 
bination. 

His  honor  declined  to  give  this  instruction,  to  which  the 
defendants'  counsel  excepted. 

Proposition  V.  That  the  bridge  and  short  core  having 
been  before  patented  in  this  country  by  Burroughs  Titus, 
and  also  before  used  in  other  machines,  no  claim  could  be 
made  for  introducing  into  Burr's  combination  such  bridge. 

Upon  which  his  honor  instructed  the  jury  as  follows : 
Undoubtedly  that  is  so,  but  that  is  not  the  plaintiffs'  claim. 

Proposition  VI.  That  the  state  of  the  lead,  when  used  as 
described  in  the  plaintiffs'  si)ecification,  being  a  principle 
of  nature,  is  not  the  subject  of  a  patent,  either  alone  or  in 
combination  with  the  machine  mentioned  in  that  specifi- 
cation. 

To  which  his  honor  stated  the  first  part  of  the  propo- 
sition was  correct,  and  the  latter  part  not ;  and  the  defend- 
ants' counsel  excepted. 


I 


Dec.,  1852,]  LE  ROY  v.  TATHAM.  323 

Statement  of  the  case. 

Proposition  VII.  That  the  using  of  a  metal  in  a  certain 
state,  or  at  a  certain  temperature,  alone,  or  in  combination 
with  a  machine,  was  not  the  subject  of  a  patent. 

To  which  his  honor  stated :  I  have  already  instructed 
the  jury  that  the  invention,  as  described  by  the  Hansons, 
is  a  patentable  subject, — ^to  which  the  defendants'  counsel 
excepted. 

Proposition  VIII.  That  if  the  jury  believe  that  the  com- 
bination of  cylinder,  piston,  bridge,  short  core,  die,  and 
chamber,  under  heat  and  pressure,  was  before  patented  in 
this  country  by  Burroughs  Titus,  then  the  pMntiils  cannot 
recover. 

Whereupon  his  honor  instructed  the  jury,  that  novelty 
in  the  mere  combination  of  the  machinery  was  not  essential 
to  the  plaintiffs'  right  to  recover,  except  as  connected  with 
the  development  and  application  of  the  principle  before 
mentioned, — to  which  the  defendants'  counsel  excepted. 

Proposition  IX.  That  if  the  jury  believe  that  the  same 
combination  of  cylinder,  piston,  bridge,  short  core,  die,  and 
chamber,  under  heat  and  pressure,  had  before  been  patented 
in  England  by  Bramah,  and  published  in  a  weU- known 
work,  then  the  plaintiffs  cannot  recover. 

His  honor  instructed  the  jury,  that  Bramah' s  patent  and 
the  Tatharas'  were  not  identical,  and  declined  to  instruct 
them  as  requested,— to  all  which  the  defendants'  counsel  ex- 
cepted. 

Proposition  X.  That  if  the  jury  believed  that  the  Burr, 
Bramah,  Titus,  and  Hague  machines,  or  either  of  them, 
were  published  to  the  world  in  well-known  public  works, 
and  had  the  same  combination,  in  whole  or  in  part,  as  the 
Hanson  machine,  up  to  a  certain  point,  the  Tathams'  patent 
is  void  for  claiming  too  much,  viz. ,  the  whole  combination. 

His  honor  instructed  the  jury,  that  he  had  explained  to 
them  his  views  on  that  part  of  the  case,  and  declined  to  in- 
struct them,  as  requested,  in  the  form  of  which  the  propo- 
sition was  stated, — and  to  which  the  defendants'  counsel 
excepted. 

Proposition  XI.  That  the  reissue  of  the  patent  of  1846, 


324  LE  ROY  v.  TATHAM.  [Sup.  Ct. 

Statement  of  the  case. 

on  which  alone  the  plaintiflfs  can  claim,  was  not  warranted 
by  the  patent  of  1841,  it  being  for  a  different  and  not  the 
same  invention,  misdescribed  by  inadvertence,  accident,  or 
mistake  ;  and,  in  fact,  was  a  new  patent,  under  color  of  a 
reissue. 

That  if  the  jury  believe  that  the  reissue  of  1846  was  for  a 
different  invention  from  the  patent  of  1841,  and  not  for  the 
same  invention,  misdescribed  by  inadvertence,  accident,  or 
mistake,  then  the  plaintiffs  cannot  recover. 

His  honor  declined  to  instruct  the  jury  according  to  the 
first  branch  of  this  proposition, —to  which  the  defendants' 
counsel  excepted  ;  but  did  instruct  them  in  the  affirmative, 
upon  the  last  branch  thereof. 

Proposition  XII.  That  if  the  jury  believe  that  the  com- 
bination patented  was  before  described  in  some  well-known 
public  work,  either  in  this  country  or  in  England,  the 
plaintiffs  cannot  recover,  although  such  machine,  or  the 
pipe  made  by  it,  was  never  introduced  in  this  country. 

Upon  which  his  honor  instructed  the  jury  in  the  affirm- 
ative. 

Proposition  XIII.  If  the  jury  believe  that  the  combina- 
tion claimed  was  before  known  or  used,  to  make  lead  pipe, 
by  others  than  the  Hansons  or  the  Tathams,  the  plaintiifs 
are  not  entitled  to  recover,  no  matter  how  limited  such 
knowledge  or  use  was,  if  the  invention  was  not  kept  secret. 

Upon  which  his  honor  instructed  the  jury  in  the  affirm- 
ative. 

Proposition  XIV.  That  if  the  macaroni  machine,  or  the 
Busk  &  Harvey  clay-pipe  machine,  contained  the  same 
combination  as  the  plaintiffs'  machine,  that  the  plaintiffs 
cannot  recover,  by  reason  of  applying  the  same  combina- 
tion to  a  new  use. 

Which  instruction  his  honor  declined  to  give,  and  stated 
that  he  had  explained  to  them  his  views  on  that  subject ; 
and  the  defendants'  counsel  excepted. 

Proposition  XV.  That  if  the  jury  believe  that  Mr.  Low- 
ber's  machine  was  used  by  his  men  when  the  lead  was  in 
a  fluid,  and  not  in  a  set  or  solid  state,  then  there  was  no 
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infringement,   and   the   plaintiffs   cannot  recover,   if  the 
plaintiffs'  patent  were  valid. 

Upon  which  his  honor  instructed  the  jury  in  the  affirm- 
ative. 

Proposition  XVI.  That  the  jury  are  the  sole  and  exclu- 
sive judges,  as  questions  of  fact,  whether  the  combination 
and  process  were  the  same  in  plaintiffs'  machine  as  was  in 
Bramah'  s,  or  in  any  other  of  the  machines  proved  on  the  trial. 

Upon  which  his  honor  charged  the  jury,  that  this  was  so, 
undoubtedly  ;  subject,  however,  to  the  principles  of  law  as 
laid  down  in  his  preceding  charge  and  instructions, — ^to 
which  the  defendants'  counsel  excepted. 

Proposition  XVII.  That  if  the  jury  believe  that  the  lead, 
when  it  may  be  successfully  used  to  make  pipe  with  plain- 
tiffs' machine,  must  not  be  in  a  set  or  solid  state,  as  de- 
scribed in  their  specification,  and  that  it  can  only  be  thus 
used  in  a  fluid  or  pasty  state,  then  that  the  patent  is  void, 
and  the  jury  should  find  for  the  defendants,  on  the  ground 
that  the  specification  does  not  fairly  and  fully  describe  the 
nature  of  the  invention  claimed,  nor  the  condition  in  which 
the  lead  should  be  used,  so  as  to  enable  the  public  to  ascer- 
tain the  true  nature  of  the  invention,  the  manner  of  using 
the  machine,  and  the  condition  in  which  the  lead  ought  to 
be  used. 

Which  instruction  his  honor  answered  in  the  affirmative. 

The  jury  then  retired  to  consider  their  verdict,  under  the 
said  charge  and  instructions  ;  and  subsequently,  on  the 
25th  day  of  May,  1849,  returned  into  court  with  a  verdict 
for  the  said  plaintiffs  for  $11,394  damages,  and  six  cents 
costs. 

And  inasmuch  as  the  said  several  matters  aforesaid  do 
not  appear  by  the  record  of  the  said  verdict,  the  said  de- 
fendants' counsel  did  then  and  there  request  his  honor,  the 
said  judge,  to  put  his  seal  to  this  bill  of  exceptions,  con- 
taining the  said  several  matters  aforesaid  ;  and  his  honor, 
the  said  judge,  did,  in  pursuance  of  the  said  request  and  of 
the  statute  in  such  case  made  and  provided,  put  his  seal  to 
this  bill  of  exceptions,  containing  the  said  several  matters 
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aforesaid,  at  the  city  of  New  York  aforesaid,  the  same  26th 
day  of  May,  1849. 

S.  Nelson. 

United  States  Patent  Office.  John  Hanson  and 
Charles  Hanson,  of  Huddersfield,  England,  As- 
signors TO  Benjamin  Tatham,  Jr.,  Henry  B.  Tatham, 
AND  George  N.  Tatham,  of  Philadelphia,  Pennsyl- 
vania. Improvement  in  Machinery  for  Making 
Metallic  Pipes.*  Specification  Forming  Part  of 
Letters  Patent  No.  2,021,  Dated  March  29,  1841 ; 
Reissue  No.  82,  Dated  March  14,  1846. 

To  aU  whom  it  may  concern : 

Be  it  known  that  we,  John  Hanson,  of  Huddersfield,  in 
the  county  of  York,  England,  leaden-pipe  manufacturer, 
and  Charles  Hanson,  of  the  same  place,  watch-maker,  be- 
ing respectively  subjects  of  the  Queen  of  Great  Britain, 
have  invented  certain  new  and  useful  Improvements  in 
Machinery  or  Apparatus  for  Manufacturing  Pipes  and 
Tubes  from  Metallic  Substances  ;  and  we,  the  said  John 
Hanson  and  Charles  Hanson,  do  hereby  declare  that  the 
nature  of  our  said  invention  and  the  manner  in  which  the 
same  is  to  operate  are  particularly  described  and  ascer- 
tained in  and  by  the  following  description  thereof,  refer- 
ence being  had  to  the  drawings  hereunto  annexed,  num- 
bered, respectively,  Sheet  1  and  Sheet  2,  and  to  the  letters 
and  figures  marked  thereon — that  is  to  say  : 

Our  invention  consists  in  certain  improvements  upon  and 
additions  to  the  machinery  used  for  manufacturing  pipes 
and  tubes  from  lead  or  tin  or  any  alloy  of  soft  metals  ca- 
pable of  being  forced  by  great  pressure  from  out  of  a  receiver 
through  or  between  apertures,  dies,  and  cores  when  in  a  set 
or  solid  state,  set  forth  in  the  specification  of  a  patent 
granted  to  Thomas  Burr,  of  Shrewsbury,  in  Shropshire,  in 
England,  dated  the  11th  day  of  April,  1820,  recited  in  the 
Eepertory  of  Arts,  &c.,  London,  second  series  for  1822,  vol- 

*  The  drawings  of  the  original  and  reissued  patent  are  identical. — ^Ed. 
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nme  41,  pages  267,  &c.,  and  described  in  the  London  Jonr- 
nal  of  Arts  and  Sciences,  No.  VI.,  for  November,  A.D.  1820, 
page  411,  &c. 

The  apparatus  described  by  Thomas  Burr  consisted  of  a 
hollow  vessel,  of  iron  or  other  metal,  made  particularly 
strong,  so  as  to  be  able  to  sustain  extreme  pressure,  and 
bored  suflSciently  true  for  a  piston  to  traverse  easily  within 
it.  This  vessel  was  closed  at  one  end  by  the  piston,  and  it 
was  also  closed  at  the  other,  excepting  a  small  aperture  in 
the  centre,  into  which  was  fitted  a  ' '  washer' '  or  die,  of 
steel  or  other  metal,  intended  to  determine  the  external 
diameter  of  the  pipe.  The  best  form  of  this  vessel  is  cylin- 
drical, and  it  is  termed  the  ''  cylinder  ;"  but  it  might  be  of 
various  shapes.  It  was  intended  to  contain  the  lead  or 
other  metal  to  form  the  pipes.  The  piston  that  fitted  this 
cylinder  was  of  about  equal  length,  and  when  driven  home 
was  intended  to  empty  or  nearly  empty  the  cylinder  of  its 
contents.  The  core  or  mandrel  which  determined  the  inner 
diameter  of  the  pipe  was  a  long  cylindrical  rod  attached  by 
one  end  to  the  centre  of  the  face  of  the  piston  and  i)assing 
through  th«  centre  of  the  aperture  or  die,  leaving  a  space 
between  them  for  the  formation  of  the  pipe.  The  pressure 
necessary  to  work  the  machine  was  obtained  from  any 
mechanism  of  sufficient  force ;  but  a  very  powerful 
hydrauUc  press  was  preferred,  and  the  piston  was  driven 
home  into  the  cylinder  by  the  power  of  the  ram  of  the 
hydraulic  press,  to  the  top  of  which  press  the  cylinder  was 
attached.  Heat  was  applied  to  the  cylinder  before  and  at 
the  time  of  using,  whereby  the  api)aratus  worked  more 
easily,  from  causes  which  will  hereinafter  sufficiently  ap- 
pear. The  metal  to  compose  the  intended  pipe  was  ad- 
mitted into  the  cylinder  in  a  fluid  state  through  the  same 
aperture  by  which  the  pipe  afterward  issued.  Upon  the 
metal  becoming  set  or  solid  the  power  of  the  press  was  ex- 
erted against  the  piston,  whereby  it  would  rise  upward  and 
drive  out  the  metal  through  the  washer  or  die  having  the 
long  core  within  it,  continually  advancing  with  and  before 
the  piston,  and  thus  forming  the  pipe. 
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The  machinery  and  its  operation  will  be  better  nnder- 
stood  by  reference  to  the  patent  and  to  the  publications 
mentioned,  which  are  well  known  among  mechanics  and 
scientific  men.  But  the  defects  of  Thomas  Burr's  plan, 
when  reduced  to  practice,  (especially  in  the  manufacture  of 
pipes  of  less  than  one  and  a  half  inch  in  bore, )  were  found 
to  be  so  great  as  to  prevent  that  plan  from  being  brought 
into  common  use.  The  long  core  in  his  machinery,  being 
attached  to  the  piston,  is  liable,  in  advancing  with  it,  to 
warp  and  twist  out  of  the  straight  line  and  out  of  centre 
with  the  die,  from  the  difference  of  expansion  and  contrac- 
tion of  the  metal  under  different  degrees  of  temperature, 
and  from  the  extreme  pressure  required,  and  from  other 
causes  which  prevent  or  destroy  the  uniformity  of  the  thick- 
ness and  the  centrality  of  the  bore  of  the  pipes  or  tubes. 
We  have  found  from  experience  that  lead  and  some  of  its 
alloys,  when  recently  become  set,  (or  in  a  condition  just 
short  of  fluidity,)  being  still  under  heat  and  extreme  press- 
ure in  a  close  vessel,  will  reunite  perfectly  after  a  separa- 
tion of  its  parts,  and  "  heal,"  as  it  were,  by  the  first  inten- 
tion, as  completely  as  though  it  had  never  been  divided. 
We  therefore  construct  our  machinery  as  follows,  to  wit : 

First.  We  employ  a  contrivance  which  may  be  called  a 
"  bridge,"  a  *' cross-bar,"  a  ''  holder,"  or  a  *'  guide-piece," 
which  is  placed  near  to  the  die  or  aperture  at  the  end  of 
the  cylinder,  for  the  purpose  of  receiving  and  holding  a 
short  fixed  core  or  of  guiding  the  movable  long  core,  as 
hereinafter  described.  This  bridge  is  fixed  within  and  at 
the  end  of  the  cylinder,  and  at  a  short  distance  from  the 
die  through  which  the  pipe  issues.  It  is  so  formed  and 
arranged  as  to  allow  the  metal  to  "pass  through  it  and  to 
form  around  the  core. 

Secondly.  We  in  general  use  a  short  fixed  or  stationary 
core  for  determining  the  inner  diameter  of  the  pipes  or 
tubes,  or  the  bore  thereof,  in  contradistinction  to  the  long 
movable  core,  as  described  in  the  specification  of  Thomas 
Burr.  This  short  core  is  attached  to  the  bridge  in  any 
secure  manner ;  or  the  bridge  and  the  core  might  be  con- 
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structed  in  one  piece  and  formed  in  various  ways,  as  con- 
venience might  suggest.  Instead  of  this  short  core,  how- 
ever, we  sometimes  use  the  long  movable  core  attached  to 
the  piston,  resembling  that  of  Thomas  Burr,  and  in  this 
case  we  employ  the  bridge  for  the  purpose  of  guiding  the 
long  core  and  keeping  it  central  with  the  die,  the  said  mov- 
able core  traversing  freely  through  an  aperture  in  the  centre 
of  the  bridge,  which  in  this  case  operates  as  a  guide-piece. 

Thirdly.  We  form  a  chamber  between  the  bridge  and  the 
die,  wherein  the  metal,  after  passing  the  bridge,  may  re- 
unite into  one  mass,  having  the  core  in  its  centre.  It  is  the 
space  before  the  die.  The  chamber  may  be  made  of  any 
convenient  form  or  size.  In  the  accompanying  drawings  it 
is  exhibited  sometimes  cylindrical,  as  at  K  K,  Figure  19, 
Sheet  1,  sometimes  nearly  square,  as  at  K  K,  Figs.  7,  9,  10, 
and  11,  Sheet  2,  and  sometimes  conical,  as  at  X,  Figs.  1, 
20,  and  21,  Sheet  1,  and  at  Fig.  22,  Sheet  2.  This  chamber 
may  be  a  part  of  the  cylinder  itself,  or  of  the  die,  or  even 
of  the  bridge,  or  it  may  be  formed  by  a  separate  piece  or 
pieces  securely  fastened  to  the  end  of  the  cylinder  or  other- 
wise. We  prefer  the  latter  plan  from  the  facility  it  gives 
of  removing  and  changing  the  cores  and  dies,  when  re- 
quired, to  make  pipes  of  different  sizes,  and  the  conical 
form  may  be  preferable,  as  it  may  diminish  the  friction 
and  require  less  pressure.  The  chamber  should  be  larger 
in  area  or  in  diameter  than  the  aperture  between  the  die 
and  the  core,  to  facilitate  the  passage  of  the  metal  and  to 
admit  of  constriction  at  the  die,  by  which  the  metal  is 
brought  into  its  proper  form  of  pipe,  it  being  the  narrowest 
aperture.  The  die  we  use  is  substantially  the  same  as  that 
described  by  Thomas  Burr  under  the  appellation  of  a 
"  washer."  It  should  be  of  steel  or  other  metal,  with  a  suit- 
able aperture  through  it  to  form  the  exterior  of  the  pipe. 
The  particular  form  of  the  die  is  not  material ;  but  it  is 
essentially  different  both  in  shape  and  object  from  a  mould. 
It  is  usually  constructed  of  a  separate  piece  ;  but  it  might 
be  formed  of  several  pieces,  or  be  made  a  part  of  others  ; 
or  an  aperture  in  the  end  of  the  cylinder  itself  might  be 
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used  as  a  die.  Various  forms  might  be  suggested.  It  is 
best,  though  uot  essential,  that  the  surface  inside  which 
forms  the  exterior  of  the  pipe  should  be  as  short  as  possible 
consistently  with  the  strength  required  to  sustain  the  great 
pressure  and  constriction  at  this  narrow  passage.  We  use 
substantially  the  same  cylinder  and  piston  as  described  by 
Thomas  Burr.  We  use  much  the  same  heat  and  the  same 
pressure.  We  use  the  bridge  either  as  a  guide-piece  for  his 
long  core,  or,  in  preference,  we  employ  the  bridge  as  a 
holder  for  our  short  core. 

The  following  four  enumerated  particulars  are  matters  of 
convenience,  but  are  by  no  means  essential  to  our  appa- 
ratus: 

First.  We  use  an  improved  mode  of  adjusting  the  die, 
by  which  we  are  enabled  easily  and  readily  to  bring  the 
same  central  with  the  core  at  any  time  in  case  it  should  be 
forced  out  of  its  relative  true  position. 

Secondly.  With  a  view  to  prevent  the  escape  of  the  lead 
between  the  piston  and  the  cylinder,  we  sometimes  use  an 
improved  construction  of  the  piston,  by  which  its  packing 
is  forced  outward  against  the  inside  of  the  cylinder  by  the 
pressure  of  the  face  or  end  of  the  piston  against  said  pack- 
ing. It  will  be  better  understood  by  referring  to  the  draw- 
ings. There  are  also  other  methods  by  which  the  same 
object  can  be  effected. 

Thirdly.  We  reverse  the  arrangement  of  the  cylinder  and 
piston  by  placing  the  piston  above  and  the  cylinder  below, 
instead  of  securing  the  cylinder  to  the  top  of  the  hydraulic 
press,  as  in  Thomas  Burr' s  plan.  In  our  method,  when  a 
hydraulic  press  of  that  kind  is  used  in  which  the  power  of 
the  ram  is  exerted  from  above,  we  should  attach  the  piston 
to  the  ram  and  cause  it  to  be  driven  downward  into  the 
cylinder,  fixed  stationary  to  receive  it.  Very  great  force, 
however,  being  required,  we  prefer  a  hydraulic  press  of  the 
opposite  construction,  in  which  the  ram  is  made  to  rise 
I)erpendicularly  upward,  and  in  this  case  we  secure  the 
piston  to  the  top  of  the  press  and  place  the  cylinder  be- 
neath, upon  the  table  or  platform,  supported  by  a  hollow 
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pillar,  with  an  aperture  for  the  passage  of  the  pipe,  all  rest- 
ing npon  the  usual  ram  of  the  hydraulic  press.  Thus, 
when  the  ram  ascends,  the  cylinder  is  made  to  rise  and  uA- 
vance  ui)on  the  stationary  piston.  (See  Fig.  22,  Sheet  2.) 
In  connection  with  this  reversed  arrangement,  we  feed  the 
cylinder  through  an  ax)erture  in  the  upper  end  or  side 
opposite  to  the  dies  and  directly  under  the  piston  when  the 
dies  and  piston  are  at  the  greatest  distance  apart,  as  shown 
at  K,  Pig.  19,  Sheet  1,  annexed.  This  aperture  is  immedi- 
ately closed  as  it  passes  the  lower  end  of  the  piston.  By 
this  means  the  necessity  of  melting  out  the  lead  which 
clogs  the  dies  after  each  operation,  and  of  filling  the  cylin- 
der through  the  dies  themselves,  or  through  apertures  made 
for  this  purpose  in  the  solid  end  of  the  cylinder,  is  obvi- 
ated, such  apertures  being  injurious  to  the  strength  in  a 
part  where  strength  is  particularly  wanted,  and  said  opeTL- 
ings  requiring,  when  so  used,  to  be  stopped  by  means  of 
plugs  or  screws.  By  this  reversed  arrangement,  also,  great 
facility  in  working  the  machinery  is  obtained.  Oil  or  other 
lubricating  materials  may  be  easily  applied  to  the  dies  and 
cores  or  other  parts  situated  at  the  bottom  of  the  cylinder 
previous  to  pouring  in  a  fresh  charge  of  metal;  and, 
further,  the  pipes  (instead  of  being  forced  upward  and 
being  received  above  the  top  of  the  hydraulic  press,  as  in 
Thomas  Burr's  plan)  are  caused  to  issue  downward,  and 
may  be  immediately  wound  upon  reels,  or  may  be  received 
in  a  long  descending  cooling-trough,  without  requiring  to 
be  handled  while  warm  and  liable  to  injury. 

Fourthly,  and  lastly.  We  arrange,  combine,  and  adapt 
our  mechanism  so  as  to  make  two  or  more  lengths  of  pipes 
at  one  and  the  same  time  and  operation,  and  for  this  pur- 
pose we  provide  two  or  more  apertures  furnished  with  the 
requisite  apparatus  for  the  formation  of  the  pipes. 

All  these  improvements  will  be  better  understood  by  re- 
ferring to  the  accompanying  drawings,  which  are  sectional 
and  detached  views  of  the  cylinder  and  various  parts,  to 
which  we  shall  now  refer. 

Fig.  1  on  Sheet  1  is  a  vertical  section  of  the  lower  por- 
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tion  of  a  cylinder,  with  the  piston  shown  therein,  and  also 
our  improved  construction  and  adaptation  of  a  short  core 
with  the  die  applied  thereto.  Fig.  2  is  a  horizontal  section 
of  the  cylinder,  taken  in  the  line  a  6  in  Fig.  1,  or  just  above 
the  bridge,  core,  and  die.  Fig.  3  is  another  similar  partial 
section  of  the  same,  taken  on  the  line  c  din  Fig.  1,  or  just 
below  the  bridge,  for  the  purpose  of  showing  the  die  more 
clearly.  Fig.  4  is  a  plan  view  of  the  die  detached,  showing 
the  situation  of  the  core  within  the  aperture.  Fig.  5  is  a 
detached  side  view  of  the  short  fixed  core  and  its  cross-bar 
or  bridge,  and  Fig.  6  is  a  plan  view  of  the  same. 

A  A,  Fig.  1,  is  a  portion  of  the  cylinder ;  B,  the  piston, 
which  is  fixed  or  stationary  in  the  strong  top  frame- work 
of  the  hydraulic  press.  C  is  the  piston  face  or  end,  (at- 
tached to  the  body  of  the  piston,)  the  various  parts  of  which 
are  shown  separate  at  Figs.  13  to  18,  inclusive,  and  will  be 
described  hereinafter.  D  is  the  lower  end  or  bottom  of  the 
cylinder,  firmly  attached  thereto  by  bolts,  and  also  to  a 
strong  table  or  platform  placed  upon  a  hollow  pillar,  which 
stands  upon  the  top  of  the  usual  ram  of  the  hydraulic 
press.  (The  table  and  parts  below  are  shown  at  Fig.  22, 
Sheet  2.)  E  is  the  die,  which  is  fitted  into  the  bottom  of 
the  cylinder  in  a  recess  or  cup,  as  shown  in  the  drawings. 
F  F  are  adjusting-screws  for  setting  or  regulating  the  situ- 
ation of  the  die  as  regards  the  core.  G,  Fig.  19,  and  Figs. 
2  and  3,  is  a  thin  steel  plate  fitted  into  the  recess  in  the 
bottom  of  the  cylinder,  merely  for  the  purpose  of  prevent- 
ing the  metal  from  being  driven  between  the  edges  of  the 
die  and  the  recess,  or  to  the  adjusting-screws,  the  threads 
of  which  might  otherwise  become  clogged.  It  is  exhibited 
in  several  of  the  drawings,  thus  leaving  the  chamber  be- 
tween the  bridge  and  the  die  of  a  cylindrical  form.  It  is, 
however,  not  essential,  since  the  chamber  may  be  of  any 
convenient  form,  and,  in  fact,  the  plate  G  and  the  ring  Z 
(hereinafter  described)  may  both  be  dispensed  with  alto- 
gether ;  but,  as  a  substitute  for  the  plate  G,  we  prefer  the 
steel  ring  Z,  which  makes  the  chamber  conical,  and  is  em- 
ployed and  exhibited  in  Figs.  1  and  20,  Sheet  1.     The 
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diameter  of  the  aperture  through  the  steel  ring  Z  is  great- 
est at  the  edge  or  side  next  to  the  bridge,  and,  diminishing 
downward,  it  is  smallest  at  the  end  next  to  the  die,  the 
aperture  being  thus  of  the  form  of  an  inverted  cone  ;  but 
we  have  sometimes  made  it  cylindrical. 

Pig.  20  is  a  view  of  a  section  of  the  ring  Z.  Fig.  21  is  a 
sectional  representation  (on  another  scale)  of  the  chamber 
X  as  formed  by  the  ring  Z,  with  the  die  E  below  and  the 
bridge  I  above  it.  When  fitted  in  their  places  in  the  bot- 
tom of  the  cylinder,  as  exhibited  in  Figs.  1  and  21,  the 
steel  ring  rests  ui)on  the  die  E,  protects  the  adjusting- 
screws  F  F  by  interposition,  and  forms  a  8upi)ort  for  the 
bridge  I. 

In  Figs.  1,  2,  5,  6,  19,  and  21  the  bridge  is  shown  by  the 
letter  I  and  the  short  fixed  core  by  the  letter  H,  where 
used. 

K,  Figs.  1  and  19,  shows  the  situation  of  the  aperture  in 
the  upper  part  of  the  cylinder,  or  side  or  end  opposite 
to  the  dies,  through  which  the  cylinder  is  filled  with  melted 
metal,  and  which  is  immediately  closed  by  the  passage  of 
the  piston  end.  This  is  more  convenient  than  to  withdraw 
the  piston. 

Fig.  7,  Sheet  2,  is  another  vertical  section  of  the  lower 
part  of  a  cylinder,  showing  a  novel  adaptation  of  our  mech- 
anism for  making  four  different  lengths  of  "pipes  at  one  and 
the  same  time.  Fig.  8  is  a  partial  sectional  plan  view  of 
the  same,  taken  in  the  line  ff  A,  Fig.  7.  Fig.  9  is  a  horizon- 
tal section  or  plan  view  taken  at  the  line  e/^  the  plate  H 
being  removed.  Fig.  10  is  another  horizontal  section  taken 
through  the  dies  and  cores  in  the  line  ab  in  Fig.  7.  Fig.  11 
is  a  plan  view  of  the  bottom  of  the  cylinder,  the  dies  and 
cores  being  removed  to  show  its  construction.  Pig.  12  is  a 
side  view  of  one  of  the  cores  detached. 

In  Figs.  7,  9,  10,  and  11,  Sheet  2,  A  A  is  the  cylinder ; 
B  B,  the  bottom  of  the  same.  C  C  are  the  dies,  the  cores  and 
apertures  of  which  are  in  these  instances  placed  in  a  hori- 
zontal position.  D  D  are  the  screws  for  properly  adjusting 
the  horizontal  situation  of  the  dies  as  regards  the  cores, 
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and  E  E  are  wedges  for  adjusting  the  vertical  position  of 
the  dies  to  the  cores.  F  F  are  the  cores  or  mandrels  fixed 
into  or  forming  part  of  stocks  or  pieces  of  metal  G  G,  which 
are  mortised  into  one  another,  and  also  into  the  bottom  of 
the  cylinder,  as  shown  in  the  drawings.  The  arrows  indi- 
cate the  course  of  the  metal  as  it  passes  out  of  the  cylinder 
in  the  form  of  pipes,  which  is  shown  by  a  red  tint,  as  in 
the  other  figures.  H  is  the  thin  steel  plate,  (here  used  in- 
stead of  the  steel  ring,)  having  four  apertures  formed  in  it 
corresponding  with  the  wells  or  recesses  formed  in  the  bot- 
tom of  the  cylinder,  which  steel  plate  is  placed  on  the  top 
of  the  dies  to  prevent  the  access  of  metal  to  the  adjusting- 
screws,  and  1 1  are  other  plates  placed  in  front  of  the  dies 
for  the  same  purpose  and  to  prevent  its  access  to  the 
wedges.  The  bottom  of  the  cylinder  has  four  wells  or 
chambers,  K  K,  formed  in  it,  as  shown  more  particularly  in 
Fig.  11,  to  allow  of  the  passage  of  the  pipe-metal  to  the 
different  dies  and  cores. 

Fig.  13,  Sheet  1,  is  a  representation  of  the  end  of  the  pis- 
ton upon  our  improved  construction.  Fig.  14  is  a  similar 
representation  with  the  parts  detached.  (Shown  separate 
at  Figs.  15,  16,  17,  and  18.)  a  is  the  body  of  the  piston. 
h  is  the  lower  end  or  face  of  the  piston,  attached  to  the 
body  by  the  pin  c.  ^  is  the  upper  part  of  the  piston.  Be- 
tween the  inclined  or  conical-shaped  sides  of  the  parts  d 
and  J  is  placed  the  ring  ^,  (shown  detached  in  plan  in  Fig. 
17  and  in  section  at  Fig.  18,)  and  being  cut,  consequently  it 
will  be  obliged  to  expand  and  keep  the  piston  tightly 
packed  with  the  cylinder  under  great  pressure,  and  thereby 
prevent  the  escape  of  the  metal.  The  piston-face  is  attached 
to  the  body  a  by  means  of  a  pin,  A,  passed  through  it,  or 
in  any  other  convenient  manner. 

Fig.  19  is  a  vertical  section  of  a  cylinder  and  piston,  show- 
ing the  adaptation  of  the  guide-piece  or  bridge,  through 
which  the  long  core  attached  to  the  piston  passes  for  the 
purpose  of  keeping  it  central  with  the  die.  A  A  is  the  cyl- 
inder. B  is  the  piston-body  ;  C,  the  face  or  end  of  the  pis- 
ton ;  D,  the  bottom  of  the  cylinder  ;  E,  the  die.     G  is  the 
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thin  steel  plate.  (Here  exhibited  instead  of  the  steel  ring 
that  in  Figs.  1  and  21  makes  the  chamber  conical  in  form.) 
P,  the  adjusting-screws.  H  is  the  long  core  attached  to  the 
piston  C,  and  travelling  with  it,  passing  freely  through  the 
guide-piece  or  bridge  1 1,  which  has  a  hole  property  bored 
through  it  for  this  purpose,  consequently  keeping  the  core 
at  all  times  steady  and  central  with  the  die.  K  is  the  aper- 
ture for  supplying  the  cylinder  with  melted  metal. 

Fig.  22,  Sheet  2,  exhibits  the  reversed  arrangement  of 
the  cylinder  A  and  the  piston  B.  L  L  is  the  table  ;  M,  the 
top  of  the  hydraulic  press.  N  is  the  hollow  pillar  stand- 
ing upon  the  ram. 

The  operation  of  making  pipes  or  tubes  is  as  follows : 
The  cylinder  should  be  warmed,  as  mentioned  by  Thomas 
Burr,  by  any  convenient  means,  as  well  for  the  purpose  of 
making  the  apparatus  work  more  easily  as  to  preserve  the 
pipe-metal  within  at  a  uniform  temperature  throughout  its 
mass,  and  thus  to  permit  it  to  set  equably.  When  a  die, 
bridge,  and  core  of  the  required  diameter  have  been  applied 
to  the  cylinder  and  properly  adjusted,  the  cylinder  and 
other  parts  being  lowered,  a  charge  of  lead  or  other  metal 
in  a  fluid  state  is  admitted  through  the  aperture  K,  Figs. 
19  and  1,  at  the  side,  or  at  the  end  of  the  cylinder  opposite 
to  the  die  and  immediately  under  the  piston,  and  as  soon 
as  this  metial  is  set  the  hydraulic  press  is  put  in  action,  and 
as  the  ram,  hollow  pillar,  table,  and  cylinder,  with  its  ap- 
purtenances, rise  upward  the  feeding-aperture  is  first  closed 
by  the  stationary  piston,  and  when  this  is  effected  the 
metal  is  forced,  in  the  direction  of  the  arrows  in  Fig.  1, 
between  the  arms  or  apertures  of  the  bridge  I  through 
the  chamber,  and  through  the  space  between  the  die 
and  the  core  below  it,  being  caused  by  the  extreme  pres- 
sure and  constriction  to  reunite  perfectly  around  the  core 
in  its  passage,  and  leaving  the  machinery  in  the  form  of 
pipes  or  tubes.  The  pipe  may  be  received  in  a  long 
descending  cooling-trough,  or  may  be  immediately  wound 
upon  reels  as  fast  as  it  is  discharged  from  the  ma- 
chinery. 
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The  pipe-metal  is  represented  in  the  drawings  by  a  tint 
of  red  color. 

We  wish  it  to  be  understood  that  we  do  not  confine  our- 
selves to  the  mode  of  operation  herein  described,  by  mak- 
ing the  cylinder  rise  with  the  hydraulic  ram  and  other 
parts  and  keeping  the  piston  stationary,  as  the  same  effects 
vnR  take  place  when  the  cylinder  is  stationary  and  the 
I)ower  of  the  ram  is  applied  to  the  top  of  the  piston  to  cause 
it  to  descend  into  the  cylinder ;  and  our  improvements 
might  also  be  applied  to  a  cylinder  and  press  fitted  up  in 
other  resi)ects  upon  Thomas  Burr's  plan,  whereby  the  pipe 
is  received  over  the  top  of  the  machinery,  although  at  some 
disadvantage ;  or  the  press  might  be  laid  horizontally  or 
otherwise.  Neither  do  we  confine  ourselves  to  making  the 
bridge  which  holds  or  guides  either  the  short  or  the  long 
cores  with  four  arms  only,  since  it  might  be  made  of  vari- 
ous constructions,  with  one,  two,  or  three  or  more  arms 
or  apertures ;  or  it  might  be  a  circular  plate  with  holes 
through  it ;  or  it  might  be  constructed  as  a  projection  at  or 
near  the  bottom  of  the  cylinder,  with  one  large  aperture 
nearly  surrounding  it,  and  thus  hold  the  core  in  a  hori- 
zontal direction,  if  desired,  so  as  to  discharge  the  pipes  lat- 
erally or  otherwise,  all  which  and  other  variations  will 
readily  suggest  themselves  to  any  practical  engineer,  with- 
out departing  from  the  substantial  originality  of  our  inven- 
tion, the  remarkable  feature  of  which  is  that  soft  metals, 
where  in  a  set  state,  being  yet  under  heat,  can  be  made  by 
extreme  pressure  to  reunite  perfectly  around  a  core  after  a 
separation,  and  thus  be  formed  into  strong  pipes  or  tubes. 

The  case  was  argued  by  Mr.  Oillett  and  Mr.  NoyeSy  with 
whom  was  Mr.  Barbour^  for  the  plaintiffs  in  error,  and  by 
Mr.  CvUing  and  Mr.  Staples^  for  the  defendants  in  error. 

The  points  made  by  the  counsel  for  the  plaintiffs  in  error 
were  the  following : 

1.  In  construing  a  patent,  and  deciding  what  are  the  in- 
ventions patented  thereby,  the  summing  up  is  conclusive. 
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Nothing  is  patented  but  what  is  expressly  claimed.  Moody 
V.  Fiske,  2  Mason,  112,  118 ;  Rex  v.  Cutler,  1  Starkie,  354 
[1  Am.  &  Eng.  225] ;  Davies  on  Patents,  398,  404 ;  Bovill  v. 
Moore,  2  Marsh,  211  [1  Am.  &  Eng.  268] ;  Wyeth  v.  Stone, 
1  Story,  285  ;  Hovey  v.  Stevens,  3  W.  &  M.  17. 

2.  What  is  described  in  a  patent,  and  not  claimed, 
whether  invented  by  the  patentee  or  not,  is  dedicated  to 
the  public,  and  cannot  be  afterward  claimed  as  a  part  of  his 
patent,  in  a  reissue,  or  otherwise.  Battin  v,  Taggart, 
Judges  Kane  and  Grier,  September  10,  1851  [2  Wall.  Jr. 
101] ;  sixth  section  of  act  of  1836 ;  Melius  v.  Silsbee,  4 
Mason,  111 ;  Grant  v.  Raymond,  6  Pet.  218  [4  Am.  &  Eng. 
245] ;  Shaw  v.  Cooper,  7  Pet.  292,  322,  323  [4  Am.  &  Eng. 
286] ;  Pennock  v.  Dialogue,  2  Pet  1, 16  [4  Am.  &  Eng.  217J. 

3.  A  patent  void  in  part  is  void  in  whole,  except  when 
otherwise  provided  by  statute.  Wyeth  v.  Stone,  1  Story, 
285,  273-294  ;  Moody  v.  Fiske,  2  Mason,  118, 119  ;  Woodcock 
r>.  Parker,  1  GaU.  438 ;  Evans  v.  Eaton,  7  Wheat.  356,  6  Cond. 
R.  302,  314  [4  Am.  &  Eng.  105] ;  Bovill  v.  Moore,  Davies' 
Patents,  398 ;  Id.,  2  Marshall,  211  [1  Am.  &  Eng.  268] ; 
Hill  V.  Thompson,  3  B.  Moore,  244 ;  Brunton  v.  Hawks,  4 
B.  &  Aid.  541 ;  Saunders  v.  Aston,  3  B.  &  Aid.  881  [1  Am. 
&  Eng.  465] ;  Kay  v.  Marshall,  5  Bing.  N.  C.  492  [2  Am.  & 
Eng.  416] ;  Gibson  v.  Brand,  4  M.  &  Gr.  178 ;  McParlane  v. 
Price,  1  Starkie,  199  [1  Am.  &  Eng.  227] ;  Minton  v.  Moore, 
1  Nev.  &  P.  595  [2  Am.  &  Eng.  460] ;  Rex  v.  Cutler,  1 
Starkie,  359  [1  Am.  &  Eng.  225]. 

4.  The  judge  was  bound  to  present  to  the  consideration 
of  the  jury,  as  a  question  of  fact,  in  the  words  of  the  stat- 
ute, whether  the  patentee,  being  an  alien,  "  had  failed  and 
neglected,  for  the  space  of  eighteen  months  from  the  date 
of  the  patent,  to  put  and  continue  on  sale  to  the  public,  on 
reasonable  terms,  the  invention  for  which  the  patent 
issued."  Tatham  et  al.  d.  Loring,  decision  by  Judge  Story 
on  this  patent,  cited  on  brief. 

6.  It  was  error  in  the  judge  to  instruct  the  jury  that  he 
had  examined  the  surrendered  and  reissued  patent,  and 
found  the  improvement  the  same.     He  should  have  sub- 
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mitted  the  question,  as  one  of  fact,  to  the  jury,  for  them  to 
determine  upon  the  evidence,  of  the  weight  of  which  they 
were  the  exclusive  judges.  It  was  also  error  to  instruct 
them  that  Bramah's  and  Tatham's  patent  were  not  identi- 
cal. That  was  a  question  for  the  jury.  Curtis,  sec.  381 ; 
Carver  v.  Braintree,  2  Story,  432  ;  Stimpson  v.  West  Ches- 
ter Railroad  Co.,  4  Howard,  381  [4  Am.  &  Eng.  398]. 

6.  The  question,  whether  the  combination  had  been  pre- 
viously patented,  or  described  in  a  printed  publication,  was 
one  of  fact,  which  should  have  been  submitted  to  the  jury. 

7.  Applying  an  old  machine  to  a  new  use,  or  to  produce 
a  new  result,  is  not  the  subject  of  a  lawful  patent.  Boulton 
V.  Bull,  2  H.  Bl.  487  [1  Am.  &  Eng.  59] ;  Losh  v.  Hague, 
Web.  Pat.  207  [2  Am.  &  Eng.  601] ;  Crane  v.  Price,  4  Mann. 
&  Grang.  580  [3  Am.  &  Eng.  437] ;  Huddart  v,  Grimshaw, 
Web.  Pat.  8  [1  Am.  &  Eng.  128] ;  Howe  v.  Abbott,  2  Story, 
190,  193  ;  Bean  v.  SmaUwood,  2  Story,  408,  410 ;  Hovey  v. 
Stevens,  1  Wood.  &  M.  R.  290,  297,  298 ;  Kay  v.  Marshall, 
6  Bing.  N,  C.  492  [2  Am.  &  Eng.  416],  (35  Com.  L.  R.  194, 
197,  198 ;)  Gibson  tJ.  Brand,  4  Mann.  &  Grang.  179,  (43 
Com.  L.  R.  100, 110  ;)  Hotchkiss  v.  Greenwood,  11  Howard, 
248,  266  [p.  240,  ante] ;  Curtis,  sees.  26,  27. 

8.  Making  an  addition  to  an  old  combination  does  not 
authorize  a  patent  for  the  whole  combination.  Such  a 
patent  would  be  broader  than  the  invention,  and  void. 

Act  of  1836,  sec.  6 ;  Hindmarch  on  Pat.  184,  190,  and 
cases  cited  ;  Basil  v.  Gibbs,  Davies'  Pat.  398,  413  ;  Whitte- 
more  v.  Cutler,  1  Gall.  478 ;  Barrett  v.  Hall,  1  Mason,  447, 
474 ;  Moody  v.  Fiske,  2  Mason,  117 ;  Prouty  v.  Draper,  1 
Story,  568 ;  Howe  v.  Abbott,  2  Story,  190 ;  Brooks  v.  Jen- 
kins, 3  McLean,  433 ;  Evans  v.  Eaton,  1  Pet.  C.  C.  R.  322 ; 
Curtis,  sees.  8-11 ;  Brooks  v.  Bicknell,  4  McLean,  64,  73 ; 
Root  V,  Ball,  4  McLean,  177,  180  ;  Parker  v.  Haworth,  4 
McLean,  370,  373 ;  Prouty  v.  Ruggles,  16  Pet.  336,  341 
[4  Am.  &  Eng.  351] ;  Evans  v.  Eaton,  7  Wheat.  356,  5  Cond. 
R.  302,  314  [4  Am.  &  Eng.  105]. 

9.  The  plaintifEs,  Henry  B.  and  Benjamin  Tatham,  not 
being  inventors,   were  not  authorized  to    surrender   the 
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patent  granted  to  them  as  assignees,  and  receive  a  reissued 
patent  thereon.     Patent  Act  of  1887,  sec.  6. 

10.  The  reissued  patent  is  void,  because  issued  to  a  party 
who  was  neither  an  original  inventor  nor  his  assignee.  Act 
of  1837,  sec.  6. 

11.  Neither  a  principle  nor  an  effect  can  be  patented,  but 
a  patent  must  be  for  a  mode  of  embodying  the  former  to 
produce  the  latter,  invented  by  the  patentee.  Kemper's 
case,  by  Chief  Justice  Cranph,  in  Curtis  on  Pat.  500 ; 
Wyeth  V.  Stone,  1  Story,  286 ;  Hill  v,  Thompson,  8  Taun- 
ton, 376  [1  Am.  &  Eng.  293] ;  S.  C,  4  Com.  L.  R.  151  ; 
Brunton  v.  Hawks,  4  Bam.  &  Aid.  641  [1  Am.  &  Eng.  327] ; 
S.  C,  6  Com.  L.  R.  509  ;  Moody  v.  Piske,  2  Mason,  118 ; 
Whittemore  v.  Cutler,  1  Gall.  478,  480 ;  Stone  v.  Sprague, 
1  Story,  270,  272 ;  Blanchard  v.  Sprague,  3  Sumner,  635, 
640;  S*^  C,  2  Story,  164,  194;  Howe  v.  Abbott,  2  Story, 
194  ;  Smith  v.  Downing,  decided  in  1850  by  Judge  Wood- 
bury [1  Fish.  64] ;  Detmould  v.  Reeves,  Grier  and  Kane, 
Judges,  1851  [1  Pish.  127] ;  Boulton  v.  Watt,  2  H.  Bl.  453 ; 
S.  C,  Davies  on  Pat.  162,  192. 

The  counsel  for  the  defendants  in  error  made  the  follow- 
ing points : 

No  exception  was  taken  to  the  admission  or  exclusion  of 
testimony,  but  solely  to  the  judge' s  charge. 

The  invention  for  which  the  patent  was  granted  consisted 
in  the  discovery,  that,  under  certain  conditions,  and  by  the 
use  and  application  of  certain  methods,  lead  and  some  of  its 
alloys,  while  in  a  set  state,  could,  after  being  separated 
into  parts,  be  reunited  and  welded,  and  thus  formed  into 
pipe ;  and  also  of  the  mode  of  doing  this ;  producing 
thereby  a  new  article  of  manufacture,  wrought  lead  pipe — 
avoiding  the  objections  which  had  always  prevented  suc- 
cess in  casting  pipe  ;  and  by  this  discovery  overcoming  the 
defects  of  Burros  method,  on  which  this  was  an  improve- 
ment. 

The  patentees,  in  describing  the  invention,  say  that  they 
"  have  found,  from  experience,  that  lead  and  some  of  its 
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alloys,  when  recently  become  set,  or  in  a  condition  just 
short  of  fluidity,  being  still  under  heat  and  extreme  press- 
ure, in  a  close  vessel,  will  reunite  i)erfectly  after  a  separa- 
tion of  its  parts,"  and  that,  therefore,  they  construct  their 
machinery  as  follows, — ^and  then  proceed  to  describe  the 
machinery  or  apparatus,  as  adapted  by  them  to  this  discov- 
ery, and  by  which  they  produce  the  practical  result  above 
stated. 

After  describing  the  apparatus  and  the  modes  of  using 
it,  the  patentees  repeat,  * '  that  the  remarkable  feature  of 
their  invention  is  that  soft  metals,  when  in  a  set  state,  being 
yet  under  heat,  can  be  made,  by  extreme  pressure,  to  re- 
unite perfectly,  around  a  core,  after  a  separation,  and  thus 
be  formed  into  strong  pipes  or  tubes." 

And  *^  that  the  essential  difference  in  the  character  of  this 
pipe,  distinguishing  it  from  all  others  before  made,  was 
that  it  was  wrought  under  heat  by  pressure  and  constric- 
tion from  set  metal ;  and  that  it  is  not  a  casting  formed  in  a 
mould." 

Ajid  they  close  by  claiming  as  their  invention  "  the  com- 
bination described  by  them,  when  used  to  form  pipes  of 
jnetal,  under  heat  and  pressure,  in  the  manner  set  forth." 

The  judge,  in  his  charge,  in  commenting  on  the  patent, 
states  the  invention  to  be  substantially  as  above  stated ;  and 
to  this  construction  and  view  of  the  patent  no  exception 
was  taken  by  the  defendants. 

The  court  then  proceed  further  to  instruct  the  jury,  and 
in  answer  to  certain  proi)ositions  submitted  by  the  plain- 
tiffs in  error  for  the  consideration  of  the  court. 

I.  The  first  proposition  laid  down  by  the  court,  is  that 
the  mere  combination  of  machinery  not  new,  in  the  ab- 
stract, when  combined  with  and  applied  to  the  practical 
development  of  a  new  principle,  to  produce  a  new  and  use- 
ful result,  may  be  the  subject  of  a  valid  patent.  This  prin- 
ciple is  repeated  several  times,  in  different  connections,  in 
the  course  of  the  charge  to  the  jury  ;  and  as  often  excepted 
to  by  the  counsel  for  the  defendants. 

The  counsel  for  the  defendants  in  error  insist  that  the 
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above  position  is  correct,  and  supported  by  principle,  by 
precedent,  and  by  practice. 

1.  The  position  is  supi)orted  by  principle,  founded  on  the 
statutes  giving  patents  to  inventors.  He.  who  discovers  a 
new  principle,  and  points  out  the  means  of  applying  it,  to 
produce  a  new  and  useful  result,  comes  within  the  settled 
construction  of  the  English  act,  giving  a  patent  for  the  sole 
working  of  any  manner  of  new  manufactures.  See  sixth 
section  of  the  act  21  James  I.,  1623.  By  our  Patent  Law, 
any  i)erson  having  invented  or  discovered  any  new  manu- 
facture, &c.,  is  entitled  to  a  patent.  See  sixth  section  of 
the  act  4th  July,  1836.  The  tenn  now  manufacture  in- 
cludes not  only  the  thing  produced,  but  the  means  of  pro- 
ducing it. 

2.  Tliis  principle  is  supported  by  authprity.  Curtis  on 
Pat.,  sees.  9,  71-91 ;  also  ch.  2,  pp.  57-94,  and  cases  there 
cited.  Earl  Dudley's  patent  for  the  use  of  pea  or  pit  coal, 
in  the  manufacture  of  iron.  [Derosne  v.  Pairrie]  1  Carp- 
mael,  15  ;  [Dudley's  Patent]  Webster's  Patent  Cases,  14,  S. 
C. — Neilson's  patent  for  the  hot-air  blast,  in  connection 
with  common  bituminous  pit  coal,  in  the  manufacture  of 
iron.  [Neilson  «.  Harford]  8  Mees.  &  Welsh.  806-826  ;  A. 
D.  1841 ;  Neilson  v.  Harford,  &c.,  Web.  Pat.  Cas.  296,  328- 
373  [3  Am.  &  Eng.  231]  ;  A.  D.  1841 ;  S.  C,  374— Crane's 
patent  for  the  hot-air  blast,  in  connection  with  anthracite 
coal.  Crane's  patent,  Web.  Pat.  Cas.  375 ;  date  1836. 
Crane  v.  Price,  &c.  ;  Web.  Pat.  Cas.  377,  393 ;  A.  D.  1842, 
S.  C,  4  Mann.  &  Grang.  380 ;  S.  C,  43  Eng.  Com.  L.  E.  301 ; 
S.  C,  2d  vol.  Prank.  Journal  for  year  1851,  p.  388  [3  Am. 
&  Eng.  437] ;  French,  &c.,  v.  Eogers,  &c.,  394-397,  and 
cases  there  cited  by  the  court.  [Steiner  v.  Heald]  6  Eng. 
Law  and  Equity  Kep.  536,  overruling  2  Carrington  & 
Kirwan,  cited  v.  Leon.  43,  47,  52  ;  Curtis,  81  a.  ;  Webster, 
229,  note. 

II.  The  second  exception  by  the  defendants'  counsel  is  to 
the  charge  of  the  court  in  relation  to  Mr.  Keller*  s  evidence. 

It  is  difficult  to  see  upon  what  ground  this  exception  of 
the  defendants  to  the  charge  of  the  court  is  founded.    After 
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remarking  upon  the  character  and  weight  of  the  fact  testi- 
fied to,  the  whole  is  submitted  to  the  jury  for  their  decision. 

III.  The  third  exception  taken  to  the  charge  of  the  court 
is  found  in  the  next  two  paragraphs  on  the  same  page,  and 
relates  to  the  reissued  patent.  The  same  is  repeated  in  the 
call  of  the  defendants,  in  their  eleventh  proposition,  upon 
which  they  ask  the  court  to  instruct  the  jury. 

The  substance  of  the  charge,  as  given  in  both  instances, 
is  that  the  language  in  one  patent  was  in  some  parts  differ- 
ent from  that  in  the  other,  but  the  meaning  was  substan- 
tially the  same  in  both  ;  that  the  reissued  patent  must  be  for 
the  same  invention  as  the  first ;  and  the  matter  of  fact  was 
left  to  the  jury. 

IV.  The  next  exception  is  to  the  charge  of  the  court  as 
found  at  the  top  of  the  42d  page  of  the  case,  and  is  as 
follows :  • 

*^  That  in  the  patents  referred  to,  from  the  year  1797  to 
1832,  the  combination  which  was  claimed  to  be  identical 
was  confessedly  used  for  making  pipe,  by  casting  with  fluid 
lead  in  a  mould,  and  after  it  was  set  by  the  application  of 
water,  forcing  it  out. 

**  And  the  question  is,  whether  any  of  these  inventions 
are  substantially  the  same  as  the  plaintiflfs', — whether, 
even  if  by  these  modes  pipe  had  been  successfully  made  for 
common  use,  it  would  have  been  made  in  the  same  manner 
as  the  Hansons', — to  which  opinion  the  counsel  for  the  de- 
fendants excepted." 

Whether  the  modes  referred  to  by  the  court,  of  manufac- 
turing pipe,  were  the  same  or  different,  was  a  question  of 
fact  left  to  the  jury  ;  and  the  court  did  not,  by  the  manner 
of  stating  the  point,  withdraw  it  from  the  consideration  of 
the  jury. 

V.  The  fifth  exception  relates  to  the  charge  of  the  court 
as  to  the  duty  of  the  jjlaintiffs  to  put  and  keep  the  inven- 
tion on  sale  on  reasonable  terms,  and  they  say  that  it  was 
not  essential  that  the  patentees  should  take  active  means 
for  the  purpose  of  putting  their  invention  in  market,  and 
forcing  a  sale ;  but  that  they  should,   at  all  times,   be 
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ready  to  sell  at  a  fair  price,  when  a  reasonable  offer  was 
made. 

That  it  was  for  the  jury  to  say  whether  it  was  put  and 
continued  on  sale,  under  this  view  of  the  law, — ^to  which 
the  counsel  for  the  defendants  excepted. 

We  insist  that  the  court  took  a  correct  view  of  the  statute, 
and  properly  submitted  the  question  of  fact  to  the  jury ; 
and  that  the  exception  is  not  well  taken. 

VI.  The  next  exception,  in  the  order  in  which  the  de- 
fendants in  error  have  noticed  them,  relates  to  the  instruc- 
tions of  the  court,  in  relation  to  the  liability  of  Le  Roy  and 
Smith  jointly,  with  the  other  defendant,  Lowber. 

It  seems,  to  the  counsel  for  the  defendants  in  error,  that 
the  question  was  properly  submitted  to  the  jury,  as  a  ques- 
tion of  fact,  how  far  Le  Roy  and  Smith  had  Inade  them- 
selves liable  with  Lowber.  The  defendants  in  error  insist 
fhat  the  exception  to  this  part  of  the  charge  is  not  well 
taken. 

VII.  In  answer  to  the  fourth  proposition,  on  which  the 
court  was  requested  to  instruct  the  jury,  that  Tatham's 
patent  was  void  on  its  face,  &c.,  we  say  that  the  charge  of 
the  court  was  correct.  The  patentees  in  Tatham's  patent 
have  pointed  out  clearly  what  they  claim,  and  what  they 
do  not  claim. 

VIII.  In  their  ninth  proposition,  the  defendants  re- 
quested the  court  to  instruct  the  jury — 

"That  if  they  believed  the  same  combination  of  cyl- 
inder, piston,  bridge,  short  core,  die,  and  chamber,  under 
heat  and  pressure,  had  before  been  patented  in  England  by 
Bramah,  and  published  in  a  well-known  work,  then  the 
plaintiffs  cannot  recover." 

Upon  this  proposition  the  court  instructed  the  jury,  that 
Bramah' s  patent  and  the  Tathams'  were  not  identical ;  and 
declined  to  instruct  the  jury  as  request^ed, — ^to  which  the 
counsel  for  the  defendants  excepted.  This  request  by  the 
defendants  for  the  above  instruction  was  based  on  the  as- 
sumption of  a  fact  not  proved  and  not  true,  and  was  cor- 
rectly refused. 
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IX.  The  defendants  requested  the  court  to  instruct  the 
jury  according  to  their  tenth  proposition,  which  is  as  fol- 
lows :  ''That  if  the  jury  believe  that  the  Burr,  Bramah, 
Titus,  and  Hague  machines,  or  either  of  them,  were  pub- 
lished to  the  world  in  well-known  public  works,  and  had  the 
same  combination,  in  whole  or  in  part,  as  the  Hanson 
machine,  up  to  a  certain  point,  the  Tathams'  patent  is  void 
for  claiming  too  much,  viz.,  the  whole  combination ;  and 
the  court  thereupon  instructed  the  jury,  that  they  had  ex- 
plained their  views  on  that  part  of  the  case,  and  declined 
to  instruct  them  as  requested  in  the  form  in  which  the 
proposition  was  stated."  To  which  the  counsel  for  the  de- 
fendants excepted,  and  the  defendants  in  error  insist  that 
this  exception  is  not  well  taken. 

X.  The  sixteenth  proposition,  on  which  the  court  was 
requested  to  instruct  the  jury,  is  in  the  following  words, 
namely : 

*'  That  the  jury  are  the  sole  and  exclusive  judges  as  to 
the  questions  of  fact,  whether  the  combination  and  process 
were  the  same  in  the  plaintiffs'  machine  as  was  Bramah's, 
or  in  any  other  of  the  machines  proved  on  the  trial.  And 
thereupon  the  court  instructed  the  jury,  that  this  was  so, 
undoubtedly  ;  subject,  however,  to  the  principles  of  law  as 
laid  down  in  the  preceding  charge  and  instructions."  To 
which  the  counsel  for  the  defendants  excepted. 

The  defendants  in  error  insist  that  none  of  the  exceptions 
aforesaid  are  well  taken  ;  and  that  said  judgment  should 
be  affirmed  with  costs  and  damages. 

Mr.  Justice  McLean  delivered  the  opinion  of  the  court. 

This  is  a  case  on  error  from  the  Circuit  Court  of  the 
Southern  District  of  New  York. 

The  action  was  brought  in  the  Circuit  Court,  to  recover 
damages  for  an  alleged  infringement  of  a  patent  for  new 
and  useful  improvements  in  machinery  for  making  "pipes 
and  tubes  from  metallic  substances. 

The  declaration  alleged  that  John  and  Charles  Hanson,  of 
England,  were  the  inventors  of  the  improvements  specified, 
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on  or  prior  to  the  31st  of  August,  1837 ;  that  on  the  10th 
of  January,  1840,  the  Hansons  assigned  to  H.  B.  &  B.  Ta- 
tham,  two  of  the  defendants  in  error,  the  full  and  exclusive 
right  to  said  improvement ;  that  on  the  29th  of  March, 
1841,  letters  patent  were  granted  for  the  improvements  to 
the  Tathams,  as  the  assignees  of  the  Hansons  ;  that  after- 
ward, H.  B.  &  B.  Tatham  assigned  to  G.  N.  Tatham,  the 
remaining  defendant  in  error,  an  undivided  third  part  of 
the  patent. 

On  the  14th  of  March,  1846,  the  said  letters  patent  were 
surrendered,  on  the  ground  that  the  specifications  of  the 
improvements  claimed  were  defective,  and  a  new  patent 
was  issued,  which  granted  to  the  patentees,  their  heirs,  &c., 
for  the  term  of  fourteen  years  from  the  31st  of  August, 
1837,  the  exclusive  right  to  make  and  vend  the  improve- 
ments secured.  The  declaration  states  the  jmtent  was  of  the 
value  of  fifty  thousand  dollars ;  and  that  the  defendants 
below  had  made  and  vended  lead  pipe  to  the  amount  of  two 
thousand  tons,  in  violation  of  the  patent,  and  to  the  injury 
of  the  plaintiffs  twenty  thousand  dollars. 

The  defendants  pleaded  not  guilty  ;  the  defendant  Lowber 
did  not  join  in  the  plea,  but  permitted  judgment  to  be 
entered  against  him  by  default.  On  the  trial,  certain  bills 
of  exceptions  were  taken  to  the  instructions  of  the  court  to 
the  jury,  on  which  errors  are  assigned. 

The  schedule,  which  is  annexed  to  the  patent,  and  forms 
a  part  of  it,  states  that  the  invention  consists  "  in  certain 
improvements  upon,  and  additions  to,  the  machinery  used 
for  manufacturing  pipes  and  tubes  from  lead  or  tin,  or  an 
alloy  of  soft  metals  capable  of  being  forced,  by  great  press- 
ure, from  out  of  a  receiver,  through  or  between  apertures, 
dies,  and  cores,  when  in  a  set  or  solid  state,  set  forth  in  the 
si)ecification  of  a  patent  granted  to  Thomas  Burr,  of  Shrews- 
bury, in  Shropshire,  England,  dated  the  11th  of  April, 
1820."  After  describing  Burr's  machine,  its  defects,  and 
the  improvements  made  on  it  as  claimed,  the  patentees 
say  :  "  Pipes  thus  made  are  found  to  possess  great  solidity 
and  unusual  strength,  and  a  fine  uniformity  of  thickness 
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and  accuracy  of  bore  is  arrived  at,  such  as,  it  is  believed, 
has  never  before  been  attained  by  any  other  machinery." 

"The  essential  difference  in  the  character  of  this  pipe, 
which  distinguishes  it,  as  well  as  that  contemplated  by 
Thomas  Burr,  from  all  other  heretofore  known  or  at- 
tempted, is  that  it  is  wrought  under  heat,  by  pressure  and 
constriction,  from  set  metal ;  and  that  it  is  not  a  casting 
formed  in  a  mould." 

And  they  declare  :  '*  We  do  not  claim  as  our  invention 
and  improvement  any  of  the  parts  of  the  above-described 
machinery,  independently  of  its  arrangement  and  combina- 
tion above  set  forth.  What  we  do  claim  as  our  invention, 
and  desire  to  secure,  is  the  combination  of  the  following 
parts  above  described,  to  wit,  the  core  and  budge,  or  guide- 
piece,  with  the  cylinder,  the  jnston,  the  chamber,  and  the 
die,  when  used  to  form  pipes  of  metal,  under  heat  and  press- 
ure, in  the  manner  set  forth,  or  in  any  other  manner  sub- 
stantially the  same." 

*'  The  plaintiffs  gave  in  evidence  certain  agreements  be- 
tween the  defendants,  showing  the  manufacture  of  lead 
pipe  by  the  defendant  Lowber,  for  the  defendants  Le  Roy 
and  Smith.  And  also  evidence  t.ending  to  prove  that  the 
said  John  Hanson  and  Charles  Hanson  were  the  original 
and  first  inventors  of  the  improvement  described  in  the 
said  letters  patent ;  that  the  invention  and  discovery 
therein  described  was  new  and  useful ;  that  the  lead  pipe 
manufactured  thereby  was  superior  in  quality  and  strength, 
capable  of  resisting  much  greater  pressure,  and  more  free 
f roni  defects  than  any  pipe  before  made ;  that  in  all  the 
modes  of  making  lead  pipe,  previously  known  and  in  use, 
it  could  be  made  only  in  short  pieces,  but  that  by  this  im- 
proved mode  it  could  be  made  of  any  required  length,  and 
also  of  any  required  size  ;  and  that  the  introduction  of  lead 
pipe,  made  in  the  mode  described,  had  superseded  the  use 
of  that  made  by  any  of  the  modes  before  in  use,  and  that  it 
was  also  furnished  at  a  less  price." 

"  And  the  plaintiffs  also  gave  evidence  tending  to  prove 
that  lead,  when  recently  become  set,  and  while  under  heat 
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and  extreme  pressure  in  a  close  vessel,  would  reunite  i)er- 
fectly,  after  a  separation  of  its  parts  ;  and  that  in  the  proc- 
ess described  in  the  said  patent,  lead  pipe  was  manufac- 
tured by  being  thus  separated  and  reunited  ;  and  that  the 
said  John  and  Charles  Hanson  were  the  first  and  original  dis- 
coverers thereof ;  and  that  such  discovery,  and  its  reduc- 
tion to  a  practical  result  in  the  mode  described  in  said  let- 
ters patent,  was  useful  and  important." 

"And  the  plaintiffs  also  gave  evidence  conducing  to 
prove  that  the  improvement  described  in  the  letters  patent 
was  the  same  invention  and  discovery  which  had  been  made 
by  the  said  John  and  Charles  Hanson,  and  for  which  letters 
patent  had  been  granted  to  them  in  England,  and  subse- 
quently in  this  country  to  the  Tathams,  as  recited  in  the 
letters  patent." 

"  And  the  plaintiffs  also  gave  evidence  conducing  to 
prove  that  they  had  been  ready  and  willing,  and  had 
offered,  to  sell  the  said  invention,  within  eighteen  months 
succeeding  the  issuing  of  said  letters  patent  to  them,  and 
also  since  ;  and  had,  within  the  said  eighteen  months,  sold 
the  same  for  a  large  portion  of  the  United  States." 

The  defendants'  counsel  then  read  in  evidence,  from  the 
"  Kepertory  of  Arts,"  vol.  16,  page  344,  the  description  of 
the  patent  to  the  Hansons,  dated  August  31,  1837.  They 
also  read  in  evidence  the  patent  issued  upon  the  applica- 
tion of  the  plaintiffs  to  the  Patent  Office,  containing  an- 
other specification,  which  was  annexed  to  the  patent  sur- 
rendered. And  they  also  read  the  specification  of  Thomas 
Burr's  patent,  of  April  11,  1820  ;  also  a  patent  granted  to 
George  W.  Potter,  described  in  the  twelfth  "  Franklin 
Journal  of  Arts,"  published  in  1833 ;  they  also  read  the 
specification  of  a  patent  granted,  in  England,  to  Bush  & 
Harvey,  on  December  6,  1817  ;  and  also  the  specification  of 
a  patent  granted,  in  England,  to  Joseph  Bramah,  October 
31,  1797. 

Evidence  was  also  given  to  show  that  the  combination  of 
machinery  for  making  lead  pipe,  described  in  public  works 
as  having  been  invented  by  Burroughs  Titus,  by  George  W. 
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Potter,  by  Jesse  Fox,  by  John  Hague,  and  by  Joseph 
Bramah,  were  substantially  the  same  as  that  used  by  the 
plaintiffs  ;  that  the  combination  of  machineiy  patented,  as 
hereinbefore  stated,  by  Bush  &  Harvey,  for  making  pipes 
of  clay,  and  that  used  for  making  macaroni,  were  substan- 
tially the  same  as  that  described  in  the  plaintiffs^  patent. 

In  their  charge  to  the  jury,  the  court  said  :  **  They,  the 
plaintiffs,  also  state  that  they  do  not  claim  any  of  the  parts 
of  the  machinery,  the  cylinder,  core,  die,  or  bridge,  but 
that  they  claimed  the  combination  when  used  to  form  pipes 
of  metal,  under  heat  and  pressure,  in  the  way  they  have 
described.  There  can  be  no  doubt  that  if  this  combination 
is  new,  and  produces  a  new  and  useful  result,  it  is  the  proper 
subject  of  a  patent."  "  The  result  is  a  new  manufacture. 
And  even  if  the  mere  combination  of  machinery  in  the 
abstract  is  not  new,  still,  if  used  and  applied  in  connection 
with  the  practical  development  of  a  principle  newly  dis- 
covered, producing  a  new  and  useful  result,  the  subject  is 
patentable.  In  this  view,  the  improvement  of  the  plaintiffs 
is  the  application  of  a  combination  of  machinery  to  a  new 
end,  —to  the  development  and  application  of  a  new  prin- 
ciple, resulting  in  a  new  and  useful  manufacture.  That  the 
discovery  of  a  new  principle  is  not  patentable,  but  it  must 
be  embodied  and  brought  into  oi)eration  by  machinery,  so 
as  to  produce  a  new  and  an  useful  result.  Upon  this  view 
of  the  patent,  it  is  an  important  question  for  the  jury  to 
determine,  from  the  evidence,  whether  the  fact  is  estab- 
lished, on  which  the  alleged  improvement  is  founded,  that 
lead  in  a  set  or  semi-solid  state  can  thus  be  reunited  or 
welded,  after  separation."  To' this  instruction  the  defend- 
ants excepted. 

It  was  also  objected,  that  the  plaintiffs'  patent  was  in- 
valid for  want  of  originality  ;  that  the  invention  had  been 
before  described  in  public  works ;  and  Bramah,  Hague, 
Titus,  Pox,  and  Potter  were  relied  on  by  the  defendants. 

To  this  it  was  replied,  by  the  court :  "  That  in  the  view 
taken  by  the  court  in  the  construction  of  the  patent,  it  was 
not  material  whether  the  mere  combinations  of  machinery 
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ipeferred  to  were  similar  to  the  combination  nsed  by  the 
Hansons,  because  the  originality  did  not  consist  in  the  nov- 
elty of  the  machinery,  but  in  bringing  a  newly  discovered 
principle  into  practical  application,  by  which  a  useful 
article  of  manufacture  is  produced,  and  wrought  pipe  made 
as  distinguished  from  cast  pipe."  To  this  charge  there  was 
also  an  exception. 

The  word  principle  is  used  by  elementary  writers  on  pat- 
ent subjects,  and  sometimes  in  adjudications  of  courts,  with 
»uch  a  want  of  precision  in  its  application  as  to  mislead. 
It  is  admitted,  that  a  principle  is  not  patentable.  A  prin-j 
ciple,  in  the  abstract,  is  a  fundamental  truth  ;  an  original' 
canse  ;  a  motive.  These  cannot  be  patented,  as  no  one  can 
claim  in  either  of  them  an  exclusive  right.  Nor  can  an  ex- 
elusive  right  exist  to  a  new  power,  should  one  be  discovered 
m  addition  to  those  already  known.  Through  the  agency 
of  machinery,  a  new  steam-power  may  be  said  to  have  been 
generated.  But  no  one  can  appropriate  this  power  exclu- 
fiively  to  himself,  under  the  Patent  Laws.  The  same  may 
be  said  of  electricity,  and  of  any  other  power  in  nature, 
which  is  alike  open  to  all,  and  may  be  applied  to  useful  pur- 
poses by  the  use  of  machinery. 

In  all  such  cases,  the  processes  used  to  extract,  modify, 
and  concentrate  natural  agencies,  constitut^e  the  invention. 
The  elements  of  the  power  exist ;  the  invention  is  not  in 
discovering  them,  but  in  applying  them  to  useful  objects. 
Whether  the  machinery  used  be  novel,  or  consist  of  a  new 
combination  of  parts  known,  the  right  of  the  inventor  is  * 
secured  against  all  who  use  the  same  mechanical  power,  ot 
one  that  shall  be  substantially  the  same. 

A  patent  is  not  good  for  an  effect,  or  the  result  of  a  cer- 
tain process,  as  that  would  prohibit  all  other  persons  from 
nfkaking  the  same  thing  by  any  means  whatsoever.  Thisi 
by  creating  monopolies,  would  discourage  arts  and  manxi^ 
factures,  against  the  avowed  policy  of  the  Patent  Laws. 

A  new  property  discovered  in  matter,  when  practically 
allied  in  the  construction  of  a  useful  article  of  commerce 
tft  manufacture,  is  patentable ;   but  the  process  thrbugfi 
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\  Which  the  new  property  is  developed  and  applied,  must  be 
■stated  with  such  precision  as  to  enable  an  ordinary  mechanic 
|to  construct  and  apply  the  necessary  process.  This  is  re- 
quired by  the  Patent  Laws  of  England  and  of  the  United 
States,  in  order  that  when  the  patent  shall  run  out  the 
public  may  know  how  to  profit  by  the  invention.  It  is 
said,  in  the  case  of  the  Househill  Company  v.  Neilson, 
Webster's  Patent  Cases,  683:  **A  patent  will  be  good, 
though  the  subject  of  the  patent  consists  in  the  discovery 
of  a  great,  general,  and  most  comprehensive  principle  in 
science  or  law  of  nature,  if  that  principle  is  by  the  specifi- 
cation applied  to  any  special  purpose,  so  as  thereby  to  effect- 
uate a  practical  result  and  benefit  not  previously  attained." 
In  that  case,  Mr.  Justice  Clerk,  in  his  charge  to  the  jury, 
said ;  **  The  specification  does  not  claim  anything  as  to  the 
form,  nature,  shape,  materials,  numbers,  or  mathematical 
character  of  the  vessel  or  vessels  in  which  the  air  is  to  be 
heated,  or  as  to  the  mode  of  heating  such  vessels,"  &c. 
The  patent  was  for  '*  the  improved  application  of  air  to 
produce  heat  in  fires,  forges,  and  furnaces,  where  bellows 
or  other  blowing  apparatus  are  required." 

In  that  case,  although  the  machinery  was  not  claimed  as 
a  part  of  the  invention,  the  jury  were  instructed  to  inquire 
"  whether  the  specification  was  not  such  as  to  enable  work- 
men of  ordinary  skill  to  make  machinery  or  apparatus 
capable  of  producing  the  effect  set  forth  in  said  letters  pat- 
ent and  specification ;"  and  that,  in  order  to  ascertain 
whether  the  defendants  had  infringed  the  patent,  the  jury 
should  inquire  whether  they  *'  did,  by  themselves  or  others, 
and  in  contravention  of  the  privileges  conferred  by  the  said 
letters  patent,  use  machinery  or  apparatus  substantially 
the  same  with  the  machinery  or  apparatus  described  in  the 
plaintiffs'  specification,  and  to  the  effect  set  forth  in  said 
letters  patent  and  specification."  So  it  would  seem  that 
where  a  patent  is  obtained,  without  a  claim  to  the  inven- 
tion of  the  machinery,  through  which  a  valuable  result 
is  produced,  a  precise  specification  is  required ;  and  the 
test  of  infringement  is  whether  the  defendants  have  used 
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substantially  the  same  process  to  produce  the  same  re- 
sult. 

In  the  case  before  ns,  the  court  instructed  the  jury,  that 
the  invention  did  not  consist  **  in  the  novelty  of  the 
machinery,  but  in  bringing  a  newly-discovered  principle 
into  practical  application,  by  which  a  useful  article  of 
manufacture  is  produced,  and  wrought  pipe  made  as  dis- 
tinguished from  cast  pipe." 

A  patent  for  leaden  pipes  would  not  be  good,  as  it  would 
be  for  an  effect,  and  would,  consequently,  prohibit  all  other 
persons  from  using  the  same  article,  however  manufactured. 
Leaden  pipes  are  the  same,  the  metal  being  in  no  respect 
different.  Any  difference  in  form  and  strength  must  arise 
from  the  mode  of  manufacturing  the  pipes.  The  new 
property  in  the  metal  claimed  to  have  been  discovered  by 
the  patentees,  belongs  to  the  process  of  manufacture,  and 
not  to  the  thing  made. 

But  we  must  look  to  the  claim  of  the  invention  stated  in 
their  application  by  the  patentees.  They  say  :  * '  We  do 
not  claim  as  our  invention  and  improvement  any  of  the 
parts  of  the  above-described  machinery,  indei)endently  of 
their  arrangement  and  combination  above  set  forth." 
"  What  we  claim  as  our  invention,  and  desire  to  secure  by 
letters  patent,  is  the  combination  of  the  following  parts 
above  described,  to  wit,  the  core  and  bridge,  or  guide-piece, 
the  chamber,  and  the  die,  when  used  to  form  pipes  of 
metal,  under  heat  and  pressure,  in  the  manner  set  forth,  or 
in  any  other  manner  substantially  the  same." 

The  patentees  have  founded  their  claim  on  this  specifica- 
tion, and  they  can  neither  modify  nor  abandon  it,  in  whole  ■* 
or  in  part.  The  combination  of  the  machinery  is  claimed, 
through  which  the  new  property  of  lead  was  developed,  as 
a  part  of  the  process  in  the  structure  of  the  pipes.  But  the 
jury  were  instructed,  **  that  the  originality  of  the  invention 
did  not  consist  in  the  novelty  of  the  machinery,  but  in 
bringing  a  newly-discovered  principle  into  practical  appli-^ 
cation."  The  patentees  claimed  the  combination  of  the 
machinery  as  their  invention  in  part,  and  no  such  claim  can 
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\  be  sustained  without  establishing  its  novelty — ^not  as  to  the 
1  parts  of  which  it  is  composed,  but  as  to  the  combination. 
'  The  question  whether  the  newly-developed  property  of 
'  lead,  used  in  the  formation  of  pii)es,  might  have  been  pat- 
/  ented,  if  claimed  as  developed,  without  the  invention  of 
/  machinery,  was  not  in  the  case. 

In  the  case  of  Bean  v.  Smallwood,  2  Story,  408,  Mr. 
Justice  Story  said  :  **  He  (the  patentee)  says  that  the  same 
apparatus  stated  in  this  last  claim  has  been  long  in  use,  and 
applied,  if  not  to  chairs,  at  least  in  other  machines  to  pur- 
poses of  a  similar  nature.  If  this  be  so,  then  the  inventioa 
is  not  new,  but  at  most  is  an  old  invention,  or  apparatus, 
or  machinery  applied  to  a  new  purpose.  Now,  I  take  it  to 
be  clear,  that  a  machine,  or  apparatus,  or  other  mechanic^ 
contrivance,  in  order  to  give  the  party  a  claim  to  a  i)atent 
therefor,  must  in  itself  be  substantially  new.  If  it  is  old 
and  well  known,  and  applied  only  to  a  new  purpose,  that 
does  not  make  it  patentable." 

We  think  there  was  error  in  the  above  instruction,  that 
the  novelty  of  the  combination  of  the  machinery,  specifi- 
cally claimed  by  the  i)atentees  as  their  invention,  was  not 
a  material  fact  for  the  jury,  and  that  on  that  ground  the 
judgment  must  be  reversed.  The  other  rulii^gs  of  the  court 
excepted  to,  we  shall  not  examine,  as  they  are  substantially 
correct. 

Mr.  Justice  NelsoIx,  Mr.  Justice  Wayne,  and  Mr.  Justioe 
Grier  dissented. 

Mr.  Justice  Nelson,  dissenting. 

The  patent  in  this  case,  according  to  the  general  descrip- 
tion given  by  the  patentees,  is  for  improvements  upon,  and 
additions  to,  the  machinery  or  apparatus  of  Thomas  Burr, 
for  manufacturing  pix)es  and  tubes  from  metallic  substances. 
They  declare  that  the  nature  of  their  invention,  and  tha 
manner  in  which  the  same  is  to  operate,  are  particularly 
described  and  set  forth  in  their  specification.  In  that,  they 
refer  to  the  patent  of  Burr  of  the  11th  of  April,  1820,  for 
piaking  lead  pipe  out  of  set  or  solid  lead,  by  means  of  great 
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pressure,  the  product  being  wrought  pipe,  as  contradistin- 
guished from  cast,  or  pipe  made  according  to  the  draw- 
bench  system.  The  apparatus,  as  described  by  Burr,  con- 
sisted of  a  strong  iron  cylinder,  bored  sufficiently  true  for  a 
piston  to  traverse  easily  within  it.  This  cylinder  was 
closed  at  one  end  by  the  piston,  and  also  closed  at  the 
other,  except  a  small  aperture  for  the  die,  which  formed  the 
external  diameter  of  the  pipe.  The  core  or  mandril,  which 
determined  the  inner  diameter,  was  a  long  cylindrical  rod 
of  steel,  one  end  of  which  was  attached  to  the  face  of  the 
piston,  extending  through  the  centre  of  the  cylinder,  and 
passing  also  through  the  centre  of  the  die  at  the  opposite 
end^  leaving  a  space  around  the  core,  and  between  it  and 
the  die,  for  the  formation  of  the  pipe.  The  metal  to  form 
the  pipe  was  admitted  into  the  cylinder  in  a  fluid  state,  and 
when  it  became  set  or  solid,  the  power  of  a  hydraulic  press 
was  applied  to  the  head  of  the  piston,  which,  moving 
against  the  body  of  solid  lead  in  the  cylinder,  drove  it 
through  the  die,  the  long  core  advancing  with  the  piston 
and  with  the  body  of  lead  through  the  die,  and  thus  form- 
ing the  pipe.  The  cylinder  usually  holds  from  three  to 
four  hundred  pounds  of  lead,  and  continuous  pipe  is  made 
till  the  whole  charge  is  driven  out. 

This  plan,  though  one  of  deserved  merit,  and  of  great 
originality,  failed,  when  reduced  to  practice,  except  for  the 
purpose  of  making  very  large  pipe,  larger  than  that  usually 
in  demand,  and  consequently  passed  out  of  general  use. 
The  long  core  attached  to  the  face  of  the  piston,  advancing 
with  it  in  the  solid  lead  under  the  great  pressure  required, 
was  liable  to  warp  and  twist  out  of  a  straight  line,  and  out 
of  centre  in  the  die,  which  had  the  effect  to  destroy  the 
uniformity  of  the  thickness  and  centrality  of  the  bore  of 
the  pipe. 

The  old  mode,  therefore,  of  making  pipe,  by  the  draw- 
bench  system,  continued  down  to  1837,  when  the  patentees 
in  this  case  discovered,  by  experiment,  that  lead,  when 
recently  set  and  solid,  but  still  under  heat  and  extreme 
pressure,  in  a  close  vessel,  would  reunite  after  a  separation 
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of  its  parts,  and  "  heal "  (in  the  language  of  the  patentees) 
"  as  it  were  by  the  first  intention,"  as  completely  as  though 
it  had  not  been  divided. 

Upon  the  discovery  of  this  property  of  lead,  which  had 
never  before  been  known,  but,  on  the  contrary,  had  been 
supposed  and  believed,  by  all  men  of  science  skilled  in 
metals,  to  be  impossible,  the  patentees  made  an  alteration 
in  the  apparatus  of  Burr,  founded  upon  this  new  property 
discovered  in  the  metal,  and  succeeded  completely  in 
making  wrought  pipe  out  of  solid  lead  by  means  of  the 
hydraulic  pressure.  The  product  was  so  much  superior  in 
quality  to  that  made  according  to  the  old  mode,  that  it 
immediately  wholly  superseded  it  in  the  market.  The 
pipe  was  also  made  much  cheaper. 

The  patentees,  by  their  discovery,  were  enabled  to  dis- 
I>ense  with  the  long  core  of  Burr,  and  to  fix  firmly  a  bridge 
or  cross-bars  at  the  end  of  the  cylinder  near  the  die,  to 
which  bridge  they  fastened  a  short  core,  extending  into 
and  through  the  die.  By  this  arrangement  they  obtained 
a  firm,  immovable  core,  that  always  preserved  its  centrality 
with  the  die,  and  secured  the  manufacture  of  pipe,  of 
uniformity  of  thickuess  of  wall  and  accuracy  of  bore,  of 
any  dimension.  The  lead,  after  being  admitted  into  the 
cylinder  in  a  fluid  state,  was  allowed  to  remain  till  it 
became  solid,  and  was  then  driven  by  the  piston  through 
the  apertures  in  the  bridge  into  the  chamber  between  it  and 
the  die,  where  the  parts  reunited  after  the  separation  as 
completely  as  before,  and,  passing  out  at  the  die  around 
the  fixed  short  core,  formed  perfect  pipe. 

The  patentees  state  that  they  do  not  intend  to  confine 
themselves  to  the  arrangement  of  the  apparatus  thus  par- 
ticularly specified,  and  point  out  several  other  modes  by 
which  the  same  result  may  be  produced,  all  of  which 
variations  would  readily  suggest  themselves,  as  they  ob- 
serve, to  any  practical  engineer,  without  departing  from 
the  substantial  originality  of  the  invention,  the  remarkable 
feature  of  which,  they  say,  is  that  lead,  when  in  a  set 
state,  being  yet  under  heat,  can  be  made,  by  extreme  press-. 
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ute^  to  reunite  perfectly  around  a  core  after  separation, 
and  thus  be  formed  into  strong  pipes  or  tubes.  Pipes  thus 
made  are  found  to  possess  great  solidity  and  unusual 
strength,  and  a  fine  unUormity,  such  as  had  never  before 
been  attained  by  any  other  mode.  The  essential  difference 
in  its  character,  and  which  distinguishes  it  from  all  other 
theretofore  known,  they  add,  is  that  it  is  wrought  under 
heat,  by  pressure  and  constriction,  from  set  or  solid  metal. 

They  do  not  claim  as  their  invention  or  improvement 
any  of  the  parts  of  the  machinery,  independently  of  the 
arrangement  and  combination  set  forth. 

"What  we  claim  as  our  invention,"  they  say,  "is  the 
combination  of  the  following  parts  above  described,  to  wit, 
the  core  and  bridge,  or  guide-piece,  with  the  cylinder,  the 
piston,  the  chamber,  and  die,  when  used  to  form  pipes  of 
metal,  under  heat  and  pressure,  in  the  manner  set  forth,  or 
in  any  other  manner  substantially  the  same." 

It  is  supposed  that  the  patentees  claim,  as  the  novelty  of 
their  invention,  the  arrangement  and  combination  of  the 
machinery  which  they  have  described,  disconnected  from 
the  employment  of  the  new  property  of  lead,  which  they 
have  discovered,  and  by  the  practical  application  and  use 
of  which  they  have  succeeded  in  producing  the  new  manu- 
facture. And  the  general  title  or  description  of  their  in- 
vention, given  in  the  body  of  their  letters  patent,  is  referred 
to  as  evidence  of  such  claim.  But  every  patent,  whatever 
may  be  the  general  heading  or  title  by  which  the  invention 
is  designated,  refers  to  the  sx)ecification  annexed  for  a  more 
particular  description  ;  and  hence  this  court  has  heretofore 
determined,  that  the  si)ecification  constitutes  a  part  of  the 
patent,  and  that  they  must  be  construed  together  when 
seeking  to  ascertain  the  discovery  claimed.  Hogg  v.  Emer- 
son, 6  How.  437  [p.  1,  ante]. 

The  same  rule  of  construction  was  applied  by  the  Court 
of  Exchequer,  in  England,  in  the  case  of  Neilson'  s  patent 
for  the  hot- air  blast.     Webster's  P.  C.  373. 

Now,  on  looking  into  the  si)ecification,  we  see  that  the 
leading  feature  of  the  invention  consists  in  the  discovery  of 
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a  new  property  in  the  article  of  lead,  and  in  the  employ- 
ment and  adaptation  of  it,  by  means  of  the  machinery 
described,  to  the  production  of  a  new  article,  wrought  pipe, 
never  before  successfully  made.  Without  the  discovery  of 
this  new  property  in  the  metal,  the  machinery  or  apparatus 
would  be  useless,  and  not  the  subject  of  a  patent.  It  is  in 
connection  with  this  property,  and  the  embodiment  and 
adaptation  of  it  to  practical  use,  that  the  machinery  is 
described,  and  the  arrangement  claimed.  The  discovery  of 
this  new  element  or  property  led  naturally  to  the  apparatus 
by  which  a  new  and  most  useful  result  is  produced.  The 
apparatus  was  but  incidental,  and  subsidiary  to  the  new 
and  leading  idea  of  the  invention.  And  hence  the  pat- 
entees set  forth,  as  the  leading  feature  of  it,  the  discovery 
that  lead  in  a  solid  state,  but  under  heat  and  extreme  press- 
ure, in  a  close  vessel,  will  reunite,  after  separation  of  its 
parts,  as  completely  as  though  it  had  never  been  separated. 
It  required  very  little  ingenuity,  after  the  experiments  in 
a  close  vessel  by  which  this  new  property  of  the  metal  was 
first  developed,  to  construct  the  necessary  machinery  for 
the  formation  of  the  jpipe.  The  apparatus  essential  to 
develop  this  property  would  at  once  suggest  the  material 
parts,  especially  in  the  state  of  the  art  at  the  time.  Any 
skilful  mechanic,  with  Burr's  machine  before  him,  would 
readily  construct  the  requisite  machinery. 

The  patentees,  therefore,  after  describing  their  discovery 
of  this  proi)erty  of  lead,  and  the  apparatus  by  means  of 
which  they  apply  the  metal  to  the  manufacture  of  pipe, 
claim  the  combination  of  the  machinery,  only  when  used  to 
form  pipes  under  heat  and  pressure,  in  the  manner  set 
forth,  or  in  any  other  manner  substantially  the  same. 
They  do  not  claim  it  as  new  separately,  or  when  used  for 
any  other  purpose,  or  in  any  other  way, — ^but  claim  it,  only 
when  applied  for  the  purpose  and  in  the  way  pointed  out 
in  the  specification.  The  combination,  as  machinery,  may 
be  old  ;  may  have  been  long  used  ;  of  itself,  what  no  one 
could  claim  as  his  invention,  and  may  not  be  the  subject  of 
a  patent.     What  is  claimed,  is  that  it  never  had  been  before 
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applied  or  used,  in  the  way  and  for  the  purpose  they  have 
used  and  applied  it,  namely,  in  the  embodiment  and  adapta- 
tion of  a  newly-discovered  property  in  lead,  by  means  of 
which  they  are  enabled  to  produce  a  new  manufacture, 
wrought  pipe,  out  of  a  mass  of  solid  lead.  Burr  had 
attempted  it,  but  failed.  These  patentees,  after  the  lapse 
of  seventeen  years,  having  discovered  this  new  property  in 
the  metal,  succeeded,  by  the  use  and  employment  of  it ; 
and  since  then,  none  other  than  wrought  lead  pipe,  made 
out  of  solid  lead,  has  been  found  in  the  market,  having 
superseded,  on  account  of  its  superior  quality  and  cheap- 
ness, all  other  modes  of  manufacture. 

Now,  the  construction  which  I  understand  a  majority  of 
my  brethren  are  inclined  to  give  to  this  patent,  namely, 
that  the  patentees  claim,  as  the  originality  of  their  inven- 
tion, simply  the  combination  of  the  machinery  employed, 
with  great  deference,  seems  to  me  contrary  to  the  fair  and 
reasonable  import  of  the  language  of  the  si)ecification,  and 
also  of  the  summary  of  the  claim.  The  tendency  of  modem 
decisions  is  to  construe  specifications  benignly,  and  to  look 
through  mere  forms  of  expression,  often  inartificially  used, 
to  the  substance,  and  to  maintain  the  right  of  the  patentee 
to  the  thing  really  invented,  if  ascertainable  upon  a  liberal 
consideration  of  the  language  of  the  specification,  when 
taken  together.  For  this  purpose,  phrases  standing  alone 
are  not  to  be  singled  out,  but  the  whole  are  to  be  taken  in 
connection.     [Ames  v.  Howard]  1  Sumn.  482-486. 

Baron  Parke  observed,  in  delivering  the  opinion  of  the 
court  in  Neilson's  patent:  ''That,  half  a  century  ago,  or 
even  less,  within  fifteen  or  twenty  years,  there  seems  to 
have  been  very  much  a  practice  with  both  judges  and  juries 
to  destroy  the  patent-right,  even  of  beneficial  patents,  by 
exercising  great  astuteness  in  taking  objections,  either  as  to 
the  title  of  the  patent,  but  more  particularly  as  to  the 
specifications,  and  many  valuable  patent-rights  have  been 
destroyed  in  consequence  of  the  objections  so  taken.  With- 
in the  last  ten  years,  or  more,  the  courts  have  not  been  so 
strict  in  taking  objections  to  the  specifications,  and  they 
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have  endeavored  to  hold  a  lair  hand  between  the  patentee 
and  the  public,  willing  to  give  the  patentee  the  reward  oi 
his  patent." 

Construing  the  patent  before  us  in  this  spirit,  I  cannot 
but  think  that  the  thing  reaUy  discovered,  and  intended  to 
be  described  and  claimed  by  these  patentees,  cannot  well 
be  mistaken.  That  they  did  not  suppose  the  novelty  oi 
their  invention  consisted  simply  in  the  arrangement  of  the 
machinery  described,  is  manifest.  They  state  distinctly 
that  the  leading  feature  of  their  discovery  consisted  of  this 
new  property  of  lead,  and  some  of  its  alloys, — ^this,  they 
say,  is  the  remarkable  feature  of  their  invention, — ^and  the 
apparatus  described  is  regarded  by  them  as  subordinate, 
and  as  important  only  as  enabling  them  to  give  practical 
eifect  to  this  newly-discovered  property,  by  means  of  which 
they  produce  the  new  manufacture.  If  they  have  failed  to 
describe  and  claim  this  as  belonging  to  their  invention,  it 
is  manifest,  upon  the  face  of  their  specification,  that  they 
have  failed  to  employ  the  proper  words  to  describe  and 
claim  what  they  intended  ;  and  that  the  very  case  is  pre- 
sented in  which,  if  the  court,  in  the  language  of  Baron 
Parke,  will  endeavor  to  hold  a  fair  hand  between  the  pat- 
entee and  the  public,  it  will  look  through  the  forms  of  ex- 
pression used,  and  discover,  if  it  can,  the  thing  really  in- 
vented. Apply  to  the  specification  this  rule  of  construc- 
tion, and  all  difficulty  at  once  disappears.  The  thing 
invented,  and  intended  to  be  claimed,  is  too  apparent  to  be 
mistaken. 

The  patentees  have  certainly  been  unfortunate  in  the  lan- 
guage of  the  specification,  if,  upon  a  fair  and  liberal  inter- 
pretation, they  have  claimed  only  the  simple  apparatus 
employed  ;  when  they  have  not  only  set  forth  the  discovery 
of  this  property  in  the  metal  as  the  great  feature  in  their 
invention,  but,  as  is  manifest,  without  it  the  apparatus 
would  have  been  useless.  Strike  out  this  new  property 
from  their  description  and  from  their  claim,  and  nothing 
valuable  is  left.  All  the  rest  would  be  worthless.  This 
lies  at  the  foundation  upon  which  the  great  merit  of  the 
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invention  rests,  and  without  a  knowledge  of  which  the  new 
manufacture  could  not  have  been  produced  ;  and,  for  aught 
we  know,  the  world  would  have  been  deprived  of  it  down 
to  this  day. 

If  the  patentees  had  claimed  the  combination  of  the  core 
and  bridge,  or  guide-piece,  with  the  cylinder,  the  chambers, 
and  the  die,  and  stopped  there,  I  admit  the  construction 
now  adopted  by  a  majority  of  my  brethren  could  not  be 
denied  ;  although  even  then  it  would  be  obvious,  from  an 
examination  of  the  specification  as  a  whole,  that  the 
draughtsman  had  mistaken  the  thing  really  invented,  and 
substituted  in  its  place  matt^ers  simply  incidental,  and  of 
comparative  insignificance.  But  the  language  of  the  claim 
does  not  stop  here.  The  combination  of  these  parts  is 
claimed  only  when  used  to  form  pipes  of  lead,  under  heat 
and  pressure,  in  the  manner  set  forth, — that  is,  when  used 
for  the  embodiment  and  adaptation  of  this  new  property  in 
the  metal  for  making  wrought  pipe  out  of  a  solid  mass  of 
lead.  This  guarded  limitation  of  the  use  excludes  the  idea 
of  a  claim  to  the  combination  for  any  other,  and  ties  it 
down  to  the  instance  when  the  use  incoi^orates  within  it 
the  new  idea  or  element  which  gives  to  it  its  value,  and  by 
means  of  which  the  new  manufacture  is  produced.  How, 
then,  can  it  be  consistently  held  that  here  is  a  simple  claim 
to  the  machinery,  and  nothing  more,  when  a  reasonable 
interpretation  of  the  words  not  only  necessarily  excludes 
any  such  claim,  but  in  express  terms  sets  forth  a  different 
one, — one  not  only  different  in  the  conception  of  the  inven- 
tion, but  different  in  the  practical  working  of  the  apparatus, 
to  accomplish  the  purpose  intended  ? 

I  conclude,  therefore,  that  the  claim,  in  this  case,  is  not 
simply  for  the  apparatus  employed  by  the  patentees,  but 
for  the  embodiment  or  employment  of  the  newly-discovered 
property  in  the  metal,  and  the  practical  adaptation  of  it,  by 
these  means,  to  the  production  of  a  new  result,  namely,  the 
manufacture  of  wrought  pipe  out  of  solid  lead. 

Then,  is  this  the  proper  subject-matter  of  a  patent  ? 

This  question  was  first  largely  discussed  by  counsel  and 
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court  in  the  celebrated  case  of  Boulton  v.  Boll,  (2  Hen. 
Black.  31,  463,)  [1  Am.  &  Eng.  69]  involving  the  validity  of 
Watt's  patent,  which  was  for  "  a  new  invented  method  for 
lessening  the  consumption  of  fuel  and  steam  in  fire-en- 
gines." This  was  eifected  by  inclosing  the  steam- vessel  or 
cylinder  with  wood,  or  other  material,  which  preserved  the 
heat  in  the  steam-vessel ;  and  by  condensing  the  steam  in 
separate  vessels.  It  was  admitted,  on  the  argument,  that 
there  was  no  new  mechanical  construction  invented  by  Watt, 
and  the  validity  of  the  patent  was  placed  on  the  ground  that 
it  was  for  well-known  principles,  practically  applied,  pro- 
ducing a  new  and  useful  result.  On  the  other  hand,  it  was 
conceded  that  the  application  of  the  principles  in  the  man- 
ner described  was  new,  and  produced  the  result  claimed ; 
but  it  was  denied  that  this  constituted  the  subject-matter  of 
a  patent.  Justices  Heath  and  Buller  agreed  with  the  coun- 
sel for  the  defendant.  But  Lord  Chief  Justice  Eyre  laid 
down  the  true  doctrine,  and  which,  I  think,  will  be  seen  to 
be  the  admitted  doctrine  of  the  courts  of  England  at  this  day. 
"  Undoubtedly,"  he  observed,  "  there  can  be  no  patent  for  a 
mere  principle ;  but  for  a  principle  so  far  embodied  and 
connected  with  corporeal  substances  as  to  be  in  a  condition 
to  act,  and  to  produce  effects  in  any  art,  trade,  mysteiy,  or 
manual  occupation,  I  think  there  may  be  a  patent.  Now, 
this,"  he  continues,  *'  is,  in  my  judgment,  the  thing  for 
which  the  patent  stated  in  the  case  was  granted  ;  and  this 
is  what  the  specification  describes,  though  it  miscalls  it  a 
principle.  It  is  not  that  the  patentee  conceived  an  abstract 
notion  that  the  consumption  of  steam  in  fire-engines  may 
be  lessened,  but  he  has  discovered  a  practical  manner  of 
doing  it ;  and  for  that  practical  manner  of  doing  it  he  has 
taken  this  patent.  Surely,"  he  observes,  "  this  is  a  very 
different  thing  from  taking  a  patent  for  a  principle.  The 
apparatus,  as  we  have  said,  was  not  new.  There  is  no  new 
mechanical  construction,  said  the  counsel  for  the  patentee, 
invented  by  Watt,  capable  of  being  the  subject  of  a  distinct 
specification  ;  but  his  discovery  was  of  a  principle,  the 
method  of  applying  which  is  clearly  set  forth. ''^    Chief 
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Justice  Eyre  admitted  that  the  means  used  were  not  new, 
and  that  if  the  patent  had  been  taken  out  for  the  mechanism 
used,  it  must  fail. 

He  observed :  "  When  the  effect  produced  is  some  new 
^substance  or  composition  of  things,  it  should  seem  that  the 
privilege  of  the  sole  working  or  making  ought  to  be  for 
ouch  new  substances  or  composition,  without  regard  to  the 
mechanism  or  process  by  which  it  has  been  produced,- 
which,  though  perhaps  also  new,  will  be  only  useful  as 
producing  the  new  substance."  Again  :  "  When  the  effect 
produced  is  no  new  substance  or  composition  of  things,  the 
patent  can  only  be  for  the  mechanism,  if  new  mechanism  is 
used  ;  or  for  the  process,  if  it  be  a  new  method  of  operat- 
ing, with  or  without  old  mechanism,  by  which  the  effect  is 
produced."  And  again  he  observes :  "  If  we  wanted  an 
illustration  of  the  possible  merit  of  a  new  method  of  oper- 
ating with  old  machinery,  we  might  look  to  the  identical 
case  before  the  court."     Pages  493,  495,  496. 

This  doctrine,  in  expounding  the  law  of  patents,  was 
announced  in  1795,  and  the  subsequent  adoption  of  it  by 
the  English  courts  shows  that  Chief  Justice  Eyre  was  con- 
siderably in  advance  of  his  associates  upon  this  branch  of 
the  law.  He  had  got  rid,  at  an  early  day,  of  the  prejudice 
against  patents  so  feelingly  referred  to  by  Baron  Parke  in 
Neilson  v.  Harford  [3  Am.  &  Eng.  231],  and  comprehended 
the  great  advantages  to  his  country  if  properly  encouraged. 
He  observed,  in  another  part  of  his  opinion,  that  "  the 
advantages  to  the  public  from  improvements  of  this  kind 
are  beyond  all  calculation  important  to  a  commercial 
country ;  and  the  ingenuity  of  artists  who  turn  their 
thoughts  toward  such  improvements  is,  in  itself,  deserving 
of  encouragement" 

This  doctrine  was  recognized  by  the  Court  of  King^s 
Bench  in  The  King  v.  Wheeler,  2  B.  &  Aid.  340,  350  [1  Am. 
&  Eng.  317]. 

It  is  there  observed,  that  the  word  "  manufactures,"  in 
the  Patent  Act,  may  be  extended  to  a  mere  process  to  be 
carried  on  by  known  implements  or  elements  acting  upon 
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known  substances,  and  ultimately  producing  some  other 
known  substance,  but  producing  it  in  a  cheaper  or  more 
expeditious  manner,  or  of  a  better  or  more  useful  kind. 

Now,  if  this  process  to  be  carried  on  by  known  imple- 
ments acting  upon  known  substances,  and  ultimately  pro- 
ducing some  other  known  substance  of  a  better  kind,  is 
patentable,  a  fortiori  will  it  be  patentable,  if  it  ultimately 
produces  not  some  other  known  substance,  but  an  entirely 
new  and  useful  substance. 

In  Forsyth's  patent,  which  consists  of  the  application 
and  use  of  detonating  powder  as  priming  for  the  discharge 
of  lire-arms,  it  was  held,  that  whatever  might  be  the  con- 
struction of  the  lock  or  contrivance  by  which  the  powder 
was  to  be  discharged,  the  use  of  the  detonating  mixture  as 
priming,  which  article  of  itself  was  not  new,  was  an  in- 
fringement. [Huddart  v.  Grimshaw]  Webster's  P.  C.  94 
[1  Am.  &  Eng.  128],  [Forsyth's  Patent,  ibid.]  97,  note 
[1  Am.  &  Eng.  325]  ;  Curtis  on  Pat.  230. 

This  case  is  founded  upon  a  doctrine  which  has  been 
recognized  in  several  subsequent  cases  in  England,  namely, 
that  where  a  person  discovers  a  principle  or  property  of 
nature,  or  where  he  conceives  of  a  new  application  of  a 
well-known  principle  or  property  of  nature,  and  also  of 
some  mode  of  carrying  it  out  into  practice,  so  as  to  produce 
or  attain  a  new  and  useful  effect  or  result,  he  is  entitled  to 
protection  against  all  other  modes  of  carrying  the  same 
principle  or  prox)erty  into  practice  for  obtaining  the  same 
effect  or  result. 

The  novelty  of  the  conception  consists  in  the  discovery 
and  application  in  the  one  case,  and  of  the  application  in 
the  other,  by  which  a  new  product  in  the  arts  or  manufac- 
tures is  the  effect ;  and  the  question,  in  case  of  an  infringe- 
ment, is  as  to  the  substantial  identity  of  the  ijrinciple  or 
property,  and  of  the  application  of  the  same,  and  conse- 
quently the  means  or  machinery  made  use  of,  material  only 
so  far  as  they  affect  the  identity  of  the  application. 

In  the  case  of  Jupe's  patent  for  "an  improved  expand- 
ing table,"  Baron  Alderson  observed,  si)eaking  of  this  doc- 
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trine  :  '^  You  cannot  take  out  a  patent  for  a  principle  ;  you 
may  take  out  a  patent  for  a  principle  coupled  with  the 
mode  of  carrying  the  principle  into  effect.  But  then  you 
must  start  with  having  invented  some  mode  of  carrying  the 
principle  into  effect.  If  you  have  done  that,  then  you  are 
entitled  to  protect  yourself  from  aU  other  modes  of  carry- 
ing the  same  principle  into  effect,  that  being  treated  by  the 
jury  as  piracy  of  your  original  invention."  [Jupe  v.  Pratt] 
Webster's  P.  C.  147  [2  Am.  &  Eng.  464].  The  same  doctrine 
was  maintained  also  in  the  case  of  Neilson's  patent  for  the 
hot-air  blast,  in  the  King's  Bench  and  Exchequer,  in  Eng- 
land. [Neilson  v.  Harford]  Webster's  P.  C.  310,  342,  371 
[3  Am.  &  Eng.  231] ;  Curtis  on  Pat.,  sees.  74,  148,  232. 

This  patent  came  also  before  the  Court  of  Sessions  in 
Scotland  ;  and  in  submitting  the  case  to  the  jury,  the  lord 
justice  remarked  :  "  That  the  main  merit,  the  most  impor- 
tant part  of  the  invention,  may  consist  in  the  conception  of 
the  original  idea — ^in  the  discovery  of  the  principle  in 
science,  or  of  the  law  of  nature,  stated  in  the  patent ;  and 
little  or  no  pains  may  have  been  taken  in  working  out  the^ 
best  mode  of  the  application  of  the  principle  to  the  pur- 
pose set  forth  in  the  patent.  But  stiU,  if  the  principle  is 
stated  to  be  applicable  to  any  sx)ecial  purpose,  so  as  to  pro 
duce  any  result  previously  unknown,  in  the  way  and  for 
the  objects  described,  the  patent  is  good.  It  is  no  longer 
an  abstract  principle.  It  becomes  to  be  a  principle  turned 
to  account,  to  a  practical  object,  and  applied  to  a  special 
result.  It  becomes,  then,  not  an  abstract  principle,  which 
means  a  principle  considered  apart  from  any  special  pur- 
pose or  practical  operation,  but  the  discovery  and  statement 
of  a  principle  for  a  special  purpose,  that  is,  a  practical  in- 
vention, a  mode  of  carrying  a  principle  into  effect.  That 
such  is  the  law,"  he  observes,  ''  if  a  well-known  principle 
is  applied  for  the  first  time  to  produce  a  practical  result  for 
a  special  purpose,  has  never  been  disputed ;  and  it  would 
be  very  strange  and  unjust  to  refuse  the  same  legal  effect, 
when  the  inventor  has  the  additional  merit  of  discovering  the 
principle,  as  well  as  its  application  to  a  practical  object." 
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Then  he  observes  again  :  ''Is  it  an  objection  to  the  pat^ 
ent,  that  in  its  application  of  a  new  principle  to  a  certain 
specified  result,  it  includes  every,  variety  of  mode  of  apply- 
ing the  principle,  according  to  the  general  statement  of  the 
object  and  benefit  to  be  attained  ?  This,"  he  observes,  "  is 
a  question  of  law  ;  and  I  must  tell  you  distinctly  that  this 
generality  of  claim,  that  is,  for  all  modes  of  applying  the 
principle  to  the  purpose  specified,  according  to  or  within  a 
general  statement  of  the  object  to  be  attained,  and  of  the 
use  to  be  made  of  the  agent  to  be  so  applied,  is  no  objection 
to  the  patent.  The  application  or  use  of  the  agent  for  the 
purpose  specified  may  be  carried  out  in  a  great  variety  of 
ways,  and  only  shows  the  beauty,  and  simplicity,  and  com- 
prehensiveness of  the  invention." 

This  case  was  carried  up  to  the  House  of  Lords  on  excep- 
tions to  the  charge,  and  among  others  to  this  part  of  it, 
which  was  the  sixth  exception,  and  is  as  follows  :  "  In  so 
far  as  he  (the  judge)  did  not  direct  the  jury,  that,  on  the 
construction  of  the  patent  and  specification,  the  patentee 
cannot  claim  or  maintain  that  his  patent  is  one  which 
applies  to  all  the  varieties  in  the  apparatus  which  may  be 
•employed  in  heating  air  while  under  blast,  but  was  limited 
to  the  particular  described  in  the  specification."  And 
tilthough  the  judgment  of  the  court  was  reversed  in  the 
House  of  Lords  on  the  eleventh  exception,  it  was  expressly 
affirmed  as  respects  this  one.  Lord  Campbell  at  first 
doubted,  but  after  the  decision  of  the  courts  in  England  on 
this  patent,  he  admitted  the  instruction  was  right.  [House- 
hill  Co.  V.  Neilson]  Webster's  P.  C.  683,  684,  698,  717. 

I  shall  not  pursue  a  reference  to  the  authorities  on  this 
subject  any  further.  The  settled  doctrine  to  be  deduced 
from  them,  I  think,  is  that  a  person  having  discovered  the 
application  for  the  first  time  of  a  well-known  law  of  nature, 
or  well-known  proi)erty  of  matter,  by  means  of  which  a 
new  result  in  the  arts  or  in  manufactures  is  produced,  and 
has  pointed  out  a  mode  by  which  it  is  produced,  is  entitled 
to  a  patent ;  and,  if  he  has  not  tied  himself  down  in  the 
specification  to  the  particular  mode  described,  he  is  entitled 
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to  be  protected  against  all  modes  by  which  the  same  re- 
sult is  produced,  by  an  application  of  the  same  law  of 
nature  or  property  of  matter.  And  a  fortiori^  if  he  has 
discovered  the  law  of  nature  or  property  of  matter,  and 
applied  it,  is  he  entitled  to  the  patent  and  aforesaid  pro- 
tection. 

And  why  should  not  this  be  the  law  ?  The  original  con- 
ception, the  novel  idea,  in  the  one  case,  is  the  new  applica- 
tion of  the  principle  or  proi)erty  of  matter,  and  the  new  prod- 
uct in  the  arts  or  manufactures ;  in  the  other,  in  the  dis- 
covery of  the  principle  or  property,  and  application,  with 
like  result.  The  mode  or  means  are  but  incidental,  and 
flowing  naturally  from  the  original  conception  ;  and  hence 
of  inconsiderable  merit.  But,,  it  is  said,  this  is  patenting  a 
principle,  or  element  of  nature.  The  authorities  to  which 
I  have  referred  answer  the  objectio^i.  It  was  answered  by 
Chief  Justice  Eyre,  in  the  case  of  Watt's  patent,  in  1795, 
fifty-seven  years  ago  ;  and  more  recently  in  still  more  ex- 
plicit and  authoritative  terms.  And  what  if  the  principle 
is  incorporated  in  the  invention,  and  the  inventor  protected 
in  the  enjoyment  for  the  fourteen  years.  He  is  protected 
only  in  the  enjoyment  of  the  application  for  the  special 
purpose  and  object  to  which  it  has  been  newly  applied  by 
his  genius  and  skill.  For  every  other  purpose  and  end,  the 
principle  is  free  for  all  mankind  to  use.  And  where  it  has 
been  discovered  as  well  as  applied  to  this  one  purpose,  and 
opened  to  the  world  as  to  every  other,  the  ground  of  com- 
plaint is  certainly  not  very  obvious.  Undoubtedly,  within 
the  range  of  the  purpose  and  object  for  which  the  principle 
has  been  for  the  first  time  applied,  piracies  are  interfered 
with  during  the  fourteen  years  ;  but  anybody  may  take  it 
up  and  give  to  it  any  other  application,  to  the  enlargement 
of  the  arts  and  of  manufactures,  without  restriction.  He 
is  only  debarred  from  the  use  of  the  new  application  for  the 
limited  time,  which  the  genius  of  others  has  already  in- 
vented and  put  into  successful  practice.  The  protection 
does  not  go  beyond  the  thing  which,  for  the  first  time,  has 
been  discovered  and  brought  into  practical  use ;  and  is 
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no  broader  than  that  extended  to  every  other  discoverer  or 
inventor  of  a  new  art  or  manufacture. 

I  own,  I  am  incapable  of  comprehending  the  detriment  to 
the  improvements  in  the  country  that  may  flow  from  this 
sort  of  protection  to  inventprs. 

To  hold,  in  the  case  of  inventions  of  this  character,  that 
the  novelty  must  consist  of  the  mode  or  means  of  the  new 
application  producing  the  new  result,  would  be  holding 
against  the  facts  of  the  case,  as  no  one  can  but  see  that  the 
original  conception  reaches  far  beyond  these.  It  would  be 
mistaking  the  skill  of  the  mechanic  for  the  genius  of  the 
inventor. 

Upon  this  doctrine,  some  of  the  most  brilliant  and  useful 
inventions  of  the  day,  by  men  justly  regarded  as  public 
benefactors,  and  whose  names  reflect  honor  upon  their 
country, — ^the  successful  application  of  steam-power  to  the 
propulsion  of  vessels  and  railroad  cars  ;  the  application  of 
the  electric  current  for  the  instant  communication  of  intel- 
ligence from  one  extremity  of  the  country  to  the  other  ;  and 
the  more  recent  but  equally  brilliant  conception,  the  pro- 
pulsion of  vessels  by  the  application  of  the  expansibility  of 
heated  air,  the  air  supplied  from  the  atmosphere  that  sur- 
rounds them, — it  would  be  found,  on  consulting  the  system 
of  laws  established  for  their  encouragement  and  protection, 
that  the  world  had  altogether  mistaken  the  merit  of  their 
discovery ;  that,  instead  of  the  originality  and  brilliancy 
of  the  conception  that  had  been  unwittingly  attributed  to 
them,  the  whole  of  it  consisted  of  some  simple  mechanical 
contrivances  which  a  mechanician  of  ordinary  skill  could 
readily  have  devised.  Even  Franklin,  if  he  had  turned  the 
lightning  to  account,  in  order  to  protect  himself  from 
piracies,  must  have  patented  the  kite,  and  the  thread,  and 
the  key,  as  his  great  original  conception,  which  gave  him  a 
name  throughout  Europe,  as  well  as  at  home,  for  bringing 
down  this  element  from  the  heavens,  and  subjecting  it  to 
the  service  of  man.  And  if  these  simple  contrivances, 
taken  together,  and  disconnected  from  the  control  and  use 
of  the  element  by  which  the  new  application  and  new  and 
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useful  result  may  have  been  produced,  happen  to  be  old 
and  well  known,  his  patent  would  be  void ;  or  if  some 
follower  in  the  track  of  genius,  with  just  intellect  enough 
to  make  a  different  mechanical  device  or  contrivance  for 
the  same  control  and  application  of  the  element,  and  pro- 
duce the  same  result,  he  would,  under  this  view  of  the 
Patent  Law,  entitle  himself  to  the  fuU  enjoyment  of  the 
fruits  of  Franklin' s  discovery. 

If  I  rightly  comprehend  the  ground  upon  which  a 
majority  of  my  brethren  have  placed  the  decision,  they  do 
not  intend  to  controvert  so  much  the.  doctrine  which  I  have 
endeavored  to  maintain,  and  which,  I  think,  rests  upon 
settled  authority,  as  the  application  of  it  to  the  particular 
case.  They  suppose  that  the  j^atentees  have  claimed  only 
the  combination  of  the  different  parts  of  the  machinery  de- 
scribed in  their  specification,  and  therefore  are  tied  down 
to  the  maintenance  of  that  as  the  novelty  of  their  invention. 
I  have  endeavored  to  show  that  this  is  a  mistaken  inter- 
pretation ;  and  that  they  claim  the  combination,  only  when 
used  to  embody  and  give  a  practical  application  to  the 
newly-discovert  property  in  the  lead,  by  means  of  which 
a  new  manufacture  is  produced,  namely,  wrought  pipe,  out 
of  a  solid  mass  of  lead  ;  which,  it  is  conceded,  was  never 
before  successfully  accomplished. 

For  these  reasons,  I  am  constrained  to  differ  with  the 
judgment  they  have  arrived  at,  and  am  in  favor  of  affirm- 
ing that  of  the  court  below. 

Order.  This  cause  came  on  to  be  heard  on  the  tran- 
script of  the  record  from  the  Circuit  Court  of  the  United 
States  for  the  Southern  District  of  New  York,  and  was 
argued  by  counsel ;  on  consideration  whereof,  it  is  now  here 
ordered  and  adjudged  by  this  court,  that  the  judgment  of  the 
said  Circuit  Court  in  this  cause  be,  and  the  same  is  hereby, 
reversed  with  costs,  and  that  this  cause  be,  and  the  same  is 
hereby,  remanded  to  the  said  Circuit  Court,  with  directions 
to  award  a  venire  facias  de  novo. 

Reversed  with  costs. 
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THE  TROY  IRON  AND  NAIL  FACTORY,  APPEL- 
LANT, V.  ERASTUS  CORNING,  JOHN  F.  WINS- 
LOW,   AND  JAMES  HORNER. 


^« 


14  How.  198-218.    Dec,  1853 

[Bk.  14,  L.  ed.  883 ;  1  Whit.  691.] 

Inventor  of  particular  patent  sustained.     Agreement  construed. 

Personal  license. 

1.  H.  Burden  held  the  inventor  of  invention  in  Patent  No.  1757, 

granted  him  September  2,  1840,  for  Spike-Making  Machine, 
in  view  of  uncertain  and  conflicting  evidence  (p.  392). 

2.  A  particular  agreement  between  a  patentee  and  his  infringer, 

compromising  their  suit  and  settling  '^  their  conflicting  claims 
to  this  time^'  construed  not  to  be  a  license  to  continue  the  use 
of  the  invention  (p.  400). 

3.  A  mere  license  toa  party,  without  having  his  assigns  or  equivalent 

words  to  them,  showing  that  it  was  meant  to  be  assignable,  is 
only  the  grant  of  a  personal  power  to  the  licensee^  and  is  not 
transferable  by  him  to  another  (p.  405). 

[Citations  in  the  opinion  of  the  Court :] 

(1)  Langton  v.  Wallis,  Ld.  Raymond,  899,  p.  408. 

(2)  Cole  V.  Knight.  8  Mod.  277,  p.  403. 

(3)  Knight  f>.  Lawford,  1  Lev.  235,  p.  403. 

(4)  Yates  u.  Plaxton,  3  Lev.  278,  p.  403. 

(5)  Morris  V.  Wilford,  2  Shower,  47,  p.  408. 

(6)  Curtis  on  Patents,  §  198,  p.  405. 

(7)  2  Story,  525,  554,  p.  405. 

This  was  an  appeal  from  the  Circnit  Court  of  the  United 
States  for  the  Northern  District  of  New  York. 

The  facts  are  all  stated  in  the  opinion  of  the  court. 

The  bill  was  filed  in  the  Circuit  Court  by  the  Troy  Iron 
and  Nail  Factory  against  Coming,  Winslow,  and  Homer, 
to  restrain  them  from  violating  a  patent  issued  to  Henry 
Burden  on  the  8th  of  September,  1840/  for  new  and  useful 
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improvements  in  the  machinery  for  making  hook  or  brad 
headed  spikes,  which  patent  had  been  assigned  to  them ; 
and  also  to  account  for  the  profits. 

After  the  proceeding  mentioned  in  the  opinion  of  the 
court,  the  Circuit  Court  passed  the  following  decree : 

"  This  cause  having  heretofore  been  brought  to  a  hearing 
upon  the  pleadings  and  proofs,  and  counsel  for  the  respective 
parties  having  been  heard,  and  due  deliberation  thereupon 
had,  and  it  api)earing  to  the  said  court  that  the  said  Henry 
Burden  was  the  first  and  original  inventor  of  the  improve- 
ment on  the  spike-machine  in  the  bill  of  complaint  men- 
tioned, and  for  which  a  patent  was  issued  to  the  said  Henry 
Burden,  bearing  date  the  2d  of  September,  1840,  as  in  said 
bill  of  complaint  set  forth,  and  that  the  said  complainants 
have  a  full  and  perfect  title  to  the  said  patents  for  said  im- 
provements, by  assignment  from  the  said  Henry  Burden, 
as  is  stated  and  set  forth  in  the  said  bill  of  complaint : 

'^  But  it  also  further  appearing  to  the  court,  on  the  plead- 
ings and  proofs,  that  the  instrument  in  writing,  bearing 
date  the  14th  of  October,  1845,  stated  and  set  forth  in  the 
said  bill  of  complaint,  and  also  in  the  answer  of  the  said 
defendants  thereto,  entered  into  upon  a  settlement  and  com- 
promise of  certain  conflicting  claims  between  the  said 
parties,  and  among  others  of  mutual  conflicting  claims  to 
the  improvements  in  the  spike-machine  in  said  bill  men- 
tioned, and  when  said  instrument  was  executed  by  the  said 
Henry  Burden  of  the  one  part,  and  the  said  defendants  of 
the  other,  the  said  Henry  Burden  at  the  time  being  the 
patentee  and  legal  owner  of  the  said  improvements,  and 
fully  authorized  to  settle  and  adjust  the  said  conflicting 
claims,  did,  in  legal  eflfect,  and  by  just  construction,  impart, 
and  authorize,  and  convey  a  right  to  the  defendants  to  use 
the  said  improvements  in  the  manufacture  of  the  hook- 
headed  spike,  without  limitation  as  to  the  number  of 
machines  so  by  them  to  be  used,  or  as  to  the  place  or  dis- 
trict in  which  to  be  used : 

'^  Therefore,  it  is  ordered,  adjudged,  and  decreed  that  the 
said  bUl  of  complaint  be,  and  the  same  is  hereby,  dismissed 
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with  costs,  to  be  taxed,  and  that  the  defendants  have  exe- 
cution therefor. ' ' 

From  this  decree,  the  complainants  api)ealed  to  this 
court. 

It  was  argued  by  Mr.  Johnson  and  Mr.  Stevens^  for  the 
appellants,  and  by  Mr.  Seward  and  Mr.  Seymour^  for  the 
appellees. 

As  the  case  turned  mainly  ui)on  the  construction  of  the 
agreement  of  October  14,  1846,  (which  is  inserted  in  the 
opinion  of  the  court,)  only  such  of  the  arguments  of  counsel 
will  be  given  as  relate  to  that  construction. 

The  counsel  for  the  appellants  contended — 

Third.  It  is  resi)ectf  ully  submitted,  that  the  instrument 
of  the  14th  of  October,  1845,  does  not  convey  to  the  defend- 
ants any  right  or  title  to  said  invention,  or  give  them  any 
authority  to  use  it  in  manufacturing  hook-headed  spikes. 
Such  was  not  the  object  or  intention  of  the  parties. 

This  instrument  was  executed  under  the  following  cir- 
cumstances : 

At  the  June  Term  of  the  Circuit  Court,  1843,  Mr.  Burden 
recovered  a  judgment  for  $700  against  the  defendants  for 
violating  this  patent. 

On  the  2d  of  October,  1843,  Mr.  Burden  filed  his  bill  in 
equity  in  said  Circuit  Court,  to  restrain  the  defendants 
from  further  infringing  the  patent,  and  for  an  account. 

After  this  bill  was  filed,  the  defendants  ceased  using  the 
invention  for  a  short  time ;  and  then  commenced  using  it 
again,  as  Mr.  Burden  was  informed.  Mr.  Burden,  there- 
fore, on  the  13th  of  November,  1844,  made  a  new  affidavit, 
to  obtain  an  injunction  upon  his  bill  previously  filed  ;  and 
on  the  20th  of  November,  obtained  an  order  for  an  injunc- 
tion, by  default. 

On  the  25th  of  November,  1844,  the  defendant  Winslow, 
and  two  men  by  the  name  of  Osgood  and  Blanchard,  made 
affidavits  in  said  cause,  for  the  purpose  of  moving  the  court 
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to  open  the  order  granting  an  in  junction  ;  in  which  affidavit 
they  all  swear  that  defendants  did  not  use  Mr.  Burden's  in- 
vention in  making  hook-headed  spikes,  but  made  them  with 
machinery  entirely  different  in  principle  and  mode  of 
operation. 

The  machinery  by  which  defendants  claimed  to  make  the 
hook-headed  spike,  after  the  bill  was  filed,  is  described  in 
two  patents  granted  to  the  defendants,  or  some  of  them. 

Prior  to  these  legal  proceedings,  in  November,  1844,  the 
parties  had  been  endeavoring  to  settle,  but  did  not  succeed  ; 
subsequently,  negotiations  for  a  settlement  of  the  suit  were 
renewed.  Mr.  Burden  claimed  that  he  had  the  exclusive 
right  to  manufacture  the  hook-headed  spikes  by  machinery, 
and  insisted  that  defendants  should  cease  making  such 
spikes  by  machinery.  Defendants  insisted  they  had  a  right 
to  make  such  spikes  by  their  own  machinery,  which  they 
insisted  in  their  affidavits,  made  November  25,  1844,  was 
entirely  different  in  principle  and  mode  of  operation  from 
that  patented  to  Mr.  Burden. 

Mr.  Burden  claimed  that  defendants  had  violated  his 
patent  for  machinery  for  making  horseshoes,  and  told  de- 
fendants, if  they  did  not  immediately  desist  from  using  his 
horseshoe-machine,  he  would  prosecute  them  ;  and  they  did 
desist  and  stop,  six  months  before  the  settlement  was  made. 

It  is  necessary  and  proper  to  take  these  facts  and  circum- 
stances into  consideration,  in  giving  a  construction  to  the 
agreement  of  the  14th  of  October,  1845. 

"  It  is  well  settled,  that,  in  the  construction  of  all  con- 
tracts, the  situation  of  the  parties  and  the  subject-matter 
of  their  transactions  may  be  taken  into  consideration  in 
determining  the  meaning  of  any  particular  sentence  or  pro- 
vision. Extraneous  evidence  is  admissible,  so  far  as  to 
ascertain  the  circumstances  under  which  the  writing  was 
made,  and  the  subject-matter  to  be  regulated  by  it." 
Sumner  v.  Williams,  8  Mass.  214  ;  Fowle  v.  Bigelow,  10 
Mass.  384 ;  Wilson  v,  Troup,  in  the  Court  for  the  Correc- 
tion of  Errors  of  N.  Y.,  3  Cow.  228-9  ;  Nesmith  v.  Calvert, 
1  Wood.  &  Min.  40. 
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I.  This  agreement  does  not,  by  its  terms,  convey,  or  pur- 
port to  convey,  or  in  any  manner  to  give  or  invest  the  de- 
fendants with  any  interest  in,  or  right  or  authority  to  use, 
the  machinery  patented  in  September,  1840,  to  make  hook- 
headed  spike. 

1.  It  was  contended,  by  the  defendants,  (and,  as  we 
understand  the  decree,  so  decided,)  that  the  second  clause 
in  the  agreement,  in  legal  effect,  did  impart,  authorize,  and 
convey  to  the  defendants  a  right  to  use  the  said  improve- 
ments, without  limitation  as  to  the  number  of  machines 
used  by  them,  or  as  to  the  place  or  territory  where  they 
might  be  used. 

The  second  clause  of  the  agreement  is  in  these  words : 
"  And  it  is  further  agreed,  that  the  said  parties  may  each 
hereafter  manufacture  and  vend  spike  of  such  kind  and 
character  as  they  see  fit,  notwithstanding  their  conflicting 
claims  to  this  time." 

After  the  judgment  at  law,  in  1843,  there  was  no  conflict 
as  to  the  right  of  defendants  to  use  Mr.  Burden' s  improve- 
ment in  manufacturing  hook-headed  spike.  That  had  been 
fully  settled  against  the  defendants,  by  the  suit  at  law,  and 
conceded  by  them. 

The  defendants  did  not  claim  the  right  to  use  Burden's 
invention,  but  only  the  right  to  make  said  spike  by 
machinery  which  they  claimed  was  different  from  Mr. 
Burden's,  both  in  principle  and  operation. 

Mr.  Burden  denied  this  right  claimed  by  the  defendants, 
and  claimed  that  he  had  the  exclusive  right  to  make  such 
spike  by  machinery.  This  was  the  only  conflicting  claim, 
as  to  the  right  to  make  spike  at  the  time  of  the  settlement. 
By  this  clause  in  the  agreement,  Mr.  Burden  relinquished 
his  pretensions  to  the  exclusive  right  to  inake  hook-headed 
spike  by  machinery ;  but  he  gave  no  right  to  the  defend- 
ants to  use  his  improvement  in  manufacturing  such 
spike. 

Whether  Mr.  Burden  was  right  or  wrong  in  his  pretension 
to  the  exclusive  right  to  make  such  spike  by  machinery,  can 
in  no  manner  affect  the  construction  of  the  agreement. 
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The  intention  of  the  parties  as  expressed  in  the  agree- 
ment, taken  in  connection  with  the  state  of  facts  and  cir- 
cumstances under  which  it  was  executed,  and  the  subject- 
matter  intended  to  be  regulated  by  it,  must  control  the  con- 
struction of  this  clause.  Mr.  Burden  supposed  he  had  such 
exclusive  right,  and  simply  relinquished  it,  without  the 
most  remote  idea  that  he  was  conveying  to  the  defendants 
any  right  to  use  his  improvement,  much  less  that  he  was 
conveying  an  interest  in  his  patent  equal  to  one  half  of  it. 

The  settlement  of  the  equity  suit ;  the  relinquishment  by 
Mr.  Burden  of  his  pretension  to  exclude  the  defendants 
from  making  hook-headed  spike  by  machinery  ;  and  the 
settlement,  by  defendants,  of  Mr.  Burden's  claim  against 
them,  for  infringing  his  horseshoe  patent,  for  which  he  had 
threatened  them  with  a  suit,  fully  satisfies  every  clause  in 
the  agreement ;  and  it  cannot  be  stretched  to  the  enormous 
extent  claimed  by  defendants,  without  interpolating  other 
important  provisions,  which  cannot  at  law  be  accomplished 
by  parol  evidence.  An  assignment,  or  any  other  convey- 
ance of  any  part  of  a  patent,  or  of  any  interest  in  or  under 
it,  must  be  in  writing.  Contracts  which  by  law  are  re- 
quired to  be  in  writing,  cannot  rest  partly  in  writing  and 
partly  in  parol.  Is  it  not  most  extraordinary  that  the  de- 
fendants did  not  have  this  agreement  recorded  in  the  Pat- 
ent OflHice  until  the  21st  of  August,  1848,  if  they  had  had 
the  least  idea  that  it  conveyed  to  them  such  an  important 
right  as  they  now  claim  ?  Patent  Act  of  1836,  sec.  11 ; 
Curtis  on  Patents,  478. 

This  instrument  has  neither  the  form  nor  substance  of  a 
license  or  assignment,  or  any  other  conveyance  of  an  inter- 
est in  a  patent  heretofore  in  use  or  known. 

If  the  parties  had  intended  this  instrument  as  a  convey- 
ance of  any  interest  in  Mr.  Burden's  improvement,  it  would 
have  been  very  easy  to  have  said  so.  Nesmith  v.  Calvert, 
1  Wood.  &  Min.  40  ;  Iggulden  ??.  May,  7  East,  242. 

.  The  court  below  fell  into  the  mistake,  that  the  cause  de- 
pended upon  the  question,  whether  the  agreement  author- 
ized the  defendants  to  make  hook-headed  spike. 
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The  opinion  of  the  court,  after  stating  the  second  clause 
in  the  agreement,  proceeds  : 

"  Why  stipulate  that  the  defendants  may  thereafter 
manufacture  and  vend  spikes  of  any  character  and  descrip- 
tion, without  regard  to  previous  claims  to  the  contrary,  if  it 
was  not  intended  to  admit  or  concede  the  right  to  manufac- 
ture hook-headed  spikes  ?  And  how  can  we  say  that  this 
particular  spike  is  not  embraced  in  the  stipulation  ? 

"  What  is  meant  by  the  agreement  that  the  defendants 
may  manufacture  spikes  of  such  a  kind  and  character  as 
they  see  fit,  notwithstanding  their  (the  parties')  conflicting 
claims  to  this  time,  if  it  was  intended  to  exclude  hook- 
headed  spikes  ?  The  argument  is  quite  as  strong  and  well 
founded,  to  exclude  spikes  of  any  other  description.  In- 
deed, stronger,  if  it  were  possible,  as  this  particular  spike 
was  the  principal  item  in  controversy  at  the  time  of  the 
compromise  or  settlement,  and  a  suit  was  pending  in  respect 
to  it. 

"The  language  of  the  instrument  is  certainly  most  re- 
markable, if  it  was  intended  by  the  parties  to  exclude  the 
defendants  from  the  right  to  make  this  particular  spike,  as 
there  are  not  only  no  words  of  exclusion  or  prohibition,  but 
an  express  admission  of  the  right,  in  terms  so  full  and 
specific  that  no  argument  can  make  it  clearer.  We  are 
asked  to  interpret  a  stipulation  to  make  any  kind  of  spike 
the  parties  see  fit,  to  mean  any  kind  except  hook-headed  ; 
and  spikes,  too,  in  the  case  of  a  compromise  of  a  disputed 
right  to  manufacture  spikes  of  this  character  and  descrip- 
tion, among  other  matters,  this  being  regarded  as  the  prin- 
cipal one.  We  think  it  impossible  to  come  to  any  such 
conclusion,  without  a  disregard  to  the  clear  import  of  the 
agreement." 

The  counsel  for  the  appellant  in  the  court  below  must 
have  been  exceedingly  unfortunate,  if  his  language  pre- 
sented any  such  idea.  The  bill  does  not  claim  it,  and  the 
written  points  handed  to  the  court  do  not  pretend  it.  On 
the  contrary,  it  was  conceded  that  Mr.  Burden  relinquished 
his  pretensions  to  the  exclusive  right  to  make  those  spike 
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by  machinery,  but  insisted  that  he  had  given  no  right  to 
defendants  to  use  his  improvements  for  that  purpose. 

2.  The  decree  assumes  that  among  the  conflicting  claims 
settled  by  the  agreement  of  14th  October,  1845,  were  the 
mutual  conflicting  claims  to  the  improvements  in  the  spike- 
machine  patented  by  Mr.  Burden. 

This  is  mere  assumption,  founded  wholly  in  mistake. 
No  such  conflicting  claim  is  stated  in  the  instrument,  and 
none  such  was  proved  to  exist  at  the  time  of  the  settle- 
ment. The  very  reverse  was  sworn  to  the  year  before,  by 
the  defendant  Winslow  himself,  and  by  two  other  wit- 
nesses, by  his  procurement.  The  correspondence  which 
took  place  before  the  settlement  shows  that  no  such  claim 
was  set  up  or  pretended  by  the  defendants.  The  judgment 
at  law  had  fully  and  definitely  settled  and  determined  that 
the  defendants  had  no  such  right. 

But  if  such  conflicting  right  to  Mr.  Burden's  improve- 
ment had  existed  at  the  time  of  the  settlement,  the  terms 
of  the  agreement  would  not  confer  any  right  upon  the 
defendants  to  use  it. 

The  agreement  concedes  the  defendants'  right  to  make 
any  kind  of  spike  they  see  fit,  which,  of  course,  embraces 
hook-headed  spike  ;  but  it  does  not,  directly  or  indirectly, 
give  or  concede  the  right  to  defendants  to  use  Mr.  Burden's 
improvement  for  that  purpose.  "The  said  parties  may 
each  hereafter  make  and  vend  spike  of  such  kind  and 
character  as  they  see  fit."  But  how  manufacture?  The 
agreement  does  not  specify  how  ;  but  the  plain  constniction 
is,  that  it  should  be  done  as  it  had  been  done  from  the 
recovery  of  the  judgment  at  law  up  to  the  time  of  the  settle- 
ment—that Mr.  Burden  should  manufacture  the  spike  with 
his  machine,  and  the  defendants  with  their  machine,  which 
they  claimed  and  swore  was  totally  diflferent  from  Mr. 
Burden's  in  principle  and  mode  of  operation.  Can  it  be 
pretended  that  the  defendants  gave  Mr.  Burden  any  right 
to  use  their  machine  i  Had  Mr.  Burden  ever  claimed  any 
such  right?  Had  it  been  shown  that  hook-headed  spike 
could  not  be  made  without  the  use  of  Mr.  Burden's  im- 
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provement,  might  have  furnished  some  ground  for  an 
argument  that,  by  implication,  such  right  was  given  by  the 
agreement. 

But  such  was  not  the  fact.  Hook-headed  spike  could  be 
made,  and  were  made,  by  hand,  prior  to  Mr.  Burden's  in- 
vention ;  and  the  defendants  show  that  as  early  as  the  fall 
of  1844  they  had  machinery  by  which  they  made  hook- 
headed  spike,  which  was  wholly  different,  both  in  principle 
and  mechanical  operation,  from  Mr.  Burden's  improve- 
ment ;  and  the  only  right  they  claimed,  after  the  judgment 
at  law  up  to  and  at  the  item  of  the  settlement,  was  to  make 
such  spike  by  that  machinery,  and  disclaimed  all  right  or 
desire  to  use  Mr.  Burden's  improvement. 

3.  Mr.  Burden  could  not  have  intended  to  convey  such 
an  interest  to  the  defendants. 

It  would  have  been  a  violation  of  his  duty  to,  and  his 
cohtract  with,  the  appellant ;  and  would  have  deprived 
him  of  the  benefit  of  a  contract  from  which  he  received 
more  than  $10,000  annually. 

4.  There  was  no  adequate  consideration  for  the  convey- 
ance of  such  an  extensive  interest  in  this  patent. 

The  defendants  allege,  in  their  answer,  that  the  purchase 
by  them  of  the  appellant  of  half  of  a  dock  was  a  part  of 
the  same  transaction,  and  a  part  of  the  consideration  for 
this  agreement. 

This  pretence  is  fully  disproved.  The  evidence  clearly 
shows  that  the  agreement  to  purchase  the  dock,  although 
made  at  the  same  time  with  the  other  agreement,  had  no 
connection  with  it,  and  that  the  one-half  of  said  dock  was 
worth  more  than  the  $1,5(X)  which  defendants  paid  for  it. 

The  defendants  also  set  up,  in  their  answer,  that  their 
agreement  not  to  make  horseshoes  was  a  part  of  the  con- 
sideration of  the  agreement  on  the  part  of  Mr.  Burden. 

The  evidence  shows  the  facts  to  be,  that,  prior  to  this 
settlement,  the  defendants  had  been  infringing  Mr.  Burden' s 
patent  for  a  machine  to  make  horseshoes  ;  were  threatened 
with  a  suit  if  they  did  not  desist ;  and  they  did  desist  six 
months  before  the  settlement.    The  defendants  had  a  pat- 


384  TBOY  NAIL  FACTOKY  v.  COENING.    [Snp.  Ct. 

Argument  of  counsel. 

ent  lor  machinery  to  make  horseshoes,  but  it  was  worth-, 
less. 

Mr.  Burden  did  not  claim  that  the  defendants  should  not 
make  horseshoes  with  the  machinery  they  had  patented, 
but  that  they  should  not  use  the  machinery  he  had  patented 
for  that  purpose.  If  horseshoes  could  have  been  made  by 
the  machinery  patented  by  defendants,  the  agreement  gives 
neither  Mr.  Burden  nor  the  appellant  any  right  to  use  that 
machinery,  nor  does  it  restrict  the  defendants  from  selling 
to  others  the  right  to  make  horseshoes  with  the  machinery 
patented  by  them.  There  is  nothing  in  the  agreement 
which  would  prohibit  the  defendants,  or  their  assignees, 
from  maintaining  a  suit  against  the  appellant  or  any  other 
person  for  infringing  defendants'  patent,  should  the  api)el- 
lant  or  any  other  person  use  the  invention  thereby  patented. 

The  defendants  also  allege,  in  their  answer,  that  they  had 
used  the  improvement  in  question  to  make  hook-headed 
spike  since  said  settlement,  and  appellant  never  requested 
them  to  cease  using  the  same,  or  to  account  for  any  profits 
for  such  use. 

The  fact  thus  alleged,  the  defendants  insisted,  in  the 
court  below,  was  a  circumstance  to  show  that  the  appellant 
and  Mr.  Burden  understood  and  considered  the  said  agree- 
ment as  conveying  to  the  defendants  the  right  to  use  said 
improvement. 

The  answer  to  this  is— 

1.  The  answer  does  not  allege  that  the  appellant,  or  any 
of  its  officers  or  agents,  knew  that  said  defendants  were 
using  said  improvement. 

2.  It  is  proved  that  neither  Mr.  Burden  nor  any  other  of 
the  officers  or  agents  of  the  api)ellant  knew  that  defendants 
were  using  said  improvement  until  August,  1847. 

Defendants  also  insist  that  Mr.  Burden,  by  his  letters, 
bearing  date  between  the  9th  of  March,  1846,  and  the  29th 
of  December,  184Q,  both  inclusive,  requesting  defendant 
Winslow  to  agree  upon  the  price  for  which  they  would  sell 
hook-headed  and  other  spike,  recognizes  the  defendants' 
right  to  use  said  improvement. 
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The  answer  to  this  position  is,  that  jast  such  an  arrange- 
ment as  requested  in  those  letters  had  existed  between  the 
appellant  and  defendants  for  nine  years  before  the  settle- 
ment 6t  14th  of  October,  1845,  and  at  the  time  Mr.  Burden 
wrote  those  letters  he  did  not  know  that  defendants  were 
using  his  improvement  to  manufacture  hook-headed  spike. 

The-  letters  were,  also,  written  by  Mr.  Burden  before  he 
knew  defendants  were  using  his  improvement  in  making 
hook-headed  spike. 

Indeed,  none  of  the  letters  in  any  manner  intimate  that 
the  defendants  were  using,  or  had  any  right  to  use,  the 
improvement  *J,  y     ^ 

The  counsel  for  the  defendants  in  error  contended  that 
the  decree  of  the  Circuit  Court  should  be  affirmed,  because — 

I.  The  agreement  of  October  14,  1845,  was  a  valid  agree- 
ment, binding  upon  the  parties. 

1.  It  was  made  by  parties  fully  competent  to  contract  in 
reference  to  the  subject-matter  of  the  contract. 

Burden  was  patentee,  and  as  such  could  contract  for  him- 
self as  the  owner  of  the  patent.  He  was  also  at  the  time  a 
large  stockholder  in  the  complainants'  corporation,  and 
their  agent,  and  as  such  could  contract  for  them. 

The  allegation  made  by  the  complainants,  in  their  bill  of 
complaint,  that  Henry  Burden  '^  had  no  power  or  authority 
to  give  such  license,  your  orator  having  been  the  legal  and 
equitable  owner  of  the  said  last-mentioned  patent,  and  the 
rights  and  privileges  granted  and  secured  thereby,  from 
the  time  said  patent  was  granted,"  is  not  sustained  by  the 
proof. 

The  only  proof  tending  to  show  that  on  the  14th  of 
October,  1845,  the  complainants  were  the  owners  of  this 
improvement  of  the  bending  lever,  and  that  therefore 
Burden  had  no  authority  to  grant  a  license,  or  make  a  con- 
tract as  to  the  use  of  the  same,  is  to  be  found  in  the  agree- 
ment between  Burden  and  complainants  as  to  the  patents 
for  the  spike-machine  and  the  horseshoe,  and  dated  2d  of 
December,  1836. 
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In  reference  to  this  agreement,  the  defendants  insist  as 
follows : 

1.  The  agreement  between  the  plaintiffs  and  Henry 
Burden,  of  December  2,  1836,  did  not  even  purport  to  con- 
vey to  the  plaintiffs  any  interest  or  right  to  the  patent  of 
1840,  or  to  the  bending  lever,  the  thing  patented.  It  first 
gives  the  right  to  use  the  machines  for  manufacturing 
virrought  nails  or  spikes,  then  on  the  premises  of  the  com- 
pany ;  and  secondly,  the  ex;clusive  right  to  construct  other 
machines  for  the  manufacturing  wrought  nails  or  spikes, 
after  the  method  invented  by  Burden,  with  aU  the  improve- 
ments which  he  had  made,  or  should  make  in  the  same,  in 
any  other  part  of  the  United  States  ;  and  thirdly,  a  cove- 
nant that  he,  Burden,  would  obtain  a  patent  for  any  im- 
provements which  he  should  afterward  make  in  his  nail  and 
spike  machine  ;  and  then  provides  that  "  the  license  hereby 
granted  to  the  party  of  the  second  part  shall  be  deemed  to 
extend  to  all  such  improvements."  It  only  contemplates 
the  granting  of  a  license  ;  and  the  statement  in  the  assign- 
ment of  June  19,  1848,  that  Burden  had  agreed  to  transfer 
and  assign  the  improvement,  is  not  true. 

The  bending  lever,  patented  by  the  patent  of  1840,  was 
not  then  in  existence.  It  was  a  mere  contingent  possibility, 
and  therefore  was  not  susceptible  of  being  conveyed.  There 
was  nothing  to  convey.  Phillips  on  Patents,  354 ;  Curtis 
on  Patents,  sec.  189. 

The  privilege  of  assigning,  given  by  the  eleventh  section 
of  the  Patent  Act  of  July  4,  1836,  implies  that  the  thing 
assigned  shall  be  then  in  existence  ;  and  the  subsequent  re- 
quirement in  the  same  section,  as  to  recording  the  assign- 
ment, supports  the  same  idea. 

2.  Even  if  this  agreement  did  purport  to  grant  and  assign 
a  future  improvement  thereof,  such  grant  could  not  apply 
to  the  bending  lever,  for  the  reason  that  the  bending  lever 
is  not  an  improvement  upon  either  of  the  patented  machines 
mentioned  in  the  agreement  of  December  2,  1836,  but  is  a 
distinct  and   independent   article   or   invention,   equally 
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applicable  to  any  spike-machine,  and,  in  fact,  used  upon 
various  other  machines. 

The  plaintiffs  consider  the  agreement  of  December  2, 
1836,  as  merely  a  covenant  to  convey  the  improvement 
alleged  to  have  been  patented  on  the  2d  of  September, 
1840,  and  have  accordingly  resorted  to  a  special  assignment 
of  it,  which  was  made  on  the  19th  of  June,  1848,  and  which 
in  terms  refers  to  the  agreement  of  December,  1836,  as 
merely  a  covenant  to  convey  subsequent  improvements,  and 
purports  to  have  been  given  in  performance  of  such  cove- 
nant. 

The  right  of  the  plaintiffs  to  this  improvement  of  the 
bending  lever  is  based  in  their  bill  upon  the  assignment  of 
the  19th  of  June,  1848.  This  right  is  therefore  subject  to 
any  rights  that  were  acquired  by  the  defendants  by  the 
agreement  of  October  14,  1845. 

But  if  the  complainants  had,  previous  to  the  14th  of 
October,  1845,  become  the  owners  of  the  improvement  called 
the  bending  lever,  and  the  patent  therefor,  still,  as  general 
agent  of  the  corporation.  Burden  had  a  right  to  enter  into 
the  agreement  of  October  14,  1845,  and  it  binds  his  prin- 
cipals. 

3.  The  agreement  of  October  14,  1845,  was  founded  upon 
a  good  and  valuable  consideration  as  between  the  parties, 
— first,  the  settlement  of  the  suit  then  i)ending  between 
them  ;  and  secotid,  the  relinquishment  by  the  defendant 
Winslow,  in  behalf  of  himself  and  his  co-partners,  of  the 
right  to  manufacture  the  patent  horseshoe,  an  advantage 
worth  to  the  other  contracting  party  $10,000  per  annum. 

4.  The  agreement,  too,  was  carried  out  by  the  parties, — 
first,  by  the  conveyance  of  the  dock  property  by  the  plain- 
tiffs, and  its  occupation  by  the  defendants  ;  second,  by  the 
payment  of  the  consideration  of  the  dock  property  by  the 
defendants  ;  thirdly,  by  the  relinquishment  by  the  defend- 
ants of  the  horseshoe  business,  from  that  time  to  the  pres- 
ent, and  the  enjoyment  of  it  as  a  monopoly  ever  since  by 
the  plaintiffs  ;  fourth,  by  the  continued  use  by  the  defend- 
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ants  of  the  bending  lever  in  making  hook  headed  spikes, 
from  the  14th  of  October,  1845,  to  the  8th  of  July,  1848, 
two  years  and  about  nine  months,  without  objection,  they 
having  made  during  that  period  hook-headed  spikes  to  the 
value  of  over  $137,000. 

III.  The  agreement  of  October  14,  1845,  was  a  contract 
for  the  settlement  of  conflicting  claims  to  two  patented 
machines,— one  for  the  bending  lever,  and  the  other  for  the 
horseshoe-machine ;  and  it  not  only  gives  rights  to  make 
the  spikes  and  the  horseshoes,  but  to  use  the  respective 
patented  machines  in  making  them. 

The  agreement  of  October  14,  1845,  does  not,  in  terms, 
give  the  right  to  the  defendants  to  use  the  machines  pat- 
ented by  Burden,  by  his  patent  of  1840,  but  it  does  give  it 
by  the  strongest  implication.  It  releases  aU  claims  for  vio- 
lation of  patent-rights  up  to  that  date,  and  gives  the  right 
to  both-  parties  thereafter  to  manufacture  and  vend  spike  of 
such  kind  and  character  as  they  see  fit,  notwithstanding 
their  conflicting  claims  to  that  time. 

Defendants'  exhibits  show  that  those  conflicting  claims 
related  only  to  the  use  of  the  patented  machinery.  This  is 
also  shown  by  Burden' s  letters.  The  subject-matter  of  this 
general  settlement  was,  therefore,  their  conflicting  claims 
to  the  use  of  the  patented  machineiy.  The  agreement 
gives  the  right  to  make  the  spike,  which  could  be  made  for 
sale  in  market  only  by  the  use  of  the  bending  lever,  or  of 
some  analogous  device.  Rutger  v.  Kanowrs,  1  Wash.  C.  C. 
168  ;  Phillips  on  Patents,  346. 

A  construction  of  the  agreement  of  October  14,  1846, 
which  would  allow  the  defendants  only  the  privilege  of 
making  the  hook-headed  spikes,  and  would  deny  them  the 
use  of  the  bending  lever  in  making  them,  would  render  the 
instrument  senseless,  absurd,  and  inoperative. 

For  if  it  is  held  that  the  defendants  obtained  under  the 
agreement  only  the  privilege  of  making  hook-headed 
spikes,  either  by  hand  or  by  the  use  of  any  machinery 
which  they  might  choose,  other  than  that  which  should 
infringe  upon  Burden's  patent,  then  it  results  that  the  de- 
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fendants  relinquish  the  patent  horseshoe  business,  worth, 
as  is  proved  by  the  testimony  of  Mr.  Davidson,  $10,000  per 
annum,  for  the  privilege  of  doing  just  what  they  had  a 
right  to  do  before,  and  what  everybody  else  had  the  right 
of  doing,  that  is,  making  those  spikes  by  hand,  or  with  any 
machinery  not  infringing  on  Burden's  patent.  Such  a  con- 
struction would  be  contrary  to  the  well-settled  rule  in  the 
interpretation  of  contracts,  that  when  a  clause  is  capable  of 
two  significations,  it  should  be  understood  in  that  in  which 
it  will  have  some  operation,  rather  than  in  that  which  it 
will  have  none,  ^^  ut  res  Tfiagis  ^aleat  quam  per  eat  .^"^ 
Pothier,  cited  in  2  Comyn  on  Contracts,  533  ;  Parkhurst  v. 
Smith,  Willes'  Reports,  332 ;  Archibald  t>.  Thomas,  3  Cowen, 
290.  An  agreement,  or  contract,  must  have  a  reasonable 
construction,  according  to  the  intent  of  the  parties, — as  if 
a  man  agree  with  B  for  twenty  barrels  of  ale,  he  shall  not 
have  the  barrels  after  the  ale  is  spent.  Comyn' s  Digest, 
title  Agreement,  C.  So  if  a  man  promise  payment  without 
saying  to  whom,  it  shall  be  intended  to  him  from  whom  the 
consideration  comes.  Cro.  Eliz.  149.  And  upon  a  promise 
of  payment,  according  to  the  rate  of  forty  shillings  per  ton, 
it  shall  be  intended  that  payment  will  be  made  for  the  odd 
pounds,  according  to  the  same  rate.  [Bettisworth  x.  Cam- 
pion] Yelverton,  134. 

The  practical  construction  of  both  parties  has  been  in 
conformity  to  the  interpretation  on  which  the  defendants 
insist, — "  CorUemporanea  expositio  estfortissima  Zcrr." 

If  the  construction  were  a  doubtful  one,  it  should,  under 
the  circumstances,  be  held  to  be  against  that  set  up  by  the 
plaintiffs,  whose  grantor,  Henry  Burden,  is  the  contractor. 
In  a  case  of  doubt,  the  words  of  a  promise  or  covenant  are 
to  be  taken  most  strongly  against  the  promisor  or  con- 
tractor. Coke  Litt.  183a.  This  rule  should  be  applied  in 
this  case  especially,  for  two  very  apparent  reasons  :  First, 
because  it  was  well  understood  by  both  parties  with  what 
machinery  alone  these  hook-headed  spikes  could  be  success- 
f idly  made  for  sale  in  market,  and  that  the  defendants  were 
then  using  that  machinery  in  their  works  ;  and,  secondly, 
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because  Burden  had  a  strong  pecuniary  motive  to  deal  in 
generalities,  and  not  to  grant  specifically  and  clearly  a 
license  to  use  the  bending  lever.  He  feared  he  might 
jeopard  the  thirty  per  cent,  secured  to  him  by  the  agree- 
ment of  December  2, 1836,  and  which  was  afterward  in  con- 
troversy, and  was  claimed  by  the  plaintiffs  to  have  been 
forfeited  by  him,  and  yet  he  desired  to  obtain  the  monopoly 
of  the  horseshoe  business. 

The  contemporaneous  exposition  of  the  agreement  by 
Burden  is  in  accordance  with  the  position  of  the  defend- 
ants. See  his  letter  of  December  15,  1845,  and  his  letter  of 
December  11,  1846.  In  this  latter  letter.  Burden  speaks  of 
his  intention  to  share  the  spike  business  with  defendants. 
He  very  well  knew  that  could  not  be  done  except  by  uni- 
form prices,  and  that  we  could  have  no  uniform  price  with 
him  unless  we  used  the  bending  lever. 

But  there  was  an  actual  sharing  between  appellant  and 
respondents  of  contracts  for  spikes.  Burden  declared  that 
it  was  his  intention  to  share  with  respondents  the  spike 
business,  and  this  was  done,  as  is  shown  by  his  letters. 
Such  was  the  practical  contemporaneous  construction  of  the 
agreement ;  and  it  appears  by  Burden's  letter  of  February 
10,  1848,  that  not  only  was  there  to  be  a  uniform  price  for 
hook-headed  spikes,  but  that  the  whole  field  was  to  be 
occupied  by  the  parties  in  common,  and  to  the  exclusion  of 
all  others.  The  whole  object  of  this  letter  was  to  tell  re- 
spondents what  he  had  been  doing  to  protect  their  common 
rights.  Can  there  be  anything  more  needed  to  show  that 
it  was  the  understanding  of  both  parties,  that  by  the  agree- 
ment of  October  14,  1845,  respondents  had  the  right  to  use 
the  bending  lever  ? 

Winslow's  letters,  written  in  January,  1845,  show  that 
respondents  were  using  the  bending  lever  at  that  time,  and 
that  Burden  then  knew  it.  In  Burden's  letter  of  January 
10,  1845,  and  in  Winslow's  reply  to  it  of  January  13,  1846, 
they  both  refer  to  '^  the  machinery  in  question,"  which  can 
only  mean  the  bending  lever. 

IV.  But  whatever  might  have   been    the  construction 
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which  a  court  would,  under  other  circumstances,  have  put 
upon  this  agreement,  a  court  of  equity  will  not  now  grant 
an  injunction,  as  is  prayed  for  in  the  complainants'  bill, 
after  an  acquiescence  in  the  use  of  the  patented  machinery, 
under  this  agreement  of  October  14,  1845,  for  near  three 
years  before  the  commencement  of  this  suit.  Wyeth  v. 
Stone,  1  Story,  273  ;  Rundle  v.  Murray,  Jacob's  R.  311 ; 
Williams  v.  The  Earl  of  Jersey,  1  Craig.  &  Phil.  91 ;  War- 
wick  V.  Hooper,  3  Eng.  Law  and  Eq.  R.  233,  cited ;  U.  8. 
Dig.,  Appendix,  vol.  5,  1851,  title  Patent. 

Mr.  Justice  Wayne  delivered  the  opinion  of  the  court. 

This  is  an  appeal  from  the  Circuit  Court  of  the  United 
States  for  the  Northern  District  of  New  York. 

The  appellants  are  a  manufacturing  company  incorpo- 
rated by  the  laws  of  the  State  of  New  York.  They  aver 
that  Henry  Burden  was  the  inventor  of  a  new  and  useful 
improvement  in  the  machinery  for  manufacturing  wrought 
nails  and  spikes,  for  which  letters  patent  were  granted  to 
him  on  the  2d  of  December,  1834.  They  allege  that  it  was 
assigned  to  them  for  a  valuable  consideration,  and  also 
that  Burden  covenanted  with  them,  if  he  should  thereafter 
make  any  improvement  upon  his  invention,  that  he  would 
convey  the  same  to  them.  Burden  afterward  did  make  a 
new  and  useful  improvement  in  machinery  for  making  hook 
or  brad  headed  spikes,  for  which  a  patent  was  granted  to 
him  on  the  2d  of  September,  1840.  He  assigned  it  to  the 
complainants,  in  virtue  of  his  covenant,  whereby  they 
became  the  exclusive  owners  of  the  patent.  They  then 
complain  that  the  defendants  had  infringed  the  same,  by 
having  erected  and  put  in  use  in  their  iron  and  nail  works, 
in  the  city  of  Troy,  four  or  five  machines  for  the  manufac- 
ture of  hook  or  brad  headed  spikes,  containing  the  improve- 
ments in  their  assigned  patent,  and  had  used  them  for 
manufacturing  hook  or  brad  headed  spikes  since  the  15th 
of  October,  1845. 
It  is  also  stated  that  Burden  brought  an  action  at  law 
against  the  defendants,  for  an  infringement  secured  by  th 
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patent  of  September  2,  1840.  The  defendants  resisted  a 
recovery,  upon  the  ground  that  Burden  was  not  the  first 
inventor  of  the  improvements  for  which  that  patent  had 
been  obtained.  A  trial  of  this  case  upon  the  merits  resulted 
in  a  verdict  for  Burden  for  seven  hundred  dollars,  which 
was  carried  into  a  final  judgment  against  the  defendants, 
after  a  motion  which  they  made  for  a  new  trial  had  been 
overruled. 

The  defendants  are  then  charged  with  again  using  the 
improvements  in  the  patent  of  1840,  under  the  pretence 
that  they  have  a  license  from  Burden  to  do  so.  This  is 
denied  by  the  complainants  ;  and  they  say  if  such  license 
had  been  given  by  Burden,  that  it  was  in  contravention  of 
his  assignment  to  them  of  his  patent,  by  which  they 
became  the  legal  and  equitable  owners  from  the  time  it  was 
granted,  on  September  2,  1840. 

The  bill  is  then  concluded  with  a  prayer  that  the  court 
would  enjoin  the  defendants.  Coming,  Homer,  and  Win- 
slow,  their  attorneys,  and  agents,  and  workmen,  to  desist 
from  making,  using,  or  vending  any  machine  containing 
the  improvements  for  which  letters  patent  were  granted  to 
Burden  on  the  2d  of  September,  1840,  and  from  selling  or 
using  any  spikes  which  they  then  had  on  hand,  which  had 
been  manufactured  by  their  machines  containing  the  im- 
provements of  that  patent.  An  account  of  the  profits  which 
they  had  derived  from  the  use  of  such  patented  improve- 
ments is  also  called  for. 

The  letters  patent  granted  to  Burden  on  the  2d  of  Sep- 
tember, 1834,  and  that  of  the  2d  of  September,  1840,  de- 
scribing an  improvement  called  a  bending  lever,  in  the 
machinery  for  making  hook  or  brad  headed  spikes,  are 
made  exhibits  to  the  bill. 

This  bill  was  answered  by  the  defendants. 

It  admits  that  the  complainants  were  an  incorporated 
body,  under  the  style  of  the  Troy  Iron  and  Nail  Factory 
Company ;  also,  that  Henry  Burden  was  the  inventor  of 
the  improvements  in  the  machinery  for  making  nails  and 
spikes,  for  which  letters  patent  were  granted  to  him  in 
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December,  1834,  and  that  he  assigned  the  same  to  the  com- 
plainants two  years  thereafter.  But  they  deny  that  there 
was  any  covenant  in  the  assignment,  or  in  any  other  agree- 
ment then  recorded  in  the  Patent  Ofl5ce,  or  any  agreement 
between  Burden  and  the  complainants,  obliging  him  to 
convey  to  them  any  improvement  which  he  might  make 
upon  his  invention.  And  they  insist,  if  such  an  agreement 
was  made,  that,  as  it  was  only  a  covenant  to  convey  a  con- 
tingent possibility,  which  would  be  inoperative  and  void,  it 
could  not  aflfect  them.  The  defendants  also  admit  that 
Burden  obtained  the  patent  of  the  2d  of  September,  1840  ; 
but  they  deny  its  validity.  They  declare  that  the  bending 
lever  described  in  the  specification  of  it,  or  one  similar  to  it 
in  form  and  principle  of  construction  and  oj)eration,  had 
been  invented  and  had  been  used  by  several  persons,  in 
making  spikes,  for  several  years  before  the  patent  had  been 
obtained  by  Burden  for  his  improvement  of  the  bending 
lever.  They  state  that  it  was  invented  by  Thomas  and 
William  Osgood,  and  used  by  them  in  the  years  1835-'36- 
'37-38,  upon  one  of  their  spike-machines,  to  make  hook  or 
brad  headed  spikes,  which  they  sold  during  those  years  in 
Philadelphia.  It  is  also  stated  by  the  defendants  that  the 
bending  lever  patented  by  Burden  was  the  invention  of  one 
Ebenezer  Hunt,  while  he  was  in  the  employment  of  the 
former.  It  is  then  admitted  that  Burden  assigned  to  the 
complainants  his  patent  for  the  bending  lever  in  June, 
1848 ;  but  it  is  said  to  have  been  fraudulently  done,  and 
that  the  appellants  have  no  right,  legal  or  equitable,  to 
that  improvement,  under  that  assignment,  or  by  that  of  the 
agreement  between  the  complainants  of  Burden,  of  Decem- 
ber, 1836.  And,  it  is  added,  should  they  have  any  right  or 
interest  in  the  patent  for  Burden' s  bending  lever,  that  the 
defendants  have  also  the  right  to  use  the  same  under  an 
agreement  with  Burden  of  the  14th  October,  1845,  which 
was  made  for  himself,  and  in  behalf  of  the  appellants,  as 
their  agent,  before  he  had  assigned  it  to  them  in  1848. 

The  defendants  then  aver  that  this  agreement  of  the  14th 
of  October  was  made  with  the  understanding,   of  both 
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parties,  that  it  would  finally  settle  all  differences  between 
themselves,  and  Burden,  and  the  complainants  which  had 
arisen  out  of  counter-claims  by  both  parties  to  a  patent  for 
making  horseshoes,  and  also  to  a  patent-right  for  making 
hook  or  brad  headed  spikes,  each  party  claiming  the  right 
to  manufacture  and  vend  such  horseshoes  and  such  spikes 
under  their  respective  counter-claims  and  patents,  without 
the  permission  of  either  to  the  other,  and  to  use,  in  the 
manufacture  of  the  brad-headed  spike,  Burden's  bending 
lever. 

The  consideration  of  the  agreement  is  said  to  have  been  a 
purchase  by  the  defendants  from  the  complainants  of  an 
undivided  half  part  of  a  dock  on  the  Hudson  River  for 
$1,500,  a  grant  by  the  defendants  to  them  for  the  exclusive 
manufacture  of  patent  horseshoes,  and  a  mutual  relinquish- 
ment of  their  counter-claim  to  the  patents  for  making  hook- 
headed  sj)ikes  by  a  bending  lever.  It  is  averred  that  they 
had  used  Burden's  bending  lever  in  the  manufacture  of 
such  spikes  from  the  date  of  the  agreement.,  with  his 
knowledge,  without  objection  by  him  or  by  the  appellants, 
and  that  Burden  had  discontinued  the  suit  against  them. 
It  is  not  necessary  to  state  more  of  the  pleadings.  The 
abstract  given  discloses  what  had  been  the  relations 
between  these  parties  for  several  years  before  this  suit  was 
brought,  and  their  views  and  conduct  respecting  the  patent 
for  the  bending  lever. 

We  will  now  turn  to  the  evidence  in  the  case.  It  shows, 
first,  that  every  allegation  in  the  biU  has  either  been  proved 
or  admitted  by  the  answer  of  the  defendants,  excepting 
such  as  they  respectively  make  concerning  the  agreement 
of  the  14th  of  October,  1845,  which  wiU  hereafter  have  our 
attention. 

The  letters  patent  obtained  by  Burden  in  1834,  which 
describes  a  machine  for  making  nails  and  spikes,  is  annexed 
as  an  exhibit  to  the  bill,  and  so  is  that  afterward  granted 
to  them  in  1840,  for  his  improvement  on  the  first,  for  mak- 
ing hook  or  brad  headed  spikes.  The  answer  admits  that 
he  was  the  inventor  of  the  first,  and  that  he  had  a  patent 
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for  it.  It  also  admitted  that  he  obtained  a  patent  for  the 
other  ;  but  it  is  denied  that  he  was  the  inventor  of  it.  This 
the  defendants  have  failed  to  prove  ;  and,  in  our  opinion, 
the  evidence  given  by  them  on  that  point  rather  serves  to 
establish  the  originality  of  the  invention  than  to  impair  it. 
We  think  so,  because  it  is  uncertain  and  conflicting,  and, 
as  our  learned  brother  said  concerning  it  in  the  court  below, 
is  irreconcilable.  The  appellants  stand  upon  that  patent  as 
the  first  which  was  granted  for  the  bending  lever,  and  they 
may  well  do  so,  until  other  evidence  than  that  in  this 
record  shall  be  given  to  disprove  its  originality.  It  is  ad- 
mitted that  Burden  assigned  that  patent  also  to  the  appel- 
lants ;  but  it  is  said  to  have  been  fraudulently  done,  and 
that  it  was  not  made  because  Burden  had  covenanted,  in 
his  assignment  to  them  of  his  first  patent,  to  convey  to  the 
appellants  any  improvements  he  might  thereafter  make 
upon  that  machine  during  the  time  that  the  patent  had  to 
run.  The  assignment  by  Burden  to  the  appellants  of  his 
patent  for  making  wrought  naUs  or  spikes  is  dated  in 
December,  1836,  just  two  years  after  it  was  obtained.  It 
contains,  after  the  transferring  clause,  and  in  connection 
with  it,  these  words  :  ' '  With  all  the  improvements  which 
he  hath  made  or  shall  make  in  the  same,  in  any  other  part 
of  the  United  States,  as  the  said  parties  of  the  second  part 
shall  deem  expedient,  during  the  term  for  which  the  same 
are  or  may  be  patented  by  the  said  party  of  the  first  part.' ' 
The  assignment  itself  being  admitted  by  the  defendants, 
this,  as  a  part  of  it,  must  also  be  included  in  the  admission. 
It  is,  in  our  opinion,  a  covenant  which  bound  Burden  to 
convey  to  the  appellants  his  improvement  upon  his  machine 
of  the  bending  lever.  Though  the  assignment  of  it  was  not 
made  until  seveml  years  after  it  was  patented,  the  appel- 
lants were  equitably  entitled  to  it  before.  Without  some- 
thing besides  to  sustain  them  than  the  delay  in  making  the 
assignment,  the  defendants  had  no  ground  for  stating  that 
it  was  a  fraudulent  device  to  overreach  and  defeat  the 
agreement  between  themselves  and  Burden  of  the  14th  of 
October,  1845.    The  defendants  also  admit  that  they  were 
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sued  by  Burden  in  1842  for  an  infringement  of  the  rights 
secured  to  him  by  his  patent  for  the  bending  lever ;  that 
though  they  had  resisted  it,  upon  the  ground  that  Burden 
was  not  the  inventor,  the  jury  who  tried  the  case  upon  its 
merits  had  returned  a  verdict  against  them  for  the  infringe- 
ment, vrith  seven  hundred  dollars  damages  ;  and  that  it 
was  carried  into  judgment.     This  was  in  the  year  1843. 

In  November,  1844,  Burden,  believing  that  the  defendants 
were  again  using  his  bending  lever  for  making  brad-head 
spikes,  brought  against  them  a  bUl  to  enjoin  them  from 
doing  so,  and  asking  for  an  account.  They  had  notice  of 
it,. but,  from  some  accidental  cause,  they  did  not  appear  to 
resist  the  application  ;  and  an  injunction  was  granted  until 
the  further  order  of  the  court. 

In  a  few  days,  with  the  view  to  be  released  from  it,  Mr. 
Winslow,  in  behalf  of  himself  and  his  associates,  filed  an 
affidavit,  with  another  made  by  Thomas  Osgood  and  Israel 
Blanchard.  In  each  of  them,  they  swear  that  the  defend- 
ants were  not  using  Burden's  invention  in  their  manufac- 
ture of  hook  or  brad  headed  spikes,  but  that  they  made 
them  with  machinery  altogether  different  in  principle  and 
mode  of  operation  from  that  which  they  were  using  when 
Mr.  Burden  sued  them  in  1842  for  an  infringement  of  his 
patent,  and  when  he  obtained  a  judgment  against  them. 
Mr.  Winslow  states  that  the  machinery  they  were  then 
using  is  entirely  different  in  principle  and  operation  from 
the  machine  used  by  Burden  in  making  hook  and  brad 
headed  spikes.  Osgood  and  Blanchard,  after  stating  that 
they  had  been  in  the  employment  of  the  defendants  for 
several  years,  say  that  they  were  well  acquainted  with  the 
process  used  by  the  defendants  in  making  hook-headed 
spikes,  and  with  that  which  they  were  using  when  the  de- 
fendants were  prosecuted  for  an  infringement  of  Mr. 
Burden's  patent,  and  that  they  were  well  acquainted  with 
the  improvement  claimed  to  have  been  invented  by  Burden  ; 
that  the  machinery  then  used  by  the  defendants  not  only 
differed  from  that  which  they  used  when  they  were  prose- 
cuted for  an  infringement  of  Burden's  patent,  but  also  that 
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the  process  then  in  use  by  the  defendants,  by  which  the 
hook-head  is  formed,  is  entirely  new,  and  different  in  prin- 
ciple and  use  from  the  bending  lever  described  by  Burden 
in  his  patent.  They  proceed  to  say  that  Burden's  patent, 
in  their  opinion,  is  in  no  manner  violated  by  the  manufac- 
ture of  hook-headed  spikes,  in  tha  mode  in  which  they  are 
now  made  by  the  defendants.  The  process  mentioned  by 
them,  and  by  Mr.  Winslow,  is  not  stated  in  their  affidavits. 
What  it  was,  we  do  not  know  with  certainty. 

These  affidavits  show  the  attitude  in  which  the  defendants 
put  themselves,  on  the  26th  of  November,  1844,  in  the  suit 
then  pending  with  Burden. 

It  was  this :  That,  as  a  defence  against  that  suit,  they 
claimed  the  right  to  manufacture  hook  or  brad  headed 
spikes  by  machinery  entirely  differing  in  principle  and 
operation  from  Burden's  bending  lever  for  the  same  manu- 
facture. 

So  it  continued  until  the  agreement  of  the  14th  of  Octo- 
ber, 1845,  was  made.  Then,  and  the  day  after,  all  of  the 
new  processes  mentioned  in  the  affidavits  of  Winslow, 
Osgood,  and  Blanchard,  for  making  brad-headed  spikes^ 
and  such  as  are  described  in  the  patents  obtained  by  the 
defendants,  were  set  aside  in  their  factory  for  Burden's 
more  manageable  and  efficient  bending  lever. 

This  brings  us  to  the  consideration  of  the  agreement. 
We  give  it  totidem  verbis : 

"  Agreement  made  this  fourteenth  day  of  October,  1845, 
between  Henry  Burden,  of  the  one  part,  and  Erastus  Corn- 
ing, James  Homer,  and  John  F.  Winslow,  of  the  other 
part.  Whereas,  a  suit  is  now  pending  in  the  Circuit  Court 
of  the  United  States,  in  the  Northern  District  of  New 
York,  in  favor  of  the  said  Henry  Burden,  against  the  said 
Coming,  Homer,  and  Winslow,  arising  out  of  the  alleged 
violation  and  infringement  of  a  patent-right  claimed  by 
said  Burden  for  making  of  spike,  both  parties  claiming  the 
right  to  make  said  spike,  it  is  now  agreed,  between  the  said 
parties,  that  the  said  suit  shall  be,  and  is  hereby,  discon- 
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tinued,  each  party  paying  their  own  costs.  And  it  is 
further  agreed,  that  the  said  parties  may  each  hereafter 
manufacture  and  vend  spikes  of  such  kind  and  character  as 
they  see  tit,  notwithstanding  their  conflicting  claims  to  this 
time.  And  the  said  John  F.  Winslow,  claiming,  as  pat- 
entee, to  have  the  right,  for  the  benefit  of  the  said  Coming, 
Homer,  and  himself,  to  manufacture  the  patent  horceshoe, 
and  the  said  Henry  Burden  also  claiming  such  right  exclu- 
sively, it  is  severally  agreed,  by  said  Coming,  Homer,  and 
Winslow,  that  said  Burden  may  manufacture  said  patent 
horseshoes,  and  that  said  Coming,  Homer,  and  Winslow 
will  not  manufacture  them.  And  each  party,  in  considera- 
tion of  the  premises,  hereby  releases  to  the  other,  or  others, 
all  claim,  demand,  and  cause  of  action,  by  reason  of  any 
violation  of  the  patent-rights  claimed  by  them  as  aforesaid, 
to  the  date  thereof. 
"  Dated  October  14,  1845.  H.  Burden." 

It  contains,  besides  its  prenuses,  which  will  be  seen  ai^e 
not  unimportant  for  the  construction  of  it,  four  substantive 
clauses. 

First,  the  discontinuance  of  the  suit  then  pending  be- 
tween the  parties,  each  party  to  pay  their  own  costs. 
!N^ext,  that  each  party  might  thereafter  manufacture  spike 
of  such  kind  and  character  as  they  see  fit,  notwithstanding 
their  conflicting  claims  to  that  time.  Then  the  concession 
by  the  defendants  to  Burden,  that  he  may  manufacture  the 
patent  horseshoes,  and  that  they  will  not  do  so,  though 
they  had  claimed  the  right  to  make  them,  notwithstanding 
Burden's  exclusive  claim  for  that  purpose.  And  this  is 
followed  by  releases  by  each  party  to  the  other  of  all  claim, 
demand,  and  causes  of  action,  by  reason  of  any  violation  of 
the  patent-rights  claimed  by  them  as  aforesaid,  to  the  date 
hereof. 

The  defendants  contend,  that,  in  virtue  of  tins  agreement, 
they  have  a  right  to  use  the  Burden  bending  lever  upon 
their  spike-machines  ;  that  it  was  made  for  the  settlement 
and  compromise  of  all  differences  and  claims  then  existing 
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between  themselves  and  Burden,  on  account  of  their 
counter-claims  for  making  patent  horseshoes  and  brad< 
headed  spike  ;  and  that  the  consideration  of  the  agreement 
on  their  part,  was  that  they  had  given  to  these  appellants 
fifteen  hundred  dollars,  for  an  undivided  half  part  of  a 
dock  on  the  Hudson  River ;  had  conceded  to  them  an  ex- 
clusive privilege  to  make  patent  horseshoes  ;  and  that  each 
party  had  relinquished  to  the  other  their  patents  for  mak- 
ing hook-headed  spikes  by  a  bending  lever,  so  that  both 
might  use  that  of  the  other.  It  is  further  stated  by  the 
defendants  that  they  had  fully  performed  their  obligations 
of  the  agreement,  and  that  they  had,  from  the  date  of  it, 
used  Burden's  bending  lever  in  making  spike,  with  the 
knowledge  of  Burden  and  the  api)ellants,  without  any 
objection  by  either  of  them. 

From  the  premises  of  the  agreement,  it  appears  that  the 
suit  to  be  discontinued  was  one  which  Burden  had  brought 
against  Coming,  Homer,  and  Winslow,  for  an  alleged  in- 
fringement of  his  patent  for  making  spike,  each  party  in 
the  suit  claiming  the  right  to  do  so.  What  their  counter- 
claims were  are  not  given  in  the  agreement.  They  are, 
however,  distinctly  recited  in  the  bill  and  in  the  answer  of 
the  defendants,  as  they  say  they  existed  at  the  date  of  the 
agreement.  Each  party,  at  that  time,  claimed  a  right  to 
make  brad-headed  spikes  by  different  machines.  Burden's 
claim  is  put  upon  his  patent  for  the  bending  lever.  The 
defendants  denied  that  they  had  infringed  it  by  the 
machine  which  they  had  in  use,  and  swear  that  it  was 
different  in  principle  and  operation  from  Burden's  patent 
bending  lever.  It  is  also  said  by  them,  in  their  answer, 
that  there  were  differences  between  them  as  to  a  patent  for 
making  the  horseshoe.  The  differences,  however,  on  that 
account,  were  never  litigated  by  the  parties,  and  the  subject 
is  only  before  us  because  it  is  mentioned  in  the  agreement, 
and  in  the  answer  of  the  defendants  in  this  suit. 

Having  ascertained,  from  the  agreement  itself,  and  from 
the  pleadings  in  this  suit,  what  were  the  conflicting  claims 
between  the  parties  when  the  agreement  was  made,  we  are 
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prepared  to  give  our  construction  to  that  clause  of  it  from 
which  the  defendants  claim  the  right,  or  a  license,  to  use 
Burden's  bending  lever  for  making  brad-headed  spikes. 

It  is  in  these  words  :  '^  And  it  is  further  agreed,  that  the 
said  parties  may  each  hereafter  manufacture  and  vend  spike 
of  such  kind  and  character  as  they  see  fit,  notwithstanding 
their  conflicting  claims  to  this  time," — that  is,  up  to  the 
date  of  the  agreement. 

The  limitation  as  to  time  clearly  indicates,  as  the  existing 
litigation  between  them  in  the  suit  had  been  the  rights 
claimed  by  both  in  it  to  manufacture  brad-headed  spike 
with  a  bending  lever,  operating  differently  in  the  machines 
which  they  were  respectively  using  in  their  factories,  that 
each  thereafter  could  make  and  vend  them,  notwithstand- 
ing the  claim  made  by  Burden,  in  his  bill,  that  he  had  by 
his  patent  the  exclusive  right  to  make  them.  The  words 
are,  '*  that  the  said  parties  may  each  hereafter  manufacture 
and  vend  spike  of  such  kind  and  character  as  they  see  fit." 
Burden  had  obtained  at  law  one  verdict  against  the  defend- 
ants, for  a  violation  of  his  patent,  and  the  suit  then  pend- 
ing was  another,  which  he  had  brought  in  equity,  to  re- 
strain the  parties  from  continuing  the  infringement.  They 
deny  that  the  judgment  against  them  in  the  suit  at  law  had 
settled  the  validity  of  Burden's  patent ;  that  that  question 
was  still  open  in  the  second  suit,  as  they  say  it  is  in  this, 
the  third  suit ;  but  in  no  one  of  them  did  they  ever  claim 
the  right  to  use  Burden's  invention  as  such,  or  as  they  now 
claim  to  do,  under  the  agreement,  but  they  claimed,  in  all 
of  them,  only  a  right  to  make  brad-headed  spikes  by 
machinery  which  was  different  in  principle  and  operation 
from  Burden's  patent.  When  the  parties  were  adjusting  a 
compromise  of  the  second  suit,  and  up  to  the  time  when  it 
was  done,  Burden  had  claimed  an  exclusive  right  from  his 
patent  to  make  brad-headed  spike  with  a  bending  lever. 
The  defendants  claimed  also  that  right,  and  it  was  because 
they  exercised  it  that  Burden  sued  them  for  an  infringe- 
ment of  his  patent.  Both  parties  were  making  brad-headed 
spike  :  Burden,  under  an  unquestioned  right,  growing  out 
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of  Ms  patent ;  the  defendants,  under  a  controvertible  claim, 
which  the  suit  was  brought  to  settle  judicially.  They  had 
already  almost  obtained  a  monopoly  for  the  supply  of  such 
spike  for  the  railroads  of  the  country.  It  was  with  the 
hope  of  doing  so  entirely,  and  with  the  expectation  of 
dividing  the  spike  business  of  the  United  States  between 
them,  notwithstanding  the  threatening  competition  of  other 
persons  who  claimed  the  right  to  make  brad-headed  spike, 
and  were  making  them  with  a  bending  lever,  that  Mr. 
Burden  and  these  defendants  were  induced  to  compromise 
their  litigation.  It  was  a  mere  matter  of  interest  which 
actuated  them,  without  any  other  sympathies  between  them 
than  the  disinclination  of  all  persons  to  have  the  relations 
of  social  life  and  of  business  broken  up  by  protracted  litiga- 
tion. But  each  party,  business-like,  alive  to  his  own  inter- 
est, did  not  mean  to  make  any  sacrifice  to  the  other,  except 
such  as  their  common  object  might  require ;  that  was,  to 
drive  all  others  out  of  the  brad-headed  spike  trade.  Burden 
had  obtained  one  verdict  against  the  defendants  for  infring- 
ing his  patent.  He  was  suing  them  for  doing  so  again,  and 
had  obtained  no  injunction  nisi^  to  restrain  them  from 
continuing  it.  They  continued  to  make  spike  with  a 
machine,  alleging  it  to  be  no  infringement  of  their  compet- 
itor's patent.  That  was  the  point  of  controversy.  It  was 
believed  by  both  of  them  that  their  common  interest  re- 
quired a  relinquishment  of  it  by  Mr.  Burden,  and  he  made 
it,  intending  that  each  might  thereafter  make  brad-headed 
spike  himself,  as  he  had  a  right  to  do  from  his  patent,  and 
the  defendants,  as  they  represented  themselves  to  be  doing, 
by  the  machine  which  they  swear  was  different  in  principle 
and  operation  from  his,  and  no  infringement  of  it.  Brad- 
headed  spike  could  be  made  with  either  of  them,  and  that 
being  the  case,  it  was  agreed  that  each  might  thereafter 
manufacture  and  vend  spike  of  such  kind  and  character  as 
they  might  "  see  fit"  to  do. 

It  was  admitted,  in  the  argument  of  this  case,  (and,  had 
it  not  been,  it  is  certain, )  that  the  agreement  of  October  14^ 
1846,  does  not,  in  terms,  give  to  the  defendants  the  right  to 
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use  the  machines  patented  by  Burden  in  1840.  But  it  is 
said  it  does  give  that  right  by  implication  ;  that  such  was 
the  understanding  and  intention.  And  that  is  inferred 
from  matters  in  the  agreement,  and  from  a  circumstance 
out  of  it,  which  are  said  to  determine  its  construction  in 
favor  of  the  claim  made  by  the  defendants  to  use  Burden's 
patent.     We  proceed  to  examine  it. 

In  the  agreement,  it  is  said  :  "  Each  party,  in  considera- 
tion of  the  premises,  releases  to  the  other  all  claim,  de- 
mand, and  cause  of  action,  by  reason  of  any  violation  of 
the  patent-rights  claimed  by  them  as  aforesaid,  to  the  date 
hereof. "     Those  are  its  words. 

By  the  premises,  of  course,  in  its  use  here,  is  meant  all 
of  the  deed  which  precedes  the  releases,  making  every  part 
•  or  clause  the  consideration  for  which  the  releases  are  given. 
The  release  is  a  relinquishment  by  both  parties  of  all  claim, 
demand,  and  cause  of  action  for  the  violation  of  patent- 
rights  claimed  by  them  to  that  date.  It  is  imperfectly  ex- 
pressed as  to  the  subject-matters  in  controversy,  which  were 
then  to  be  compromised,  as  they  appear  in  the  suit.  That 
such  was  the  intention,  appears  from  the  language  of  the 
release,  it  being  for  any  violation  of  the  jKitent-rights 
claimed  by  them.  The  defendants  never  charged  Burden 
with  any  violation  of  any  i)atent  of  theirs  in  their  pleadings; 
They  make  but  two  claims  :  the  first,  that  they  had  as  good 
a  right  to  make  brad-headed  spikes  as  Burden  had,  not- 
withstanding his  suit  against  them  for  infringing  his  pat- 
ent ;  and  as  patentee  that  they  had  a  right  to  manufacture 
the  patent  horseshoe,  against  the  exclusive  claim  of  Burden, 
under  his  patent,  to  make  them.  Now,  though  the  release, 
as  it  is  expressed,  may  imply  that  there  had  been  between 
the  parties  other  claims  than  such  as  we  find  in  the  suit 
and  in  the  agreement,  we  think  the  words  in  the  release, 
*'  claimed  by  them  as  aforesaid,"  fix  its  meaning  to  what  is 
expressed.  And  if  this  was  not  so,  we  should  say,  without 
these  words,  "  claimed  by  them  as  aforesaid, '*  that  the 
general  words  would  be  restrained  by  the  particular  occasion 
of  using  them  ;  and  that  its  meaning  is,  that  Burden  re- 
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leases  to  the  defendants,  for  the  considerations  of  the  agree* 
ment,  all  claim  and  causes  of  action  up  to  that  date,  for 
any  violation  of  his  patent-rights  for  the  horseshoe  and 
bending  lever,  for  which  they  asserted  a  claim  as  well  as 
himself.  [Langton  v.  Wallis]  Ld.  Raymond,  399  ;  [Cole  v. 
Knight]  3  Mod.  277 ;  [Knight  v.  Lawford]  1  Lev.  236 ; 
[Yates  V.  Plaxton]  3  Id.  273  ;  [Morris  v.  Wilf ord]  2  Shower, 
47. 

Besides,  the  releases  being  operative  only  up  to  that  date, 
it  is  very  difficult  to  admit  that  it  was  meant  to  provide 
prospectively  for  the  defendants  to  use  a  particular  ma- 
chine, for  any  previous  violation  for  which  they  were  then 
to  be  released.  It  is  a  bar  to  any  right  of  action  for  the 
past  for  the  causes  stated,  and  not  a  limitation  upon  the 
releases  for  anything  of  a  like  kind  which  may  be  done 
thereafter. 

But  it  was  also  urged  that  the  rights  of  the  defendants, 
under  the  agreement  to  use  Burden's  bending  lever,  might 
be  inferred  from  their  relinquishment  to  the  appellant  of 
their  right  to  make  the  horseshoe.  The  proofs  in  the  case 
disclose  that  Burden  had  obtained  in  November,  1836,  a 
patent  for  a  new  and  useful  improvement  in  the  machine 
for  making  horseshoes,  and  that  he  also  patented  another 
improvement  upon  that  in  1843.  In  Jlay,  1844,  Mr.  Homer 
and  Mr.  Winslow  bought  from  Elisha  Tolles  and  Nathaniel 
B.  Qaylord,  for  $1,000,  a  patent  for  making  or  bending 
horseshoes,  claimed  by  Tolles  as  his  invention,  of  which 
Gaylord  became  the  owner  of  an  undivided  half,  by  assign- 
ment from  Tolles,  before  the  latter  obtained  his  patent,  in 
1834.  In  the  agreement  for  the  purchase,  it  is  recited  that 
the  patent  having  been  lost,  a  new  patent  was  issued  to 
ToUes  in  May,  1844.  The  view  taken  by  Winslow  and 
Homer  of  their  purchase  of  that  patent  is  shown  by  cove- 
nants in  the  agreement.  It  is,  that  in  case  it  shall  at  any 
time  appear,  by  the  decision  of  any  court  having  competent 
jurisdiction,  that  the  patents  conveyed  to  Winslow  and 
Homer  were  not  valid  and  effectual  to  secure  to  them  the 
exclusive  privileges  thereby  granted,  whether  for  the  reason 
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that  Tolles  was  not  the  original  inventor  of  the  machine,  or 
otherwise,  then,  that  the  purchase-money  was  to  be  re- 
turned to  Homer  and  Winslow,  with  interest  from  the  time 
it  was  received,  both  Tolles  and  Gaylord  being  only  respon- 
sible for  the  portions  of  the  money  that  they  might  receive, 
Gaylord  guaranteeing  to  the  purchasers  one  hundred  dol- 
lars of  the  three  hundred  and  seventy-five  dollars  which,  it 
appears,  he  did  receive  from  Mr.  Winslow,  Gaylord  having 
on  the  same  day  received  from  him  six  hundred  and 
seventy-five  dollars.  Such  was  the  claim  of  the  defendants 
for  a  patent  for  bending  horseshoes,  and  no  more.  The 
defendants  had  the  right  to  buy  such  a  patent,  with  an 
undertaking  to  pay  the  expenses  of  a  lawsuit,  if  they 
pleased  to  do  so.  And  they  had  a  right  to  use  the  patent 
which  they  bought,  if  it  had  really  been  obtained,  and  was 
not  an  infringement  of  another  patent.  But  having  shown 
their  own  apprehension  of  its  invalidity,  and  provided  that 
they  were  to  lose  nothing  by  it,  in  case  it  should  prove  to 
be  the  right  which  they  asserted  under  it  in  the  agreement 
of  14th  of  October,  1845,  can  only  be  viewed  by  us  as  a  re- 
linquishment of  a  very  doubtful  claim  to  make  the  patent 
horseshoe,  to  the  exclusive  claim  made  by  Burden,  to  make 
them  under  his  patent,  which  formed  an  inducement  with 
the  latter  to  enter  into  the  release  contained  in  that  agree- 
ment. As  to  the  circumstance  out  of  the  agreement,  upon 
which  the  defendants  state  formed  in  fact  the  considera- 
tion,  it  is  only  necessary  to  say,  it  sufficiently  api)ears  that 
the  undivided  half  of  the  dock  which  they  bought  from  the 
appellants  was  fully  worth  the  sum  paid  for  it  when  the 
purchase  was  made,  and  therefore  the  price  given  cannot 
be  a  consideration  for  anything  else. 

We  have  so  far  construed  the  agreement  from  what  is  ex- 
pressed in  it,  in  connection  with  the  claims  made  by  the 
parties  in  the  suit  which  Burden  agreed  to  discontinue. 
There  are  other  reasons  which  would  bring  us  to  the  same 
conclusion. 

Though  no  form  has  been  prescribed,  either  for  assign- 
ments of  patents  or  for  licenses  to  use  them,  we  have  judiciaL 
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decisions  concerning  both,  which  are  to  determine  what 
language  will  make  either,  and  how  they  are  to  be  distin- 
guished from  each  other.  The  clause  of  the  agreement 
from  which  the  defendants  wish  it  to  be  inferred  that  they 
have  a  right  to  use  Burden's  bending  lever,  gives  nothing 
definitely.  The  claim  made  by  them  in  their  answer  is 
uncertain.  It  is  difficult  to  distinguish  whether  they  mean 
to  claim  by  assignment  or  by  a  license  ;  and  when  it  was 
urged  in  the  argument  that  they  did  so  by  license,  it  was 
equally  uncertain  whether  they  did  so  upon  a  claim  which 
they  might  assign  or  use  for  others  who  might  become 
owners  in  their  factory,  or  which  they  could  only  i)erson- 
ally  use  without  being  transmissible  by  them  to  others. 
The  difference  is  well  understood.  A  mere  license  to  a 
party,  without  having  his  assigns,  or  equivalent  words  to 
them,  showing  that  it  was  meant  to  be  assignable,  is  only 
the  grant  of  a  personal  power  to  the  licensees,  and  is  not 
transferable  by  him  to  another.  Curtis  on  Patents,  sec. 
198 ;  2  Story,  525,  554.  It  is  true,  that  in  the  argument 
the  claim  was  for  a  license  to  use  Burden' s  bending  lever  ; 
but  to  what  extent,  or  where  or  for  what  time,  was  not 
said  ;  nor  can  it  be  collected  from  their  answer.  Such  un- 
certainties we  cannot  affirm  of  an  agreement  which  defi- 
nitely states  what  they  may  do.  Further,  we  cannot  adopt 
the  construction  of  the  agreement  contended  for  by  the 
defendants,  because  they  gave  no  such  consideration  for 
such  an  interest  in  Burden's  patent.  We  do  not  say  an  in- 
adequate one,  but  no  consideration ;  we  can  find  none  in 
the  agreement,  nor  any  in  what  is  said  in  their  answer  to 
have  been  a  consideration.  It  has  already  been  shown  that 
the  dock  bought  by  them  from  the  appellants  could  not 
have  been  any  part  of  a  consideration,  because  the  proofs 
in  the  cause  show  that  their  use  of  it  is  a  convenience  in 
their  business,  and  that  the  interest  which  they  acquired  in 
that  property  was  fully  worth  the  price  given  by  them  for 
it.  In  addition  to  what  has  already  been  said  concerning 
the  relinquishment  of  the  horseshoe  manufacture,  or  that 
Burden  might  manufacture  them,  and  that  they  would  not, 
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we  cannot  see  how  that,  as  a  part  of  the  agreement,  can  be 
made  by  any  implication  to  mean  more  than  this  :  that  it 
was  a  surrender  to  the  exclusive  claim  of  Burden  to  make 
them  of  a  very  equivocal  right  upon  their  part  to  do  so,  for 
the  discontinuance  of  the  pending  suit  for  the  allowance  to 
them  to  make  brad-headed  spike,  which  it  was  the  purpose 
of  the  suit  to  prevent,  and  for  the  releases  mutually  given 
against  any  future  claim  for  past  violations  of  the  patent- 
rights  claimed  by  them  in  their  pleadings.  We  think, 
from  the  agreement,  that  such  was  the  intention  of  the 
parties  to  it,  notwithstanding  the  declaration  of  the  defend- 
ants that  it  was  otherwise.  We  do  so,  because  there  is  no 
proof  of  it  in  the  case,  and  because  it  is  not  permitted  to  a 
party  to  control  a  written  agreement  by  parol  testimony  of 
declarations  or  conversation,  at  the  time  it  was  completed 
or  before,  which  would  contradict,  add  to,  or  alter  the  writ- 
ten agreement,  either  in  the  case  of  a  latent  or  patent  am- 
biguity, though  in  either,  collateral  facts,  and  the  circum- 
stances in  which  the  parties  were  placed  when  the  agree- 
ment was  made,  may  be  given  in  evidence.  In  the  first 
case,  to  ascertain  something  extrinsic,  or  matter  out  of  the 
instrument,  where  there  is  no  ambiguity  from  the  language 
of  it ;  and  in  the  other,  when  from  defective  terms  the  in- 
tention of  the  parties  may  not  be  collected  from  them.  In 
this  agreement,  we  can  see  no  such  ambiguity  of  expression 
to  make  it  doubtful,  or  anything  extrinsic  connected  with 
it  to  make  it  uncertain. 

The  proofs  in  this  case  disclose  that  Burden's  bending 
lever  is  a  valuable  invention  ;  so  much  so,  that  the  appel- 
lants gave  to  him  for  the  assignment  of  it,  with  its  improve- 
ments, and  for  the  assignment  of  the  horseshoe  patent, 
thirty  per  cent,  upon  the  net  gains  of  the  manufacture  of 
both,  with  a  like  interest  in  the  value  of  all  the  machinery 
of  both  which  might  be  on  hand  when  the  contract  shall  be 
at  an  end,  and  with  the  same  interest  in  all  the  real  estate, 
the  additions  and  improvements  of  it,  which  shall  be 
bought  and  made  out  of  the  earnings  of  the  assigned 
machinery  ;  with  this  further  stipulation,  upon  the  part  of 
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the  appellant,  that  his  interest,  as  they  have  been  stated, 
should  commence  six  months  before  the  date  of  his  assign- 
ments. With  such  advantages,  it  cannot  be  supposed  that 
it  was  understood  by  the  parties  to  the  agreement  of  14th 
of  October,  1845,  that  Burden  meant  to  put  a  rival  estab- 
lishment in  possession  of  an  interest  in  his  x>a'tent  equal  to 
that  of  the  appellants,  for  making  brad-headed  spike,  and 
that  for  nothing. 

Before  concluding,  we  will  remark  that  there  is  no  proof 
in  the  cause  to  maintain  the  averment  in  the  answer  of  the 
defendants,  that  they  used  the  bending  lever  of  Burden 
with  his  knowledge  and  that  of  the  appellants,  from  the 
date  of  the  agreement  until  the  suit  was  brought,  without 
any  objection  or  complaint  from  either  of  them. 

In  every  point  of  view  which  we  can  take  pt  this  case,  we 
think  that  the  defendants  have  infringed  the  patent  for 
making  hook  or  brad  headed  spike  with  Burden's  bending 
lever.  We  shall  direct  the  decree  of  the  court  below  to  be 
reversed,  and  shall  order  a  i)erpetual  injunction  to  enjoin 
the  defendants  from  using  the  machine  with  Burden's 
bending  lever  in  the  manufacture  of  brad-headed  spike, 
and  shall  remand  the  case  to  the  court  below,  with  direc- 
tions for  an  account  to  be  taken,  as  is  prayed  for  by  the 
appellants. 

Mr.  Chief  Justice  Tai^ey  and  Mr.  Justice  Nelson  dis- 
sented 

Order.  This  cause  came  on  to  be  heard  on  the  tran- 
script of  the  record  from  the  Circuit  Court  of  the  United 
States  for  the  Northern  District  of  New  York,  and  was 
argued  by  counsel ;  on  consideration  whereof,  it  is  now 
here  ordered,  adjudged,  and  decreed  by  this  court,  that  the 
decree  of  said  Circuit  Court  in  this  cause  be,  and  the  same 
is  hereby,  reversed  with  costs,  and  that  this  cause  be,  and 
the  same  is  hereby,  remanded  to  the  said  Circuit  Court, 
with  instructions  to  enjoin  the  defendants  perpetually  from 
using  the  improved  machinery  with  the  bending  lever  for 
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making  hook  and  brad  headed  spikes,  patented  to  Henry 
Burden  the  2d  of  September,  1840,  and  assigned  to  the 
complainant  as  set  forth  in  complainant's  biU,  and  to  enter 
a  decree  in  favor  of  the  complainants,  for  the  use  and 
profits  thereof,  upon  an  account  to  be  stated  by  a  master, 
under  the  direction  of  the  said  Circuit  Court,  as  is  prayed 
for  by  the  complainants,  and  for  such  further  proceedings 
to  be  had  therein,  in  conformity  to  the  opinion  of  this 
court,  as  to  law  and  justice  may  appertain. 

Note: 

3.  Personal  license. 

Rubber  Co.  v.  Goodyear,  9  Wall.  788. 

Oliver  v.  Rumford  Chemical  Works,  109  U.  S.  75. 

Hapgood  V.  Hewitt,  119  U.  S.  226. 


Patent  In  snit : 

No.  1757.     Burden,  H.    September  2,  1840.    Spike-Making 
Machine. 

Other  Suits  on  Same  Patent: 

Troy  Iron  &  Nail  Co.  v.  Coming,  1849.  1  Blatch.  467. 

Troy  Iron  &  Nail  Co.  v.  Odiome,  1854.  17  How.  72  ;  1  Whit.  967. 

Troy  Iron  &  Nail  Co.  v.  Coming,  1869.  6  Blatch.  328  ;   3  Fish. 

497. 

Troy  Iron  &  Nail  Co.  v.  Winslow,  1874.  11  Blatch.  613  ;  1  B.  & 

A.  98. 


Cited: 

In  Supreme  Court  op  United  States  : 
Coming  v.  Iron  Factory,  1853.     15  How.  451 ;  Bk.  14,  L.  ed.  768. 
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323. 
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In  Text-Books: 
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HORACE  C.  SILSBY,  WASHBURN  RACE,  ABEL 
DOWNS,  HENRY  HERRION,  AND  CHARLES  D. 
THOMPSON  7).  ELISHA  FOOTE. 

14  How,  211^-227.    Dee,,  1852. 

[Bk.  14,  L.  ed.  394 ;  1  Whit.  717.] 

Withdrawal  of  juror.  Disclaimer,  Nonsuit.  Notice  of  special 
matter — prior  publication.  Form  of  a  particular  combination 
claim  sustained. 

1.  Where,  after  counsel's  opening  address  was  begun,  a  juror  was 

discharged  on  account  of  physical  disability,  held  that  it  rested 
in  the  discretion  of  the  court  whether  the  withdrawal  of  the 
juror  should  be  treated  as  occasioning  a  vacancy  on  a  still 
existing  panel,  or  as  breaking  up  the  panel  altogether  (p.  418). 

2.  A  disclaimer  by  patentee,  stating  that  the  plaintiff  himself  is 

the  patentee,  is  a  sufficient  statement  of  the  extent  of  his  in- 
terest, and  is  admissible  as  a  disclaimer  under  Act  1837,  §  7 
(p.  420). 

3.  Where  the  court  below  properly  rejected  certain  evidence,  held 

that  it  was  no  cause  for  reversing  the  judgment  that  an  erro- 
neous reason  was  given  for  rejecting  it  (p.  420). 

4.  Courts  of  the  United  States  have  no  power  to   order  a  per- 

emptory nonsuit  against  the  will  of  the  plaintiff  (p.  421). 
o.  Where  notice  of  special  matter  under  the  general  issue  Act  1836, 
§  15,  was  given,  of  matter  described  in  a  publication  of  up- 
wards of  1300  pages,  it  was  held  insufficient  for  failure  to  specify 
the  page  or  title  where  found  (p.  421), 

6.  The  notice  having  failed  to  allege  where  the  same  was  used, 

notice  of  the  publication  to  prove  publisher's  prior  knowledge 
is  not  sufficient  under  the  statute  (p.  423). 

7.  Where  a  claim  did  not  point  out  nor  designate  the  particular 

elements  which  composed  the  combination,  but  declared  that 
the  combination  was  made  up  of  so  much  of  the  described 
machinery  as  effected  a  particular  result,  held  that  the  claim 


412  SILSBY  V.  FOOTE.  [Sup.  Ct. 

Statement  of  the  case* 

was  a  proper  one^  and  that  it  was  a  question  of  fact  to  be  left 
to  the  jury  which  of  the  described  parts  were  essential  to  pro- 
duce the  result  (p.  424). 

[Citations  in  the  opinion  of  the  Court :] 

(1)  Rex  V,  Edwards,  4  Taunt.  309,  p.  418. 

(2)  Green  v.  Norville,  8  Hill  (8.  C),  262,  p.  418. 
(8)  Doe  tj.  Grimes,  1  Pel.  469,  p.  421. 

(4)  D'Wolf  V.  Rabaud,  1  Pet.  476,  p.  421. 

(5)  Crane  «.  Morris,  6  Pet.  598.  p.  421. 

This  case  was  brought  up  by  writ  of  error  from  the  Cir- 
cuit Court  of  the  United  States  for  the  Northern  District  of 
New  York. 

The  facts  are  stated  in  the  opinion  of  the  court. 

DISCLAIMER  ENTERED  MARCH  9,  1847. 

« 

Elisha  Foote,  Jr.,  Seneca  Palls,  N.  T.  Letters  Pat- 
ent Dated  May  26,  1842,  No.  2636.  The  Schedule 
Referred  to  in  the  Letters  Patent  and  Making 
Part  of  the  Same. 

To  all  whom  it  may  concern : 

Be  it  known  that  I,  Elisha  Foote,  Jr.,  of  Seneca  Falls, 
in  the  county  of  Seneca  and  State  of  New  York,  have  in- 
vented a  new  and  useful  mode  of  regulating  the  heat  of 
stoves  and  other  structures  for  fires,  and  I  do  hereby  declare 
that  the  following  is  a  f uU  and  exact  description. 

My  plan  makes  the  stove  or  other  structure  in  which  it 
may  be  used  regulate  its  own  heat,  and  this  is  effecte*^  by 
applying  the  expansive  and  contracting  power  of  a  metallic 
rod  by  different  degrees  of  heat  to  the  damper  of  the  stove, 
by  which  the  admission  of  air  thereto  is  governed,  so  that 
when  the  heat  shall  rise  above  any  required  degree  the  ex- 
pansion shall  close  such  damper,  and  when  it  shall  fall  be- 
low such  degree  the  contraction  shall  open  it,  and  thus  keep 
a  uniform  heat  of  the  requisite  intensity. 

Considerable  variety  may  exist  in  the  mode  of  application, 
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and  it  may  be  varied  to  suit  particular  circumstances.  I 
have  constructed  two  stoves  and  applied  the  regulator  as 
f oUows : 

Pig.  5  represents  a  common  box  stove,  the  front  side  of 
which  is  supposed  to  be  removed ;  A  B  is  a  brass  rod  at- 
'  tached  firmly  at  A  to  the  front  of  the  stove  by  a  shoulder 
on  the  inside  and  a  nut  and  screw  on  the  outside.  It  is  not 
necessarily  of  brass,  but  the  use  of  that  metal  will  probably 
be  found  the  most  practicable.  It  is  best  made  by  rolling 
sheet  brass  into  a  rod,  so  that  it  shall  have  two  or  three 
thicknesses  and  be  from  one  to  three  inches  in  diameter. 
The  end  at  B  is  made  flat  and  riveted  to  the  short  arm  of 
the  lever  B  C,  so  as  to  make  a  close  joint  therewith.  B  C 
is  made  of  iron  and  of  suflBcient  strength  to  be  inflexible. 
It  turns  on  its  fulcrum  at  D,  which  is  made  fast  to  the  back 
of  the  stove  by  a  nut  and  screw  and  riveted  to  B  C.  C  L  is 
another  brass  rod  similar  in  its  construction  to  A  B,  and 
attached  to  the  long  arm  of  B  C  in  the  same  manner.  The 
end  at  L  projects  through  the  front  of  the  stove  and  is  at- 
tached by  a  rivet  to  another  lever,  E  F. 

G  K  is  the  damper  by  which  the  admission  of  air  to  the- 
stove  is  governed.  It  is  bent  so  that  the  hinge  at  G  may 
stand  out  a  little  in  front  of  the  stove  and  give  room  for  the 
play  of  the  stem  F  G.  The  hinge  is  made  in  the  common 
form,  and  the  stem  is  merely  a  projection  or  extension  of  the 
damper.  The  end  of  the  stem  at  F  is  made  round,  and  fits 
into  a  hole  made  in  the  lever  E  F,  so  as  to  move  easily 
therein.  The  lever  E  F  should  be  of  sufficient  size  and 
strength  to  be  inflexible,  and  is  attached  to  its  fulcrum  at 
E  by  a  rivet,  so  as  to  make  a  joint  therewith.  H  E  is  an 
iron  rod.  It  is  attached  at  H  to  the  stove  in  any  manner 
that  will  make  it  firm,  and  should  either  have  a  joint  at  H 
or  should  be  flexible  at  that  point,  so  that  the  end  E,  which 
constitutes  the  fulcrum  to  E  F,  may  be  raised  or  depressed. 
At  I  is  a  screw  the  head  of  which  is  made  fast  to  but  turns 
in  the  front  plate  of  the  stove ;  the  thread  of  the  screw  passes 
through  the  rod  H  E,  and  by  turning  the  screw  the  end  of 
the  rod  E  may  be  raised  or  depressed  at  pleasure.     It  is 
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manifest  that  the  expansion  of  the  brass  rods  pressing 
against  the  lever  E  P  will  close  the  damper,  and  their  con- 
traction will  open  it.  If  the  fulcrum  E  be  raised,  it  will  re- 
quire a  greater  degree  of  expansion,  or,  in  other  words,  a 
higher  degree  of  heat  to  close  the  damper.  If  it  be  depressed 
a  lower  degree  will  close  it.  A  pointer  I  O  is  made  fast  to 
the  head  of  the  screw,  so  as  to  turn  when  the  screw  turns 
and  show  how  much  the  fulcrum  E  has  been  raised  or  de- 
pressed in  a  half  revolution  of  the  screw.  And  it  having 
been  found  by  experiment  with  a  common  thermometer  how 
much  the  heat  of  the  stove  is  raised  or  depressed  by  moving 
the  pointer  a  given  distance,  a  scale  is  made  and  marked 
upon  the  front  plate  of  the  stove  as  at  X  O  Z,  with  as  many 
different  degrees  of  heat  as  it  may  be  desired  to  vary  the 
temperature  of  the  stove.  And  the  pointer  being  pla(^  at 
any  i)articular  degree  of  heat,  the  stove  will  maintain  the 
same  with  great  accuracy  ;  for  should  the  heat  rise  above 
the  point  the  expansion  of  the  brass  rods  will  close  the 
damper  and  check  it ;  or  should  it  fall  below  the  point  their 
contraction  will  open  the  damper  and  let  in  the  full  draft  of 
air.  It  is  desirable  to  make  the  stove  as  nearly  air-tight  as 
possible,  and  the  door  and  damper  should  both  closely  fit, 
and  I  usually  put  into  the  stove  more  fuel  than  would  be 
necessary  in  an  oi)en  stove,  and  have  the  same  constantly 
held  in  check  by  the  damper. 

The  other  and  more  perfect,  although  more  expensive 
mode  of  applying  the  regulator,  is  represented  by  Fig.  4, 
which  is  an  external  view  of  the  stove,  showing  the  face  or 
scale  on  which  the  different  degrees  of  heat  are  marked,  and 
the  jx>inter  at  A  and  the  damper  at  B  and  the  door  at  C, 
Figs.  1,  2,  and  3,  are  different  views  of  the  machinery,  in 
which  the  same  letters  represent  the  same  parts  in  each. 
Fig.  1  is  a  sectional  view  made  through  the  front  of  the 
stove,  Fig.  2  is  a  perspective  view  from  the  back,  and  Fig. 
3  a  perspective  view  from  the  front  of  the  stove.  ABODE 
is  a  frame  of  cast-iron  made  to  support  the  brass  rods  and 
other  machinery,  and  to  which  they  are  attached.  This 
stove  is  made  of  sheet-iron,  and  a  more  substantial  support 
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than  that  would  make  for  the  rods  becomes  necessary.  In  a 
cast-iron  stove  the  frame  could  probably  be  dispensed  with, 
suitable  projections  being  cast  upon  the  plate  to  which  to  at- 
tach the  machinery.  The  frame  is  made  fast  to  the  inside  of 
the  top  of  the  stove  by  screws  passing  through  the  top  of  the 
stove  and  entering  the  frame.  The  part  A  B,  Pigs.  2  and  3,  is 
attached  to  the  back  part  of  the  stove,  immediately  under  the 
flue,  B  C  at  one  of  the  ends,  and  C  D  at  the  front,  the  whole 
of  suflScient  strength  to  be  inflexible.  At  A  a  little  projec- 
tion or  extra  thickness  is  made,  to  which  the  brass  rod  P  Gt 
is  firmly  riveted.  At  K  another  projection  is  made,  which 
constitutes  the  fulcrum  to  the  lever  G  H  ;  a  hole  is  made  or 
left  in  the  projection,  through  which  the  lever  passes  and  is 
held  by  a  rivet,  so  as  to  turn  easily  and  yet  be  perfectly  firm. 
D  E,  Figs.  1,  2,  and  3,  is  a  projection  of  the  frame  extend- 
ing down  within  one  or  two  inches  of  the  front  of  the  stove. 
It  is  bored  at  L  2,  and  holds  one  end  of  the  shaft  L  N  1,  the 
other  of  which  passes  through  and  is  held  by  the  front  of 
the  stove,  as  seen  in  Fig.  1.  On  L  N  and  at  about  the  mid- 
dle of  it  is  a  projection  I  P,  Fig.  1,  from  one  to  three  inches 
in  length,  with  two  prongs  at  the  top,  vdthin  which  the  brass 
rod  I  H  is  held  by  a  pivot,  so  as  to  make  a  close  joint  with 
it.  The  brass  rods  and  the  lever  G  H  are  made  in  the  same 
way,  and  are  attached  to  each  other  in  the  same  manner  as 
is  described  in  the  stove  first  mentioned.  The  effect  of  the 
expansion  and  contraction  of  the  brass  rods  is  to  move  the 
shaft  L  N  back  and  forth  by  operating  on  the  projection 
I  P,  and  the  ends  in  which  it  rests  in  the  frame  and  in  the 
front  of  the  stove  are  turned  so  as  to  permit  it  to  move 
easily  therein.  Attached  to  the  shaft  on  the  outside  of  the 
stove  is  the  face  Q  R,  on  which  the  different  degrees  of  heat 
are  marked,  seen  also  in  Fig.  4  at  A.  It  is  made  solid  with 
the  shaft  or  is  firmly  attached  to  and  turns  with  it. 

The  shaft  is  made  or  bored  hollow,  as  represented  in  Pig. 
1,  so  as  to  admit  to  pass  through  the  centre  of  it  the  pivot 
O  S,  which  is  turned  and  made  to  fit  and  move  easily  within 
the  shaft.  At  the  end  S  is  firmly  attached  the  pointer  T  U, 
and  at  the  end  0  is  firmly  attached  the  rod  0  a^  which,  pass- 
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ing  down  the  front  side  of  the  stove  and  within  the  same, 
moves  the  damper  when  variations  of  heat  change  the 
lengths  of  the  brass  rods.  The  face  may  be  made  of  brass 
or  other  material,  to  snit  the  taste  of  the  maker.  It  is 
usually  made  circular,  having  on  the  upper  side  the  differ- 
ent degrees  of  heat  found  and  marked,  as  iirst  described,  and 
on  the  lower,  corresponding  with  the  different  degrees,  small 
holes,  into  which  a  pin  on  the  pointer  at  U  may  be  inserted 
and  connect  the  two.  The  pointer  may  be  made  of  steel 
and  polished  ;  passing  through  the  lower  end  is  a  screw  at 
U  in  Pig.  1,  on  the  end  of  which  is  the  small  pin  fitted  to 
enter  the  holes  on  the  face  ;  on  the  other  end  of  the  screw  is 
a  knob,  which  serves  as  a  handle  to  turn  the  pointer  or  to 
unscrew  and  detach  the  pointer  from  the  face.  If  attached, 
the  brass  rods  affect  and  move  the  damper  below ;  if  detached, 
they  have  no  effect  upon  it. 

Tlie  damper  is  made  in  the  common  form  of  two  plates 
moving  one  upon  the  other,  with  orifices  in  each,  so  that  in 
one  position  both  shaU  be  closed  and  in  another  both  opened. 
The  inside  plate  is  represented  by  b  c,  seen  wholly  in  Fig.  2 
and  partly  in  Fig.  3.  It  is  made  thicker  near  the  centre, 
and  is  bored  through,  as  is  represented  in  Pig.  1,  to  admit 
and  hold  the  stem  to  the  outside  plate  ;  d  e  represents  the 
outside  plate,  seen  whoUy  in  Fig.  3,  partly  closed.  Atfg  is 
its  stem  attached  to  its  centre  and  passing  through  the  in- 
side plate.  The  faces  to  both  should  be  ground  or  turned 
as  well  as  the  stem,  so  as  to  move  easUy  and  closely  one  on 
the  other.  On  the  end  of  the  stem  at  g  is  made  or  firmly 
attached  the  projection  g  a,  which  ends  in  two  prongs,  as  is 
shown  in  Pig.  2.  The  end  of  the  rod  O  a  terminates,  as  is 
seen  at  a  in  Pigs.  1  and  2,  in  a  circular  plate  of  from  one  to 
two  inches  in  diameter,  and  fitted  to  move  easily  and  closely 
within  the  two  prongs  to  the  stem  of  the  damper.  The  ob- 
ject of  this  arrangement  is  that  if,  for  instance,  the  closing 
of  the  damper  should  fail  to  check  the  heat,  the  rod  would  be 
disconnected  from  the  damper  and  pass  on  without  injury  to 
the  machinery,  and  when  it  returns  it  would  catch  the  upper 
prong  and  connect  itself  again  with  the  damper  ;  or  should  a 
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high  heat  be  desired,  the  damper  may  be  set  open  and  the  rod 
at  some  distance  from  it,  so  that  it  shall  require  a  great  de- 
gree of  expansion  before  the  rod  would  reach  the  damper  to 
close  it ;  or  should  it  be  desired  to  change  from  a  high  to  a 
low  degree  of  heat,  the  damper  may  be  closed  and  the  rod 
set  so  that  a  great  contraction  will  have  to  take  place  before 
it  will  reach  the  damper  to  open  it. 

The  rod  O  a  should  have  sufficient  width  to  be  inflexible. 
The  stove  governs  its  heat  the  same  as  the  one  first  described. 

What  I  claim  as  my  invention,  and  desire  to  secure  by  let- 
ters patent,  is  the  application  of  the  expansive  and  con- 
tracting ix)wer  of  a  metallic  rod  by  different  degrees  of  heat 
to  open  and  close  a  damper  which  governs  the  admission 
of  air  into  a  stove  or  other  structure  in  which  it  may  be 
used,  by  which  a  more  perfect  control  over  the  heat  is  ob- 
tained than  can  be  by  a  damper  in  the  flue. 

I  also  claim  as  my  invention  the  mode  above  described 
of  setting  the  heat  of  a  stove  at  any  requisite  degree  by 
which  the  different  degrees  of  expansion  are  required  to 
open  or  close  the  damper. 

I  also  claim  the  combination  above  described  by  which  the 
regulation  of  the  heat  of  a  stove  or  other  structure  in  which 
it  may  be  used  is  effected,  and  I  also  claim  as  my  invention 
the  mode  above  described  of  connecting  the  action  of  the 
metallic  rods  with  the  damper,  so  that  the  same  may  be 
disconnected  when  the  damper  shall  have  closed  and  the 
heat  shall  continue  to  rise,  etc. 

ELISHA  FOOTE,  JR. 

Witnesses : 
Anson  Atwood, 
j.  h.  goddard. 

It  was  argued  by  Mr.  Seward^  for  the  plaintiffs  in  error, 
and  by  Mr.  Foote^  in  proper  person,  for  the  defendant  in 
error. 

Mr.  Justice  Curtis  delivered  the  opinion  of  the  court. 
This  is  an  action  on  the  case  for  the  violation  of  a  patent- 
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right  granted  to  the  defendant  in  error  on  the  26th  day  of 
May,  1842,  for  "  a  new  and  useful  improvement  in  regulat- 
ing the  draft  of  stoves."  On  the  trial  in  the  Cinouit  Court 
for  the  Northern  District  of  New  York,  the  defendants 
took  exceptions  to  the  rulings  of  the  district  judge  who 
presided  at  the  trial,  and  have  brought  the  case  here  by  a 
writ  of  error. 

The  first  exception  shows  the  following  facts  :  After  the 
counsel  for  the  plaintiff  had  begun  his  opening  address  to 
the  jury,  a  juror  became  ill,  applied  to  the  court  to  be  dis- 
charged, and  was  discharged  from  the  panel  on  account  of 
physical  inability  to  sit  on  the  residue  of  the  trial.  There- 
upon the  court  ordered  another  juror  to  be  drawn  and 
sworn,  and  the  panel  being  thus  full,  the  trial  proceeded, 
and  the  plaintiff's  counsel  concluded  his  address.  The 
plaintiff  assented  to  this  proceeding ;  the  defendant  ob- 
jected, and  excepted  to  the  order  of  the  court. 

We  think  it  was  not  erroneous  for  the  presiding  judge  to 
treat  the  physical  inability  of  the  juror  as  simply  creating 
a  vacancy  on  the  panel,  and  proceeding  to  fill  it  in  the 
usual  way,  by  having  a  twelfth  juror  drawn  and  sworn. 
We  understand  it  to  have  been  the  practice  of  the  courts  of 
the  State  of  New  York  so  to  treat  such  a  withdrawal  of  a 
juror,  when  the  presiding  judge  in  his  discretion  has 
thought  proper  to  do  so,  and  under  the  act  of  July  20, 1840, 
(5  Stat,  at  Large,  394,)  the  Circuit  Court  might  properly 
conform  to  that  practice.  Of  course  it  must  be  confined  to 
cases  like  the  present,  in  which  it  is  apparent  the  party  ob- 
jecting received  no  injury.  The  defendant  cannot  be  sup- 
posed to  have  been  prejudiced  by  the  failure  of  the  twelfth 
juror  to  hear  a  part  of  the  opening  argument  for  the  plain- 
tiff, no  evidence  having  been  given,  and  he  did  not  make 
known  to  the  court  that  he  desired  to  attempt  to  exercise 
any  right  of  challenge  of  the  other  eleven  jurors,  to  which 
he  might  have  been  restored  if  any  cause  existed,  and  the 
panel  had  been  treated  as  broken  up.  Kex  v.  Edwards,  4 
Taunt.  309  ;  Green  v.  Norville,  3  Hill,  (S.  C.,)  262.  In  such 
a  case,  we  think  it  rested  in  the  discretion  of  the  court 
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whether  the  withdrawal  of  a  juror  should  be  treated  simply 
as  occasioning  a  vacancy  on  a  still  existing  panel,  or  as 
breaking  up  the  panel  altogether  ;  and  it  being  a  matter  of 
discretion,  no  error  could  be  assigned  upon  it,  even  if  there 
were  reason  to  believe,  what  in  this  case  there  is  not,  that 
the  discretion  was  not  wisely  exercised. 

The  next  exception  was  to  the  refusal  of  the  judge  to 
allow  the  defendant  to  put  in  evidence  to  the  jury  an  in- 
dorsement on  the  original  letters  patent.  The  plaintiff  had 
previously  offered  in  evidence  a  duly  certified  copy  of  the 
following  disclaimer : 

"  To  the  Commissioner  of  Patents  :  The  petition  of  Elisha 
Foote,  of  Seneca  Palls,  in  the  county  of  Seneca,  and  State 
of  New  York,  respectfully  represents  : 

"That  your  i)etitioner  obtained  letters  patent  of  the 
United  States  for  an  improvement  in  regulating  the  draft 
of  stoves,  which  letters  patent  are  dated  on  the  28th  day  of 
May,  1842.  That  he  has  reason  to  believe,  that,  through 
inadvertence  and  mistake,  the  claim  made  in  the  specifica- 
tion of  said  letters  patent — ^in  the  following  words,  to  wit : 
*  What  I  claim  as  my  invention,  and  desire  to  secure  by 
letters  patent,  is  the  application  of  the  expansive  and  con- 
tracting power  of  a  metallic  rod,  by  different  degrees  of 
heat,  to  open  and  close  a  damper  which  governs  the  admis- 
sion of  air  into  a  stove,  or  other  structure  in  which  it  may 
be  used,  by  which  a  more  jyertect  control  over  the  heat  is 
obtained  than  can  be  by  a  damper  in  the  flue' — ^is  too 
broad,  including  that  of  which  your  petitioner  was  not  the 
first  inventor. 

"  Your  petitioner,  therefore,  hereby  enters  his  disclaimer 
to  so  much  of  said  claim  as  extends  the  application  of  the 
expansive  and  contracting  power  of  a  metallic  rod,  by  dif- 
ferent degrees  of  heat,  to  any  other  use  or  puri)ose  than 
that  of  regulating  the  heat  of  a  stove,  in  which  such  rod 
shall  be  acted  upon  directly  by  the  heat  of  the  stove  or  the 
f:re  which  it  contains  ;  such  disclaimer  is  to  operate  to  the 
extent  of  the  interest  in  said  letters  patent  vested  in  your 
petitioner,  who  haa  paid  ten  dollars  into  the  treasury  of  the 


422  SILSBY  v.  FOOTE.  [Sup.  Ct. 

Opinion  of  the  court. 

United  States,  agreeably  to  the  act  of  Congress  in  that  case 
made  and  provided. 

*'Elisha  Poote. 
"  Witnesses  :  Morris  Newton,  Edwin  L.  Baltink.  '' 

The  defendants  objected,  upon  the  ground  that  the  in- 
strument did  not  state  "  the  extent  of  his  interest  in  such 
patent."  5  Stat,  at  Large,  193,  sec.  7.  The  court  sus- 
tained the  objection,  and  refused  to  i)ermit  the  instrument 
to  be  read  by  the  plaintiff  as  a  disclaimer.  At  a  subsequent 
stage  of  the  trial,  the  defendant  offered  to  read  to  the  jury 
a  copy  of  this  instrument,  indorsed  on  the  original  letters 
patent,  not  as  a  disclaimer  under  the  act  of  Congress  above 
referred  to,  but  as  a  confession  by  the  plaintiff  that  he  was 
not  the  original  and  first  inventor  of  a  part  of  the  thing 
patented.  The  plaintiff  objected,  because  the  indorsement 
on  the  letters  patent  was  not  in  his  handwriting,  nor  signed 
by  him,  and  the  defendants  had  already  caused  a  duly  cer- 
tified copy  of  the  same  instrument  to  be  rejected.  The 
court  sustained  the  objection. 

We  are  of  opinion  the  court  erred  in  not  allowing  the 
plaintiff  to  put  this  instrument  in  evidence  as  a  disclaim- 
er, under  the  seventh  section  of  the  act  of  March  3,  1837. 
5  Stat,  at  Large,  193.  This  section  authorizes  not  only  the 
patentee,  but  his  executors,  administrators,  and  assigns, 
whether  of  the  whole  or  of  a  sectional  interest  in  the  patent, 
to  make  disclaimer,  "  stating  therein  the  extent  of  his  inter- 
est in  such  patent."  This  instrument  states  that  the  plain- 
tiff was  himself  the  patentee,  and  haviDg  thus  shown  a 
grant  to  himself  of  the  whole  interest,  it  is  silent  respecting 
a  transfer  of  any  part  of  it.  The  fair  implication  is  that 
he  still  owns  the  whole  ;  and  this  implication  is  suflScient, 
without  an  express  declaration  that  he  had  parted  with  no 
interest.  It  has  been  argued  that  the  words,  '^  such  dis- 
claimer is  to  operate  to  the  extent  of  the  interest  vested  in 
your  petitioner,"  imply  that  he  had  not  the  whole  titie. 
But  the  interest  previously  described  as  vested  in  him  was 
the  entire  title  as  patentee,  and  this  reference  to  that  in- 
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terest,  accompanied  by  a  declaration  that  the  disclaimer 
was  intended  to  operate  upon  it  to  its  whole  extent, 
strengthens  rather  than  weakens  the  implication  that  he 
owned  the  whole  patent.  This  being  so,  it  follows,  that 
when  the  defendants  offered  to  put  a  copy  of  the  instru- 
ment in  evidence,  not  as  a  disclaimer,  but  as  a  confession  of 
the  defendant  to  prejudice  his  rights,  it  was  properly  re- 
jected. It  is  true,  the  rejection  of  the  evidence  was  •  placed 
on  a  different  ground  by  the  judge  below.  But  if  the  de- 
fendants were  not  deprived  of  any  right  by  the  rejection  of 
the  evidence,  it  is  not  cause  for  reversing  the  judgment  that 
an  erroneous  reason  was  given  for  rejecting  it ;  and  they 
were  not  deprived  of  any  right  if  the  paper  was  not  legal 
evidence  upon  the  particular  point  for  which  alone  it  .was 
offered,  or  if  its  reception,  accompanied  by  proper  instruc- 
tions to  the  jury  concerning  its  legal  effect,  must  neces- 
sarily have  assisted  the  opposite  party. 

The  next  exception  is  to  the  refusal  of  the  judge  to  order 
a  nonsuit.  But  as  it  has  been  repeatedly  decided  that  the 
courts  of  the  United  States  have  no  power  to  order  a  per- 
emptory nonsuit  against  the  will  of  the  plaintiff,  it  is  not 
necessary  to  examine  the  grounds  of  the  motion.  Doe  v. 
Grymes,  1  Pet.  469  ;  D' Wolf  v.  Rabaud,  1  Pet.  476  ;  Crane 
V.  Morris,  6  Pet.  598. 

In  the  course  of  the  trial,  the  defendants  offered  to  put 
in  evidence  two  articles  contained  in  Ure's  Dictionary  of 
Arts,  Manufactures,  and  Mines,  to  prove  that  the  patent 
declared  on  was  not  valid.  The  plaintiff  objected,  and  the 
evidence  was  excluded.  It  is  incumbent  on  the  defendants 
to  show  their  right  to  introduce  this  evidence.  To  do  so, 
they  rely  on  the  iifteenth  section  of  the  act  of  July  4,  1836. 
6  Stat,  at  Large,  123.  This  section  enables  the  defendant, 
in  any  action  on  the  case  founded  on  letters  patent,  to  give 
in  evidence,  under  the  general  issue,  any  special  matter  of 
which  notice  in  writing  may  have  been  given  to  the  plain- 
tiff or  his  attorney,  thirty  days  before  the  trial,  tending  to 
prove,  among  other  things,  that  the  patentee  was  not  the 
original  and  first  inventor  of  the  thing  patented,  or  of  some 
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substantial  and  material  part  thereof,  claimed  as  new,  or 
that  it  had  been  described  in  some  public  work  anterior  to 
the  supposed  discovery  thereof  by  the  patentee  ;  and  when- 
ever the  defendant  relies,  in  his  defence,  on  the  fact  of  a 
previous  invention,  knowledge,  or  use  of  the  thing  patented, 
he  is  required  to  state,  in  his  notice  of  special  matter,  the 
names  and  places  of  residence  of  those  whom  he  intends  to 
prove  possessed  a  prior  knowledge  of  the  thing,  and  where 
the  same  had  been  used.  The  notice  given  in  this  case  was 
as  follows : 

^'  The  patentee  was  not  the  original  and  first  inventor  or 
discoverer  of  a  substantial  and  material  part  thereof, 
claimed  as  new ;  that  it  had  been  described  in  a  public 
work,  called  Ure's  Dictionary  of  Arts,  Manufactures,  and 
Mines,  anterior  to  the  supposed  invention  thereof  by  the 
patentee  ;  and,  also,  had  been  in  public  use  and  known  be- 
fore that  time,  and  used  by  Andrew  Ure,  of  London,  the 
late  M.  Bonnemair,  of  Paris,  and  George  H.  McClary,  of 
Seneca  Falls,  New  York." 

Ure's  Dictionary  contains  upward  of  thirteen  hundred 
pages,  and  the  articles  which  the  defendants  offered  to  read 
were  entitled  "  Thermostad  "  and  "  Heat  Regulator."  The 
first  question,  is  whether  this  was  a  sufficient  notice  of  the 
special  matter,  tending  to  prove  that  the  thing  j>atented,  or 
some  substantial  part  thereof,  claimed  as  new,  had  been 
described  in  a  printed  publication.  We  are  of  opinion  it 
was  not.  The  act  does  not  attempt  to  prescribe  the  partic- 
ulars which  such  a  notice  shall  contain.  It  simply  requires 
notice.  But  the  least  effect  which  can  be  allowed  to  this 
requirement,  is  that  the  notice  should  be  so  full  and  par- 
ticular as  reasonably  to  answer  the  end  in  view.  This  end 
was  not  merely  to  put  the  patentee  on  inquiry,  but  to  re- 
lieve him  from  the  necessity  of  making  useless  inquiries 
and  researches,  and  enable  him  to  fix  with  precision  upon 
what  is  relied  on  by  the  defendants,  and  to  prepare  himself 
to  meet  it  at  the  trial.  This  highly  salutary  object  should 
be  kept  in  view,  and  a  corresponding  disclosure  exacted 
from  the  defendant  of  all  those  particulars  which  he  must 
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be  presumed  to  know,  and  which  he  may  safely  be  required 
to  state,  without  exposing  him  to  any  risk  of  losing  his 
rights.  Less  than  this  would  not  be  reasonable  notice, 
and,  therefore,  would  not  be  such  a  notice  as  the  act  must 
be  presumed  to  have  intended. 

Now,  we  do  not  perceive  that  the  defendants  would  be 
exposed  to  the  risk  of  losing  any  right,  by  requiring  them 
to  indicate,  in  their  notice,  what  particular  things,  de- 
scribed in  the  printed  publication,  they  intended  to  aver 
were  substantially  the  same  as  the  thing  patented.  This 
they  might  have  done,  either  by  reference  to  pages  or  titles, 
and  perhaps  in  other  ways ;  for  the  particular  manner  in 
which  the  things  referred  to  are  to  be  identified  must  de- 
pend much  upon  the  contents  of  the  volume,  and  their  ar- 
rangement. It  has  been  urged  that  a  defendant  may  not 
have  access  to  the  book  in  season  for  the  notice.  But  it 
must  be  remembered  that  some  considerable  time  before  it 
is  necessary  to  give  such  a  notice  the  defendant  has  begun 
to  use  the  thing  patented,  which,  priTod  facie^  he  has  no 
right  to  use,  and  it  would  seem  to  be  no  injustice  or  hard- 
ship to  exi)ect  him,  before  he  begins  to  infringe,  to  ascer- 
tain that  the  patentee's  title  is  not  valid,  and  if  its  invalid- 
ity depends  on  what  is  in  a  public  work,  that  he  should  in- 
form himself  what  that  work  contains,  and  consequently 
how  to  refer  to  it.  We  do  not  think  it  necessary  so  to  con- 
strue this  act,  designed  for  the  benefit  of  patentees,  as  to 
enable  the  defendant  to  do  what  we  fear  is  too  often  done — 
to  infringe  first,  and  look  for  defences  afterward. 

Nor  does  a  notice,  that  somewhere,  in  a  volume  of  thir- 
teen hundred  pages,  there  is  something  which  tends  to 
prove  that  the  thing  patented,  or  some  substantial  and 
material  part  thereof,  claimed  as  new,  had  been  described 
therein,  relieve  the  patentee  from  the  necessity  of  making 
fruitless  researches,  or  enable  him  to  fix  with  reasonable 
certainty  on  what  he  must  encounter  at  the  trial.  Upon 
this  ground,  therefore,  the  exception  cannot  be  supported. 

But  it  is  further  urged  that  the  book  ought  to  have  been 
admitted  as  evidence  ;  that  Andrew  Ure,  of  London,  had  a 
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prior  knowledge  of  the  thing  patented.  This  view  cannot 
be  sustained ;  for  although  the  name  of  Andrew  Ure,  of 
London,  is  contained  in  the  notice  of  persons  who  are 
alleged  to  have  had  this  prior  knowledge,  yet  the  defend- 
ants have  not  brought  themselves  within  the  act  of  Con- 
gress, because  the  notice  does  not  state  "  where  the  same 
was  used  "  by  Andrew  Ure.  Besides,  inasmuch  as  the  same 
section  of  the  statute  provides  that  a  prior  invention  in  a 
foreign  country  shall  not  avoid  a  patent,  otherwise  valid, 
unless  the  foreign  invention  had  been  described  in  a  printed 
publication,  the  defendants  are  thrown  back  upon  that 
clause  of  the  act  which  provides  for  that  defence,  arising 
from  a  printed  publication,  which  has  already  been  con- 
sidered. 

The  next  exception  was  to  the  charge  of  the  presiding 
judge  to  the  jury.  The  defendants  requested  the  judge  to 
charge  the  jury — 

3.  That  it  was  erroneous  to  consider  as  constituent  parts 
of  the  combination  claimed  by  the  plaintiff  only  those 
points  which  were  requisite  to  the  operation  of  opening  and 
closing  the  damper,  but  that,  on  the  contrary,  the  jury 
must  consider  as  constituent  parts  of  the  combination  all 
the  parts  of  the  machine,  as  described  in  the  specification, 
by  which  the  regulation  of  the  heat  of  a  stove,  or  the  other 
structures,  is  effected. 

4.  That  the  index  is  a  constituent  part  of  the  combination 
patented  by  the  plaintiff. 

5.  That  the  detaching  process  of  the  lever  is  a  constituent 
part  of  the  combination  patented  by  the  plaintiff. 

8.  That  the  pendulum  is  a  constituent  part  of  the  com- ' 
bination. 

And,  in  this  connection, — 

7.  That  if  the  defendants  do  not  use  aU  the  constituent 
parts  of  the  combination  patented  by  the  plaintiff,  a  verdict 
must  be  rendered  for  the  defendants. 

As  to  the  2d,  3d,  4th,  5th,  6th,  and  7th  of  the  instructions 
prayed  for  by  the  defendants,  the  judge  charged  the  jury, 
that  it  was  true,  as  insisted  by  the  defendants'  counsel, 
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that  the  third  article  of  the  summary  of  the  plaintiJHPs 
specification,  on  which  alone,  if  at  all,  he  was  entitled  to 
recover,  was  for  a  combittation  ;  and  unless  it  appeared  by 
the  evidence  that  the  defendants  had  used  all  the  parts  of 
the  plaintiffs  stove  embraced  in  such  combination,  he  was 
not  entitled  to  recover.  That  the  combination  claimed  in 
the  article  in  question  was  of  such  parts  of  the  mechanism 
described  in  the  specification  as  are  necessary  to  regulate 
the  heat  of  the  stove  ;  and  unless  it  api)eared  by  the  evi- 
dence that  some  parts  of  the  mechanism  not  shown  to  have 
been  used  by  the  defendants  were  necessary  to  perform  that 
office,  or  that,  according  to  the  just  construction  of  the 
specification,  such  parts  were  intehded  to  be  claimed  by  the 
plaintifl!  as  a  part  of  such  combination,  they  are  not  to  be 
considered  as  embraced  within  it.  That  inasmuch  as,  by 
the  fourth  article  of  the  plaintiJHPs  summary,  he  made  a 
distinct  and  separate  claim  to  what  had  been  called  the  de- 
taching apparatus,  there  seemed  to  be  good  reason  to  infer 
that  it  was  not  his  intention  to  claim  this  in  the  third 
article  as  a  part  of  the  combination  therein  mentioned. 
But  the  judge  observed,  that  the  question  relative  to  the 
extent  of  the  combination  had  been  treated  by  the  defend- 
ants' counsel  as  a  question  of  fact,  and  he  had  no  disposi- 
tion to  withdraw  it  from  the  consideration  of  the  jury  ;  and 
he  therefore  submitted  it  to  the  jury  to  decide,  from  the 
evidence,  whether  the  parts  of  the  mechanism  described  in 
the  specification,  which  were  not  shown  to  have  been  used 
by  the  defendants,  were  necessary  to  regulate  the  heat  of 
the  stove,  and  instructed  the  jury  that  if  they  should  so 
find,  the  defendants  would  be  entitled  to  a  verdict.  And 
the  judge  refused  to  charge  otherwise,  in  relation  to  such 
instructions,  or  any  of  them. 

To  this  ^charge  and  refusal  of  the  judge,  as  the  2d,  3d, 
4th,  5th,  6th,  and  7th  of  the  instructions  prayed  by  the  de- 
fendants, the  defendants'  counsel  then  and  there  excepted. 

The  substance  of  the  charge  is,  that  the  jury  were  in- 
structed by  the  judge  that  the  third  claim  in  the  specifica- 
tion was  for  a  combination  of  such  parts  of  the  described 
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mechanism  as  were  necessary  to  regulate  the  heat  of  the 
stove ;  that  the  defendants  had  not  infringed  the  patent, 
unless  they  had  used  all  the  parts  embraced  in  the  plain- 
tiff s  combination  ;  and  he  left  it  to  the  jury  to  find  what 
those  parts  were,  and  whether  the  defendants  had  used 
them. 

We  think  this  instruction  was  correct.  The  objection 
made  to  it  is,  that  the  court  left  to  the  jury  what  was  mat- 
ter of  law.  But  an  examination  of  this  third  claim,  and 
one  of  the  defendants'  prayers  for  instruction,  will  show 
that  the  judge  left  nothing  but  matter  of  fact  to  the  jury. 
The  construction  of  the  claim  was  undoubtedly  for  the 
court.  The  court  rightly  construed  it  to  be  a  claim  for  a 
combination  of  such  of  the  described  parts  as  were  com- 
bined and  arranged  for  the  purpose  of  producing  a  particu- 
lar efiPect,  namely,  to  regulate  the  heat  of  a  stove.  This 
was  in  accordance  with  the  defendants'  third  prayer. 
But  the  defendants  also  desired  the  judge  to  instruct  the 
jury  that  the  index,  the  detaching  process,  and  the  pen- 
dulum were  constituent  parts  of  this  combination.  How 
could  the  judge  know  this  as  matter  of  law  ?  The  claim 
is  in  these  words :  "  I  also  claim  the  combination,  above 
described,  by  which  the  regulation  of  the  heat  of  the  stove, 
or  other  structure  in  which  it  may  be  used,  is  effected. " 
The  writing  which  the  judge  was  to  construe  calls  for  all 
such  elements  of  the  combination  as  are  actually  employed 
to  effect  the  regulation  of  the  heat,  according  to  the  plan 
of  the  patentee,  described  in  the  specification,  and  it  there- 
fore became  a  question  for  the  jury,  upon  the  evidence  of 
experts,  or  an  inspection  by  them  of  the  machines,  or 
upon  both,  what  parts  described  did  in  point  of  fact  enter 
into  and  constitute  an  essential  part  of  this  combination. 
When  a  claim  does  not  point  out  and  designate. the  partic- 
ular elements  which  compose  a  combination,  but  only  de- 
clares, as  it  properly  may,  that  the  combination  is  made 
up  of  so  much  of  the  described  machinery  as  effects  a  par- 
ticular result,  it  is  a  question  of  fact  which  of  the  described 
parts  are  essential  to  produce  that  result ;  and  to  this  ex- 


Deo.,  1852.]  SILSBY  v.  FOOTE.  429 

Order. 

tent,  not  the  construction  of  the  claim,  strictly  speaking, 
but  the  application  of  the  claim,  should  be  left  to  the  jury. 
The  defendants  themselves  so  treat  this  matter  in  their 
third  prayer,  and  we  are  satisfied  the  judge  did  not  err  in 
so  treating  it. 

The  defendants'  counsel  exhibited  to  the  court  the  models 
of  the  machines  of  the  defendants  and  the  plaintiff,  for  the 
purpose  of  satisfying  the  court  the  jury  must  have  under- 
stood they  were  at  liberty  to  construe  the  claim,  and  that 
they  did  in  truth  so  construe  it,  as  to  exclude  from  the 
combination  claimed  by  the  plaintiff  what  is  called  the  de- 
taching process.  But  we  can  draw  no  such  inference  from 
an  examination  of  those  models.  And  while  we  do  not 
think  it  proper  to  express  any  opinion  on  what  is  really  a 
matter  of  fact,  yet  we  think  it  pertinent  to  say  that  an  ex- 
amination of  the  models  has  satisfied  us  that  a  jury  might 
fairly  come  to  the  conclusion  that  the  defendants  did  use  a 
detaching  process,  not  substantially  different  from  the 
plaintiff's,  and  occupying  in  their  combination  the  same 
place,  and  answering  substantially  the  same  purpose,  as 
the  plaintiff' s  detaching  process  does  in  his  combination  ; 
and  therefore  we  can  draw  no  inference  such  as  is  con- 
tended for. 

We  have  examined  all  the  exceptions,  and  no  one  being 
found  tenable,  the  judgment  is  affirmed. 

Affirmed. 

Mr.  Justice  McLean  dissented. 


Order.  This  cause  came  on  to  be  heard  on  the  tran- 
script of  the  record  from  the  Circuit  Court  of  the  United 
States  for  the  Northern  District  of  New  York,  and  was 
argued  by  counsel ;  on  consideration  whereof,  it  is  now  here 
ordered  and  adjudged  by  this  court,  that  the  judgment,  of 
the  said  Circuit  Court  in  this  cause  be,  and  the  same  is 
hereby,  affirmed  with  costs,  and  interest  until  the  same  is 
paid,  at  the  same  rate  per  annum  that  similar  judgments 
bear  in  the  courts  of  the  State  of  New  York. 
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ELISHA  BLOOMER,  APPELLANT,  v.  JOHN  W. 
McQUEWAN,  ALLEN  R.  McQUEWAN,  AND  SAM- 
UEL  DOUGLASS,  PARTNERS  UNDER  THE  NAME 
OF  McQUEWAN  &  DOUGLASS. 

14  How.  6S9-068,    Dec^  1852. 

[Bk.  14,  L.  ed.  533 ;  1  Whit.  730.] 

Extension.  Right  to  continue  use.  Purchaser  of  interest  in  pat^ 
ent  and  of  patented  article  distinguished.  Particular  extension 
by  special  act  construed.     Due  process  of  law. 

1.  To  determine  the  right  to  use  a  patented  article  during  a  second 

extension  granted  by  special  act,  the  act  must  be  construed  in 
view  of  the  general  patent  law^  and  the  special  acts  passed 
from  time  to  time  in  favor  of  particular  patentees.  They  are 
statutes  in  pari  materia,  and  must  be  construed  together 
(p.  446). 

2.  The  interest  of  a  purchaser  of  the  exclusive  privilege  of  making 

or  vending  for  use  the  patented  article,  is  a  share  in  the 
monopoly,  and  terminates  at  the  time  limited  for  its  continu- 
ance by  the  law  which  created  it  (p.  447). 

3.  But  the  purchaser  of  the  patented  implement  for  use  derives 

no  right  from  the  act  of  Congress  ;  it  becomes  his  private 
property,  protected  not  by  the  laws  of  the  United  States,  but 
by  the  laws  of  the  State  in  which  it  is  situated,  and  subject  to 
State  taxation  (p.  448). 

4.  Neither  does  it  depend  upon  the  term  granted  patentee  (p.  449). 

5.  Under  the  general  law  in  force  (Act  1836)  when  this  special  act 

(Woodworth  extension,  1845)  was  passed,  a  party  who  had 
purchased  the  right  to  use  a  planing  machine  during  the  period 
to  which  the  patent  was  first  limited  was  entitled  to  continue 
to  use  it  during  the  extension  authorized  by  that  law,  nothing 
to  the  contrary  appearing  in  the  special  act  (p.  449). 
(3.  Where  purchaser's  right  to  construct  and  use  the  patented  de- 
vice is  purchased  and  paid  for  without  limitation  of  time,  it 
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becomes  a  property  right,  protected  by  the  5th  Amendment  to 
the  Constitution.  A  special  act  depriving  them  of  the  right 
to  such  use  could  not  be  regarded  as  due  process  of  law 
(p.  453). 

[Citations  in  the  opinion  of  the  Court :] 

(1)  Evans  v,  Eaton,  8  Wheat.  518 ;  4  Am.  &  Eng.  16,  pp.  447,  449. 

(2)  Wilson  V,  Rousseau,  4  How.  688 ;  4  Am.  &  Eng.  486,  pp.  447,  449 
(8)  Wilson  V,  Sandford,  10  How.  99,  p.  123,  ante,  p.  448. 

[In  Dissenting  Opinion :] 

(4)  Evans  v.  Jordan  &  Morehead,  9  Cranch.  199  ;  4  Am.  &  Eng.  7,  p.  469. 

(5)  Wilson  V.  Rousseau,  4  How.  688 ;  4  Am.  &  Eng.  436,  p.  465. 

(6)  Evans  v.  Eaton,  8  Wheat.  454  ;  4  Am.  &  Eng.  16,  p.  468. 

Mr.  Justice  Curtis,  having  been  of  counsel,  did  not  sit 
on  the  trial  of  this  cause ;  and  Mr.  Justice  Wayne  was 
absent. 

This  was  an  appeal  from  the  Circuit  Court  of  the  United 
States  for  the  Western  District  of  Pennsylvania,  sitting  as 
a  court  of  equity. 

It  was  a  bill  filed  by  Bloomer,  who  claimed  under  Wilson, 
the  assignee  of  Woodworth's  planing-machine.  The  whole 
of  Wilson's  title  is  set  forth  in  the  report  of  the  case  of 
Wilson  V.  Rousseau,  4  Howard,  646  [4  Am.  &  Eng.  436], 
as  is  also  the  act  of  Congress  passed  on  the  26th  of  Feb- 
ruary, 1846,  (4  How.  662  [4  Am.  &  Eng.  436],)  extending 
the  patent  for  seven  years  from  the  27th  of  December^ 
1849. 

McQuewan  claimed  through  two  mesne  assignments  from 
Woodworth  and  Strong,  by  virtue  of  a  license  granted  on 
the  8th  of  November,  1833. 

The  bill  and  answer  covered  a  great  deal  of  ground,  which 
need  not  be  noticed  in  this  report. 

Amongst  other  averments  was  this :  that  the  license 
conveyed  no  right  to  use  the  machine  during  the  extension 
for  seven  years  from  1849,  under  the  act  of  Congress  passed 
in  1845  ;  and  the  decision  of  the  court  being  in  favor  of  the 
defendants  below  upon  this  point,  it  is  unnecessary  to 
state  all  the  i)oints  and  arguments  upon  other  matters. 
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The  court  below  were  divided  in  opinion,  and  the  bill 
was  of  course  dismissed.     Bloomer  appealed  to  this  court. 

It  was  argued  by  Mr.  Keller  and  Mr.  St.  George  T.  Camp- 
hell^  for  the  appellant,  and  Mr.  Dunlop^  for  the  appellees. 

The  fourth  point  made  by  the  counsel  for  the  appellant 
was  as  follows : 

IV.  Whether  the  licensee  of  a  right  to  use  the  patented 
machine  for  the  original  term  of  the  patent  is  entitled  to 
continue  the  use  of  the  same  during  the  extension  by  Con- 
gress. 

The  facts  in  this  regard,  appearing  by  the  record,  are — 

1.  That  Collins  and  Smith,  who  were  assignees  for  the 
first  term  of  the  district  in  question,  granted  to  Bamet  the 
right  for  the  city  of  Pittsburg  and  Alleghany  county,  "  to 
construct  and  use,  during  the  residue  of  the  said  terms  of 
fourteen  years,"  the  patented  machine ;  and  by  the  same 
assignment  covenanted  **  not  themselves  to  construct  and 
use,"  nor  to  give  license  to  any  other  person  than  Bamet 
''during  the  terms  aforesaid  "  ;  and  Bamet  covenanted  not 
to  construct  more  than  fifty  machines  "  during  the  terms 
aforesaid." 

(The  word  '*  terms"  is  used  in  the  plural,  as  it  will  be 
perceived  by  the  assignment  that  the  grantors  were  the 
owners  also  of  the  Emmons  patent,  and  that  the  limitation 
of  his  right  applied  to  the  duration  of  both.) 

2.  Bamet  assigns  all  his  "  right,  title,  interest,  and  claim 
of  the  within  patent  for  Woodworth's  planing-machine  to 
G.  Warner  and  John  W.  McQuewan,  their  heirs  and  as- 
signs," except  seven  rights  previously  given. 

3.  It  seems  to  have  been  granted,  below,  that  Warner  had 
assigned  his  license  to  McQuewan,  and  McQuewan  to  the 
two  co-defendants,  and  that  the  machine  was  made  during 
the  first  term  of  the  patent ;  hence  arises  the  question, 
have  the  appellees  the  right  to  continue  its  use  during  the 
congressional  extension  ? 

For  the  appellants,  it  is  submitted — 
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1.  That  this  question,  and  the  principles  upon  which  it 
must  be  decided,  have  been  already  passed  upon  by  this  court. 

In  Wilson  v.  Rousseau,  4  Howard,  the  question  was  of 
the  right  of  the  licensee  to  continue  the  use  of  the  maclyne 
during  the  extension  by  the  Commissioner.  The  court 
were  divided  in  opinion.  In  that  delivered  as  their  judg- 
ment, the  right  of  the  licensee  to  the  continued  use  was 
put  exclusively  upon  the  terms  of  the  eighteenth  section, 
which  were,  "  the  benefit  of  such  renewal  shall  extend  to 
assignees  and  grantees  of  the  right  to  use  the  thing 
patented,  to  the  extent  of  their  respective  interests 
therein."  Without  that  provision,  it  is  conceded,  by  the 
learned  judge,  in  delivering  the  opinion  of  the  court,  ^*  that 
all  the  rights  of  assignees  or  grantees,  whether  in  a  share 
of  the  patent  or  to  a  specified  portion  of  the  territory  held 
under  it,  terminate  at  the  end  of  the  fourteen  years,  and 
become  reinvested  in  the  patentee  by  the  new  grant." 

**  Prom  that  date  he  is  again  possessed  of  ^  the  full  and 
exclusive  right  and  liberty  of  making,  using,  and  vending 
to  others  the  invention,'  whatever  it  may  be,  not  only  por~ 
tions  of  the  monopoly  held  by  assignees  and  grantees  as. 
subjects  of  trade  and  commerce,  but  the  patented  articles 
or  machines  throughout  the  country,  purchased  for  prac- 
tical use  in  the  business  affairs  of  life,  are  embraced  within 
the  operation  of  the  extension.  This  latter  class  of  assignees 
and  grantees  are  reached  by  the  new  grant  of  the  exclusive 
right  to  use  the  things  patented.  Purchasers  of  the 
machines,  and  who  were  in  the  use  of  them  at  the  time,  are 
disabled  from  further  use  immediately,  as  that  right  be- 
came vested  exclusively  in  the  patentee.  Making  and  vend- 
ing the  invention  are  prohibited  by  the  con*esponding  terms 
of  his  grant." 

And  the  learned  judge,  in  expressing  the  opinion  of  the 
court,  further  declared  that  the  provision  in  the  eighteenth 
section,  above  referred  to,  was  '  ^  intended  to  restore  or  save 
to  them,"  (those  in  use  of  the  thing  patented  at  the  time  of 
the  renewal,)  **  that  right  which,  without  the  clause,  would 
have  been  vested  again  exclusively  in  the  patentee." 
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And  the  learned  judges  who  dissented  from  the  opinion 
of  the  court  did  so  upon  the  ground  that  even  this  clause  of 
the  eighteenth  section  did  not  confer  upon  the  licensees  the 
rigjit  claimed  in  their  behalf. 

Thus,  it  is  clear  that  tlie  extension  of  a  patent  by  lawful 
authority  revests  in  the  patentee  every  right  originally  pos- 
sessed by  him,  and  that  unless  the  law,  by  virtue  of  which 
it  is  extended,  contains  a  provision  in  favor  of  licensees  or 
assignees,  their  right  to  use  ends  with  the  term  of  their 
license.  (This,  of  course,  does  not  apply  to  cases  where  the 
patentee  has  covenanted  to  grant  any  subsequently-acquired 
extensions.     None  such  is  pretended  in  this  case.) 

Applying,  then,  these  principles  to  the  act  extending  this 
patent,  (February  26,  1845,)  it  will  be  seen  that  it  contains 
no  such  provision  as  is  to  be  found  in  the  eighteenth  sec- 
tion of  the  act  of  1836  ;  and  that,  therefore,  in  accordance 
with  the  opinion  of  all  the  judges,  the  entire  right  was  re- 
invested in  the  patentee. 

The  general  power  to  renew  and  extend  a  patent  is  con- 
ferred by  the  eighteenth  section  of  the  act  of  1836,  which, 
after  providing  for  the  proof  of  the  prerequisites,  declares 
that  ^'  it  shall  be  the  duty  of  the  Commissioner  to  renew 
and  extend  the  patent,  by  making  a  certificate  thereon  of 
such  extension  for  the  term  of  seven  years  from  and  after 
the  expiration  of  the  first  term." 

The  act  in  question  provides  that  the  patent  "be,  and 
the  same  is  hereby,  extended  for  the  term  of  seven  years 
from  and  after  the  27th  of  December,  1849,  and  the  Com- 
missioner of  Patents  is  hereby  directed  to  make  a  certificate 
of  such  extension,  in  the  name  of  the  administrator  of 
William  Woodworth,  and  append  an  authenticated  copy 
thereof  to  the  original  letters  pafent,"  &c.  ;  the  words 
being  substantially  the  same  as  these,  judicially  construed, 
and  the  intention  being  still  further  marked,  as  well  by  the 
omission  of  any  provision  for  the  licensees  as  by  the  ex- 
press insertion  of  the  name  of  the  party  in  whose  favor  the 
extension  was  made,  and  to  whose  benefit  it  was  intended 
to  inure. 


Dec,  1852.]  BLOOMER  v.  McQUEWAN.  439 

Argument  of  counsel. 

The  principles  upon  which  the  judgment  in  Wilson  v. 
Rousseau  is  founded,  are,  it  is  submitted,  if  possible,  more 
conclusively  applicable  to  the  case  of  such  an  extension  by 
Congress  than  to  one  made  by  the  Commissioner. 

Such,  too,  has  been  the  application  made  of  them  by 
many  of  the  learned  judges  in  their  circuits.  By  Mr.  Jus- 
tice Nelson,  July  22,  1860,  in  Gibson  v.  Gifford  [1  Blatch. 
529],  in  a  written  opinion  delivered  by  him  ;  by  the  'late 
Mr.  Justice  Woodbury,  July,  1850,  in  Mason  v.  Tallman, 
also  in  a  written  opinion  ;  and  by  Mr.  Justice  McLean, 
October  22,  1850,  in  Bloomer  v.  Stately  [StoUey]. 

The  opinion  of  Mr.  Justice  Woodbury  refers  to  similar 
decisions  made  by  the  late  Justice  McKmley,  by  Judge 
Ware,  and  by  Judge  Sprague. 

It  may  be  proper,  with  reference  to  the  argument 
founded  upon  the  supposed  intention  of  Congress,  (not  de- 
clared in  the  words  of  the  act,  as  already  shown, )  to  per- 
mit a  continued  use  during  the  congressional  extension  of 
machines  licensed  under  the  original  term,  to  annex  a  list 
of  the  patents  extended  by  special  acts,  and  thus  to  refer  to 
the  provisions  in  each,  expressly  declaring,  where  such 
was  intended,  the  existence  of  such  right,  and  providing 
for  its  mode  of  exercise  or  enjoyment. 

The  absence  of  such  provision  in  the  act  of  1845  must,  it 
is  submitted,  conclusively  negative  any  idea  of  such  inten- 
tion, even  if  the  judicially  decided  effect  of  such  an  act  did 
not  render  a  reference  to  such  a  source  for  interpretation 
unnecessary. 

I.  January  21,  1808,  to  Oliver  Evans,  6  Stat,  at  Large, 
70,  — with  special  provision  for  parties  then  using  invention. 
Under  this  act.  the  cases  of  Evans  v.  Jordan,  9  Cranch, 
199  [4  Am.  &  Eng.  7],  and  Evans  v.  Eaton,  3  Wheat.  454 
[4  Am.  &  Eng.  16],  were  decided. 

II.  March  3,  1809,  to  Amos  and  William  Whittemore,  6 
Stat,  at  Large,  80, — without  provision  for  licensees. 

III.  February  7,  1815,  Oliver  Evans,  (steam-engine,)  6 
Stat,  at  Large,  147, — with  proviso  that  no  greater  sum 
should    be    charged    for    constructing    and    using   than 
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was  during  prior  term,   and  subject  to   existing  Patent 
Laws. 

IV.  Marcli  3,  1821,  Samuel  Parker,  6  Stat,  at  Large,  262, 
— subject  to  provision  of  then  existing  Patent  Laws. 

V.  March  2,  1831,  John  Adamson,  6  Stat,  at  Large,  458, 
— without  proviso  or  reference  to  existing  laws. 

VI.  March  3,  1831,  Samuel  Browning,  6  Stat,  at  Large, 
467, — without  proviso  or  reference  to  existing  laws. 

VII.  May  19,  1832,  Jethro  Wood,  6  Stat,  at  Large,  486, 
— proviso  in  favor  of  licensees  that  the  price  shall  not  be 
advanced. 

VIII.  June  30, 1834,  Thomas  Blanchard,  [6]  Stat,  at  Large, 
689, — ^with  special  proviso  in  favor  of  licensees.  (It  may 
not  be  improper  to  refer  to  the  opinion  of  B.  F.  Butler, 
Attorney-General,  May  25,  1837,  that  under  this  act  the 
United  States  had  no  right  to  use,  except  on  the  conditions 
of  the  original  grant.) 

IX.  March  3,  1835,  Robert  Eastman,  6  Stat,  at  Large, 
613, — without  proviso  or  reference  to  existing  laws. 

X.  July  2,  1836,  James  Barron,  6  Stat,  at  Large,  678, — 
extending  two  patents,  without  proviso  in  reference  to  ex- 
isting laws,  and  the  other  with  provisos  in  reference  to 
licensees. 

XI.  February  6,  1839,  Thomas  Blanchard,  6  Stat,  at 
Large,  748, — with  proviso  in  favor  of  licensees. 

XII.  March  3,  1846,  WiUiam  Gale,  6  Stat,  at  Large,  895, 
— ^authorizing  renewal  of  patent  under  eighteenth  section 
of  act  of  1836,  although  it  had  expired,  and  subject  to  the 
restrictions  of  that  act. 

XIII.  March  3,  1843,  Samuel  K.  Jennings,  6  Stat,  at 
liarge,  899, — directing  Commissioner  to  renew  patent,  sub- 
ject to  provisions  of  existing  laws. 

XIV.  February  26,  1845,  William  Woodworth,  6  Stat,  at 
Large,  936, — extending  patent.  Commissioner  to  certify  to 
the  extension  in  the  name  of  the  administrator.  No 
proviso  in  favor  of  licensees,  or  reference  to  existing 
laws. 

XV.  February  15,  1847,  Thomas  Blanchard,  9  Stat,  at 
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Large,  683, — with  proviso  in  favor  of  licensees,  on  terms  to 
be  agreed  or  adjusted  by  the  Circuit  Court,  &c. 

The  point  that,  by  an  accidental  error  in  the  bill,  the 
word  ^*  fourteen''  was  inserted,  instead  of  "  twenty-eight," 
is  not  deemed  a  proper  subject  of  objection  in  this  court. 
No  such  ground  appears  to  have  been  taken  below ;  the 
patent  itself  forms  part  of  the  record,  and  an  amendment 
would  have  been,  it  is  submitted,  instantly  allowed  by  the 
court  below,  had  the  objection  been  there  made.  That  the 
patent  on  its  face  was  for  twenty-eight  years,  forms  one  of 
the  objections  of  the  appellees  to  its  validity,  and  the  error 
complained  of  is  set  right  by  answer  of  the  defendants 
themselves. 

It  is  not  deemed  necessary  by  the  appellants  to  present 
any  authorities  to  meet  the  point  argued  by  the  appellees, 
that  an  act  of  Congress  extending  a  patent  for  seven  years 
is  unconstitutional  and  void. 

It  is  therefore  submitted  that  the  decree  should  be  re- 
versed, and  that  the  appellant  is  entitled  to  a  perpetual  in- 
junction, and  an  account. 

The  counsel  for  the  appellees  made  several  points, 
amongst  which  was  the  following  : 

1.  That  defendants  are  protected  as  assignees. 

The  bill  (pages  14  to  20)  asserts,  and  the  answer  admits, 
that  the  respondents  claim  to  use  the  machine  they  are 
alleged  to  have  infringed,  as  assignees,  from  1833,  the  year 
of  their  purchase,  under  assignments  from  the  original 
,  patentee.  Being,  then,  assignees  under  the  original  patent, 
can  they  claim  to  continue  unmolested  in  the  use  of  the 
machine  they  purchased  and  paid  for,  and  have  erected  and 
used  for  seventeen  years  ? 

Was  it  the  design  of  the  act  of  1845  to  bring  disasters 
upon  the  respondents,  to  deprive  them  of  the  rights  they 
had  acquired  in  good  faith,  to  depreciate  their  property,  to 
render  useless  their  establishments,  in  which  they  had  in- 
vested large  sums  of  money,  to  destroy  their  business,  and 
disable  them  from  the  performance  of  their  contracts  ?   Such 
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flagrant  outrages  are  not  to  be  imputed  to  a  statute,  unless 
the  terms  of  it  imperatively  demand  it. 

The  language  of  the  act  calls  for  no  such  harsh,  unreason- 
able, and  impolitic  construction.  It  is  a  simple  extension 
of  the  patent  of  1828,  and  nothing  more.  Could  any  design 
in  Congress  to  spread  such  disasters  be  predicated  of  the 
simple  meaning  of  this  statute  ? 

Chief  Justice  Gibson,  of  Pennsylvania,  has  laid  down  a 
rule  which  must  commend  itself  to  the  judgment  of  every 
one :  that  in  the  construction  of  statutes,  the  judges,  when 
one  of  those  cases  of  hardship  occurs  which  continually 
arise,  should  do  what  their  consciences  irresistibly  persuade 
them  the  legislature  would  have  done  if  the  occurrence  had 
been  foreseen.     Pennock  v.  Hart,  8  S.  &  R.  369. 

And  can  any  one  doubt  that  if  the  idea  of  the  propriety 
of  protecting  the  purchasers  of  rights,  and  the  uses  of  the 
thing  patented,  had  been  suggested,  but  they  would  imme- 
diately have  inserts  such  a  clause  ? 

This  act  of  1845  is  a  private  act,  made  for  the  special 
benefit  of  a  particular  individual,  and  should  not  have  such 
construction  as  will  be  detrimental  to  others.  Chief  Jus- 
tice Parsons,  in  the  case  of  Coolidge  v.  Williams,  has  laid 
down  the  rule  to  be  that  private  statutes,  made  for  the  ac- 
commodation of  particular  citizens  or  corporations,  ought 
not  to  be  construed  to  affect  the  rights  or  privileges  of 
others,  unless  such  construction  results  from  express  words, 
or  from  necessary  implication.     4  Mass.  145. 

There  are  no  express  words  in  this  statute,  which  demand 
the  construction  contended  for  by  the  plaintiff. 

We  may  appeal,  too,  to  the  language  of  Mr.  Justice 
Washington,  in  the  case  of  Evans  v.  Jordan,  that  argu- 
ments founded  upon  hardship  would  be  entitled  to  great 
weight,  if  the  language  of  the  act  was  not  so  peremptory  as 
to  forbid  a  construction  at  variance  with  the  clear  meaning 
of  the  legislature.     9  Cranch,  199  [4  Am.  &  Eng.  7]. 

There  are  no  words  in  this  act  to  justify  such  savage 
construction  as  urged  by  the  plaintiflf.  It  declares  a  simple 
extension  of  the  patent,  and  manifestly  intends  an  exteiir 
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sion  similar  to  that  which  may  be  conferred  by  the  Patent 
Office,  under  which  the  rights  of  persons  using  the  invented 
machine  under  license  are  protected  in  the  enjoyment  of  it. 

The  same  learned  chief  justice  of  Massachusetts  has  also 
declared,  in  the  case  of  Wales  v.  Stetson,  that  in  the  con- 
sideration of  the  provisions  of  any  statute,  they  ought  to 
receive  such  a  reasonable  construction,  if  the  words  and 
subject-matter  will  admit  of  it,  as  that  the  existing  rights 
of  the  public  or  individuals  be  not  injured.     2  Mass.  146. 

If  the  legislature  meant  a  simple  extension  of  the  patent 
for  seven  years,  is  it  not  a  reasonable  construction  to  sup- 
pose that  it  meant  an  extension  as  ordinarily  understood, — 
as  an  extension  of  the  nature  of  the  extensions  of  the 
Patent  Office,  and  with  the  restrictions  and  privileges  of 
such  extensions  ?  Is  it  not  reasonable  to  conclude  that 
they  had  in  their  mind  the  general  act  of  1 836,  and  the 
clause  which  gave  to  purchasers  and  users  of  the  thing 
patented  the  right  to  continue  that  use  ?  Is  it  not  a  reason- 
able construction  that  they  meant  that  this  special  act 
should  be  construed  in  reference  to  the  general  law  of  the 
land  ?  The  language  of  the  act  is  that  the  patent  of  1828 
^*  be  extended  for  seven  years."  Now,  what  benefit  would 
that  extension  be,  even  to  complainant,  without  an  incor- 
poration with  the  general  law  ?  How  could  he  be  assignee 
of  the  right  ? — ^how  could  he  enjoy  the  use  of  the  patent  ? — 
how  could  he  pretend  to  recover  damages,  without  an  ap* 
peal  for  aid  to  the  act  of  1836  ?  The  plaintiff  is  obliged  to 
invoke  the  aid  of  the  general  law  to  maintain  this  very 
action.  The  very  plaintiff  in  this  cause  is  an  assignee,  and 
undertakes  to  maintain  this  action  in  his  own  name,  by 
calling  into  requisition  the  act  of  1836. 

The  rule  of  law  undoubtedly  is,  that  laws  on  the  same 
subject  are  to  be  construed  together ;  that  laws  on  the  same 
subject  are  to  be  construed  pari  passu^  and  with  reference 
to  parallel  legislation.  This  is  clearly  the  rule  as  to  general 
laws,  which  in  relation  to  the  same  subject  are  to  be  con- 
strued as  one  act.  They  are  to  be  construed,  too,  in  refer- 
ence to  parallel  legislation.     Penn  v.  Hamilton,  2  Watts^ 
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60  ;  [Coates  v.  Wallace]  17  S.  &  R.  81 ;  [Bevan  v.  Taylor] 
7  Id,  404. 

The  right  of  appeal  given  by  the  Pennsylvania  act  relat- 
ing to  divorces  a  vinculo  TncUriiTwniiy  was  extended,  by 
implication,  to  the  act  of  1817,  respecting  divorces  a  mensa 
et  thoro,     Roberts  z.  Roberts,  9  S.  &  R.  191. 

So  the  right  to  appeal  from  justices'  judgments,  in  cases 
of  contracts,  was  held  to  extend  to  trespass,  to  which  the 
powers  of  magistrates  had  been  extended,  without  expressly 
giving  the  right  of  appeaL  [Stewart  v.  Keemle]  4  S.  &  R. 
73. 

And  this  wise  and  safe  rule  of  construction  has  been  held 
to  apply  to  statutes  which  have  been  rei)ealed,  or  may  not 
have  been  noticed  by  the  statutes  to  be  construed.  Rex  tJ. 
Loxdale,  1  Burr.  447. 

And  Lord  Mansfield,  in  that  case,  said  **  that  where  there 
are  different  statutes  in  pari  materia^  though  made  at  dif- 
ferent times,  or  even  expired,  and  not  referring  to  each 
other,  they  shall  be  taken  and  construed  together  as  one 
system."  In  the  expressive  language  of  Tilghman,  Ch.  J. 
of  Pennsylvania,  in  one  of  the  cases  cited,  they  were  so 
blended  together  as  to  form  one  statute. 

And  from  the  cases  cited  from  Burrow,  this  blending  of 
statutes,  this  analogy  of  legislation,  is  not  confined  to  pub- 
lic statutes,  but  that  public  laws  may  receive  aid  in  their 
construction  from  private  laws,  and  vice  versa;  for  his 
lordship  says,  in  the  case  cited,  (page  448,)  that  the  act  of 
Parliament  of  1740,  relating  to  St.  Martins  and  the  over- 
seers of  that  parish,  (which  was,  I  apprehend,  clearly  a 
private  act,)  which  extended  the  number  of  overseers  of  the 
poor,  to  be  appointed  by  two  justices,  under  the  general 
act  of  43  Elizabeth,  to  the  number  of  nine,  '*  shows"  (says 
the  chief  justice)  ^'  the  construction  put  by  the  legislature 
themselves  upon  the  43  Elizabeth,  on  this  head,  and  excepts 
this  very  large  parish  of  St.  Martins  out  of  it." 

I  need  not  burden  your  honors  with  any  name  of  books 
on  this,  so  obvious  a  rule  of  construction.  This  case  in 
Burrow  was  carefully  considered  ;  it  had  been  argued  sev- 
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eral  times  before  Chief  Justice  Ryder,  and  afterward  before 
Lord  Mansfield,  by  great  counsel,  and  if  any  case  is  entitled 
to  respect  of  courts,  it  is  a  case  so  considered  and  so  decided. 

But  we  have  cases  nearer  home,  and  more  germane  to 
this  very  matter  of  private  acts,  in  relation  to  these  very 
patent-rights. 

In  the  case  of  Evans  v.  Eaton,  3  Wheat.  454  [4  Am.  & 
Eng.  16],  it  was  declared  that  an  act  of  Congress  authorizing 
the  Secretary  of  State  to  issue  a  patent  to  Oliver  Evans,  for 
his  improvements  in  the  manufacture  of  flour,  "was  in- 
grafted on  the  general  act  for  the  promotion  of  useful  arts, 
and  that  the  patent  was  issued  under  both  acts,"  the  public 
and  the  private  one. 

So  in  the  case  of  Evans  v.  Jordan,  9  Cranch,  199  [4  Am.  & 
Eng-  '7],  which  was  an  action  to  recover  damages  under  the 
same  private  act,  Washington,  J.,  said,  in  declaring  the 
opinion  of  the  court,  that  "  it  should  be  recollected  that 
the  right  of  the  plaintifl!  to  recover  damages  for  using  his 
improvement,  after  the  issuing  of  his  patent,  arises,  not 
under  this  law,  but  the  general  law  of  1793." 

If  the  plaintiff  is  obliged  to  invoke  the  aid  of  the  act  of 
1836,  he  must  take  the  whole  of  it.  It  is  a  well-established 
rule  of  law,  that  he  who  claims  the  benefit  of  his  title  must 
admit  its  disadvantages.  Qui  sentit  commodum  sentire 
debet  et  onus. 

Mr.  Chief  Justice  Taney  delivered  the  opinion  of  the 
court. 

The  bill  in  this  case  was  filed  by  the  appellants  on  the 
6th  of  July,  1850,  in  the  Circuit  Court  of  the  United  States 
for  the  Western  District  of  Pennsylvania,  to  obtain  an  in- 
junction restraining  the  appellees  from  the  use  of  two  of 
Woodworth's  planing-machines  in  the  city  of  Pittsburg. 
'  The  term  for  which  Woodworth's  patent  was  originally 
granted  expired  in  1842,  but  it  was  extended  seven  years 
by  the  board  established  by  the  eighteenth  section  of  the 
act  of  1836.  And  afterward,  by  the  act  of  Congress  of  Feb- 
ruary 26,  1845,  this  patent  was  extended  for  seven  yeto3 
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more,  commencing  on  the  27th  of  December,  1849,  at  which 
time  the  previous  extension  would  have  terminated. 

It  appears,  from  the  pleadings  and  evidence  in  the  case, 
that,  shortly  after  the  passage  of  the  act  of  Congress  of 
1846,  William  Woodworth,  the  administrator  of  the  paten- 
tee, in  whose  name  the  certificate  of  extension  was  directed 
to  be  issued,  assigned  all  his  right  to  James  G.  Wilson, 
from  whom  the  appellant  purchased  the  exclusive  right  to 
construct  and  use  this  machine,  and  to  vend  to  others  the 
right  to  construct  and  use  it,  in  a  large  district  of  country 
described  in  the  grant.  Pittsburg,  in  which  the  machines 
in  question  are  used,  is  included  within  these  limits.  And 
the  right  which  the  apx)ellant  purchased  was  regularly 
transferred  to  him  by  Wilson,  by  an  instrument  of  writing 
duly  recorded  in  the  Patent  Office. 

In  the  year  1833,  during  the  term  for  which  the  patent 
was  originally  granted,  the  defendants  purchased  the  right 
to  construct  and  use  a  certain  number  of  these  machines 
within  the  limits  of  the  city  of  Pittsburg  and  Alleghany 
County  ;  and  the  right  to  do  was  so  regularly  transferred 
to  them  by  different  assignments,  deriving  their  title  from 
the  original  patentee.  The  two  machines  mentioned  in  the 
biU  were  constructed  and  used  by  the  respondents  soon 
after  the  purchase  was  made,  and  the  appeUees  continued 
to  use  them  up  to  the  time  when  this  bill  was  filed.  And 
the  question  is  whether  their  right  to  use  them  teiminated 
with  the  first  extension,  or  still  continues  under  the  exten- 
sion granted  by  the  act  of  1845. 

The  Circuit  Court  decided  that  the  right  of  the  appellees 
still  continued,  and  upon  that  ground  dismissed  the  api)el- 
lant'  s  bill.  And  the  case  is  now  before  us  upon  an  api)eal 
'  from  that  decree. 

In  determining  this  question,  we  must  take  into  consider- 
ation not  only  the  special  act  under  which  the  appellant 
now  claims  a  monopoly,  but  also  the  general  laws  of  Con- 
gress in  relation  to  patents  for  useful  improvements,  and 
the  special  acts  which  have  from  time  to  time  been  passed 
in  favor  of  the  particular  patentees.    They  are  statutes  in 
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pari  maieria  ;  and  all  relate  to  the  same  subject,  and  must 
be  construed  together.  It  was  so  held  in  the  case  of  Evans 
T).  Eaton,  3  Wheat.  518  [4  Am,  &  Eng.  16],  where  the  court 
said  that  the  special  act  of  Congress  in  favor  of  Oliver  Evans, 
granting  him  a  new  patent  for  fourteen  years,  for  his  im- 
provements in  manufacturing  flour  and  meal,  was  ingrafted 
on  the  general  act  for  the  promotion  of  useful  arts,  and  the 
patent  issued  in  pursuance  of  both.  The  rule  applies  with 
more  force  in  the  present  case  ;  for  this  is  not  the  grant  of 
a  new  patent,  but  an  enlargement  of  the  time  for  which  a 
patent  previously  extended  under  the  act  of  1836  should 
continue  in  force. 

Indeed,  this  rule  of  construction  is  necessary  to  give  effect 
to  the  special  act  under  which  the  appellant  claims  the 
monopoly  ;  for  this  law  does  not  define  the  rights  or  priv- 
ileges which  the  patent  shall  confer,  nor  prescribe  the 
remedy  to  which  he  shall  be  entitled  if  his  rights  are  in- 
fringed. It  merely  extends  the  duration  of  the  patent,  and 
nothing  more.  And  we  are  necessarily  referred,  therefore, 
to  the  general  law  upon  the  subject,  to  ascertain  the  rights 
to  which  the  patent  entitled  him,  and  also  the  remedy 
which  the  law  affords  him  if  these  rights  are  invaded. 

Now,  the  act  of  1836,  in  express  terms,  gives  the  benefit 
of  the  extension  authorized  by  that  law  to  the  assignees 
and  grantees  of  the  right  to  use  the  thing  patented  to  the 
extent  of  their  respective  interests  therein.  And  under 
this  provision  it  was  decided,  in  the  case  of  Wilson  ^J. 
Rousseau,  4  Howard,  688  [4  Am.  &  Eng.  436],  that  the  party 
who  had  purchased  and  was  using  this  planing-machine  dur- 
ing the  original  term  for  which  the  patent  was  granted,  had 
a  right  t.o  continue  the  use  during  the  extension  ;  and  the 
distinction  is  there  taken  between  the  grant  of  the  right  to 
make  and  vend  the  machine,  and  the  grant  of  the  right  to 
use  it. 

The  distinction  is  a  plain  one.  The  franchise  which  the 
patent  grants  consists  altogether  in  the  right  to  exclude 
every  one  from  making,  using,  or  vending  the  thing  i)at- 
ented,  without  the  permission  of  the  patentee.    This  is  all 
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that  he  obtains  by  the  patent.  And  when  he  sells  the  ex- 
clusive privilege  of  making  or  vending  it  for  use  in  a  par- 
ticular place,  the  purchaser  buys  a  i)ortion  of  the  franchise 
which  the  patent  confers.  He  obtains  a  share  in  the  mo- 
nopoly, and  that  monopoly  is  derived  from  and  exercised 
under  the  protection  of  the  United  States  ;  and  the  interest 
he  acquires  necessarily  terminates  at  the  time  limited  for 
its  continuance  by  the  law  which  created  it.  The  patentee 
cannot  sell  it  for  a  longer  time ;  and  the  purchaser  buys 
with  reference  to  that  period,  the  time  for  which  exclusive 
privilege  is  to  endure  being  one  of  the  chief  elements  of  its 
value.  He  therefore  has  no  just  claim  to  share  in  a  further 
monopoly  subsequently  acquired  by  the  patentee.  He  does 
not  purchase  or  pay  for  it. 

But  the  purchaser  of  the  implement  or  machine,  for  the 
purpose  of  using  it  in  the  ordinary  pursuits  of  life,  stands 
on  different  ground.  In  using  it,  he  exercises  no  rights 
created  by  the  act  of  Congress,  nor  does  he  derive  title  to 
it  by  virtue  of  the  franchise  or  exclusive  privilege  granted 
to  the  patentee.  The  inventor  might  lawfully  sell  it  to 
him,  whether  he  had  a  patent  or  not,  if  no  other  patentee 
stood  in  his  way.  And  when  the  machine  passes  to  the 
hands  of  the  purchaser,  it  is  no  longer  within  the  limits  of 
the  monopoly.  It  passes  outside  of  it,  and  is  no  longer 
under  the  protection  of  the  act  of  Congress.  And  if  his 
right  jto  the  implement  or  machine  is  infringed,  he  must 
seek  redress  in  the  courts  of  the  State,  according  to  the 
laws  of  the  State,  and  not  in  the  courts  of  the  United 
States,  nor  under  the  law  of  Congress  granting  the  patent. 
The  implement  or  machine  becomes  his  private,  individual 
property,  not  protected  by  the  laws  of  the  United  Stat-es, 
but  by  the  laws  of  the  State  in  which  it  is  situated.  Con- 
tracts in  relation  to  it  are  regulated  by  the  laws  of  the  State, 
and  are  subject  to  State  jurisdiction.  It  was  so  decided  in 
this  court,  in  the  case  of  Wilson  v.  Sanford  and  others,  10 
Howard,  99  [p.  122,  ante].  Like  other  individual  prop- 
erty, it  is  then  subject  to  State  taxation ;  and  from  the 


Dec.,  1852.]  BLOOMER  v.  McQUEWAN.  449 

Opinion  of  the  court. 

great  number  of  patented  articles  now  in  use,  they  no 
doubt,  in  some  of  the  States,  form  no  inconsiderable  portion 
of  its  taxable  property. 

Moreover,  the  value  of  the  implement  or  machine  in  the 
hands  of  the  purchaser  for  use  does  not  in  any  degree  de- 
pend on  the  time  for  which  the  exclusive  privilege  is 
granted  to  the  patentee  ;  nor  upon  the  exclusion  of  others 
from  its  use.  For  example,  in  the  various  patented  articles 
used  in  agriculture,  in  milling,  in  manufactures  of  different 
kinds,  in  steam-engines,  or  for  household  or  other  purposes, 
the  value  to  the  purchaser  is  not  enhanced  by  the  continu- 
ance of  the  monopoly.  It  is  of  no  importance  to  him 
whether  it  endures  for  a  year  or  twenty-eight  years.  He 
does  not  look .  to  the  duration  of  the  exclusive  privilege, 
but  to  the  usefulness  of  the  thing  he  buys,  and  the  advan- 
tages he  will  derive  from  its  use.  He  buys  the  article  for 
the  purpose  of  using  it  as  long  as  it  is  fit  for  use  and  found 
to  be  profitable.  And  in  the  case  before  us  the  respondents 
derive  no  advantage  from  the  extension  of  the  patent,  be- 
cause the  patentee  may  place  around  them  as  many  planing- 
machines  as  he  pleases,  so  as  to  reduce  the  profits  of  those 
which  they  own  to  their  just  value  in  an  open  and  fair  com- 
petition. 

It  is  doubtless  upon  these  principles  that  the  act  of  1836 
draws  the  distinction  between  the  assignee  of  a  share  in  the 
monopoly,  and  the  purchase  of  one  or  more  machines,  to 
be  used  in  the  ordinary  pursuits  of  business  ;  and  that  dis- 
tinction is  clearly  pointed  out  and  maintained  in  the  case 
of  Wilson  V.  Rousseau,  before  referred  to. 

Upon  the  authority,  therefore,  of  the  cases  of  Evans  v, 
Eaton  and  Wilson  v.  Rousseau,  these  two  propositions 
may  be  regarded  as  settled  by  judicial  decision  :  1.  That  a 
special  act  of  Congress  in  favor  of  a  patentee,  extending  the 
time  beyond  that  originally  limited,  must  be  considered  as 
ingrafted  on  the  general  law  ;  and  2.  That  under  the  general 
law  in  force  when  this  special  act  of  Congress  was  passed, 
a  party  who  had  purchased  the  right  to  use  a  planing- 
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machine  during  the  period  to  which  the  patent  was  first 
limited,  was  entitled  to  continue  to  use  it  during  the  exten- 
sion authorized  by  that  law. 

Applying  these  rules  to  the  case  before  us,  the  respond- 
ents must  be  entitled  to  continue  the  use  of  their  planing- 
machines  during  the  time  for  which  the  i)atent  is  extended 
by  the  special  act  of  Congress,  unless  there  is  something  in 
the  language  of  the  law  requiring  a  different  construction. 

But  there  is  nothing  in  the  law  to  justify  the  distinction 
claimed  in  this  respect  on  behalf  of  the  patentee.  Its  lan- 
guage is  plain  and  unambiguous.  It  does  not  even  grant  a 
new  patent,  as  in  the  case  of  Oliver  Evans.  It  merely  ex- 
tends the  time  of  the  monopoly  to  which  the  patentee  was 
entitled  under  the  general  law  of  1836.  It  gives  no  new 
rights  or  privileges,  to  be  superadded  to  those  he  then  en- 
joyed, except  as  to  the  time  they  should  endure.  The 
patent,  such  as  it  then  was,  is  continued  for  seven  years 
longer  than  the  period  before  limited.  And  this  is  the 
whole  and  only  provision  contained  in  this  sx)ecial  act.  In 
order,  therefore,  to  determine  the  rights  of  the  patentee 
during  the  extended  term,  we  are  necessarily  referred  to 
the  general  law,  and  compelled  to  inquire  what  they  were 
before  this  special  act  operated  upon  them,  and  continued 
them.  Indeed,  the  court  has  been  obliged  to  recur  to  the 
act  of  1836,  in  every  stage  of  this  suit,  to  guide  it  in  decid- 
ing upon  the  righte  of  the  parties,  and  the  mode  of  pro- 
ceeding in  which  they  are  to  be  tried.  It  is  necessarily  re- 
ferred to  in  order  to  determine  whether  the  patent  under 
which  the  complainant  claims  was  issued  by  lawful  author- 
ity, and  in  the  form  prescribed  by  law  ;  it  was  necessary  to 
refer  to  it  in  the  Circuit  Court  in  order  to  determine  whether 
the  patentee  was  entitled  to  the  patent  as  the  original  in- 
ventor, that  fact  being  disputed  in  the  Circuit  Court ;  also, 
for  the  notices  to  which  he  was  entitled  in  the  trial  of  that 
question  ;  and  for  the  forum  in  which  he  was  authorized  to 
sue  for  an  infringement  of  his  rights ;  and  the  rights  of 
the  appellant  to  bring  the  case  before  the  court  for  adjudi- 
cation is  derived  altogether  from  the  provisions  of  the  gen- 


Dec.,  1852.]  BLOOMER  v.  McQUE WAN.  451 

Opinion  of  the  court 

eral  law, — for  there  is  no  evidence  in  the  record  to  show 
that  the  machines  are  worth  two  thousand  dollars,  and  no 
api)eal  therefore  would  lie  from  the  decision  of  the  Circuit 
Court,  but  for  the  special  provision  in  relation  to  patent 
oases  in  the  act  of  1886.  And  while  it  is  admitted  that  this 
special  act  is  so  ingrafted  on  the  general  law  as  to  entitle 
the  patentee  to  all  the  rights  and  privileges  which  that  law 
has  provided  for  the  benefit  and  protection  of  inventors,  it 
can  hardly  be  maintained  that  the  one  in  favor  of  the  pur- 
chaser of  a  machine  is  by  construction  to  be  excepted  from 
it,  when  there  are  no  words  in  the  special  act  to  indicate 
that  such  was  the  intention  of  Congress. 

This  construction  is  confirmed  by  the  various  special  acts 
which  have  been  passed  from  time  to  time  in  favor  of  par- 
ticular inventors,  granting  them  new  patents  after  the  first 
had  expired,  or  extending  the  time  for  which  they  were 
originally  granted.  Many  of  these  acts  have  been  referred 
to  in  the  argument,  some  of  which  contain  express  pro- 
visions, protecting  the  rights  of  the  purchaser  under  the 
first  term,  and  others  contain  no  provision  on  the  subject, 
and  merely  grant  a  new  patent,  or,  as  in  the  case  before  the 
court,  extend  the  duration  of  the  old  one.  And  in  several 
instances  special  laws  in  favor  of  different  inventors  have 
been  passed  within  a  short  time  of  each  other,  in  one  of 
which  the  rights  of  the  previous  purchaser  are  expressly 
reserved,  and  in  the  other  there  is  no  provision  on  the  sub- 
ject. And  the  act  of  March  3,  1845,  authorizing  the  patent 
of  William  Gale,  for  an  improvement  in  the  manufacture  of 
silver  spoons  and  forks,  to  be  extended,  was  passed  only  a 
few  days  after  the  act  in  favor  of  TVoodworth  ;  and  Gale's 
patent  is  subjected,  in  express  terms,  to  the  conditions  and 
restrictions  in  the  act  of  1836,  and  consequently  protects 
previous  purchasers  from  a  new  demand. 

It  has  been  contended,  on  behalf  of  the  appellant,  that 
the  insertion  of  these  restrictions  in  one  special  law,  and 
the  omission  of  them  in  another,  shows  that  in  the  latter 
Congress  did  not  intend  to  exempt  the  purchaser  from  the 
necessity  of  obtaining  a  new  license  from  the  patentee ; 
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and  that  Congress  might  well  suppose  that  one  inventor 
had  stronger  claims  upon  the  public  than  another,  and 
might  on  that  account  give  him  larger  privil^es  on  the 
renewal. 

But  this  argument  only  looks  to  one  side  of  the  question, 
that  is,  to  the  interest  and  claims  of  the  inventor.  There  is 
another  and  numerous  class  of  persons  who  have  purchased 
patented  articles,  and  paid  for  them  the  f uU  price  which 
the  patentee  demanded,  and  we  are  bound  to  suppose  that 
their  interests  and  their  rights  would  not  be  overlooked  or 
disregarded  by  Congress  ;  and  stiU  less  that  any  distinction 
would  be  drawn  between  those  who  purchased  one  descrip- 
tion of  patented  machines  and  those  who  purchased  an- 
other. For  example,  the  act  granting  a  new  patent  to 
Blanchard  in  1834,  for  cutting  or  turning  irregular  forms, 
saves  the  rights  of  those  who  had  bought  under  the  original 
patent.  And  we  ought  not  to  presume,  without  plain 
words  to  require  it,  that,  while  Congress  acknowledged  the 
justice  of  such  claims  in  the  case  of  Blanchard,  they  in- 
tended to  disregard  them  in  the  case  of  Woodworth.  Nor 
can  it  be  said  that  the  policy  of  Congress  has  changed  in 
this  respect  after  1834,  when  Blanchard' s  patent  was  re- 
newed ;  for,  as  we  have  already  said,  the  same  protection 
is  given  to  purchasers  in  the  special  law  authorizing  the 
renewal  of  Gale's  patent,  which  was  passed  a  few  days  after 
the  law  of  which  we  are  speaking. 

The  fair  inference  from  all  of  these  special  laws  is  this  : 
that  Congress  has  constantly  recognized  the  rights  of  those 
who  purchase  for  use  a  patented  implement  or  machine ; 
that  in  these  various  special  laws  the  patentee  and  pur- 
chasers of  different  inventions  were  intended  to  be  placed 
on  the  same  ground  ;  and  that  the  relative  rights  of  both 
parties  under  the  extension  by  special  act  of  Congress  were 
intended  to  be  the  same  as  they  were  when  the  extension 
was  granted  under  the  general  law  of  1836.  It  would  seem 
that  in  some  cases  the  attention  of  the  legislature  was  more 
particularly  called  to  the  subject,  and  the  rights  of  the  pur- 
chaser recognized  and  cautiously  guarded.     And  when  the 
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provision  is  omitted,  the  just  presumption  is  that  Congress 
legislated  on  the  principle  decided  by  this  court  in  Evans 
V.  Eaton,  and  regarded  the  si)ecial  law  as  ingrafted  on  the 
general  one,  and  subject  to  aU  of  its  restrictions  and  pro- 
visions, except  only  as  to  the  time  the  patent  should  en- 
dure. Time  is  the  only  thing  upon  which  they  legislate  ; 
and  any  other  construction  would  make  the  legislation  of 
Congress,  on  these  various  special  laws,  inconsistent  with 
itself,  and  impute  to  it  the  intention  of  dealing  out  a  differ- 
ent measure  of  justice  to  purchasers  of  different  kinds  of 
implements  and  machines,  — ^protecting  some  of  them,  and 
disregarding  the  equal  and  just  claims  of  others. 

And  if  such  could  be  the  interpretation  of  this  law,  the 
power  of  Congress  to  pass  it  would  be  open  to  serious  ob- 
jections ;  for  it  can  hardly  be  maintained  that  Congress 
could  lawfully  deprive  a  citizen  of  the  use  of  his  proi)erty 
after  he  had  purchased  the  absolute  and  unlimited  right 
from  the  inventor,  and  when  that  property  was  no  longer 
held  under  the  protection  and  control  of  the  general  gov- 
ernment, but  under  the  protection  of  the  State,  and  on  that 
account  subject  to  State  taxation. 

The  fifth  amendment  to  the  Constitution  of  the  United 
States  declares  that  no  person  shall  be  deprived  of  life, 
liberty,  or  property.  Without  due  process  of  law. 

The  right  to  construct  and  use  these  planing-machines 
had  been  purchased  and  paid  for,  without  any  limitation  as 
to  the  time  for  which  they  were  to  be  used.     They  were  the  ' 
property  of  the  respondents.    Their  only  value  consists  in 
their  use.    And  a  special  act  of  Congress,  passed  afterward,  - 
depriving  the  appellees  of  the  right  to  use  them,  certainly  ' 
could  not  be  regarded  as  due  process  of  law.  ^ 

Congress  undoubtedly  have  power  to  promote  the  prog- 
ress of  science  and  useful  arts,  by  securing  for  limited 
times,  to  authors  and  inventors,  the  exclusive  right  to  their 
respective  writings  and  discoveries. 

But  it  does  not  follow  that  Congress  may,  from  time  to 
time,  as  often  as  they  think  proper,  authorize  an  inventor 
to  recall  rights  which  he  had  granted  to  others,  or  reinvest 
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in  him  Hghts  of  property  which  he  had  before  conveyed 
for  a  valuable  and  fair  consideration. 

But  we  forbear  to  pursue  this  inquiry,  because  we  are  of 
opinion  that  this  special  act  of  Congress  does  not,  and  was 
not  intended  to,  interfere  with  rights  of  property  before 
acquired  ;  but  that  it  leaves  them  as  they  stood  during  the 
extension  under  the  general  law.  And  in  this  view  of  the 
subject  the  appellant  was  not  entitled  to  the  injunction  he 
sought  to  obtain,  and  the  Circuit  Court  were  right  in  dis- 
missing the  bill. 

As  the  decision  on  this  point  disposes  of  the  case,  it  is 
unnecessary  to  examine  the  other  grounds  of  defence  taken 
by  the  appellees. 

The  decree  of  the  Circuit  Court  must  be  affirmed. 

Mr.  Justice  McLean  and  Mr.  Justice  Nelson  dissented. 

Mr.  Justice  McLean. 

Woodworth's  patent  bears  date  the  27th  of  December, 
1828,  and  runs  for  fourteen  years.  On  the  29th  of  July, 
1830,  the  patentees  conveyed  to  Isaac  Collins  and  Barzillai 
C.  Smith  the  right  to  construct,  use,  and  vend  to  others  the 
planing-machine  invented  within  several  States,  including 
Pennsylvania,  except  the  city  of  Philadelphia.  On  the 
19th  of  May,  1832,  Collins  and  Smith  transferred  to  James 
Bamet  the  right  to  construct  and  use,  during  the  residue 
of  the  aforesaid  term  of  fourteen  years,  fifty  planing- 
machines,  within  Pittsburg  and  Alleghany  County,  for 
which  he  agreed  to  pay  four  thousand  dollars.  Bamet 
agreed  not  to  construct  or  run  more  than  fifty  machines 
during  the  term  aforesaid,  and  Collins  and  Smith  bound 
themselves  not  to  license  during  the  term,  nor  to  construct 
or  use  themselves  during  the  term,  or  allow  others  to  do  so, 
in  the  limits  of  Pittsburg  and  Alleghany  County. 

On  the  27th  of  December,  1842,  the  patent  expired,  but  it 
was  renewed  and  extended  for  seven  years,  under  the  act 
of  1836.  This  extension  expired  in  1849  ;  but  Congress,  on 
the  26th  of  February,  1845,  passed  an  act  which  provided 
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that  "  the  said  letters  i)atent  be,  and  the  same  is  hereby, 
extended  for  the  term  of  seven  years  from  and  after  the 
27th  day  of  December,  1849." 

The  patentee,  by  deed  dated  the  14th  of  March,  1846,  and 
also  by  a  further  deed  dated  the  9th  of  July,  1845,  conveyed 
to  James  E.  Wilson  all  his  interest,  as  administrator,  in  the 
letters  patent  under  the  extension  by  the  act  of  Congress. 
And  Wilson,  on  the  4th  of  June,  1847,  for  the  consideration 
of  twenty-five  thousand  dollars,  gave  to  Bloomer,  tho  plain- 
tiff, a  license  to  construct  and  use,  and  vend  to  others  to 
construct  and  use,  during  the  two  extensions,  "all  that 
I)art  of  Pennsylvania  lying  west  of  the  Alleghany  Moun- 
tains, excepting  Alleghany  County,  for  the  first  extension, 
which  expires  on  the  27th  day  of  December,  1849,  and  the 
States  of  Virginia,  Maryland,  Kentucky,  and  Missouri,  ex- 
cepting certain  parts  of  ea<;h  State," 

The  defendants  continued  to  run  their  machines  during 
the  residue  of  the  fourteen  years  for  which  the  patent  was 
granted,  and  during  the  first  extension  ;  and  the  complain- 
ant filed  his  bill  to  enjoin  the  defendants  from  running  their 
machines  under  the  second  extension  by  the  act  of  Con- 
gress. 

The  contract  of  the  defendants  was  entered  into  the  19th 
of  May,  1831,  and  under  it  Bamethad  aright  "to  con- 
struct and  use,  during  the  residue  of  the  aforesaid  term  of 
fourteen  years,  fifty  planing-machines,"  &c.  The  patent 
expired  on  the  27th  of  December,  18^.  The  contract  of 
defendants  was  made  the  19th  of  May,  1832,  leaving  about 
nine  years  and  six  months  for  the  patent  to  run,  and  this 
was  the  time  limited  by  the  contract,  and  for  which  the 
consideration  of  four  thousand  dollars  was  paid.  This  was 
not  left  to  construction  from  the  life  of  the  i)atent,  but  the 
contract  expressly  declared  the  right  was  purchased  "  for 
the  residue  of  the  aforesaid  term  of  fourteen  years." 

This  term  was  enjoyed  by  the  defendants,  and  under  the 
decision  of  this  court,  in  the  case  of  Wilson  v.  Bousseau,  et  al. 
4  Howard,  646  [4  Am.  &  Eng.  436],  the  seven  years'  extension 
under  the  act  of  1836  was  also  enjoyed  by  the  defendants. 
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This  construction  of  the  act  of  1836,  in  my  judgment,  was 
not  authorized,  and  was  not  within  the  intention  of  the  law, 
as  was  expressed  at  the  time.  That  extension  having  ex- 
pired, another  extension  is  claimed  under  the  act  of  Con- 
gress.  This  claim  is  set  up  to  an  injunction  bill,  filed  by 
the  complainant,  who  is  the  assignee  of  the  patent  for  a 
part  of  Pennsylvania  and  other  States.  And  by  the  deci- 
sion of  four  of  my  brethren,  just  delivered,  the  defendants 
are  to  enjoy  this  extension,  making  fourteen  years  beyond 
their  control.  This  would  seem  to  imply,  that,  under  the 
act  of  1836,  and  under  the  act  of  1845,  the  assignees  were 
the  favored  objects  of  Congress.  But  this  is  not  the  case. 
The  patentee  who  made  the  invention,  and  through  whose 
ingenuity,  labor,  and  expense  a  great  benefit  has  been  con- 
ferred on  the  public,  in  justice  is  entitled  to  remuneration ; 
and  that  only  was  the  ground  of  extension,  whether  under 
the  law  of  1836,  or  the  special  act  of  1845. 

This,  as  well  as  the  former  decision,  was  influenced  by 
the  consideration  that  the  owners  of  the  machines  are,  in 
equity,  entitled  to  run  them  so  long  as  the  exclusive  right 
of  the  patent  shall  be  continued.  It  is  said  that  the 
machines  are  property,  and  that  no  act  of  Congress  should 
deprive  the  owners  of  the  use  of  their  property.  But  in 
this  view,  the  property  of  the  patentee  seems  not  to  be 
taken  into  the  account.  He  is  the  meritorious  claimant  for 
protection.  The  assignee  for  a  specific  time  rests  upon  his 
contract.  He  has  conferred  no  benefit  on  society.  His  in- 
vestment was  made  with  an  exclusive  reference  to  his  own 
advantage.  He  has  no  more  claims  upon  the  public  sym- 
pathy than  he  who  rents  a  mill,  a  farm,  or  engages  in  a 
business  open  to  all  who  expect  a  profit  by  it. 

But  the  hardship  is  supposed  to  exist  in  the  fact  that  to 
use  the  right  a  planing-machine  must  be  constructed  at  an 
expense  of  some  four  or  five  hundred  dollars,  and  this  will 
be  lost  to  the  occupier,  if  by  an  extension  he  shall  not  be 
permitted  to  run  his  machine.  The  answer  is,  when  he 
entered  into  the  contract  he  knew,  or  is  presumed  to  have 
known,  that  the  patent  might  be  extended  under  the  law 


Dec,  1852.]  BLOOMER  v.  McQUEWAN.  457 

Dissenting  opinion. 

of  1836  or  by  sx)ecial  act,  and  if  he  desired  an  interest  nnder 
the  renewed  patent  he  should  have  provided  for  it  in  his 
contract.  Having  failed  to  do  this,  it  would  seem  to  be 
unjust  that,  under  a  contract  to  run  the  machine  less  than 
ten  years,  he  should  be  entitled  to  run  it  sixteen  years. 
The  consideration  paid  was  limited  to  the  term  specified  in 
the  contract.  But  it  is  answered  that  the  assignee  expected 
to  run  his  machine  after  the  termination  of  the  contract  on 
which  the  exclusive  right  would  end  and  become  vested  in 
the  public. 

Let  us  examine  this  plea,  and  it  will  be  found  that  a 
great  fallacy  prevails  on  this  subject.  A  right  that  is  com- 
mon is  no  more  valuable  to  one  person  than  another,  as  all 
jnay  use  it.  The  injury,  then,  consists,  so  far  as  the  licensee 
is  concerned,  in  the  reduction  of  the  value  of  his  machine, 
by  the  extension  of  the  exclusive  right  in  the  patentee,  to 
the  exclusion  of  the  assignee.  It  is  true,  this  deprives  him 
of  the  monopoly  which  his  contract  secured  to  him.  But 
he  has  enjoyed  this  to  the  extent  of  his  contract,  and  for 
which  he  has  paid  the  stipulated  consideration.  Now,  his 
only  equitable  plea  to  run  his  machine  during  the  renewed 
patent,  arises  alone  from  the  supposed  difference  in  the 
value  of  his  machine  under  the  renewal,  without  a  license, 
and  where  the  right  becomes  vested  in  the  public. 

If  there  had  been  no  renewal,  the  licensee  might  run  his 
machine,  and  any  other  person  might  run  one.  It  is  a  fact 
known  to  every  observing  individual,  when  a  new  business 
is  set  up,  as  a  planing-machine,  supposed  to  be  very  profit- 
able generally,  a  competition  is  excited  which  reduces  the 
profit  below  a  reasonable  compensation  for  the  labor  and 
expense  of  the  business.  If  the  monopoly  continued  as 
enjoyed  under  the  contract,  the  consideration  paid  for  the 
monopoly  would  be  added  to  the  profits,  which  would  make 
them  large.  But  when  the  monopoly  ceases,  the  profits,  if 
not  destroyed,  are  reduced  by  competition,  at  least  as  low, 
if  not  below  the  ordinary  profit  of  capital  employed  in  other 
investments. 

If  the  business  of  the  county  or  city  required  the  number 
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of  planing-macbines  in  operation,  the  licensee  conld  sell  his 
machine  at  a  reasonable  redaction  for  the  time  it  had  run. 
The  machines  of  the  defendant  had  run,  probably,  from 
twelve  to  fifteen  years.  A  considerable  reduction  would  be 
expected  by  the  purchaser,  as  a  machine  could  not  be  ex- 
pected to  last  more  than  twenty  years.  But  supi)ose  it  can 
be  used  thirty,  then  one-half  of  the  value  must  be  deducted 
for  the  wear  of  the  machine  fifteen  years,  which  would 
reduce  it  to  some  two  hundred  and  fifty  or  three  hundred 
dollars. 

But  suppose  the  exclusive  right  should  be  continued  in 
the  patentee  by  an  extension  of  it  seven  years.  Then,  if 
the  machines  were  not  more  numerous  than  the  public 
required,  they  would  be  wanted  by  their  owners,  or  by 
others  disposed  to  engage  in  the  business.  And  I  hazard 
nothing  in  saying,  that,  after  deducting  the  comi)ensation 
from  the  profits  paid  for  the  exclusive  right,  they  would  be 
larger  than  could  be  hoped  for  where  the  right  was  com- 
mon. Under  such  circumstances,  I  can  entertain  no  doubt 
that  a  machine  would  sell  for  more  money,  under  the  ex- 
tension of  the  patent,  than  where  the  right  goes  to  the 
public. 

The  idea  that  to  refuse  the  use  of  a  machine  under  the 
extension  of  a  patent  is  an  unjust  interference  with  prop- 
erty, I  think,  is  unfounded.  There  is  no  interference  with 
the  property  in  the  machine.  The  owner  may  sell  it  to 
any  one  who  has  a  license  to  use  it.  It  is  not  the  property 
in  the  machine  that  is  complained  of,  but  because  the  right 
to  run  it  longer  than  the  contract  provided  for  is  not  given. 
The  licensee  has  used  the  franchise  as  long  as  he  purchased 
and  paid  for  it ;  and  can  he,  in  justice,  claim  more  than  his 
contract  ?  The  extension  of  the  right  to  use,  while  the  ex- 
tended patent  continues,  does  a  wrong  to  the  patentee,  by 
taking  his  property,  without  comi)ensation,  and  giving  it 
to  the  licensee.  The  franchise  is  proi)erty,  and  it  can  no 
more  be  transferred  to  another,  without  compensation  or 
contract,  than  any  other  property.  It  would  seem  that  this 
description  of  property  is  not  governed  by  contract.    That 
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a  contract  to  use  the  franchise  ten  years  does  not  mean 
what  is  expressed,  but  may  mean  a  right  for  twenty  years, 
or  any  other  term  to  which  the  patent  may  be  extended. 

Every  man  who  has  sense  enough  to  make  a  contract, 
takes  into  his  estimate  the  contingency  of  a  loss,  to  some 
extent,  in  going  out  of  the  business.  He  fixes  his  own 
time  for  the  contract,  and  if  he  wishes  to  provide  for  the 
contingency  arising  from  tfie  renewal  of  a  patent,  he  can 
embrace  it  in  his  contract  for  a  stipulated  compensation. 

It  may  be  true,  that,  unless  the  contrary  api)ear,  when 
the  patentee  sells  a  jdaning-machine,  a  right  to  use  it  may 
be  applied.  But  the  right  to  construct  and  the  right  to  use 
are  distinct.  Some  purchase  of  the  patentee  the  right  to 
construct  the  machine ;  others  to  use  it.  This  planing- 
machine  cannot  be  compared  to  a  plough,  or  any  other 
article  which  may  be  considered  the  product  of  the  patent. 
The  machine  is  the  instrument  through  which  the  plank  is 
planed.  The  plank  is  the  product,  and  may  be  sold  in  the 
market  as  other  property.  But  the  planing-machine  cannot 
be  used  without  a  license.  The  law  protects  the  franchise, 
by  prohibiting  the  use  of  the  machine  without  a  license. 
When  Bamet  purchased  the  franchise  for  the  fifty  machines, 
he  did  not  buy  the  machines  for  a  term  as  long  as  the 
machines  could  run,  but  for  nine  years  and  six  months. 
The  contract,  neither  expressly  nor  impliedly,  extended 
beyond  that  term. 

In  this  view,  I  think  that  I  am  not  mistaken ;  and  if  I 
am  not,  the  licensee  is  not  injured  a  dollar  by  the  termina- 
tion of  his  right  to  run  his  machine,  as  fixed  in  his  contract. 
But  on  whom  is  the  injury  infiicted  by  extending  the  con- 
tract of  the  licensee  with  the  patentee,  and  that  without 
compensation  ?  In  the  present  case,  the  patentee  has  been 
injured,  by  the  use  of  the  fifty  machines,  at  least  four  thou- 
sand dollars,  the  amount  agreed  to  be  paid  for  the  right  to 
run  them  less  than  ten  years.  And  must  not  the  property  of 
the  patentee  be  taken  into  the  account,  as  well  as  the 
imagined  rights  of  the  licensee  ? 

The  patentee  is  justly  considered  a  public  benefactor. 
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He  has  conferred  a  great  benefit  upon  the  world,  and  he  is 
entitled,  under  our  laws,  to  at  least  a  compensation  for  his 
exi)ense,  ingenuity,  and  labor. 

That  the  patentee  is  the  only  one  whose  interests  are  re- 
garded, as  the  ground  of  extending  the  patent,  in  the  act 
of  1836,  is  clear.  Now,  suppose  the  patentee  has  assigned 
the  whole  of  the  patent,  without  receiving  such  a  compen- 
sation as  the  law  authorizes,  there  can  be  no  doubt  he  is 
entitled,  on  that  ground,  to  a  renewal  of  the  patent ;  and 
yet,  under  the  decision  now  given,  his  assignees  would 
receive  aU  the  benefits  of  the  renewal.  Should  not  this  fact 
cause  doubts  whether  the  rule  of  construction  of  the  statute 
can  be  a  sound  one  which  defeats  its  avowed  object  ?  If 
this  be  the  consequence  of  the  assignment  of  the  entire 
interest  by  the  patentee,  any  partial  assignment  must  pro- 
duce  the  same  result,  though  to  a  more  limited  extent.  A 
principle  which  will  not  bear  this  test  is  not  sound. 

The  act  of  1845,  extending  this  patent,  annexed  no  con- 
ditions. The  exclusive  right  was  extended  to  the  adminis- 
trator of  Woodworth  for  seven  years  from  the  27th  of 
December,  1849.  But  the  decision  now  given,  in  effect, 
declares  this  exclusive  right  is  not  given.  Indeed,  the 
object  of  Congress  must  be  defeated,  if  the  machines  in 
operation  at  the  time  of  the  passage  of  the  act  are  to  be 
continued  without  compensation.  It  is  presumed  thei'e 
are  few  places  where  planing-machines  were  not  constructed 
before  1849,  the  time  the  renewal  took  effect,  if  the  public 
required  them.  On  this  supposition,  the  extension  of  the 
patent  can  be  of  little  or  no  benefit  to  the  heirs  of  the  pat- 
entee. Congress  could  have  granted  the  act  only  upon  the 
ground  to  remunerate  the  heirs  of  the  inventor. 

There  seems  to  be  a  great  mistake  as  to  the  profits  of  this 
patent.  It  was  a  valuable  patent,  but,  as  in  all  other  cases, 
its  value  excited  the  rapacity  of  men  who  seek  to  enrich 
themselves  by  taking  the  property  of  others.  The  records 
of  the  court  show  that  piracies  were  committed  on  this  pat- 
ent in  every  part  of  the  country ;  and  that  to  sustain  it, 
much  expenditure  and  labor  have  been  required.    It  is 
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stated  that  the  sum  of  near  two  hundred  thousand  dollars 
has  been  thus  expended  to  establish  this  patent.  Congress 
have  extended  many  patents.  In  some  instances,  con- 
ditions have  been  imposed ;  in  others,  the  franchise  has 
been  extended  unconditionally.  Now,  where  the  patent  is 
extended  by  act  of  Congress  without  conditions,  I  am 
unable  to.  perceive  how  the  court  can  impose  conditions. 
Such  an  act  would  be  legislation,  and  not  construction. 

By  the  act  of  the  15th  of  February,  1847,  the  patent  of 
Thomas  Blanchard,  for  cutting  irregular  forms  out  of  wood, 
brass,  or  iron,  was  extended  for  fourteen  years  from  the 
20th  of  January,  1848 :  "  Provided  that  such  extension 
shall  inure  to  the  use  and  benefit  of  the  said  Thomas 
Blanchard,  his  executors  and  administrators,  and  to  no 
other  persons  whomsoever,  except  that  a  bona-Jide  assignee 
of  the  invention,  by  virtue  of  an  assignment  from  the  pat- 
entee heretofore  made,  shall  have  the  benefit  of  this  act 
upon  just,  reasonable,  and  equitable  terms,  according  to  his 
interest  therein.  And  if  the  said  Thomas  Blanchard,  his 
executors  or  administrators,  cannot  agree  with  such  as- 
signee, the  terms  shall  be  ascertained  and  determined  by 
the  Circuit  Court  of  the  United  States  for  the  district  in 
which  such  assignee  resides,  to  be  decreed  upon  a  bill  to  be 
filed  by  such  assignee  for  that  purpose.  And  provided 
farther,  that  no  assignee  shall  have  the  benefit  of  this  act 
unless  he  shall,  within  ninety  days  from  its  passage,  agree 
with  the  said  Thomas  Blanchard  as  to  the  consideration 
upon  which  he  is  to  have  it,  or  file  his  bill, "  &c. 

Every  one  must  perceive  the  justice  and  propriety  of  this 
act.  Under  the  decision  now  given,  the  assignee  of  Blan- 
chard would  have  had  the  benefit  of  the  extension  without 
paying  for  it.  This  act,  extending  Blanchard' s  patent,  was 
passed  two  years  after  the  decision  of  this  court  in  Wilson 
7),  Rousseau,  which,  under  the  act  of  1836,  gave  the  benefit 
of  the  extension  to  the  assignee.  This  must  have  been 
known  to  Congress,  and  yet  they  deemed  a  special  pro- 
vision in  behalf  of  the  assignee  necessary.  This  act,  and 
several  others  of  a  similar  character,  cannot  fail  to  convince 
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every  one  that  Congress  did  not  snpix)8e  that  the  courts 
have  power  to  annex  a  condition  to  a  legislative  grant. 

In  the  case  of  Evans  v.  Jordan  and  Morehead,  9  Cranch, 
199  [4  Am.  &  Eng.  7],  this  court  held,  that  the  act  of  Jan- 
uary, 1808,  for  the  relief  of  Oliver  Evans,  does  not  authorize 
those  who  erected  their  machinery  between  the  expiration, 
of  their  old  patents  and  the  issuing  of  the  new  one  to  use  it 
after  the  issuing  of  the  latter. 

The  above  act  extended  the  patent  fourteen  years,  "  pro- 
vided that  no  person  who  may  have  heretofore  paid  the  said 
Oliver  Evans  for  license  to  use  the  said  improvements  shall 
be  obliged  to  renew  said  license,  or  be  subject  to  damages 
for  not  renewing  the  same ;  and  provided  also,  that  no 
person  who  shall  have  used  the  said  improvements,  or  have 
erected  the  same  for  use,  before  the  issuing  of  the  said  pat- 
ent, shall  be  liable  to  damages  therefor." 

This  was  a  much  stronger  case  for  equitable  considera- 
tions than  the  one  before  us.  Evans'  patent  had  expired. 
His  improvements  were  free  to  the  public,  and  they  were 
adopted  by  the  defendants  before  he  made  application  to 
Congress  for  a  renewal  of  his  patent.  I  will  cite  the  reason- 
ing of  the  Supreme  Court  on  that  case.  ^*  The  language," 
they  say,  "  of  this  last  proviso  is  so  precise,  and  so  entirely 
free  from  all  ambiguity,  that  it  is  difficult  for  any  course  of 
reasoning  to  shed  light  upon  its  meaning.  It  protects 
against  any  claim  for  damages  which  Evans  might  make, 
those  who  have  used  his  improvements,  or  who  may  have 
erected  them  for  use,  prior  to  the  issuing  of  his  patent 
under  this  law.  The  protection  is  limited  to  acts  done 
prior  to  another  act  thereafter  to  be  performed,  to  wit,  the 
issuing  of  the  patent.  To  extend  it,  by  construction,  to 
acts  which  might  be  done  subsequent  to  the  issuing  of  the 
patent,  would  be  to  make,  not  to  interpret,  the  law."  '^  The 
injustice  of  denying  to  the  defendants  the  use  of  machinery 
which  they  had  erected  after  the  expiration  of  Evans'  first 
patent,  and  prior  to  the  passage  of  this  law,  has  been 
strongly  urged  as  a  reason  why  the  words  of  this  proviso 
should  be  so  construed  as  to  have  a  prospective  operation. 
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But  it  should  be  recollected  that  the  right  of  the  plaintiff 
to  recover  damages  for  using  his  improvement  after  the 
issuing  of  his  patent  under  this  law,  although  it  had  been 
erected  prior  thereto,  arises,  not  under  this  law,  but  under 
the  general  law  of  the  21st  of  February,  1793.  The  provisos 
in  this  law  profess  to  protect,  against  the  operation  of  the 
general  law,  three  classes  of  persons :  those  who  had  paid 
Evans  for  a  license  prior  to  the  passage  of  the  law  ;  those 
who  may  have  used  his  improvements  ;  and  those  who  may 
have  erected  them  for  use  before  the  issuing  of  the  patent." 

And  the  court  say :  "  The  legislature  might  have  pro- 
ceeded still  further,  by  providing  a  .shield  for  persons  stand- 
ing in  the  situation  of  these  defendants.  It  is  believed  that 
the  reasonableness  of  such  a  provision  could  have  been 
questioned  by  no  one.  But  the  legislature  have  not 
thought  proper  to  extend  the  protection  of  these  provisos 
beyond  the  issuing  of  the  patent  under  that  law,  and  this 
court  would  transgress  the  limits  of  the  judicial  power  by 
an  attempt  to  supply,  by  construction,  this  supposed  omis- 
sion of  the  legislature.  The  argument,  founded  upon  the- 
hardship  of  this  and  similar  cases,  would  be  entitled  to- 
great  weight,  if  the  words  of  this  proviso  were  obscure  and 
open  to  construction.  But  considerations  of  this  nature- 
can  never  sanction  a  construction  at  variance  with  the- 
manifest  meaning  of  the  legislature,  expressed  in  plain  and 
unambiguous  language." 

The  above  views  do  not  conflict  with  the  opinion  of  the 
court  in  Evans  v.  Eaton,  3  Wheat.  454  [4  Am.  &  Eng.  16]. 
In  that  case  the  court  say  :  "  Some  doubts  have  been  enter- 
tained respecting  the  jurisdiction  of  the  courts  of  the  United 
States,  as  both  the  plaintiff-  and  defendants  are  citizens  of 
the  same  State.  The  fifth  section  of  the  act  to  promote  the 
progress  of  useful  arts,  which  gives  to  every  patentee  a 
right  to  sue  in  a  Circuit  Court  of  the  United  States,  in  case 
his  rights  be  violated,  is  repealed  by  the  third  section  of 
the  act  of  1800,  which  gives  the  action  in  the  Circuit  Court 
of  the  United  States  where  a  patent  is  granted,  *  pursuant  * 
to  that  act,  or  to  the  act  for  the  promotion  of  useful  arts. 
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This  patent,  it  has  been  said,  is  granted,  not  in  pnrsnance 
of  either  of  those  acts,  but  in  pursuance  of  the  act  *  for  the 
relief  of  Oliver  Evans. '  But  this  court  is  of  opinion  that 
the  act  for  the  relief  of  Oliver  Evans  is  ingrafted  on  the 
general  act  for  the  promotion  of  useful  arts,  and  that  the 
patent  is  issued  in  pursuance  of  both.  The  jurisdiction  of 
the  court  is  therefore  sustained. " 

There  can  be  no  question,  that  the  si)ecial  law  extending 
the  grant,  as  to  its  validity,  is  subject  to  the  general  Patent 
Law.  The  right  was  intended  to  be  exclusive,  if  it  be  estab- 
lished that  Evans  was  the  original  inventor  of  the  improve- 
ments claimed,  and  such  improvements  were  stated  with  the 
necessary  precision  ;  and,  also,  that  it  came  under  the  class 
of  cases  on  which  suit  could  be  brought  in  the  courts  of  the 
United  States,  without  regard  to  the  citizenship  of  the 
parties.  But  it  could  not  have  been  intended  to  apply  to 
any  contract  subsequent  to  the  patent,  and  it  could  only  be 
held  to  embrace  those  general  provisions  of  the  Patent  Law 
which  relate  to  the  validity  of  the  patent.  Under  the  act 
of  Congress,  a  specification  was  necessarily  filed,  and  it 
seems  to  be  the  practice  to  issue  a  i)atent  under  the  act. 
This,  it  appears  to  me,  is  unnecessary,  as  the  grant  in  the 
act  is  sufficient.  But  the  schedule  is  necessary  to  show  the 
nature  and  extent  of  the  claim,  and  these  must  be  sustained 
on  those  principles  which  apply  to  patents  generaUy. 

To  give  any  other  construction  to  the  above  remarks  of 
the  court,  would  be  in  direct  contradiction  to  the  language 
used,  and  the  principle  decided  in  the  case  above  cited  from 
Cranch.  In  fact,  the  remark  that  the  relief  of  Evans  was 
ingrafted  on  the  general  law,  was  made  in  reference  to  the 
jurisdiction  of  the  court,  and  cannot  be  extended  beyond 
that  and  other  questions,  in  relation  to  the  validity  of  the 
patent.    . 

This  argument  of  the  court,  in  Evans  v.  Jordan,  applies 
with  all  its  force  and  authority  to  the  case  before  us  ;  and 
I  need  only  say  it  was  the  language  of  Marshall,  of  Story, 
of  Washington,  and  of  the  other  judges  of  the  court,  except 
Judge  Todd,  who  appears  to  have  been  absent.     I  can  add 
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nothing  to  the  weight  of  the  argument  ;  but  I  will  proceed 
to  name  the  judges  of  this  coui-t  who  have  given  opinions 
opposed  to  the  decision  of  this  case  by  four  of  my  brethren. 

Mr.  Justice  Wayne  being  sick,  did  not  sit  in  the  case.  In 
Wilson  ^.  Rousseau,  he  held  that,  under  the  act  of  1836, 
the  licensee  had  no  right  to  run  his  machine  under  the  ex- 
tended patent. 

Mr.  Justice  Curtis  having,  as  counsel,  given  an  opinion 
opposed  to  the  right  of  the  defendants,  did  not  sit  in  the 
case.  Mr.  Justice  Thompson  and  Mr.  Justice  Story  had 
both  given  opinions  against  the  right  of  .the  assignee,  unless 
under  a  special  assignment.  This  was  the  opinion  of  Mr. 
Justice  Woodbury,  as  expressed  in  the  case  ot  Wilson  v. 
Rousseau.  Mr.  Justice  McKinley  gave  an  opinion  against 
the  right  of  the  assignee  under  the  act  of  1845,  extending 
Woodworth's  patent.  The  same  decision  has  been  fre- 
quently given,  by  the  justices  of  this  bench,  in  the  second 
and  seventh  circuits. 

Sustained  by  the  authority  of  seven  justices  of  this  court, 
and  by  an  argument  of  the  Supreme  Court,  above  cited, 
which  I  think  is  unanswerable,  I  shall  deem  it  to  be  my 
duty  to  bring  the  same  question  now  decided,  when  it  shall 
arise  in  my  circuit,  for  the  consideration  and  decision  of  a 
full  bench. 

Order.  This  cause  came  on  to  be  heard  on  the  tran- 
script of  the  record  from  the  Circuit  Court  of  the  United 
States  for  the  Western  District  of  Pennsylvania,  and  was 
argued  by  counsel ;  on  consideration  whereof,  it  is  now 
here  ordered,  adjudged,  and  decreed  by  this  court,  that  the 
decree  of  the  said  Circuit  Court  in  this  cause  be,  and  the 
same  is  hereby,  affirmed  with  costs. 

Affirmed. 
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URIAH    A.    BOYDEN,    PLAINTIFF    IN    ERROR,   v. 

EDMUND  BURKE. 

U  How.  575-083.    Dec,  1852. 

[Bk.  14,  L.  ed.  548 ;  1  Whit  754.] 

Evidence.  Request  to  Patent  Commissioner  for  copies  of  patents. 
Commissioner's  duty.  Refusal  to  furnish  copies.  Patents  are 
public  records. 

1.  Where  on  suit  brought  against  the   Commissioner  of  Patents 

for  refusal  to  furnish  certain  copies  of  office  records,  but  no 
special  damages  were  alleged  in  the  declaration^  the  reception 
of  evidence  tending  to  prove  such  damages  was  properly  re- 
fused (p.  479). 

2.  But  plaintiff's  letter  to  the  Commissioner  requesting  the  delivery 

of  the  copies  to  his  agent,  and  the  Commissioner's  (defend- 
ant's) reply  thereto,  were  properly  received  as  part  of  the  res 
gestcB  (p.  479). 

3.  Patents  are  public  records ;  and  it  is  the  duty  of  the  Commis- 

sioner to  give  authenticated  copies  to  any  person  who  shall 
demand  the  same,  as  soon  as  he  conveniently  can,  on  payment 
of  the  legal  fees  (p.  479). 

4.  Where  a  demand  for  copies  of  certain  patents  was  made  on  the 

Commissioner  of  Patents,  accompanied  with  rudeness  and  in- 
sults, held  on  action  for  damages  brought  for  Commissioner's 
refusal,  that  it  was  not  a  legal  demand  ;  but  a  subsequent  de- 
mand having  been  made  in  a  proper  manner,  that  defendant 
was  not  justified  in  his  refusal  in  default  of  an  apology,  and  as 
plaintiff  had  shown  a  demand  of  the  copies,  with  tender  of 
fee  and  refusal  of  defendant,  he  had  made  out  his  case  as  laid 
in  this  declaration,  and  was  entitled  to  a  verdict  with  nominal 
damages  (p.  480). 

This  case  was  brought  up  by  writ  of  error  from  the  Cir- 
cuit Court  of  the  United  States  for  the  district  of  Columbia, 
holden  in  and  for  the  county  of  Washington. 
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Boyden  was  a  citizen  of  Massachusetts,  and  Burke  was 
Commissioner  of  Patents  at  the  time  when  the  transactions 
took  place  which  were  the  subject  of  the  suit. 

The  ground  of  the  action  was,  that  Burke  wilfully,  mali- 
ciously, and  corruptly,  and  with  intent  to  injure  Boyden, 
had  refused  to  give  copies  of  certain  patents. 

The  bills  of  exceptions  referred  to  certain  letters,  which 
will  be  mentioned  chronologically. 

On  the  14th  of  December,  1847,  Boyden  wrote  a  long  let- 
ter to  Burke,  too  long  to  be  inserted.  The  following  ex- 
tract from  it  will  be  sufficient : 

"  If,  in  your  letter  of  August  10,  1847,  you  mean  by  the 
*  office '  yourself,  or  the  author  of  the  letters  which  I  have 
received  from  you,  you  prescribe  two  conditions  in  said 
letter  which  are  inconsistent,  viz.,  that  my  letters  to  you 
or  to  the  author  of  those  letters  subscribed  by  you,  should 
be  both  respectful  and  proper.  It  is  improper  to  treat  a 
person  respectfully  while  it  is  known  that  he  is  unworthy 
of  respect ;  therefore  it  is  impossible  to  comply  with  your 
prescriptions.  The  claim  of  unworthy  officeholders  to 
have  people,  as  they  say,  respect  the  offices  they  hold, 
while  it  is  known  that  the  incumbents  are  unworthy 
of  respect,  is  absurd.  Do  you  mean,  when  you  urge 
people  to  respect  *the  office,'  to  have  them  respect  you 
merely  because  you  hold  the  office,  while  it  is  known 
that  you  are  unworthy  of  respect?  This  is  a  free  coun- 
try !"  &c. 

On  the  same  day  Mr.  Boyden  wrote  to  Mr.  Greenough, 
in  Washington,  as  follows  : 

Boston,  Mass.,  December  14,  1847. 

Sir  :  Tour  letter  of  the  23d  ult.  was  duly  received.  I 
wrote  to  Mr.  Burke  to-day,  criticising  his  conduct,  and  In- 
forming him  that  I  wish  him  to  deliver  to  you  a  certified 
copy  of  each  of  the  following  patents,  including  drawings, 
specifications,  and  claims,  or  of  all  of  them  which  are  re- 
corded in  the  Patent  Office :  George  W.  Henderson  and 
John  E.  Cayford's  patent,  dated  April  14,  1830 ;  Charles 
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Kenzie's  patent,  dated  July  1,  1836 ;  and  J.  K.  Millard's 
patent,  dated  May  9,  1846. 

You  will  oblige  by  tendering  the  fees  for  those  copies  if 
he  declines  furnishing  them  ;  and  if  you  obtain  them,  I 
wish  you  to  send  them  by  mail  to  me  at  Boston.  Respect- 
fully, 

(Signed,)  Uriah  A.  Boyden. 

Test :  John  A.  Smith,  Clerk. 

Mr.  Greenough,  accordingly,  called  upon  Mr.  Burke, 
who  declined  to  cause  the  copies  to  be  prepared  for  him,  as 
the  agent  of  Mr.  Boyden,  and  addressed  to  Mr.  Greenough 
an  explanatory  letter,  f rona  which  the  following  is  an  ex- 
tract : 

"  Of  these  reasons,  for  declining  to  cause  the  copies  to 
be  made  for  him,  which  you  requested,  you  were  duly  ap- 
prised. And  you  were  also  informed,  as  Mr.  Boyden  him- 
self has  been  informed,  that  until  he  comes  to  the  conclu- 
sion to  treat  this  office  with  the  civility  which  the  customs 
and  rules  of  official  intercourse  require,  this  office  will  have 
no  intercourse  with  him,  directly  or  through  the  agency  of 
others.  When  he  concludes  to  conduct  his  intercourse  with 
this  office  with  decency  and  propriety,  his  business  will  be 
attended  to." 

On  the  20th  of  January,  1848,  Mr.  Burke  made  the  fol- 
lowing memorandum,  which  he  handed  to  Mr.  Laskey, 
who  had  called  for  the  same  papers  : 

Patent  Office,  January  20,  1848. 

Mr.  R.  H.  Laskey,  as  the  agent  of  Uriah  A.  Boyden, 
calls  for  the  following  copies  of  patents,  including  draw- 
ings, specifications,  and  claims,  or  all  of  them  which  are 
recorded  in  the  Patent  Office,  viz.  :  George  W.  Henderson 
and  John  E.  Cayford's  patent,  dated  April  14,  1830 ; 
Charles  Kenzie's  patent,  dated  July  1,  1846  ;  and  J.  K. 
Millard's  patent,  dated  May  9,  1846  ;  for  which  he  offers  to 
pay  the  usual  fees  required  by  law  for  copies. 

I  hereby  refuse  to  give  him  the  copies  called  for,  for  Mr. 
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Boyden,  or  to  transact  any  other  business  for  Mr.  Boyden 
with  Mr.  Laskey.  I  do  not  refuse  copies  of  any  patents  or 
other  papers  which  Mr.  Laskey  requires  for  himself  or  for 
any  other  person  except  Mr.  Boyden.  I  refuse  to  do  any 
business  for  Mr.  Boyden,  whether  he  applies  for  the  same 
personally  or  by  agent,  until  he  comes  to  the  conclusion  to 
observe,  in  his  communications  with  this  office,  or  its  offi- 
cial head,  the  proprieties  usually  observed  in  official  inter- 
course. When  he  comes  to  the  conclusion  to  address  this 
office,  or  its  head,  in  resi)ectful  language,  any  business 
which  he  may  have  with  it  will  be  done  as  it  is  done  for 
other  persons,  whether  he  applies  in  j)erson  or  by  agent. 

EDMUIfD  BUBKE. 

Mr.  Boyden  soon  afterward  brought  his  action  against 
Burke,  as  above  stated. 

On  the  trial  of  the  cause,  the  plaintiffs  counsel  took  four 
bills  of  exceptions  ;  the  first  three  of  which  related  to  evi- 
dence, and  the  fourth  an  exception  to  a  general  instruction 
that  the  plaintiff  was  not  entitled  to  recover. 

They  were  as  follows  : 

Mrst  Exception. — On  the  trial  of  the  issue  in  this  cause, 
the  plaintiff,  to  maintain  the  issue  on  his  part  joined, 
offered  to  give  evidence  tending  to  show  that  he  is  a  citizen 
of  the  United  States,  residing  in  Boston,  in  the  State  of 
Massachusetts ;  that  he  is  a  civil  engineer  and  machinist, 
and  as  such  was,  in  the  month  of  January,  1848,  engaged 
in  making  improvements  in  "turbines"  and  water-wheels"  ; 
that  this  fact  was  known  to  the  defendant ;  that  the  de- 
fendant was  at  the  same  time  Commissioner  of  Patents ; 
that  the  plaintiff,  in  order  to  see  what  machinery  having  in 
view  the  same  purpose  had  been  theretofore  patented,  as 
well  to  guard  himself  against  any  suit  by  such  previous 
patentees,  for  any  alleged  infringement  of  their  said 
patents,  as  also  to  avoid  any  infringement  thereof,  and  to 
save  himself  time,  labor,  and  expense,  required  copies  of 
certain  patents  then  of  record  in  the  Patent  Office,  and 
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which  had  been  theretofore  issued  to  the  persons  mentioned 
in  the  memorandum  of  January  20  ;  that  on  the  20th  day 
of  January,  1848,  the  said  plaintiff  applied  to  the  said  de- 
fendant, as  Commissioner  of  Patents  as  aforesaid,  for  copies 
of  the  said  patents,  and  tendered  himself  ready,  and 
**  offered  to  pay  the  usual  fees  required  by  law  for  copies," 
and  the  defendant  thereujwn,  as  Commissioner  as  afore- 
said, answered  the  said  application  in  writing  as  follows. 

To  all  which  evidence  so  as  aforesaid  offered  by  the  plain- 
tiff, and  to  every  part  thereof,  except  the  said  memoran- 
dum last  above  mentioned,  the  defendant,  by  his  counsel, 
objects,  as  inadmissible  upon  the  issue  joined,  and  the 
court  refused  to  permit  the  said  evidence  so  objected  to  to 
be  given  ;  and  thereupon  the  plaintiff,  by  his  counsel,  ex- 
cepts thereto. 

Second  Exception. — The  plaintiff  then  read  in  evidence, 
without  objection,  the  memorandum  made  by  the  defend- 
ant, dated  January  20,  1848,  and  then  gave  evidence  tend- 
ing to  show  that  on  or  about  the  22d  day  of  December, 
1847,  J.  J.  Greenough,  by  authority  of  the  plaintiff,  called 
at  the  Patent  Office  to  obtain  for  him  copies  of  three  sev- 
eral patents,  which  had  theretofore  been  issued  by  said 
office  for  '*  turbines"  or  *' water- wheels'-'  ;  that  he  was  re- 
ferred by  the  clerk  to  whom  he  applied  to  the  defendant, 
and  informed  defendant  that  he  had  been  requested  by  the 
plaintiff  to  obtain  for  him  copies  of  those  patents,  and  de- 
fendant refused,  saying  he  would  not  have  anything  to  do 
with  Mr.  Boyden,  directly  or  indirectly,  or  words  to  that 
effect ;  and,  upon  his  cross-examination,  witness  stated 
that  he  asked  Mr.  Burke  to  give  him  in  writing  his  reasons 
for  so  refusing,  which  he  then  and  there  promised  to  do  ; 
and,  some  days  after,  the  witness  received  a  letter  from  the 
defendant  containing  those  reasons,  which  letter  he  had 
transmitted  to  the  plaintiff  ;  and  then,  upon  cross- exami- 
nation, the  counsel  for  the  defendant  called  upon  the  plain- 
tiff to  produce  said  letter,  and  the  plaintiff,  admitting  he 
had  said  letter  then  in  court,  refuses  to  produce  the  same, 
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on  the  ground  that  the  said  letter,  if  produced,  would  not 
be  evidence  ;  but  the  court  overruling  the  objection  of  the 
defendant,  ordered  the  same  to  be  produced,  and  thereupon 
the  said  letter  was  produced  by  the  plaintiflE ;  and  the  de- 
fendant, by  his  counsel,  offers  to  read  the  same  in  evidence, 
and  the  plaintiff,  by  his  counsel,  objects  thereto,  but  the 
court  permits  the  same  to  be  read  in  evidence,  and  it  is  read 
accordingly,  as  follows ;  and  the  plaintiff,  by  his  counsel, 
excepts  thereto,  &c. 

Third  JSxcept ion.— And  here  the  plaintiff  rested ;  and 
thereupon  the  defendant  offered  to  read  in  evidence  a  letter 
addressed  to  him  by  the  plaintiff,  dated  14th  of  December, 
1847,  and  also  a  letter  from  plaintiff  to  J.  J.  Greenough, 
which,  it  is  admitted,  is  the  same  letter  referred  to  in  the 
testimony  of  said  Greenough,  as  containing  the  authority 
under  which  he  applied  for  the  copies  of  patents,  as  testi- 
fied by  him  in  his  examination  by  the  plaintiff,  which  let- 
ter bears  date  the  14th  of  December,  1847,  to  the  admissi- 
bility of  which  said  letters,  or  either  of  them,  as  evidence 
in  this  cause,  the  pliantiff,  by  his  counsel,  objects,  and  the 
court  overrules  the  said  objection,  and  permits  both  of  said 
letters  to  be  read  in  evidence  ;  and  the  handwriting  of  the 
plaintiff  thereto  being  admitted,  the  same  are  read  accord- 
ingly, and  the  plaintiff,  by  his  counsel,  excepts  thereto,  &c. 

Fourth  Exception, — And  thereupon,  and  upon  the  whole 
evidence  aforesaid,  the  defendant  prayed  the  court  to  in- 
struct the  jury,  that  upon  the  evidence  aforesaid,  if  the 
same  is  believed  by  the  jury,  the  plaintiff  is  not  entitled  to 
recover  in  this  action ;  which  instruction  the  court  gave, 
and  the  plaintiff,  by  his  counsel,  excepts  thereto,  &c. 

Upon  these  exceptions,  the  case  came  up  to  this  court, 
and  was  argued  by  Mr.  Bradley ^  for  the  plaintiff  in  error, 
and  by  Mr.  Ooxe^  for  the  defendant  in  error. 

Mr.  Bradley  contended  that  the  Circuit  Court  erred  in 
each  one  of  the  above  rulings. 
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First..  The  defendant  was,  by  law,  bound  to  give  the 
copies  asked  for,  if  they  could  be  made  consistently  with 
the  Dublic  interest. 

1.  The  Patent  Office  is,  for  certain  purposes,  an  office  of 
public  record,  in  like  manner  as  the  office  in  which  the 
titles  to  real  property  ai*e  recorded  : 

Prom  the  very  name,  the  object,  the  nature  of  the  con- 
tract between  the  government  and  the  patentee,  the  effect 
of  the  granting  the  patent  as  to  the  right  granted,  and  the 
notice  implied,  the  manner  in  which  the  title  is  secured, 
and  by  which  a  right  under  it  is  to  be  transferred,  the 
necessity  to  prevent  litigation,  to  prevent  conflicts,  to  avoid 
the  expenditure  of  time  and  money. 

2.  Por  like  reasons,  if  no  provision  were  made  by  law  for 
copies,  still  the  keepers  of  those  records  should  be  bound 
to  give  them. 

3.  The  original  statute,  and  each  successive  one,  made 
provision  for  such  copies.  Act  10th  of  April,  1790,  1  Stat, 
at  Large,  109,  sees.  1,  2,  3 ;  act  21st  of  Pebruary,  1793,  Id. 
318,  sees.  1,  4,  11 ;  act  4th  of  July,  1836,  5  Stat,  at  Large, 
118,  sees.  4,  5,  11 ;  act  3d  of  March,  1837,  Id.  191,  sees.  1, 
2,  12  ;  act  3d  of  March,  1839,  Id.  353,  sees.  2,  8 ;  act  29th 
of  August,  1842,  Id.  542,  sees.  2,  6. 

The  law,  in  terms,  provides  copies  in  cases  in  which  they 
are  to  be  used  as  evidence,  and  makes  them  evidence.  It 
does  not  stop  here,  but  directs  copies  of  the  records,  draw- 
ings, and  other  papers  deposited  in  the  office,  to  be  given 
to  any  person  making  application  for  them,  on  their  pay- 
ing certain  fees  therefor. 

It  requires  a  record  of  the  claim,  specification,  drawings, 
the  patent  therefor,  and  the  assignment  thereof.  It  im- 
poses heavy  penalties  upon  an  infringement  of  the  patent, 
and  makes  these  records  notice  of  the  particulars  of  the 
right  granted. 

Its  design,  in  authorizing  copies  to  every  person  applying 
for  them,  is  obvious  ;  that  is,  protection  against  the  danger 
of  incurring  these  penalties.  The  reason  for  requiring 
copies  in  such  cases,  is  obviously  the  same  as  that  which 


Dec,  1852.]  BOYDEN  v.  BURKE.  477 

Argument  of  coansel. 

requires  them  to  be  given  in  cases  of  contest.     Prevention 
is  often  better  than  redress. 

Second.  The  duty  was  purely  ministerial,  involving  no 
discretion  ;  and  it  will  be  further  contended — 

1.  The  general  proposition,  that,  for  a  refusal  by  a  public 
officer  to  do  a  mere  ministerial  act,  to  the  injury  of  another's 
right,  an  action  will  lie. 

2.  The  injury  is  to  be  compensated  in  damages,  and  if 
the  officer  has  acted  in  good  faith,  the  measure  of  damages 
is  the  actual  injury  sustained ;  if  he  has  acted  wilfully, 
maliciously,  corruptly,  or  by  color  of  his  office,  with  intent 
to  injure,  the  party  injured  will  be  entitled  to  recover  such 
damages  as  the  jury  may  see  fit  to  give. 

As  to  the  first  branch  of  this  second  point,  Tracy  &  Bal- 
lestier  v.  Swartwout,  10  Pet.  80  ;  9  How.  259. 

As  to  the  second  branch,  Huckle  v.  Money,  2  Wils.  205  ; 
Beardmore  v.  Carrington,  Id.  244 ;  Dinsman  v.  Wilkes,  12 
How.  401-406  ;  Day  v.  Woodworth,  13  How.  371. 

Third.  Evidence  is  admissible,  in  this  last  case,  to  show 
that  the  officer  knew  the  nature  of  the  injury  he  was  inflict- 
ing, and  therefore  it  was  competent  for  the  plaintiflf  to  give 
in  evidence  the  facts  stated  in  plaintiffs  bill  of  exceptions, 
not  as  indicating  a  measure  of  damages,  but  to  give  the 
jury  some  knowledge  of  the  nature,  character,  and  degree 
of  the  injury,  as  a  guide  in  forming  an  estimate  of  the  ex- 
tent to  which  they  might  rightfully  go  in  inflicting  punitive 
as  well  as  compensatory  damages.  Marest  v.  Harveg, 
5  Taunt.  442 ;  Woert  v.  Jenkins,  14  Johns.  362 ;  Whipple 
V.  Walpole,  10  N.  H.  Rep.  130  ;  [Stimpson  v.  Railroad] 
Wallace,  Jr. ,  164  ;  and  cases  under  second  point. 

Fourfh.  The  letter  written  by  the  defendant  to  Mr. 
Greenough,  set  out  in  the  second  bill  of  exceptions,  was  not 
in  evidence  for  any  purpose. 

1.  Mr.  Greenough  had  no  authority  to  require  it. 

2.  It  was  but  an  amplification  of  his  first  refusal,  and  not 
explanatory  of  it. 

3.  It  was  the  party' s  own  letter,  offered  in  evidence  by 
himself,  not  originally  called  for  by  plaintiflf,  and  not  in 
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any  manner  admitted  or  acquiesced  in  by  him.  Parlie 
V.  Denton,  3  C.  &  P.  103 ;  14  E.  C.  L.  R,  227,  228 ;  Healey 
V.  Thatcher,  8  C.  &  P.  338  ;  34  E.  C.  L.  R.  442  ;  Whitford 
V.  Buckmeyer  &  Adams,  1  Gill,  127,  140 ;  Van  Buren  v. 
Digges,  11  How.  461,  477 ;  Towle  v.  Stevenson,  1  Johns. 
Ca.  112 ;  Champlin  c.  Tilley,  3  Day,  306 ;  Antoine  o.  Coit, 
2  HaU,  (N.  Y.,)  40,  46,  47. 

F'ifth,  The  letter  to  the  defendant,  set  out  in  the  third 
bill  of  exceptions,  was  not  evidence  for  the  defendant  for 
any  purpose.  The  letter  from  the  plaintiff  to  Mr.  Green- 
ough  was  admissible  to  show  his  authority  from  the  plain- 
tiff, and  shows  conclusively  that  he  had  no  authority  to  ask 
for  or  to  receive  defendant's  written  statement,  set  out  in 
the  second  exception. 

But  the  letter  written  by  plaintiff  to  defendant,  on  the 
14th  of  December,  1847,  was  not  evidence  in  mitigation  of 
his  refusal  on  the  22d  of  December,  1847,  or  on  the  2d  of 
January,  1848 ;  and  it  could  have  been  admissible  for  no 
other  purpose. 

That  letter  would  have  reached  here  on  the  18th  of 
December,  1847,  at  furthest,  by  due  course  of  mail,  and  the 
defendant  had  abundant  time  to  get  cool  before  the  22d  of 
that  month. 

The  refusals  were  both  given  deliberately,  wilfully,  with 
the  intent  to  punish,  that  is,  to  injure  the  plaintiff,  and  the 
malice  is  so  much  the  greater. 

Mr,  Coxe^  for  the  defendant  in  error,  made  the  following 
points : 

1.  That  the  Circuit  Court  ruled  according  to  law  on  all 
the  points  raised  in  the  bills  of  exception. 

2.  That  the  action  is  founded  upon  a  misconception  of 
the  fourth  section  of  the  act  of  Congress  of  July  4,  1836. 

3.  That  if  the  plaintiff's  case  is  embraced  by  that  section, 
the  evidence  in  the  record  furnishes  a  complete  justification 
of  the  acts  of  defendant. 

4.  That  the  declaration  sets  forth  no  legal  cause  of  ac- 
tion. 
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Mr.  Justice  Grier  delivered  the  opinion  of  the  court. 

The  bills  of  exception  taken  by  the  plaintiff  to  the  rejec- 
tion and  admission  of  testimony  on  the  trial  have  not  been 
8upi)orted. 

The  declaration  charges  that  the  defendant  Burke  was 
Commissioner  of  Patents,  and  as  such  was  bound  to  grant 
to  applicants  therefor  copies  of  patents,  &c. ,  on  payment  of 
fees ;  that  the  plaintiff  tendered  the  customary  fees  and 
demanded  copies  of  certain  patents,  which  defendant 
refused  to  give  him,  to  the  damage  of  plaintiff  ten  thousand 
dollars,  &c. 

As  no  special  damage  is  alleged,  the  court  very  properly 
refuse  to  receive  evidence  tending  to  prove  it. 

A  demand  for  certain  copies  was  made  through  the 
agency  of  Mr.  Greenough,  but  accompanied  with  a  letter 
from  plaintiff  to  defendant,  requesting  him  to  deliver  the 
copies  to  Mr.  Greenough.  This  letter,  with  the  answer  of 
defendant  thereto,  was  proi)erly  received  as  part  of  the  res 
ffestce,  or  as  a  conversation  between  the  parties,  reduced  to 
writing. 

A  bill  of  exceptions  was  also  taken  to  the  charge  of  the 
court,  who  instructed  the  jury,  "  that,  upon  the  evidence 
before  them,  the  plaintiff  was  not  entitled  to  recover." 

As  the  plaintiff  had  shown  a  demand  of  the  copies,  with 
tender  of  fees,  and  a  refusal  of  defendant,  he  had  made  out  his 
case  as  laid  in  his  declaration,  and  was  entitled  to  a  verdict 
for  nominal  damages,  unless  by  law  he  was  not  entitled  to 
demand  such  copies,  or  defendant  had  shown  a  suflScient 
excuse  for  refusing  them.  Patents  are  public  records.  All 
persons  are  bound  to  take  notice  of  their  contents,  and  con- 
sequently should  have  a  right  to  obtain  copies  of  them. 
The  Patent  Law  of  1836,  section  four,  enacts  that  *'  any 
I)erson  making  application  therefor  may  have  certified 
copies,"  &c.  These  records  being  in  the  care  and  custody 
of  the  Commissioner  of  Patents,  it  is  his  duty  to  give 
authenticated  copies  to  any  person  who  shall  demand  the 
same,  as  soon  as  he  conveniently  can,  on  payment  of  the 
legal  fees.    Where  there  is  a  right  on  the  one  side,  and  a 
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corresponding  duty  imposed  on  the  other,  a  refusal  to  i)er- 
form  such  duty,  on  the  reasonable  request  of  the  jxarty 
entitled  to  demand  it,  will  subject  the  oflScer  to  an  action. 
But  the  party  entitled  to  such  services  must  request  it  in  a 
proper  manner.  He  has  no  right  to  accompany  his  demand 
with  personal  insult,  or  vulgar  abuse  of  the  oflScer.  Those 
to  whom  the  people  have  committed  high  trusts  are  entitled 
at  least  to  common  courtesy,  and  are  not  bound  to  submit 
to  the  insolence  or  ill  temper  of  those  who  disregard  the 
decencies  of  social  intercourse.  A  demand  accompanied 
with  rudeness  and  insult  is  not  a  legal  demand.  The  letter 
accompanying  the  plaintiflF  s  demand  in  this  case  was  taunt- 
ing, insulting,  and  libellous,  indicating  a  want  of  taste  and 
temper.  And  if  the  case  had  rested  here,  we  could  have 
found  no  fault  with  the  instruction  of  the  court.  But  the 
plaintiff  showed  another  demand,  some  two  weeks  after  the 
first,  by  his  agent,  which  was  made  in  a  proper  maimer, 
and  unaccompanied  with  any  insulting  missive.  The  de- 
fendant was  not  justified  in  refusing  this  demand  on  ac- 
count of  the  former  misconduct  of  the  plaintiff,  or  to  en- 
force an  apology  by  withholding  his  rights.  Ill  manners 
or  bad  temper  do  not  work  a  forfeiture  of  men's  civil  rights. 
While  the  want  of  an  apology  for  his  previous  rudeness  and 
insult  might  well  justify  the  defendant  in  refusing  all  social 
intercourse  with  the  plaintiff,  yet  it  could  not  release  him 
from  the  obligations  imposed  upon  him  by  his  oflScial 
station,  or  entitle  him  to  disregard  the  rights  guaranteed  to 
the  plaintiff  by  the  laws  of  the  land. 

The  court  below  erred,  therefore,  in  not  instructing  the 
jury,  that,  if  they  believed  the  testimony,  the  plaintiff  was 
entitled  to  a  verdict  for  nominal  damages. 

The  judgment  is  reversed,  and  a  venire  de  novo  awarded. 

Ordek.  This  cause  came  on  to  be  heard  on  the  tran- 
script of  the  record  from  the  Circuit  Court  of  the  United 
States  for  the  District  of  Columbia,  hold  en  in  and  for  the 
county  of  Washington,  and  was  argued  by  counsel ;  on 
consideration  whereof,  it  is  now  here  ordered  and  adjudged 
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by  this  court,  that  the  judgment  of  the  said  Circuit  Court 
in  this  cause  be,  and  the  same  is  hereby,  reversed  with 
costs ;  and  that  this  cause  be,  and  the  same  is  hereby,  re- 
manded to  the  said  Circuit  Court,  with  directions  to  award 
a  venire  fddas  de  now. 

Reversed  with  costs. 

Note: 

3.  Patent  Office  Records.     What  are  public  application  files. 
Loom  Co.  V.  Higgins,  105  IT.  S.  580. 
Eeissue  application  files : 

Manufacturing  Co.  v.  Corbin,  103  U.  S.  786. 


In  Text-Books  : 

2  Abb.  Pat.  Law,  1886,  pp.  22,  23,  27. 
Walker  on  Pats.,  1883,  p.  134. 
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HENRY  O'REILLY,  EUGENE  L.  WHITMAN,  AND 
W.  F.  B.  HASTINGS,  APPELLANTS,  v.  SAMUEL 
P.  B.  MORSE,  ALFRED  VAIL,"  AND  FRANCIS  O. 
J.  SMITH. 

IS  How.  68-187.    Dec,  1858. 

« 

[Bk.  14,  L.  ed.  601 ;  1  Whit.  768.] 

Date  of  prior  publication.  Foreign  patent.  Particular  patentee 
first  and  original  inventor.  Date  of  invention.  Notice  of 
special  matter.  Prior  foreign  knowledge.  Suggestions.  Failure 
to  notice  foreign  patent  in  U.  8.  patent.  Patenting  a  principle. 
Specification  part  of  patent.  Disclaimer.  Delay  in  filing. 
Failure  to  disclaim.  Improvement.  Particular  reissues  sus- 
tained. 

1.  Where  certain  English  patents  were  introduced  to  establish  pri- 

ority of  invention  over  a  domestic  patent,  held  that  they  must 
take  date  from  the  time  of  filing  their  specifications,  and  not 
of  sealing  (p.  6^2). 

2.  Morse  held  the  first  and  original  inventor  of  the  invention  in 

No.  1647,  June  20,  1840 ;  reissued  No.  79,  January  16,  1846, 
and  No.  117,  June  13,  1848,  Electric  Telegraph,  and  was  not 
anticipated  by  the  prior  European  inventions  relied  on  (p.  623). 

e 

3.  Where  it  was  established  by  the  testimony  of  witness  and  others 

that  the  inventor  had  invented  his  plan  at  a  certain  date, 
although  not  disclosed  to  the  witness  until  afterward ;  and 
there  was  reasonable  ground  for  believing  it  so  far  completed 
in  his  mind,  that  the  delay  in  bringing  it  out  arose  from  want 
of  means,  held  that  the  invention  was  entitled  to  take  date 
from  such  time,  and  was  not  anticipated  by  publications  subse- 
quent thereto  (p.  624). 

4.  The  Appellate  Court  cannot  go  outside  of  the  record  for  evidence 

(p.  625). 

5.  Appellants  cannot  be  allowed  to  surprise  patentee  by  evidence  of 

a  prior  invention  of  which  they  gave  him  no  notice  (p.  625). 

6.  When  the  patentee  believe  himself  to  be  the  first  inventor,  a 
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previous  discovery  in  a  foreign  country  cannot  render  his  patent 
void,  unless  the  discovery,  or  some  substantial  part  of  it,  had 
been  before  patented  or  described  in  a  printed  publication 
(p.  625). 

7.  The  fact  that  the  inventor  sought  and  obtained  the  necessary 

information  and  counsel  from  the  best  sources,  and  acted  upon 
it,  neither  impairs  his  rights  as  an  inventor  nor  detracts  from 
his  merit  (p.  626). 

8.  The  identity  of  the  original  patent,  No.  1647,  and  its  reissue. 

No.  117,  sustained  in  view  of  the  presumption  in  favor  of  the 
same  raised  by  its  reissue  by  the  proper  lawful  authority,  noth- 
ing appearing  to  the  contrary,  and  because  the  variation  in  the 
reissue  description  from  that  in  the  former  specification  does 
not  necessarily  imply  that  it  is  for  a  different  discovery 
(p.  627). 

9.  Patent  No.  1647,  reissue  117,  held  not  void  for  failure  to  bear 

the  same  date  with  the  prior  French  patent  (p.  627). 

10.  The  question  whether  the  filing  of  the  United  States  applica- 
tion prior  to  the  grant  of  the  French  patent  for  the  same 
invention  exempted  the  subsequently  granted  domestic  patent 
from  limitation  to  the  term  of  the  prior  foreign  patent,  raised 
but  not  decided  (p.  627). 

11.  Reissue  117,  June  13,  1848,  to  S.  F.  B.  Morse,  claim  8,  con- 
strued to  be  for  the  exclusive  right  to  use  a  manner  and  pro- 
cess which  he  had  neither  invented  nor  described ;  it  is  for  a 
principle,  and  held  too  broad  and  void  (p.  628). 

12.  Patenting  a  principle.  English  and  American  cases  reviewed 
(p.  630). 

13.  The  specification  is  a  part  of  the  patent  (p.  636). 

14.  The  law  which  requires  and  permits  patentee  to  disclaim,  is 
not  penal  but  remedial.     (Act  1837,  §  7)  (p.  639). 

15.  Where  a  claim  has  been  allowed  and  held  valid  by  a  circuit  court, 
there  is  no  unreasonable  delay  in  filing  a  disclaimer,  until  the 
highest  court  to  which  it  could  be  carried  has  pronounced  its 
judgment  (p.  639). 

16.  Omission  to  disclaim  does  not  render  the  patent  altogether  void, 
and  patentee  is  entitled  to  proceed  for  infringement  of  the 
valid  part  of  his  invention,  but  he  cannot  recover  costs, 
although  infringement  be  proved  (p.  639). 

17.  Patent  No.  4453,  April  11,  1846,  reissue,  118,  June  13,  1848, 
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to  Morse  for  Electric  Telegraph  (Morse  Register),  held  not 
invalidated  because  embraced  in  void  claim  8  of  reissue,  117 
(p.  640). 

18.  It  is  also  patentable  as  an  improvement  in  a  new  patent,  in 
place  of  being  annexed  to  his  former  specification,  under  Act 
1836,  §  13  (p.  640). 

19.  The  patentee  of  an  improvement  on  an  older  patented  inven- 
tion is  not  bound  in  his  new  patent  to  refer  specifically  to  his 
former  one  (p.  640). 

20.  Change  in  form  which  does  not  constitute  invention  (p.  642). 

21.  The  two  Morse  reissues,  Nos.  117  and  118,  sustained  and  held 
infringed  (p,  643), 

[Citations  in  the  opinion  of  the  Court :] 

(1)  Electric  Tel.  Co.  v.  Brett  &  Little,  10  Com.  Pleas  R.,  p.  625. 

(2)  Neilson  v,  Harford,  8  M.  &  W.  806,  p.  631. 

(8)  Le  Roy  v.  Tatham,  14  How.  156 ;  p.  813,  ante,  p.  634. 

(4)  Wyeth  v.  Stone,  1  Story,  270,  285,  p.  635. 

(5)  Blanchard  v.  Sprague,  3  Sumn.  540,  p.  685, 

[In  Dissenting  Opinion :] 

(6)  Curtis  on  Patents,  80,  p.  651. 

(7)  Juhr  V.  Pratt,  Webs.  Pat.  Cases,  103,  p.  652. 

(8)  Eneass  v.  Schuylkill  Bank,  4  Wash.  19,  p.  652. 

(9)  McClurg  f),  Kingsland,  1  How.  204 ;  4  Am.  &  Eng.  382,  p.  652. 
(10)  Le  Roy  v.  Tatham,  14  How.  177,  p.  653. 

(Mr.  Justice  Curtis,  having  been  of  counsel,  did  not  sit 
in  this  cause.) 

This  was  an  appeal  from  the  Circuit  Court  of  the  United 
States  for  the  District  of  Kentucky,  sitting  as  a  court  of 
equity. 

It  is  difficult  to  make  a  fair  report  of  this  case  without 
writing  a  book.  The  arguments  of  counsel  would  fill  a 
volume  by  themselves. 

The  history  of  the  case  was  drawn  up  by  the  learned 
judge  who  presides  over  the  District  Court  of  the  United 
States  in  Kentucky,  and  whose  decree  was  under  review. 
Permission  has  been  given,  by  Judge  Monroe,  that  the 
reporter  may  use  Ms  statement  as  preUminary  to  this  report, 
and  he  avails  himself  with  pleasure  of  this  kindness  ;  be- 
cause, although  the  narrative  is  occasionally  interspersed 
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with  the  opinions  which  induced  the  judge  to  decree  an 
injunction  in  favor  of  Morse,  yet  the  history  is  given  with 
great  precision  and  clearness. 

The  folloAving  statement  is  extracted  from  the  opinion  of 
Judge  Monroe : 

The  comphiinants,  in  their  bill,  allege  that  Samuel  F.  B. 
Morse,  one  of  them,  was  the  true  and  original  inventor  of 
the  electro-magnetic  telegraph,  worked  by  the  motive- 
power  of  electro-magnetism,  and  of  the  several  improve- 
ments thereon,  by  which  intelligence  which  is  in  one  place 
is  transmitted  to  other  distant  places,  and  that  by  the 
letters  patent  of  the  United  States  duly  issued  to  him, 
Samuel  F.  B.  Morse,  and  by  his  partial  assignments  to 
F.  O.  J.  Smith  and  Alfred  Vail,  the  other  complainants, 
they  together  are  lawfully  invested  with  the  exclusive  right 
of  constructing  and  employing  such  telegraph  for  such  pur- 
pose, throughout  the  United  States,  for  the  terms  in  the 
letters  patent  mentioned,  and  which  have  not  yet  expired, 
and  they  exhibit  the  letters  patent. 

They  show  that  the  practicability  and  great  utility  of  the 
invention  was  fully  established  by  the  telegraph  constructed 
under  the  superintendence  of  Morse,  by  means  of  an  appro- 
priation made  by  the  Congress  bf  the  United  States  for  the 
purpose,  and  put  in  operation  between  the  cities  of  Wash- 
ington and  Baltimore,  in  the  year  1844. 

That  afterward  there  had  been  constructed,  by  the  agency 
and  means  of  joint-stock  companies,  promoted  by  the  com- 
plainant, and  operating  under  contracts  and  license  of  the 
patentee,  Morse  and  his  assignees,  telegraphs  along  lines, 
amounting,  in  the  aggregate,  to  upward  of  four  thousand 
live  hundred  miles,  whereby  telegraphic  communication 
was  established  between  the  principal  cities  of  the  United 
States,  from  New  Orleans  to  Boston  ;  and  that  there  were 
now  in  progress  of  construction  numerous  additional  and 
other  lines,  under  contracts  with  them,  for  more  widely  ex- 
tending the  benefits  of  the  invention,  and  they  believe  that 
if  they  are  protected  in  the  lawful  use  of  their  rights,  every 
section  of  the  United  States  will,  in  a  short  time,  have  the 
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benefits  of  their  improvements  in  telegraphic  correspond- 
ence. 

They  represent  that  in  all  the  lines  of  telegraphic  com- 
munication now  in  successful  operation  in  the  United  States 
in  transmitting  intelligence  by  means  of  electro-magnetism, 
the  improvement  of  S.  F.  B.  Morse,  or  the  chief  and  essen- 
tial principles  and  parts  thereof,  are  employed. 

They  show  that  they  have  caused  to  be  established,  a 
line  of  telegraphic  communication  from  Louisville,  by  way 
of  Frankfort  and  Lexington,  to  Maysville,  Ky . ,  which  was 
in  successful  operation. 

They  represent  that  they  had  caused  to  be  constructed, 
lines  of  posts  and  wires  from  Louisville,  in  the  district  of 
Kentucky,  by  way  of  Bardstown,  Glasgow,  and  Scottsville, 
in  Kentucky,  and  thence  by  way  of  Gallatin  to  Nashville, 
in  the  district  of  Tennessee,  for  the  transmission  of  intelli- 
gence'by  means  of  their  improved  telegraph  ;  and  that  they 
had  expended  great  sums  of  money  therein  ;  and  that  this 
line  is  in  the  extension  to  New  Orleans,  State  of  Louisiana  ; 
and  is  connected  by  another  line  with  Memphis,  Tennessee  ; 
and  that  large  sums  of  money  will  be  expended  in  this 
work  ;  and  all  the  lines  in  a  short  time  completed,  and  the 
assignments. 

They  represent  that  their  rights  have  been  repeatedly 
and  explicitly  acknowledged  and  admitted  in  divers  ways, 
and  by  individuals  and  large  bodies  of  associated  citizens 
in  various  sections  of  the  United  States ;  that  these  had 
treated  with  them  for  the  purchase  of  their  rights,  or  parts 
thereof,  and  of  licenses  to  use  their  patented  improvements  ; 
and  that  they  had  made  extensive  sales,  or  licenses  to  use 
them,  to  companies  and  individuals  upon  various  lines,  and 
among  others  to  the  New  York,  Albany,  and  Buffalo  line  ; 
the  Washington  and  New  York  line  ;  the  New  York  and 
Boston  line  ;  the  Washington  and  Petersburg  line ;  the 
line  from  Petersburg  to  New  Orleans,  besides  numerous 
shorter  and  side  Unes. 

They  state  that  they  had  been  thus  in  the  successful  and 
uninterrupted  exercise  of  the  rights  granted  to  them  by  the 


488  O'REILLY  v.  MORSE,  [Sup.  Ct, 

Statement  of  the  case* 

letters  patent  of  the  United  States,  and  had  been  in  nowise 
disturbed  therein,  until,  by  the  operations  of  the  defendant, 
O'  Reilly,  and  the  committing  of  the  wrongs  presently  men- 
tioned, by  him  and  his  co-defendants. 

This  defendant,  O'  Reilly,  they  state,  had,  as  early  as  1845, 
entered  into  a  contract  with  the  complainants,  and  another, 
then  having  an  interest  in  the  patent,  whereby  he,  O'  Reilly, 
acknowledged  their  right ;  and  that  he  had  afterward,  in 
various  ways  and  for  a  long  period  of  time,  manifested  his 
acquiescence  in,  and  admissions  of,  the  rights  and  privileges 
of  them,  the  complainants,  and  even  insisted  on  his  right  to 
the  use  of  them  himself  under  his  contract  with  them  ;  that 
he  had,  under  this  contract  and  his  claims  under  it,  in  fact, 
used  and  employed  the  improved  telegraph  of  the  com- 
plainants, and  persisted  in  such,  his  claim,  to  employ  it  on 
all  the  lines  embraced  by  his  contract,  without  questioning 
the  validity  of  their  patents.     But 

They  allege  that  this  defendant,  Henry  O'  Reilly,  had,  by 
himself,  his  agents  and  servants,  constructed  a  line  of  posts 
and  suspended  metallic  wires  thereon,  from  the  city  of 
Louisville,  in  the  district  of  Kentucky,  by  way  of  Bards- 
town  to  Nashville,  in  the  State  of  Teimessee,  and  well 
knowing  all  the  facts  by  the  complainants  set  forth,  he  and 
his  co-defendants  had  worked  and  employed  upon  said  line 
a  telegraph  substantially  the  same  with  the  electro-magnetic 
telegraph  invented  by  the  complainant  Morse,  and  in  his 
patents  mentioned,  against  the  will  and  without  any 
authority  from  them,  the  complainants.  They  show  that 
the  terms  of  the  contract  under  which  O'Reilly  claimed 
their  right  to  the  use  of  the  telegraph,  on  certain  other 
lines  where  he  employed  it,  did  not  extend  to  any  country 
north  of  the  Ohio  River,  and  that  there  was  no  color  for 
any  claim  by  the  defendants  to  the  use  thereof  within  the 
district  of  Kentucky,  or  on  any  part  of  the  lines  by  them 
lately  constructed. 

They  represent  especially  that  the  defendants,  in  the 
operation  and  working  of  their  line  of  telegraph,  so  by 
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them  constmcted,  used  and  employed  instruments,  appa- 
ratus, and  means  which  are,  in  the  material,  substantial,  and 
essential  parts  thereof,  so  upon  the  principle  and  plan  of 
the  said  several  improvements  patented  by  the  complainant 
Morse,  or  the  plan  and  principle  of  some  of  said  improve- 
ments, and  not  other  or  different.     And 

They  state  that  by  such  means  the  defendants,  their 
servants  and  agents,  had  been,  for  the  space  of  more 
than  four  months  past,  and  were  still,  transmitting  in- 
telligence over  said  line  for  any  person  who  desired  the 
same ;  and  for  such  service  had  been,  and  are  yet,  re- 
ceiving compensation  from  the  persons  for  whom  the 
same  is  performed ;  all  which  they  allege  is  in  violation 
of  the  rights  granted  by  the  letters  patent,  or  of  some  of 
the  parts  thereof. 

They  further  represent  that  the  defendant  O'  Reilly  was 
extending  the  line  from  Nashville  to  New  Orleans,  and  had 
extended  it  to  Memphis,  and  was  operating  upon  the  last- 
mentioned  line  to  Memphis,  in  violation  of  the  rights  of 
them,  the  complainants,  by  the  use  of  their  patented  im- 
provements, or  the  principal  and  essential  parts  thereof ; 
and  that  he  had  declared  his  intention  of  completing  the 
other  line  from  Loui^Ue  to  New  Orleans,  and  of  then 
employing  the  same  instruments  as  he  was  then  using  on 
the  line  from  Louisville  to  Nashville. 

They  state  that  they  are  informed  that  the  defendants 
sometimes  give  out,  in  speeches,  that  the  patents  of  the 
complainant  Morse  are  void  ;  and  at  other  times,  give  out 
and  pretend  that  the  machinery  and  apparatus  which  they 
use  for  the  transmission  and  the  reception  of  the  intelli- 
gence upon  the  said  line  is  a  distinct  and  separate  invention, 
which  they,  the  complainants,  are  informed  the  defendants 
call  the  Columbian  Telegraph  : 

Whereas,  the  complainants  charge  that  the  patents  are 
good  and  valid  in  law,  and  that  the  defendant  O'  Reilly,  by 
his  contract  with  the  patentee,  and  by  his  having  exercised, 
and  his  persisting  in  his  claim  to  exercise,  under  it,  the 
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exclusive  privileges  by  the  patents  granted,  is  estopped 
from  denying  their  validity.     And 

That  the  said  pretended  new  invention  is,  in  its  essential 
principles,  identical  with  and  upon  the  plan  of  the  patented 
improvements  of  Morse,  and  that  the  use  of  the  same  is  a 
violation  and  infringement  of  the  patent  issued  to  the  com- 
plainant Morse. 

They  allege  that  the  defendants  had  received,  and  were 
then  receiving,  considerable  sums  of  money  for  transmitting 
intelligence  on  the  line  from  Louisville,  within  the  district 
of  Kentucky,  in  violation  of  the  rights  of  the  complainants ; 
and  they  complain  that  the  defendants  had,  by  their  unlaw- 
ful operations,  greatly  disturbed  them  in  the  lawful  exer- 
cise of  their  rights,  so  granted  and  held  by  them,  and  had 
caused  a  great  diminution  of  the  business  of  them,  the  com- 
plainants, on  their  line  of  telegraph,  which  they  had  caused 
to  be  constructed,  and  had  now  in  operation  within  the  dis- 
trict of  Kentucky ;  and  that  the  defendants  refused  to 
desist  from  such  violation  of  the  complainants'  rights. 
Wherefore, 

The  complainants  pray  that  the  defendants,  by  an  order, 
and  the  process  of  the  court,  may  be  enjoined  from  here- 
after using  or  employing  such  telegraphs  in  the  violation 
and  infringement  of  the  rights  of  them,  the  complainants, 
within  the  district  of  Kentucky  ;  that  they  may  be  com- 
jDeUed  to  account  for  the  money  received  by  them,  in  con- 
sideration of  their  unlawful  operations  and  wrongful  exer- 
cise of  the  rights,  privileges,  and  proi)erty  of  the  complain- 
ants ;  and  that,  on  due  proceeding  and  final  hearing,  such 
order  of  injunction  may  be  made  final  and  effectual,  and 
that  the  complainants  may  have  such  other  relief  as  their 
case  may  require.     And 

They  propound  numerous  interrogatories,  framed  on  all 
the  material  allegations  of  the  bill,  and  pray  that  each  de- 
fendant may  be  compelled  to  answer,  on  his  oath,  such  as 
are  for  him  designated,  and  to  this  end,  and  that  they  may 
have  the  relief  which  shall  be  adjudged  them,  they  pray 
the  writ  of  subpoena. 
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The  defendants  appeared  by  their  counsel,  and  admitted 
that  they  had  sufficient  notice.  O'Reilly  read  his  answer 
to  the  complainants'  bill. 

The  respondent  admits  the  contract  with  the  complainants 
of  1845,  stated  in  the  bill,  and  seems  to  admit  that  he  had 
used,  under  it,  j)ortions  of  the  *'  machine  or  combinations" 
described  in  the  patent  to  Mr.  Morse  of  1840 ;  but  denies 
he  had  used  others  under  this  contract. 

He  says  he  was  not  scientific,  and  had  not  seen  the  patent 
until  after  the  complainants  had  alleged  he  had  forfeited 
his  contract,  and  instituted  a  suit  to  have  it  vacated  ;  and 
insists  that  he  is  not  estopped  to  deny  the  validity  of  the 
patents. 

He  sets  up  no  defence  under  this  conti'act,  and  disclaim- 
ing any  license  from  the  complainants  in  respect  to  the  line 
of  telegraph  in  question,  answers,  that  he  believes,  on 
grounds  which  he  sets  forth,  that  Mr.  Morse  is  not  the  orig- 
inal and  first  inventor  of  the  telegraph  described  in  his  pat- 
ents, and  insists  that  his  patents  are,  on  that  ground,  and 
upon  their  face,  and  for  other  causes  he  states,  null  and' 
void. 

He  admits  the  construction  and  operation  of  the  lines  of 
telegraph  in  Kentucky  and  elsewhere,  by  himself  and 
others ;  but,  denying  that  the  instruments  employed  on 
them  are  within  the  description  of  the  complainants'  pat- 
ents, even  on  the  supj)osition  of  their  validity,  denies  the 
infringement. 

But  other  grounds  of  defence,  not  presented  by  the 
answer,  were  assumed  in  the  argument ;  and  the  matter  of 
the  answer  will  be  more  fully  stated  under  the  several  heads 
of  the  whole  defence.  The  defendants  all  united  in  oppo- 
sition to  the  motion. 

The  parties  respectively  read,  without  objection,  a  great 
mass  of  documentary  proof,  in  supj)ort  of  their  positions, 
and  a  model  of  the  telegraph  described  in  the  letters  patent 
to  Mr.  Morse,  and  of  the  telegraph  employed,  and  proposed 
to  be  employed,  by  the  defendants,  was  exhibited  and  sub» 
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jected  to  the  application  of  the  proofs,  the  explanation  of 
the  parties,  and  the  inspection  of  the  tribunal. 

The  grounds  of  defence  presented  by  the  answer  of 
O'  Reilly,  and  assumed  on  the  proofs,  will  be  comprehended 
under  these  heads  of  primary  division  : 

I.  The  complainant  Morse  was  not  the  true  and  original 
inventor  of  this  telegraph. 

II.  The  letters  patent  to  him  are  null  and  void  upon  their 
face,  and  for  other  causes  dehors. 

III.  The  telegraph  constructed  and  employed  by  them, 
the  defendants,  is  substantially  and  in  law  different  from 
the  telegraph  described  in  the  letters  patent  to  Morse,  and 
of  which  he  can  lawfully  claim  the  exclusive  employment ; 
and,  therefore,  on  the  supposition  of  the  validity  of  the 
patents  to  any  extent,  there  has  been  no  infringement. 

IV.  The  case  on  the  pleadings  and  proofs  is  not  one, 
whatever  might  be  considered  of  it  on  a  final  hearing  of  the 
bill,  which  will  justify  an  order  for  injunction  presently. 

These  subjects  in  their  order. 

Is  Mr.  Morse  the  original  inventor  of  this  telegraph,  and 
of  the  several  improvements  thereon  described  in  his  letters 
patent  ? 

It  is  necessary  that  we  now  ascertain  and  settle  what  is 
the  thing  which  was  invented  ;  and  to  this  end  it  will  be 
most  convenient  to  begin  at  its  conception,  and  accompany 
it  in  its  progress  down  to  its  present  state  of  apparent 
maturity  and  completeness. 

History  of  the  Invention. 

Its  conception  is  fiixed  by  Mr.  Morse  himself  in  October, 
1832,  on  board  the  packet-shij)  SuUy^  on  her  passage  from 
Havre,  France,  to  New  York. 

He  says  that  he  was  by  profession  a  historical  painter, 
and  had,  in  1829,  gone  to  Europe  for  perfecting  himself  in 
that  art ;  that  on  his  return  home,  in  October,  1832,  there 
were  among  the  passengers  in  the  ship  the  Hon.  William 
C.  Rives,  Minister  of  the  United  States  to  the  Court  of 
France,  Dr.  C.  T.  Jackson,  James  Fisher,  Esq.,  of  Phila- 
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delphia,  William  Constable,.  Esq.,  and  other  gentlemen  of 
extensive  reading  and  intelligence  ;  and  that  soon  after  the 
voyage  commenced  the  then  experiments  and  discoveries  in 
relation  to  electro-magnetism,  and  the  affinity  of  electricity 
to  magnetism,  or  their  probable  identity,  became  a  subject 
of  conversation. 

In  the  course  of  this  discussion,  it  occurred  to  him,  that, 
by  means  of  electricity,  signs  representing  figures,  letters, 
or  words  might  be  legibly  written  down  at  any  distance, 
ajid  that  the  same  effect  might  be  produced  by  bringing  the 
current  in  contact  with  paper  saturated  with  some  saline 
solution.  These  ideas  took  full  j)ossession  of  his  mind,  and 
during  the  residue  of  the  voyage  he  occupied  himself,  in  a 
great  measure,  in  devising  means  of  giving  them  practical 
effect. 

Before  he  landed  in  the  United  States,  he  had  conceived 
and  drawn  out,  in  his  sketch-book,  the  form  of  an  instru- 
ment for  an  electro-magnetic  telegraph,  and  had  arranged 
and  noted  down  a  system  of  signs  composed  of  a  combina- 
tion of  dots  and  spaces,  which  were  to  represent  figures  ; 
and  these  were  to  indicate  words  to  be  found  in  a  tele- 
graphic dictionary,  where  each  word  was  to  have  its  num- 
ber. He  had  also  conceived  and  drawn  out  the  mode  of 
applying  the  electric  or  galvanic  current,  so  as  to  mark 
signs  by  it«  chemical  eflfects. 

This  is  the  account  of  the  inventor  himself  ;  but  it  is  sup- 
ported by  the  testimony  of  disinterested  witnesses. 

Mr.  Rives,  under  date  of  September  27th,  1837,  address- 
ing himself  to  Mr.  Morse,  says  : 

'^  I  remember  perfectly  that  you  explained  to  me  the  idea 
of  your  ingenious  instrument,  during  the  voyage  which  we 
made  together  in  the  autumn  of  1832.  I  also  remember, 
that,  during  our  many  conversations  on  this  subject,  I  sug- 
gested several  difficulties  to  you,  and  that  you  obviated 
them  with  promptness  and  confidence." 
.  Captain  Pell,  the  commander  of  the  ship,  says,  on  the 
same  day,  addressing  himself  to  Mr.  Morse  : 

"  When  I  examined  your  instrument,  a  few  days  since, 
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I  recognized  in  it  the  same  mechanical  principles  and 
arrangements  which  I  had  heard  you  explain  on  board  of 
my  vessel  in  1832." 

And  it  api)ears,  by  the  depositions  of  two  brothers  of  Mr. 
Morse,  that  on  their  meeting  him  on  board  the  ship,  imme- 
diately she  had  moored  at  New  York,  the  greeting  had 
hardly  passed  between  the  three  brothers,  and  before  they 
had  reached  the  house  of  one  of  them,  which  they  imme- 
diately proceeded  to  from  the  ship,  he  announced  to  them 
his  discovery,  and  told  them  that  he  had,  during  his  voy- 
age, made  an  important  invention,  which  had  occupied 
almost  all  his  time  on  shipboard, — one  that  would  astonish 
the  world,  and  of  the  success  of  which  he  was  perfectly 
sanguine  ;  and  that  he  said  this  invention  was  a  means  of 
communicating  intelligence  by  electricity,  so  that  a  message 
could  be  written  down  in  characters,  in  a  permanent  man- 
ner, at  any  distance ;  and  he  took  from  his  pocket  and 
showed  them,  in  his  sketch-book,  a  representation  of  his 
invention. 

And  this  was  the  invention  in  October,  1832. 

Mr.  Morse  further  says  : 

'^  Immediately  after  his  landing  in  the  United  States  he 
communicated  his  invention  to  a  number  of  his  friends,  and 
employed  himself  in  preparations  to  prove  its  practicability 
and  value,  by  actual  experiment.  To  that  end,  he  made  a 
mould,  and  cast,  at  the  house  of  his  brother,  in  New  York, 
before  the  commencement  of  the  year  1833,  a  set  of  type 
representing  dots  and  spaces,  intended  to  be  used  for  the 
purpose  of  closing  and  breaking  the  circuit  in  his  contem- 
plated experiments." 

And  this  statement  is  also  supported  by  other  testimony. 

But  he  was  unable  to  proceed,  for  the  want  of  money  to 
purchase  the  materials  for  a  galvanic  battery  and  wire,  and 
was  compelled  for  subsistence  to  return  to  his  pencil ;  and 
having  been  led  in  pursuit  of  employment  from  place  to 
place,  from  1832  to  the  latter  part  of  1835,  he  had  no  opi)or- 
tunity  of  making  experiments  of  his  invention.  But  he 
affirms  he  never  lost  faith  in  its  practicability,  or  abandoned 
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Ms  intention  of  testing  it  as  soon  as  he  could  command  the 
means. 

**  In  1835,  he  was  appointed  professor  in  the  New  York 
City  University,  and  about  the  month  of  November,  in  that 
year,  occupied  rooms  in  the  University  buildings.  Here  he 
immediately  commenced,  with  very  limited  means,  to  ex- 
periment upon  his  invention. 

* '  His  first  instrument  was  made  up  of  an  old  picture  or 
canvas  frame  fastened  to  a  table ;  the  wheels  of  an  old 
wooden  clock,  moved  by  a  weight,  to  carry  the  paper  for- 
ward ;  three  wooden  drums,  upon  one  of  which  the  paper 
was  wound,  and  passed  thence  over  the  other  two ;  a 
wooden  pendulum,  suspended  to  the  top  piece  of  the  pic- 
ture or  stretching  frame,  and  vibrating  across  the  paper  as 
it  passed  over  the  centre  wooden  drum  ;  a  pencil  at  the 
lower  end  of  the  pendulum,  in  contact  with  the  pai)er  ;  an 
electro-magnet,  fastened  to  a  shelf  across  the  picture  or 
stretching  frame,  opposite  to  an  armature  made  fast  to  the 
pendulum  ;  a  type  rule  and  type  for  closing  and  breaking- 
the  circuit,  resting  on  an  endless  band  composed  of  carpet- 
binding,  which  passed  over  two  wooden  rollers  moved  by  a 
wooden  crank,  and  carried  forward  by  points  projecting^ 
downward  into  the  carpet-binding ;  a  lever,  with  a  small 
weight  on  the  upper  side,  and  a  tooth  projecting  downward 
at  one  end,  operated  on  by  the  type  and  a  metallic  fork, 
also  projecting  downward  over  two  mercury  caps ;  at  the- 
other  end,  a  galvanic  battery  of  one  cup,  and  a  short  cir- 
cuit of  wire  embracing  the  helices  of  the  electro-magnet, 
connected  with  the  positive  and  negative  poles  of  the  bat- 
tery, and  terminating  in  the  mercury  cups. 

'^  When  the  instrument  was  at  rest,  the  circuit  wa» 
broken  at  the  mercury  cups.  As  soon  as  the  first  type  in 
the  type  rule  (put  in  motion  by  turning  the  wooden  crank) 
came  in  contact  with  the  tooth  on  the  lever,  it  raised  that 
end  of  the  lever,  and  depressed  the  other,  bringing  the 
prongs  of  the  fork  down  into  the  mercury,  thus  closing  the 
circuit.  The  current  passing  through  the  helices  of  the 
electro-magnet,  caused  the  pendulum  to  move,   and  the 
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pencil  to  make  an  oblique  mark  nj)on  the  paper,  which  in 
the  meantime  had  been  put  in  motion  over  the  wooden 
drum.  The  tooth  in  the  lever  falling  into  the  space  between 
the  first  two  types,  the  circuit  was  broken  when  the  pendu- 
lum returned  to  its  former  position,  the  pencil  making  an- 
other mark  as  it  returned  across  the  paper.  Thus,  as  the 
lever  was  alternately  raised  and  depressed  by  the  points  of 
the  type,  the  i)encil  passed  to  and  fro  across  the  strip  of 
paper,  passing  under  it,  making  a  mark  resembling  a  suc- 
cession of  V's,  the  points  only  of  which,  however,  were 
considered  as  telegraphic  signs.  The  spaces  between  the 
types  caused  the  pen  to  mark  horizontal  lines,  long  or  short, 
in  proportion  to  their  own  length. 

"  With  this  apparatus,  made  as  it  wasi  and  completed 
before  the  first  of  the  year  1836,  he  was  enabled  to  mark 
down  intelligibly  telegraphic  signs  ;  and  having  arrived  to 
that  point,  he  exhibited  it  to  some  of  his  friends  early  in 
that  year,  and  first  of  all  to  Professor  Leonard  D.  Gayle, 
who  was  a  colleague  professor  in  the  university. 

"  Here  was  an  actual  operation  of  the  instrument,  and  a 
demonstration  of  its  capacity  to  accomplish  the  end  of  the 
invention.'' 

And  this  statement  is  fully  supported  by  the  aflSdavit  of 
Dr.  Gayle.     He  says  : 

*^  That  in  the  month  of  January,  in  the  year  one  thousand 
eight  hundred  and  thirty-six,  I  was  a  colleague  professor,  in 
the  University  of  the  city  of  New  York,  with  Professor 
Samuel  F.  B.  Morse,  who  had  rooms  in  the  University 
buildings,  on  Washington  square,  in  said  city  ;  that  during 
said  month  of  January  of  the  year  aforesaid,  the  said  Pro- 
fessor Morse  invited  me  into  his  private  room  in  the  said 
university,  where  I  saw,  for  the  first  time,  certain  appa- 
ratus, constituting  his  electro-magnetic  telegraph.  The  in- 
vention, at  that  time,  consisted  of  the  following  pieces  of 
apparatus." 

Here  the  witness  gives  a  full  description  of  the  apparatus, 
and  of  its  operation,  and  of  the  result ;  and  this  result  was 
the  making  of  the  permanent  and  legible  record. 
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And  this  was  the  state  of  the  invention  in  January,  1836. 

Thus  far  it  had  not  been  ascertained  what  was  the  limit 
of  the  magnetic  power,  and  therefore  it  was  not  known  on 
what  length  of  wire  it  would  be  found  of  sufl5cient  force  to 
make  the  record,  and  there  had  been  no  means  devised  of 
extending  the  operation,  further  than  the  magnetic  current 
of  one  battery  would  be  effectual.  But  this  matter  had  not 
escaped  the  attention  of  Mr.  Morse,  and  he  had  been  devis- 
ing means  for  the  supply  of  whatever  defect  might  be  found 
in  this  respect. 

He  says  :  **  Early  in  1836  he  procured  forty  feet  of  wire, 
and  putting  it  in  circuit,  found  that  his  battery  of  one  cup 
was  not  sufficient  to  work  his  instrument.  This  result  sug- 
gested to  him  the  probability  that  the  magnetism  to  be 
obtained  from  the  electric  current  would  diminish  in  pro- 
portion as  the  circuit  was  lengthened,  so  as  to  be  insufficient 
for  any  practical  purpose  at  great  distances  ;  and  to  remove 
that  probable  obstacle  to  his  success,  he  conceived  the  idea 
of  combining  two  or  more  circuits  together,  each  with  an 
independent  battery,  making  use  of  the  magnetism  of  the 
first  to  close  and  break  the  second  ;  that  of  the  second  to 
elose  and  break  the  third  ;  and  so  on. 

**  His  chief  concern,  therefore,  in  his  subsequent  experi- 
ments, was  to  ascertain  at  what  distance  from  the  battery 
sufficient  magnetism  could  be  obtained  to  vibrate  a  piece  of 
metal  to  be  used  for  that  purpose,  knowing  that  if  he  could 
obtain  the  least  motion  at  the  distance  of  eight  or  ten  miles, 
the  ultimate  object  was  within  his  grasp.'* 

A  mode  of  communicating  the  impulse  of  one  circuit  to 
another,  analogous  to  the  receiving  magnet  now  in  use,  was 
matured  early  in  the  spring  of  1837,  and  then  exhibited  to 
Professor  Gayle,  his  confidential  friend. 

And  this  statement  is  also  fully  confirmed  by  the  state- 
ment of  Dr.  Gayle.     He  says  : 

"  It  was  early  a  question  between  Professor  Morse  and 
myself,  where  was  the  limit  of  the  magnetic  power  to  move 
a  lever?  1  expressed  a  doubt  whether  a  lever  could  be 
moved  by  this  power  at  the  distance  of  twenty  miles,  and 
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my  settled  conviction  was,  that  it  could  not  be  done  with 
sufficient  force  to  mark  characters  on  paper  at  100  miles 
distance.  To  this  Professor  Morse  was  accustomed  to 
reply,  *  If  I  can  succeed  in  working  a  magnet  ten  miles, 
'  I  can  go  around  the  globe.'  The  chief  anxiety,  at  this 
stage  of  the  invention,  was  to  ascertain  the  utmost  limits  at 
which  he,  Morse,  could  work  or  move  a  lever  by  magnetic 
ix)wer.  He  often  said  to  me,  '  It  matters  not  how  delicate 
the  movement  may  be,  if  I  can  obtain  it  at  all,  it  is  all  I 
want.'  Professor  Morse  often  referred  to  the  number  of 
stations  which  might  be  required,  and  which  he  observed 
would  add  to  the  complication  and  expense.  The  said 
Morse  always  expressed  his  confidence  of  success  in  prop- 
agating magnetic  power  through  any  distance  of  electric 
conductors  which  circumstances  might  render  desirable. 
His  plan  was  thus  often  explained  to  me :  ^  Suppose,'  said 
Professor  Morse,  '  that  in  experimenting  on  twenty  miles 
of  wire,  we  should  find  that  the  power  of  magnetism  is  so 
feeble  that  it  wiU  but  move  a  lever  vath  certainty  a  Jiaifs- 
hreadthy  that  would  be  insufficient,  it  may  be,  to  write  or 
to  print,  yet  it  would  be  sufficient  to  close  and  break  an- 
other or  a  second  circuit  twenty  miles  further,  and  this 
second  circuit  could  be  made,  in  the  same  manner,  to  close 
and  break  a  third  circuit ;  and  so  on  axound  the  globe.' 

^'  This  general  statement  of  the  means  to  be  resorted  to, 
now  embraced  in  what  is  called  the  receiving  magnet^  to 
render  practical  vmting  or  printing  by  telegraph,  through 
long  distances,  was  shown  to  me  more  in  detail,  early  in 
the  spring  of  the  year  1837,  (one  thousand  eight  hundred 
and  thirty-seven,)  and  I  am  enabled  to  approximate  the 
date  very  nearly,  from  an  accident  that  occurred  to  me,  in 
falling  on  the  ice  formed  of  late  snow  in  the  spring  of  that 
year. 

* '  The  accident  happened  on  the  occasion  of  removing  to 
Professor  Morse' s  rooms  in  the  New  York  University  some 
pieces  of  apparatus  to  prepare  a  temporary  magnet. 

*'  The  apparatus  was  arranged  on  a  plan  substantially  as 
indicated  in  the  drawings  on  sheet  2,  accompanying* this 
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affidayit.  Figure  1  is  a  battery  at  one  terminus  of  a  line  of 
conductors  representing  twenty  miles  in  length,  from  one 
pole  of  which  the  conductor  proceeds  to  the  helix  of  an 
electro-magnet  at  the  other  terminus,  the  helix  forming 
part  of  the  conductor ;  from  thence  it  returns  to  the  bat- 
tery, and  terminating  in  a  mercury  cup  o,  from  the  con- 
tiguous mercury  cup  p,  a  wire  proceeds  to  the  other  pole  of 
the  battery.  When  the  fork  of  the  lever  c  unites  the  two 
cnps  of  mercury,  the  circuit  is  complete,  and  the  magnet  & 
is  charged  and  attracts  the  armature  of  the  lever  rf,  which 
connects  the  circuit  of  battery  2  in  the  same  manner,  which 
again  operates  in  turn  lever  c,  twenty  miles  further ;  and 
so  on. 

*^  This  I  dei)ose  and  say  was  the  plan  then  and  there  re- 
vealed and  shown  to  me  by  the  said  Professor  Morse,  and 
which,  so  far  as  I  know,  has  constituted  an  essential  part 
of  his  electro-magnetic  telegraph  from  that  date  till  the 
present  time." 

The  diagram  referred  to  by  the  witness  is  attached  to  the 
deposition,  and  exhibits  the  combination  of  the  circuits  of 
electricity  claimed  by  Mr.  Morse  as  a  part  of  his  invention. 
Their  construction  is  fully  described,  and  their  operation 
having  been  witnessed  by  the  deponent,  is  described  in  his 
deposition. 

And  this  was  the  state  of  the  invention  early  in  the  spring 
of  1837. 

It  fully  appears  that  the  completing  of  the  invention  had 
been  retarded  by  the  want  of  means  by  Mr.  Morse.  But  in 
the  spring  of  this  year  he  appears  to  have  been  excited  by 
the  publication  of  an  account  of  the  invention  of  a  telegraph 
by  two  French  gentlemen,  M.  Gonon  and  Servel,  which  it 
was  at  first  apprehended,  from  the  terms  of  its  announce- 
ment, was  no  other  than  the  electro-magnetic  telegraph, 
but  which  afterward  turned  ont  to  be  only  a  form  of  the 
common  telegraph  formerly  in  use  ;  and  he  conisented  to  a 
notice  being  taken,  in  one  of  the  newspapers  of  New  York, 
of  his  invention,  and  renewed  and  increased  his  exertions 
to  perfect  and  demonstrate  its  great  superiority  and  value. 
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He  was  assisted  by  his  fellow-professor,  Dr.  Gayle,  in 
trying  exi)eriments,  and  in  consideration  thereof,  and  of 
his  further  assistance  in  such  work,  he  presented  him  an 
interest  in  the  invention  ;  and  by  the  united  work  of  the 
two,  from  April  to  September,  they  were  enabled  to  exhibit 
it  in  an  improved  form. 

In  the  latter  part  of  August,  Dr.  Gayle  states,  the  opera- 
tions of  the  instrument  were  shown  to  numerous  visitors  in 
the  university.     And  he  continues  : 

"  It  was  on  Saturday,  the  second  day  of  September,  1837, 
that  Prqfessiyr  Dauberry^  of  the  English  Oxford  Univer- 
sity^  being  on  a  visit  to  this  country,  was  invited,  with  a 
few  friends,  to  see  the  operations  of  the  telegraph  in  its 
then  rude  form,  in  the  cabinet  of  the  New  York  City  Uni- 
versity, where  it  then  had  been  put  up  with  a  circuit  of 
1,700  feet  of  copper  wire,  stretched  back  and  forth  in  that 
long  room.  I  well  remember  that  Professor  Dauberry, 
Professor  Torrey,  and  Mr.  Alfred  Vail  were  present,  among 
others.  This  exhibition  of  the  telegraph,  although  of  very 
rude  and  imperfectly -constructed  machinery,  demonstrated 
to  all  present  the  practicability  of  the  invention ;  and  it 
resulted  in  enlisting  the  means,  the  skill,  and  the  zeal  of 
Mr.  Alfred  Vail,  who  early  the  next  week  called  at  the 
rooms,  and  had  a  more  perfect  explanation  from  Professor 
Morse  of  the  character  of  the  invention." 

'^The  doubt  to  be  dispelled  in  Mr.  Vail's  mind,  as  he 
then  stated,  and  has  since  frequently  stated,  was  whether 
the  power  by  magnetism  could  be  propelled  to  such  a  dis- 
tance as  to  be  practically  effective.  This  doubt  was  dissi- 
pated in  a  few  minutes'  conversation  with  Professor  Morse  ; 
and  I  have  ever  been  under  the  full  conviction  that  it  was 
the  means  then  disclosed  by  Professor  Morse  to  Mr.  Vail, 
to  wit,  the  plan  of  repeating  the  power  of  magnetism  at 
any  distance  required,  which  I  have  stated,  that  induced 
Mr.  Alfred  Vail  and  his  brother,  George  Vail,  at  once  to 
interest  themselves  in  the  invention,  and  to  furnish  Pro- 
fessor Morse  with  the  means,  material,  and  labor  for  an 
experiment  on  a  larger  scale."     • 
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And  this  was  the  state  of  the  invention  in  September,  1837. 

Mr.  Morse  accordingly  proceeded  to  have  constructed  a 
new,  larger,  and  more  perfect  instrument  for  exhibition  on 
an  application  for  a  patent  to  Washington. 

Caveat. 

In  the  meantime,  on  the  —  day  of  October,  1837,  in  order 
to  protect  his  right  to  his  invention,  he  filed  his  caveat  in 
the  Patent  Office. 

It  is  in  these  words  : 

"7\>  Ihe  Commissioner  of  Patents, 

"  The  petition  of  Samuel  F.  B.  Morse  *  *  represents  : 
That  your  petitioner  has  invented  a  new  method  of  trans- 
mitting and  recording  intelligence  by  means  of  electro- 
magnetism,  which  he  denominates  the  American  electro- 
magnetic telegraph,  and  which  he  verily  believes  has  not 
been  known  or  lised  prior  to  the  invention  thereof  by  your 
petitioner.  Your  petitioner  further  states,  that  the  ma- 
chinery for  a  full,  practical  display  of  his  new  invention  is 
not  yet  completed,  and  he  therefore  prays  protection  of  his 
right  till  he  shaU  have  matured  the  machinery  ;  and  desires 
that  a  caveat  for  that  purpose  may  be  filed  in  the  confiden- 
tial archives  of  the  Patent  Office,  and  preserved  in  secrecy, 
according  to  the  terms  and  conditions  expressed  in  the  act 
of  Congress  in  that  case  made  and  provided ;  he  having 
paid  twenty  dollars  into  the  treasury,  and  complied  with 
other  provisions  of  the  said  act. 

''  New  York,  September  28,  1837." 

These  are  the  specifications  annexed  to  the  caveat : 
"  The  nature  of  my  invention  consists  in  laying  an  elec- 
tric or  galvanic  circuit  or  conductors  of  any  length  to  any 
distance.  These  conductors  may  be  made  of  any  metal, 
such  as  copper  or  iron  wire,  or  strips  of  copper  or  iron,  or 
of  cords  or  twine,  or  other  substances,  gilt,  silvered,  or 
covered  with  any  metal  leaf,  properly  insulated  in  the 
ground,  or  through  or  beneath  the  water,  or  through  the 
air,  and  by  causing  the  .electric  or  galvanic  current  to  pass 
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through  the  circuit,  by  means  of  any  generator  of  electric- 
ity, to  make  use  of  the  visible  signs  of  the  presence  of 
electricity  in  any  part  of  the  said  circuit,  to  communicate 
any  intelligence  from  one  place  to  another. 

"  To  make  the  said  visible  signs  of  electricity  available 
for  the  purpose  aforesaid,  I  have  invented  the  following 
apparatus,  namely : 

"  First.  A  system  of  signs,  by  which  numbers,  and  con- 
sequently words  and  sentences,  are  signified. 

"  Second.  A  set  of  type  adapted  to  regulate  and  com- 
municate the  signs,  with  cases  for  convenient  keeping  of 
the  type,  and  rules  in  which  to  set  up  the  type. 

"  Third.  An  apparatus  called  a  port  rule,  for  regulating 
the  movement  of  the  type  rales,  which  rules,  by  means  of 
the  type,  in  their  turn  regulate  the  times  and  intervals  of 
the  passage  of  electricity. 

"  Fourth.  A  register,  which  records  the  signs  perma- 
nently. 

"  Fifth.  A  dictionary  or  vocabulary  of  words,  numbered 
and  adapted  to  this  system  of  telegraph. 

'^  Sixth.  Modes  of  laying  the  conductors,  to  preserve 
them  from  injury." 

Here  is  a  description  of  each  of  the  articles  of  the  inven- 
tion, after  which  he  concludes  in  these  words  : 

'^  What  I  claim  as  my  invention,  and  desire  to  secure  by 
letters  patent,  and  to  protect  for  one  year,  is  a  method  of 
recording  permanently  electrical  signs,  which,  by  means  of 
metallic  wires,  or  other  good  conductors  of  electricity,  con- 
vey intelligence  between  two  or  more  places." 

The  new  instrument,  which  Mr.  Morse  was  enabled  to 
have  constructed  by  his  arrangement  with  Mr.  Vail,  was 
completed  in  the  latter  end  of  this  year,  and  in  the  succeed- 
ing February,  1838,  it  was  exhibited  in  the  Franklin  Insti- 
tute at  Philadelphia,  where  it  operated  with  success  through 
a  circuit  of  ten  miles  of  wire  ;  and  a  committee  of  the  insti- 
tute made  a  report  of  its  success. 

It  was  thence  removed  to  the  city  of  Washington,  where 
it  was  publicly  exhibited  in  the  hall  of  the  House  of  Repre- 
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sentatives,  and  a  committee  having  been  appointed  to  ex- 
amine it,  made  a  favorable  report,  and  recommended  an 
appropriation  of  thirty  thousand  dollars,  to  have  eifectually 
tested  the  utility  of  the  invention. 

And  this  was  the  state  of  the  invention  early  in  the  spring 
of  1838. 

Petition  for  PaterU  and  its  SpecificatioTu, 

The  caveat  was  followed,  on  the  7th  of  April,  1838,  by  the 
petition  of  Mr.  Morse  for  the  patent.     It  is  to  this  effect : 

'^  Be  it  known,  that  I,  Samuel  F.  B.  Morse,  of  the  city, 
county,  and  State  of  New  York,  have  invented  a  new  and 
useful  machine  and  system  of  signs  for  transmitting  intelli- 
gence between  distant  points,  by  the  means  of  a  new  appli- 
cation and  effect  of  electro-magnetism,  in  producing  sounds 
and  signs,  or  either,  and  also  for  recording  permanently, 
by  the  same  means  and  application  and  effect  of  electro- 
magnetism,  any  signs  thus  produced,  and  representing  in- 
telligence, transmitted  as  before  named,  between  distant 
points,  and  I  denominate  said  invention  the  American 
electro-magnetic  telegraph,  of  which  the  following  is  a  full 
and  exact  description,  to  wit : 

"  It  consistiS  of  the  following  parts  :  First,  of  a  circuit  of 
electric  or  galvanic  conductors  from  any  generator  of  elec- 
tricity or  galvanism,  and  of  electro-magnets  at  any  one  or 
more  points  in  said  circuit." 

Hfere  he  gives  the  several  parts  of  which  his  invention 
consisted,  and  adds  a  long  description  of  each  of  them,  and 
then  sums  up  what  he  had  affirmed  he  had  himself  invented, 
in  these  words : 

'^  What  I  claim  as  my  invention,  and  desire  to  secure  by 
letters  patent,  is  as  follows  : 

*'  1st.  The  formation  and  arrangement  of  the  several 
parts  of  mechanism  constituting  the  type  rule,  the  straight 
port  rule,  the  circular  port  rule,  the  two  signal  levers,  and 
the  register  lever,  and  alarm  lever  with  its  hammer,  as  com- 
bining respectively  with  each  of  said  levers,  one  or  more 
armatures  of  an  electro-magnet,  and  as  said  parts  are  sev- 
erally described  in  the  foregoing  specification. 
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'^  2d.  The  combination  of  the  mechanism  constituting  the 
recording  cylinder,  and  the  accompanying  rollers  and  train 
wheels,  with  the  formation  and  arrangement  of  the  several 
parts  of  mechanism,  the  formation  and  arrangement  of 
which  are  claimed  as  above,  and  as  described  in  the  f ore- 
going  specification. 

'*  3d.  The  use,  system,  formation,  and  arrangement  of 
type  and  of  signs  for  transmitting  intelligence  between  dis- 
tant points,  by  the  application  of  electro-magnetism,  and 
metallic  conductors  combined  with  mechanism,  as  described 
in  the  foregoing  specification. 

"  4th.  The  mode  and  process  of  breaking,  by  mechanism^ 
currents  of  electricity  or  galvanism,  in  any  circuit  of 
metallic  conductors,  as  described  in  the  foregoing  specifi- 
cation. 

* '  5th.  The  mode  and  process  of  propelling  and  connect- 
ing currents  of  electricity  or  galvanism  in  and  through  any 
desired  number  of  circuits  of  metallic  conductors,  from  any 
known  generator  of  electricity  or  galvanism,  as  described 
in  the  foregoing  specification. 

^*  6th.  The  application  of  electro-magnets,  by  means  of 
one  or  more  circuits  of  metallic  conductors,  from  any  known 
generator  of  electricity  or  galvanism,  to  the  several  levers  in 
the  machinery  described  in  the  foregoing  specification,  for 
the  purpose  of  imparting  motion  to  said  levers,  and  operating 
said  machinery,  and  for  transmitting,  by  signs  and  sounds, 
intelligence  between  distant  points,  and  simultaneously  to 
different  points. 

''  7th.  The  mode  and  process  of  recording,  or  marking 
permanently,  signs  of  intelligence  transmitted  between  dis- 
tant points,  and  simultaneously  to  different  points,  by  the 
application  and  use  of  electro-magnetism  or  galvanism,  as 
described  in  the  foregoing  specification. 

' '  8th.  Tlie  combination  and  arrangement  of  electro-mag- 
nets in  one  or  more  circuits  of  metallic  conductors,  with 
armatures  of  magnets,  for  transmitting  intelligence  by  signs 
and  sounds,  or  either,  between  distant  points,  and  to  differ- 
ent points  simultaneously. 
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^^9tli.  The  combiiiation  and  mutual  adaptation  of  the 
several  jparta  of  the  mechanism  and  system  of  type,  and  of 
signs,  with  and  to  the  dictionary  or  vocabulary  of  words, 
as  described  in  the  foregoing  specification." 

It  appears  that  no  objection  was  found  to  the  issuing  of 
the  patent  immediately,  except  that  there  had  not  been  filed 
with  the  specifications  a  duplicate  set  of  the  drawings,  and 
that  the  Commissioner  wrote,  in  answer  to  an  application 
for  it,  to  this  effect,  on  the  1st  of  May. 

In  Eri^land  and  France, 

But  Mr.  Morse  had  conceived  a  hope  that  he  might  secure 
a  consideration  for  the  use  of  his  invention  in  foreign  coun- 
tries, as  well  as  in  the  United  States ;  and  on  the  15th  of 
May  he  returned  this  answer  to  the  Commissioner,  and  de- 
parted the  next  day  for  Liverpool : 

"  New  York  City  University,  May  15,  1838. 

**Hon.  Henry  L.  Ellsworth — Dear  Sir:  Excuse  the 
delay  in  answering  your  letter  of  the  1st  instant,  relative  to 
a  duplicate  set  of  drawings  for  my  letters  patent.  May  I 
ask  the  favor  of  you  to  delay  issuing  the  letters  patent 
until  you  hear  from  me  in  Europe,  as  I  fear  issuing  them 
here  will  at  present  interfere  with  my  plans  abroad  ? 

"  I  sail  to-morrow  in  the  ship  Europe^  for  Liverpool. 
PareweU." 

In  England,  a  patent  was  refused  to  the  American  in- 
ventor, on  the  ground  that  some  description  of  his  inven- 
tion— the  substance  of  which  will  appear  hereafter — had 
been  published  in  the  Ijondon  Magazine. 

But  he  was  othewise  received  in  France. 

In  the  French  Acad&my  of  Sciences. 

He  communicated  a  description  of  his  invention,  and 
exhibited  the  instrument  in  oj)eration,  before  the  French 
Academy  of  Sciences,  on  the  10th  of  September,  1638. 
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And  this  is  the  account  of  the  invention  published  in  the 
Comptes  Ilendus^  the  weekly  journal  of  the  academy : 

^^ Applied  Physics, — Electro-magnetic  telegraph  of  Mr, 
M6rse,  professor  in  the  University  of  New  York." 

"  The  instrument  has  been  put  in  operation  under  the 
eyes  of  the  academy.  The  following  is  a  literal  translation 
of  a  large  portion  of  the  notice  delivered  by  Mr.  Morse  to 
the  perpetual  secretaries : 

"  Mr.  Morse  conceives  that  his  instrument  is  the  first 
practicable  application  which  has  been  made  of  electricity 
to  the  construction  of  a  telegraph. 

"  This  instrument  was  invented  in  October,  1832,  while 
the  author  was  on  his  way  from  Europe  to  America,  in  the 
packet-ship  Sully,  The  fact  is  attested  by  the  captain  of 
the  ship  and  several  of  the  passengers.  Among  the  number 
of  the  latter  was  Mr.  Rives,  the  Minister  of  the  United 
States  near  the  French  government. 

[Here  is  given  the  account  of  Mr.  Rives  and  Captain  Pell, 
already  set  out,  after  which  the  account  proceeds  :] 

"  The  idea  of  applying  galvanism  to  the  construction  of 
telegraphs  is  not  new.  Dr.  Coxe,  a  distinguished  citizen 
of  Philadelphia,  makes  mention  of  it  in  a  note  inserted  by 
him  in  February,  1816,  in  the  Annals  of  Dr.  Thompson, 
page  162,  first  series ;  but  he  did  not  give  any  means  of 
eflFecting  it. 

"  Since  the  period  to  which  the  invention  of  Mr.  Morse's 
telegraph  goes  back,  other  arrangements,  founded  on  the 
flame  principles,  have  been  announced,  of  which  the  most 
celebrated  are  those  of  Mr.  Steinheil,  of  Munich,  and  of 
Mr.  Wheatstone,  of  London.  They  diflfer  very  much  in 
mechanism. 

"  The  American  telegraph  employs  but  one  circuit.*  The 
following  is  an  abridged  description  of  it : 


*  ''  Suppose  the  places  to  be  put  in  communication  with  each  other  occupy 
the  three  angles  of  a  triangle,  the  four  angles  of  a  quadrilateral,  or  certain 
points  of  a  line  enclosing  a  space,  a  single  wire  passing  through  all  those  points 
would  be  sufficient,  at  least  according  to  theory." 
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"  At  the  extremity  of  the  circuit,  where  the  news  is  to  be 
received,  is  an  apparatus  called  the  register.  It  consists  of 
an  electro-magnet,  the  wire  covering  of  which  forms  the 
prolongation  of  the  wire  of  the  circuit. 

"  The  armature  of  this  magnet  is  attached  to  the  end  of 
a  small  lever,  which,  at  its  opposite  extremity,  holds  a 
pen  ;  under  this  pen  is  a  ribband  of  paper  which  moves 
forward  as  required,  by  means  of  a  certain  number  of 
wheels.  At  the  other  extremity  of  the  circuit,  that  is  to 
say,  at  the  station  from  which  the  news  is  to  be  sent  out, 
is  another  apparatus  called  the  port  rule  ;  it  consists  of  a 
battery  or  generator  of  galvanism,  at  the  two  poles  of  which 
the  circuit  ends  ;  near  the  battery,  a  portion  of  this  circuit 
is  broken ;  the  two  extremities  disjoined  are  plunged  into 
two  cups  of  mercury  near  each  other. 

* '  By  the  aid  of  a  bent  wire  attached  to  the  extremity  of 
a  little  lever,  the  two  cups  may  be,  at  will,  placed  in  con- 
nection with  each  other,  or  left  separated  ;  thus  the  circuit 
is  completed  and  interrupted  at  pleasure.  The  movement 
of  the  mechanism  is  as  follows  : 

^'  When  the  circuit  is  complete,  the  magnet  is  charged  ; 
it  attracts  the  armature,  the  movement  of  which  brings  the 
pen  into  conta^jt  with  the  paper.  When  the  circuit  is  inter- 
rupted, the  magnetism  of  the  horseshoe  ceases,  the  arma- 
ture returns  to  its  first  position,  and  the  pen  is  withdrawn 
from  the  paper.  When  the  circuit  is  completed  and  broken 
rapidly  in  succession,  mere  dots  are  produced  upon  the 
moving  paper ;  if,  on  the  contrary,  the  circuit  remain  com- 
plete for  a  certain  length  of  time,  the  pen  marks  a  line,  the 
length  of  which  is  in  proi)ortion  to  the  time  during  which 
the  circuit  remains  complete.  This,  paper  presents  a  long 
interval  of  blank  if  the  circuit  remain  interrupted  during 
some  considerable  time.  These  points,  lines,  and  blanks 
lead  to  a  great  variety  of  combinations.  By  means  of  these 
elements,  Professor  Morse  has  constructed  an  alphabet  and 
the  signs  of  the  ciphers.  The  letters  may  be  written  with 
great  rapidity  by  means  of  certain  types  which  the  machine 
causes  to  move  with  exactness,  and  which  give  the  proper 
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movements  to  the  lever  bearing  the  pen.  Forty-five  of 
these  characters  may  be  traced  in  one  minute. 

"  The  register  is  nnder  the  control  of  the  person  who 
sends  the  news.  In  fact,  from  the  extremity  called  the 
port  rule,  the  mechanism  of  the  register  may  be  set  in 
motion  and  stopped  at  will.  The  presence  of  a  person  to 
receive  the  news  is,  therefore,  not  necessary,  though  the 
sound  of  a  bell,  which  is  rung  by  the  machine,  announces 
that  the  writing  is  about  to  be  begun. 

"  The  distance  at  which  the  American  telegraph  has  been 
tried  is  ten  miles  English,  or  four  post  leagues  of  France. 
The  experiments  have  been  witnessed  by  a  committee  of 
the  Franklin  Institute  of  Philadelphia,  and  by  a  committee 
appointed  by  the  Congress  of  the  United  States.  The  re- 
ports of  these  committees,  which  we  have  not  copied,  are 
extremely  favorable.  The  committee  of  Congress  recom- 
mended the  appropriation  of  thirty  thousand  dollars." 

French  Patent,  1888. 

A  patent  was  accordingly  granted  to  Mr.  Morse,  by  the 
French  government,  but  it  yielded  him  no  pecuniary  profit. 

It  is  dated  on  the  20th  of  August,  1838,  and  was  delivered 
to  him  on  the  30th  of  October  afterward. 

But  the  law  of  France  required  the  invention  to  be  put 
into  use  in  two  years,  and  on  failure  the  exclusive  privilege 
of  the  patentee  was  forfeited.  Mr.  Morse  had  not  the 
means  of  complying  with  the  condition,  and  he  returned 
home  in  1838,  with  the  hope  of  inspiring  in  his  own  country- 
men sufficient  confidence  in  his  great  invention.  But  the 
embarrassed  condition  of  the  country  caused  him  to  despair 
of  success  at  that  time,  and  being  compelled  to  betake  him- 
self again  to  his  pencil,  he  made  no  farther  movement  until 
the  succeeding  year. 

American  Patent,  1840. 

On  recurring  to  his  former  application  for  his  patent, 
which  had  remained  on  the  files  of  the  office,  the  duplicate 
set  of  his  drawings  were  still  wanting ;  but  having  supplied 
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this,  and  complied  with  some  other  directions  of  the  Com- 
missioner, the  patent  was  issued. 

It  wa;9  sealed,  and  bears  date  June  20,  1840. 

The  specifications  filed  in  1838,  on  the  application  for  the 
patent,  are  annexed  to  it  as  part  thereof.  These  specifica- 
tions, or  so  much  of  them  as  may  be  necessary,  will  be  set 
out  hereafter,  before  or  when  they  become  the  subject  of 
discussion. 

But  the  confidence  of  the  capitalists  in  an  invention'  so 
extraordinary,  and  one  promising  such  incredible  results, 
could  not  be  inspired,  and  the  patentee  was  not  able,  him- 
self, to  construct  a  line  of  telegraph,  and  introduce  it  into 
actual  use,  and  he  again  applied  to  the  Congress  of  the 
United  States.  This  resulted  in  the  appropriation  of  thirty 
thousand  dollars,  according  to  the  recommendation  of  the 
committee  in  1838,  for  the  purpose  of  testing  the  practica- 
bility and  utility  of  the  system,  under  the  superintendence 
of  Mr.  Morse. 

And  this  resulted  in  the  construction  of  the  line  of  tele- 
graph from  Baltimore  to  Washington,  and  a  complete  dem- 
onstration of  the  practicability  and  great  public  utility  of 
his  invention. 

And  this  was  the  state  of  the  invention  in  June,  1844, 
twelve  years  after  its  conception. 

EflForts  were  then  made  for  the  extension  and  multiplica- 
tion of  its  advantages,  but  diflSculties  were  encountered  in 
the  introduction  and  establishment  of  an  affair  of  such 
novelty,  and  requiring  such  a  large  amount  of  capital,  and 
some  time  was  necessary  to  overcome  them. 

The  exertions  were,  however,  continued,  and  with  the 
success  which  the  progress  in  the  establishment  of  the  tele- 
graphs stated  in  the  bill  of  exhibits. 

And  in  the  meantime,  as  will  be  presently  seen,  Mr. 
Morse  continued  his  exertions  to  improve  and  perfect  this 
great  invention. 

1840  Patent  Beistued  1846. 

In  January^  1846,  the  specifications  of  the  invention  and 
description  of  the  mode  of  its  operation  having  been  sup- 
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posed  to  be  in  some  respects  defective,  the  i>ateiit  was  sur- 
rendered, and  a  new  patent  taken  out  in  its  stead. 

The  specifications  annexed  to  this  patent  will  be  adverted 
to  hereafter.  It  will  be  suflScient  for  the  present  to  state, 
that,  in  the  summing  up  of  what  the  patentee  aflSirmed  he 
had  invented,  there  is  found  one  article  corresponding  to 
the  fifth  and  some  of  the  other  clauses  in  the  specifications 
of  the  patent  of  1840.     He  says  : 

"  I  also  claim  the  combination  of  two  or  more  circuits  of 
galvanism  or  electricity,  generated  by  independent  batteries, 
by  means  of  electro-magnetism,  as  above  described." 

It  appears  that  originally  the  design  was  that  this  part 
of  the  invention  was  to  be  resorted  to  only  in  case  the  gal- 
vanic current  of  one  battery  should  be  found  insuflSicient, 
on  a  long  line,  to  aflFord  the  motive-power  necessary  to 
work  the  register  and  record  the  intelligence,  and  it  does 
not  appear  that  it  had  been,  before  this  date,  ascertained 
that  the  one  battery  and  circuit  would  not  be  sufficient 
for  any  distance. 

Patent  of  1846  for  New  Improvement. 

But  on  the  16th  of  April,  1846,  Mr.  Morse  applied  for  and 
obtained  another  patent  for  an  improvement  on  his  own 
original  invention. 

And  it  appears  from  his  representations,  contained  in  the 
specifications  annexed  to  this  patent,  that  it  had  then  been 
ascertained  that  the  galvanic  current  generated  by  one  bat- 
tery would  be  sufficient  to  continue  the  electric  current  on 
any  length  of  line,  and  aJBford  sufficient  motive-power  to 
open  and  close  the  battery  ;  but  that  it  would  not  be  suffi- 
cient at  any  considerable  distance  to  work  the  register  and 
make  the  record,  unless  this  battery  was  made  of  great 
magnitude ;  and  that  by  such  battery  the  expense  of  the 
operation  would  be  greatly  increased. 

He  had,  therefore,  contrived  what  he  called  a  receiver  or 
receiving  magnet,  worked  by  a  local  battery,  or  battery 
situated  at  the  place  to  which  the  intelligence  is  trans- 


Dec,  1853.]  O'REILLY  v.  MORSE.  611 

Statement  of  the  case. 

mitted,  by  which  a  second,  but  short,  local  circuit,  con- 
nected with  the  main  circuit,  was  opened  and  closed, 
and  sufficient  force  given  to  the  register  to  make  the 
record. 

The  second  patent  is  for  this  and  for  other  improvements, 
which  he  sums  up  in  these  words  : 

*^  What  I  claim  as  my  invention,  and  desire  to  secure 
by  letters  patent,  is  the  receiving  magnet,  or  a  magnet 
having  a  similar  character,  that  sustains  such  a  relation  to 
the  register  magnet,  or  other  magnetic  contrivances  for 
registering,  and  the  length  of  the  current  or  telegraphic 
line,  as  will  enable  me  to  accomplish,  with  the  aid  of  a 
main  galvanic  battery  and  the  introduction  of  a  local  bat- 
tery, such  motion  or  power  for  registering  as  could  not  be 
obtained  otherwise  without  the  use  of  a  much  larger  gal- 
vanic battery. 

"  I  claim  as  my  invention  the  use  of  a  local  battery  and 
magnet,  in  combination  with  a  battery  and  magnet  con- 
nected with  the  main  line  or  lines  of  conductors,  for  the 
purpose  above  specified. 

^'  I  also  claim  the  combination  of  the  apparatus  connected 
with  the  clock-work,  for  setting  off  the  paper  and  stopping 
it  with  the  pen  lever,  M. 

"  I  also  claim  the  combination  of  the  points  affixed  in  the 
pen  lever,  with  the  grooved  roller,  N,  for  marking  on 
paper,  as  above  described." 

But  on  the  13th  of  June,  1848,  on  the  supposition  there 
were  some  defects  in  the  specifications  of  each  of  these  two 
patents  then  extant,  they  were  both  surrendered  and  •  can- 
celled, and  new  patents  obtained  in  the  stead  of  each, 
respectively. 

And  these  are  the  patents  upon  which  the  exclusive  right 
to  the  employment  of  the  telegraph  now  before  us  is 
claimed  by  the  complainant. 

But  it  is  necessary,  to  a  fair  and  intelligible  statement 
and  discussion  of  the  case,  that  large  portions  of  the 
schedules  be  set  out  in  their  own  words. 
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1840  nitent  Eeis9ued  1848. 

The  patent  itself,  which  is  a  reissue  of  the  patents  of 
1846,  which  was  a  reissue  of  the  original  patent  of  20th 
June,  1840,  will  be  given  at  length,  because  the  terms  of  it 
will  be  the  subject  of  discussion  hereafter,  in  connection 
with  the  statute.     It  is  in  the  following  words  : 

' '  The  United  States  of  America  to  all  to  whom  these 
letters  patent  shall  come  : 

"  Whereas,  Samuel  P.  B.  Morse,  of  Poughkeepsie,  New 
York,  has  alleged  that  he  has  invented  a  new  and  useful 
improvement  in  the  mode  of  communicating  information  by 
43ignals,  by  the  application  of  electro-magnetism,  for  which 
letters  patent  were  granted  on  the  20th  of  June,  1840,  which 
letters  patent  were  surrendered  and  rescinded  on  the  15th 
day  of  January,  1846,  which  last  letters  patent  are  hereby 
cancelled,  on  account  of  a  defective  specification,  which  he 
states  has  not  been  known  or  used  before  his  application ; 
has  made  oath  that  he  is  a  citizen  of  the  United  States ; 
that  he  does  verily  believe  that  he  is  the  original  and  first 
inventor  or  discoverer  of  the  said  improvement,  and  that 
the  same  has  not,  to  the  best  of  his  knowledge  and  belief, 
been  previously  known  or  used  ;  has  paid  into  the  treasury 
of  the  United  States  the  sum  of  fifteen  dollars,  and  pre- 
sented a  petition  to  the  Commissioner  of  Patents,  signify- 
ing a  desire  of  obtaining  an  exclusive  property  in  the  said 
improvCTfient,  and  praying  that  a  patent  may  be  granted 
for  that  purpose : 

"  These  are,  therefore,  to  grant,  according  to  law,  to  the 
said  Samuel  .P.  B.  Morse,  his  heirs,  administrators,  or 
assigns,  for  the  term  of  fourteen  years  from  the  twentieth 
day  of  June,  one  thousand  eight  hundred  and  forty,  the 
full  and  exclusive  right  and  liberty  of  making,  construct- 
ing, using,  and  vending  to  others  to  be  used  the  said  im- 
provement, a  description  whereof  is  given,  in  the  words  of 
the  said  Samuel  P.  B.  Morse,  in  the  schedule  hereunto 
annexed,  and  is  made  part  of  these  presents." 

The  schedule  annexed  is  in  the  words  : 
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"  To  all  to  whom  these  presents  shall  come :  Be  it  known, 

that  I,  Samuel  F.  B.  Morse,  now  of ,  State  of  New 

York,  have  invented  a  new  and  useful  apparatus  for,  and  a 
system  of,  transmitting  intelligence  between  distant  points, 
by  means  of  electro-magnetism,  which  puts  in  motion  ma- 
chinery for  producing  sounds  or  signs,  and  recording  said 
signs  upon  paper  or  other  suitable  material,  which  inven- 
tion I  denominate  the  American  electro-magnetic  telegraph, 
and  that  the  following  is  a  full,  clear,  and  exact  description 
of  the  principle  or  character  thereof,  which  distinguishes  it 
from  all  other  telegraphs  previously  known,  and  of  the 
manner  of  making  and  constructing  said  apparatus  and  of 
applying  said  system,  reference  being  had  to  the  accom- 
panying drawings,  making  part  of  this  specification." 

Here  follows  a  description  of  the  instruments  and  of  the 
mode  of  their  operation,  which  will  "be  omitted  here  and 
adverted  to  hereafter. 

These  particular  si)ecifications  and  descriptions  com- 
pleted, the  patentee  sums  up  what  he  intends  it  should  be 
understood  he  had  and  had  not  invented ;  and  after  dis- 
claiming all  pretensions  to  the  invention  of  what  he  says 
was  before  known,  he  specifies  what  he  aflSirms  he  had  him- 
self discovered  or  invented,  and  thus  designates  his  im- 
provement or  improvements,  a  description  whereof  he  had 
just  before  given  in  this,  his  schedule,  and  which  is  made 
part  of  the  patent : 

"  First.  Having  thus  fuUy  described  my  invention,  I 
wish  it  to  be  understood  that  I  do  not  claim  the  use  of  the 
galvanic  current,  or  current  of  electricity,  for  the  purpose 
of  telegraphic  communications  generally ;  but  what  I 
specially  claim  as  my  invention  and  improvement  is  mak- 
ing use  of  the  motive-power  of  magnetism,  when  developed 
by  the  action  of  such  current  or  currents,  substantially  as 
set  forth  in  the  foregoing  description  of  the  first  principal 
part  of  my  invention,  as  means  of  operating  or  giving 
motion  to  machinery,  which  may  be  used  to  imprint  signals 
upon  paper  or  other  suitable  material,  or  to  produce  sounds 
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in  any  desired  manner,  for  the  purpose  of  telegraphic  com- 
munication at  any  distances. 

"  The  only  ways  in  which  the  ^dyanic  currents  had  been 
proposed  to  be  used  prior  to  my  invention  and  improvement 
were  by  bubbles  resulting  from  decomposition,  and  the 
action  or  exercise  of  electrical  power  upon  a  magnetized  bar 
or  needle  ;  and  the  bubbles  and  deflections  of  the  needles 
thus  produced  were  the  subjects  of  inspection,  and  had  no 
power  or  were  not  applied  to  record  the  communication.  I 
therefore  characterize  my  invention  as  the  first  recording  or 
printing  telegraph  by  means  of  electro-magnetism. 

*' There  are  various  known  modes  of  producing  motion 
by  electro-magnetism,  but  none  of  these  had  been  applied 
prior  to  my  invention  and  improvement,  to  actuate  or  give 
motion  to  printing  or  recording  machinery,  which  is  the 
chief  point  of  my  invention  and  improvement. 

^'  Second.  I  also  claim  as  my  invention  and  improvement 
the  employment  of  the  machinery  called  the  register  or 
recording  instrument,  composed  of  the  train  of  clock- 
wheels,  cylinders,  and  other  apparatus,  or  their  equivalent, 
for  removing  the  material  upon  which  the  characters  are  to 
be  imprinted,  and  for  imprinting  said  characters,  substan- 
tially as  set  forth  in  the  foregoing  description  of  the  second 
principal  part  of  my  invention. 

"  Third.  I  also  claim  as  my  invention  and  improvement 
the  combination  of  machinery  herein  described,  consisting 
of  the  generation  of  electricity,  the  circuit  of  conductors, 
the  contrivance  for  closing  and  breaking  the  circuit,  the 
electro-magnet,  the  pen  or  contrivance  for  marking,  and 
the  machinery  for  sustaining  and  moving  the  paper,  alto- 
gether constituting  one  apparatus  of  telegraphic  machinery, 
which  I  denominate  the  American  electro-magnetic  tele- 
graph. 

''  Fourth.  I  also  claim  as  my  invention  the  combination 
of  two  or  more  galvanic  or  electric  circuits,  with  indepen- 
dent batteries,  substantially  by  the  means  herein  described, 
for  the  purpose  of  obviating  the  diminished  force  of  electro- 
magnetism  in  long  circuits,  and  enabling  me  to  command 
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sufficient  power  to  put  in  motion  registering  or  recording 
machinery  at  any  distance. 

"  Fifth.  I  claim  as  my  invention  the  system  of  signs,  con- 
sisting of  dots  and  spaces,  and  of  do,ts,  spaces,  and  hori- 
zontal lines,  for  numerals,  letters,  words,  or  sentences,  sub- 
stantially as  herein  set  forth  and  illustrated,  for  telegraphic 
purposes. 

"  Sixth.  I  also  claim  as  my  invention  the  system  of  signs, 
consisting  of  dots  and  spaces,  and  of  dots,  spaces,  and  hori- 
zontal lines,  substantially  as  herein  set  forth  and  illustrated, 
in  combination  with  machinery  for  recording  them,  as  sig- 
nals for  telegraphic  purposes. 

"  Seventh.  I  also  claim  as  my  invention  the  types,  or 
their  equivalent,  and  the  type  rule  and  post  rule,  in  com- 
bination with  the  signal  lever,  or  its  equivalent,  as  herein 
described,  for  the  purpose  of  breaking  and  closing  the  cir- 
cuit of  galvanic  or  electric  conductors. 

"  Eighth.  I  do  not  proi)ose  to  limit  myself  to  the  specific 
machinery,  or  parts  of  machinery,  described  in  the  fore- 
going si)ecifications  and  claims ;  the  essence  of  my  inven- 
tion being  the  use  of  the  motive-power  of  the  electric  or 
galvanic  current,  which  I  call  electro-magnetism,  however 
developed,  for  making  or  printing  inteUigible  characters, 
letters,  or  signs  at  any  distance,  being  a  new  application  of 
that  power,  of  which  I  claim  to  be  the  first  inventor  or  dis- 


coverer." 


1846  Patent  ItHsmed  1848. 


This  patent  is  the  reissue  of  the  patent  of  April,  1846, 
and  is  for  a  new  and  useful  improvement  in  ''  electro-mag- 
netic  telegraphs."  It  grants  the  exclusive  use  to  the  pat- 
entee for  the  term  of  fourteen  years  from  the  eleventh  day 
of  April,  1846,  and  refers  in  the  common  form  to  the 
schedule  annexed  for  the  specifications  of  the  improvement 

This  schedule  is  in  these  words  : 

"  Be  it  known,  that  I,  Samuel  P.  B.  Morse,  *  *  *  have 
invented  a  new  and  useful  improvement  in  the  electro-mag- 
netic telegraph,  and  I  do  hereby  declare  that  the  following 
is  a  full,  clear,  and  exact  description  of  the  object,  con- 
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Btruction,  and  operation  thereof,  reference  being  had  to  the 
accompanying  drawings,  and  making  part  of  the  same. 

"  Object  of  the  invention  : 

''  The  original  and  final  object  of  all  telegraphing  is  the 
communication  of  intelligence  at  a  distance  by  signs  or 
signals. 

"  Various  modes  of  telegraphing,  or  making  signs  or 
signals  at  a  distance,  have  for  ages  been  in  use.  The  signs 
employed  heretofore  have  had  one  quality  in  common. 
They  are  evanescent — shown  or  heard  a  moment,  and  leav- 
ing no  trace  of  their  having  existed.  The  various  modes  of 
these  evanescent  signs  have  been  by  beacon-ftres  of  diflPerent 
characters,  by  flags,  by  balls,  by  rei)orts  of  fire-arms,  by 
bells  heard  from  a  distant  position,  by  movables,  arms  from 
posts,  &c. 

"  I  do  not,  therefore,  claim  to  be  the  inventor  of  tele- 
graphs generally.  The  electric  telegraph  is  a  more  recent 
kind  of  telegraph,  proposed  within  the  last  century,  but  no 
practical  plan  was  devised  until  about  sixteen  years  ago. 
Its  distinguishing  feature  is  the  employment  of  electricity 
to  effect  the  same  general  result  of  communicating  intelli- 
gence at  a  distance  by  signs  or  signals. 

*^  The  various  modes  of  accomplishing  this  end  by  electric- 
ity have  been  — 

"  The  employment  of  common  or  machine  electricity,  as 
early  as  1787,  to  show  an  evanescent  sign  by  the  divei^nce 
of  pith  baUs. 

* '  The  employment  of  common  or  machine  electricity,  in 
1794,  to  show  an  evanescent  sign  by  the  electric  spark. 

^'  The  employment  of  voltaic  electricity,  in  18()9,  to  show 
an  evanescent  sign  by  the  evolution  of  gas  bubbles,  decom- 
posed from  solution  in  a  vessel  of  transparent  glass. 

"  The  employment  of  voltaic  electricity  in  the  production, 
of  temporary  magnetism,  in  1820,  to  show  an  evanescent 
sign  by  deflecting  a  magnet  or  compass  needle. 

''  The  result  contemplated  from  all  these  electric  tele- 
graphs was  the  production  of  evanescent  signs  or  signals 
only. 
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"  I  do  not,  therefore,  claim  to  have  first  applied  electric- 
ity to  telegraphing  for  the  purpose  of  showing  evanescent 
signs  and  signals. 

"  The  original  and  final  object  of  my  telegraph  is  to  im- 
print characters  at  any  distance  as  signals  for  intelligence  ; 
its  object  is  to  mark  or  impress  them  in  a  permanent 
manner. 

''  To  obtain  this  end,  I  have  applied  electricity  in  two 
distinct  ways  :  1st.  I  have  applied,  by  a  novel  process,  the 
motive-power  of  electro-magnetism,  or  magnetism  produced 
by  electricity,  to  operate  machinery  for  printing  signals  at 
any  distance.  2d.  I  have  applied  the  chemical  effects  of 
electricity  to  print  signals  at  any  distance. 

''The  apparatus  or  machine  with  which  I  mark  or  im- 
print signs  or  letters  for  telegraphic  purposes  at  a  distance, 
I  thus  describe." 

Here  foUows  a  description  of  the  instruments  and  of  how 
they  are  employed.  After  which  the  patentee  sums  up, 
and  specifies  what  he  affirms  he  had  invented,  and  desires 
to  have  secured  to  him  by  the  grant,  in  these  words : 

"First.  What  I  claim  as  my  invention,  and  desire  to 
secure  by  letters  patent,  is  the  employment,  in  a  main  tele- 
graphic circuit,  of  a  device  or  contrivance  called  the  receiv- 
ing magnet,  in  combination  with  a  short  local  independent 
circuit  or  circuits,  each  having  a  register  and  register  mag- 
net, or  other  magnetic  contrivances  for  registering  and  sus- 
taining such  a  relation  to  the  register  magnet,  or  other 
magnetic  contrivances  for  registering,  and  to  the  length  of 
circuit  of  telegraphic  line,  as  will  enable  mo  to  obtain,  with 
the  aid  of  a  galvanic  battery  and  main  circuit,  and  the  in- 
tervention of  a  local  battery  and  local  circuit,  such  motion 
or  power  for  registering  as  could  not  be  obtained  otherwise 
without  the  use  of  a  much  larger  galvanic  battery,  if  at  all. 

"  Second.  I  also  claim  as  my  invention  the  combination 
of  the  apparatus  called  the  self-stopping  apparatus,  con- 
nected with  the  clock-work  by  the  register,  for  setting  said 
register  in  action  and  stopping  it  with  the  pen  lever,  P,  as 
herein  described. 
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"  Third.  I  also  claim  as  my  invention  the  combination  of 
the  point  or  points  of  the  pen  and  pen  lever,  or  its  equiva- 
lent, with  the  grooved  roller,  or  other  equivalent  device, 
over  which  the  paper  or  other  material  suitable  for  mark- 
ing upon  may  be  made  to  pass  for  the  puri)ose  of  receiving 
the  impression  of  the  characters ;  by  which  means  I  am 
enabled  to  mark  or  print  signs  or  signals  upon  paper  or 
other  fabric  by  indentation,  thus  dispensing  with  the  use 
of  coloring  matter  for  marking,  as  specified  in  my  letters 
patent  of  January  15,  1846." 

But  the  telegraph  itself,  constructed  according  to  the 
si>ecifications  of  the  patents,  and  in  actual  use,  having  been 
exhibited  and  given  in  proof,  it  is  necessary,  in  order  to 
put  on  paper  the  case  ^vhich  has  been  heard,  that  the  in- 
struments themselves  be  described. 

Description  of  the  Telegraph. 

It  consists  of — 

1.  The  main  circuit,  with  its  battery, 

2.  The  key,  with  the  signal  lever. 

3.  The  local  circuit,  with  its  battery. 

4.  The  receiver  or  mutator,  with  its  electro-magnet. 

6.  The  register,  with  its  electro-magnet,  pen  lever,  and 
grooved  roller. 

It  wiU  be  observed  that  in  this  description  the  relay  mag- 
net, as  it  was  called,  by  which  the  combination  of  the  cir- 
cuit was  originally  effected,  wiU  not  be  found.  It  has  been 
substituted  by  the  subsequently  invented  receiver  or  muta- 
tor, on  the  same  principle  by  which  the  main  circuit  is  com- 
bined  with  each  local  circuit,  or  circuit  in  the  telegraph 
office,  whereby  sufficient  motive-power  is  obtained  to  work 
the  register. 

And  that  the  port  rule  is  also  absent.  It  has  been  sup- 
plied by  the  improved  register  and  pen  lever,  with  its  pen 
point  and  grooved  rollers  in  connection. 

And  it  will  be  observed  that  the  telegraphic  dictionary 
has  been  also  abandoned  ;  and  that  the  characters  indented 
by  the  -pen  constitute  an  alphabet,  differing  in  little  else 
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beside  tbB  figure  of  the  letters  from  the  common  alphabet, 
and  which  is  therefore  read,  not  by  a  peculiar  dictionary, 
but  as  common  manuscript. 

Nothing  occurred  in  the  case  which  makes  it  necessary 
to  describe  the  self -stopping  apparatus. 

The  main  circuit  of  conductors,  in  connection  with  the 
principal  battery  and  key,  with  its  pen  lever  which  operates 
upon  it,  may  be  thus  described. 

It  is  begun  in  a  plate  of  copper  buried  in  the  ground 
nnder  the  first  telegraph  oflSice,  and  consists  of  these  con- 
ductors : 

A  copper  wire,  having  one  end  inserted  in  the  copper- 
plate, and  the  other  in  one  pole  of  the  galvanic  battery,  in 
a  room  of  the  office. 

Another  copper  wire,  with  one  end  inserted  in  the  other 
pole  of  the  battery,  and  after  passed  through  the  rooms  as 
may  be  convenient,  with  the  other  end  of  it  extended  up 
and  inserted  in  and  under  one  end  of  a  short  bar  of  brass, 
which  is  part  of  the  instrument  called  the  key. 

We  will  here  stop  the  description  of  the  circuit  of  con- 
ductors, and  describe  this  instrument. 

Key  with  iU  Signal  Lever, 

This  key  consists  of  a  cross  formed  of  two  flat  bars  of 
brass,  about  two  or  three  inches  long,  screwed  down  upon 
the  table,  or  upon  a  pedestal  fixed  upon  the  table  ;  on  each 
end  of  the  arms  of  this  cross  there  rise  similar  bars,  after 
the  manner  of  the  sights  of  a  surveyor's  compass,  about  a 
couple  of  inches  high.  These  support  the  fulcrum  of  the 
signal  lever.  This  fulcrum  of  the  lever  is  a  steel  cylinder 
extended  between  the  two  upright  bars  on  the  arms  of  the 
cross,  with  its  ends  terminating  in  axles  extending  through 
the  bars  near  the  upper  ends,  so  that  it  may  be  turned  when 
the  lever  is  worked. 

The  lever  is  a  bar  of  brass  fixed  with  its  centre  upon  this 
fulcrum.  It  is  horizontal  when  at  rest,  and  is  kept  in  its 
position  by  a  spring  fixed  nnder  its  fulcrum  and  extended 
back.    A  sort  of  button  of  brass  is  fixed  immediately  under 


620  O^REILLY  v.  MORSE.  [Sup.  Ct. 

Statement  of  the  case. 

the  front  end  of  the  lever,  and  in  proximity  to  the  foot  of 
the  cross ;  so  that  when  the  lever  is  pressed  down  it  is 
brought  into  contact  with  it  and  the  end  of  a  wire  which  is 
extended  up  through  its  centre.  This  button  is  so  contrived 
that,  by  a  short  lever  extended  from  it,  it  is  turned  from  or 
brought  into  contact  with  the  cross.  We  now  return  to  the 
circuit  of  conductors. 

It  is  in  and  under  the  head  of  this  cross  that  the  wire 
from  the  battery  was  inserted  ;  and  this  bar  constitutes  the 
next  conductor. 

There  are  now  here  two  conductors :  one  the  conductor 
when  intelligence  is  not  being  transmitted  f  1:0m  the  office, 
and  the  other  when  intelligence  is  being  transmitted  from 
the  office.  When  intelligence  is  not  being  transmitted^ 
then,  after  this  bar  of  the  key,  the  button  having  the  brass 
wire  through  its  centre  is  the  conductor.  But  when  the 
position  of  the  button  is  so  changed  that  it  is  not  in  contact 
with  this  bar,  then  it  is  not  the  next  conductor,  and  the 
right  and  left  hand  arms  of  the  cross  and  the  fulcrum  are 
the  next  conductors,  and  the  signal  lever  pressed  dowTi  and 
brought  into  contact  with  the  button  is  the  conductor  to  it 
and  the  wire  projecting  up  through  it. 

When  intelligence  is  to  be  transmitted  from  the  office,  the 
operator  changes  the  position  of  the  button,  brings  it  out 
of  contact  with  the  foot  of  the  cross,  and  the  circuit  at  this 
point  is  broken,  and  the  lever  constituted  the  conductor 
next  the  button  toward  the  key.  The  operator  has  then 
command  of  the  circuit  for  his  operation.  By  pressing  the 
key  down  into  contact  with  the  button,  the  circuit  is 
closed ;  and  the  pressure  off,  the  circuit  is  broken.  This 
produces  the  corresponding  action  of  the  pen  lever,  which 
registers  the  intelligence  he  sends  off. 

We  now  return  to  the  circuit  of  conductors. 

The  wire  extended  from  the  button  is  the  next  conductor. 
It  is  copper,  and  is  extended  down  under  the  table,  and 
then  up  through  it  near  the  pedestal  of  the  receiving  mag- 
net, situated  on  the  table  at  a  convenient  distance  from  the 
key,  and  inserted  in  a  brass  standard  near  its  upper  end, 
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which  stands  on  one  comer  of  the  pedestal  of  this  receiver, 
which  will  be  presently  described. 

And  this  standard  is  the  next  conductbr. 

The  next  is  a  small  brass  wire,  extending  from  the  foot 
of  this  standard  up  through  the  i)edestal  into  proximity  to 
the  horseshoe  magnet.  This  wire,  prolonged  and  covered 
with  silk,  is  wound  around  the  shanks  of  the  horseshoe, 
first  around  the  one  end  and  then  around  the  other,  and 
made  to  constitute  the  helices  of  the  magnet ;  after  which 
it  is  returned  down  through  the  pedestal,  and  inserted  in 
the  foot  of  another  standard  on  another  comer  of  the 
pedestal  of  the  magnet. 

And  this  standard  is  the  next  conductor. 

The  next  is  the  brass  wire  with  one  end  inserted  into  the 
standard  near  its  upper  end,  and  the  other,  after  its  exten- 
sion out  of  the  office,  united  to  the  iron  wire  on  the  posts. 

This  iron  wire  is  the  next  conductor  to  the  next  office. 
On  entering  this  office,  it  is  united  to  the  end  of  a  copper 
wire,  which  has  its  other  end  inserted  in  and  under  the 
head  of  the  cross  of  the  key  in  the  office.  Thence  the  cir- 
cuit is  continued  through  the  instruments  of  this  office  as 
in  the  first  office,  when  it  is  again  extended  out  upon  the 
posts  to  another  office  ;  and  thus  through  any  number,  and 
over  any  distance,  to  the  last  office  of  the  circuit.  It  is 
then,  after  being  passed  through  the  instruments  of  this 
office  as  in  the  other  offices,  extended  down  and  fastened  in 
a  plate  of  copper  in  the  ground. 

The  earth,  it  is  said,  constitutes  the  conductor  from  this 
copper-plate  to  the  other,  from  which  we  set  out,  and  there- 
by the  circuit  is  completed. 

We  will  now  return  and  describe  the  receiver,  more  prop- 
erly called  the  nautator. 

Beceiting  Magnet, 

This  magnet  rests  on  the  pedestal  which  has  been  already 
mentioned,  eight  or  ten  inches  long,  and  four  or  five  broad, 
with  the  axis  of  its  helices  horizontal,  and  parallel  to  the 
sides  of  its  pedestal,  and  with  what  corresponds  to  the 
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front  part  of  the  horseshoe  presented  to  the  left,  in  prox- 
imity to  the  two  standards  we  passed  on  the  circuit. 

It  is  kept  in  its  position  by  a  brass  bar  extended  across 
the  helices,  near  the  heels  of  the  horseshoe,  and  pressed 
and  kept  firmly  upon  them  by  a  screw  extended  down  from 
either  end  into  the  pedestaL 

Its  heels  present  themselves  to  a  horizontal  armature  of  a 
movable  upright  lever  within  their  attractive  power,  and 
which,  it  will  be  presently  found,  is  one  of  the  conductors 
of  the  local  circuit. 

This  local  circuit  can  now  be  described.  It  begins  in  a 
galvanic  battery  in  the  office,  and  consists  of  these  things : 

A  copper  wire,  with  one  end  inserted  in  one  pole  of  the 
local  battery  in  a  room  of  the  office,  and  the  other  end 
brought  up  through  the  table  and  screwed  into  an  upright 
brass  bar  or  standard  near  its  upi)er  end,  standing  on  the 
back  right-hand  comer  of  the  pedestal  of  the  receiver. 

The  next  conductor  is  this  standard. 

And  then  a  copper  wire  extended  from  its  lower  end 
under  the  pedestal,  and  there  connected  with  a  steel  cyl- 
inder, which  constitutes  the  fulcrum,  on  which  stands  the 
movable  lever  already  mentioned  in  describing  the  main 
circuit. 

This  cylinder  is  horizontal,  parallel  to  the  heels  of  the 
magnet,  but  below  them,  is  fixed  in  a  channel  across  the 
pedestal,  and  has  its  ends  in  sockets,  in  which  it  turns  and 
allows  the  lever  which  stands  upon  it  to  move  forward  and 
back. 

And  this  lever  is  the  next  conductor. 

It  stands  perpendicular,  and  is  held  in  this  ix)sition  by  a 
spiral  spring  extended  from  behind  it  and  holding  it  back 
against  the  end  of  a  screw  projected  in  like  manner  against 
its  back  ;  but  which,  when  the  armature  fixed  across  it  is 
attracted  by  the  heels  of  the  magnet,  readily  consents  to 
its  motion  forward  to  meet  near  its  upper  end  another  con- 
ductor, which  will  be  presently  described,  and  when  the 
attraction  is  not,  as  quickly  withdraws  it  to  its  former 
position. 
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We  will  now  return  back  to  the  local  battery,  and  com- 
mence at  its  other  i)ole. 

The  first  conductor  thence  in  this  direction  is  another 
copper  wire. 

This  has  one  end  inserted  in  the  battery,  and  after  being 
extended  around,  according  to  the  situation  of  the  room, 
has  its  other  end  brought  up  under  the  table  near  the 
electro-magnet  of  the  register,  where  it  is  united  to  a  small 
wire,  which  is  the  next  conductor. 

It  is  prolonged  and  wound  on  the  horseshoe  bar  in  like 
manner  with  the  wire  on  the  main  circuit,  and  made  to 
constitute  the  helices  of  this  magnet,  and  then  has  its  other 
end  fastened  to  a  large  wire. 

And  this  wire  is  the  next  conductor. 

It  is  extended  under  the  table,  and  afterward  brought 
up,  and  has  its  other  end  screwed  into  a  brass  standard 
upon  the  right-hand  front  or  remaining  comer  of  the 
pedestal  of  the  receiver. 

And  this  standard  is  the  next  conductor. 

It  is  succeeded  by  a  brass  wire,  extended  from  its  lower 
end  under  the  pedestal,  and  brought  up  between  the  helices 
of  the  receiving  magnet  to  the  under  side  of  the  horizontal 
bar,  which  we  lately  left  extended  across  the  helices,  near 
the  heels  of  the  magnet,  and  there  inserted  in  this  bar. 

Immediately  over  this  end  of  this  wire,  and  fixed  upon 
this  horizontal  bar,  stands  a  perpendicular  bar,  which  is  the 
next  conductor. 

And  the  last  conductor  is  a  brass  screw,  which,  passed 
through  this  bar,  near  its  upi)er  end,  and  extended  out 
horizontally  from  it,  presents  its  platina  point  to  the  mov- 
able lever,  which  we  lately  left  in  describing  the  conductors 
from  the  other  end  of  the  battery,  ready  to  close  the  circuit 
whenever  attracted  forward  by  the  heels  of  the  magnet 
presented  to  its  armature  below. 

When,  by  the  act  of  the  oi)erator  on  his  signal  key,  the 
main  circuit  is  complete  or  "  closed,"  as  it  is  called,  the 
horseshoe  is  instantly  an  electro-magnet,  and  the  armature 
of  the  lever,  attracted  toward,  not  to,  its  heels,  the  lever  is 
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brought  into  contact  with  the  platina  point  of  the  brass 
screw,  presented  to  its  front,  and  the  local  circuit  of  con- 
ductors is  **  closed ;''  and  the  horseshoe,  whereon  we  just 
said  the  wire  of  the  local  circuit  had  formed  the  helices, 
being  converted  into  an  electro-magnet  for  the  register,  in- 
stantly acts  uix)n  the  pen  lever  in  the  register,  in  the  mode 
we  will  presently  describe,  and  records  the  intelligence 
which  the  operator  proposed. 

This  done,  and  the  main  circuit  broken,  the  spiral  spring 
behind  the  lever,  which  had  before  readily  assented  to  its 
attraction  forward,  as  quickly  withdraws  it  to  its  former 
position,  and  awaits  another  signal. 

Register,  Pen  Lever^  and  Orooted  BoUers. 

The  register  consists  of  a  horseshoe  magnet,  the  pen 
lever,  a  spiral  spring,  the  grooved  rollers,  and  the  clock- 
work, all  fixed  in  a  proper  frame  upon  a  brass  pedestal  ten 
or  twelve  inches  long  and  about  half  that  breadth,  fixed 
down  upon  the  table  at  a  convenient  distance  from  the 
other  instruments. 

The  magnet  is  fixed  on  the  right-hand  end  of  the  pedestal, 
the  axis  of  the  helices  perpendicular,  and  the  heels  upward, 
presenting  themselves  to  an  armature  of  the  i)en  lever  with- 
in their  attraction  above. 

The  pen  lever  is  a  brass  bar.  It  rests  in  a  horizontal 
position,  with  one  end  extended  to  the  right,  across  the 
heels  of  the  magnet,  where  its  armature  is  fixed  across  it, 
and  the  other  extended  to  the  left,  toward  the  rollers. 

It  has  for  its  fulcrum  a  steel  cylinder,  fixed  across  its 
centre,  with  its  ends  in  sockets  in  the  framework.  It  is 
held  to  the  position  by  the  spiral  spring,  extended  from  the 
lower  end  of  a  bar  fixed  in,  and  extended  down  from,  the 
centre  of  the  fulcrum,  and  thence  extended  back  toward 
the  magnet,  and  made  fast,  which,  by  its  facile  extension, 
instantly  assents  to  the  action  of  the  lever  with  its  pen,  and 
as  quickly  withdraws  it. 

The  rollers  are  fixed  each  with  its  axis  in  the  framework, 
one  with  its  axis  on  a  level  with  the  lever,  the  other  with 
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its  axis  over  the  line  of  the  periphery  next  the  lever  of  the 
lower  roller. 

The  pen,  fixed  upon  this  end  of  its  lever,  and  projected 
forward,  presents  its  point  upward,  in  proximity  to  the 
centre  of  this  upper  roller,  in  proper  direction  for  action 
upon  the  paper  in  its  transit  over  it  Avhen  cast  up  by  the 
attraction  down  of  the  other  end  of  the  magnet. 

The  pai)er  is  guided  from  above  this  upper  roller  and 
passed  around  it  and  between  the  two  rollers,  and  by  their 
revolution  is  drawn  forward  at  a  rate  suited  to  the  action 
of  the  pen. 

There  is  around  each  roller,  under  the  pai)er  and  exactly 
opposite  the  pen,  a  narrow  groove  of  such  depth  that  the 
pen  point,  in  making  its  indentations  on  the  paper,  does 
not  extend  to  the  metal'  of  the  roller,  whereby  its  iK)int  is 
preserved  and  the  line  of  characters  on  the  paper  is  kept 
from  contact  with  either  roller,  and  protecteld  from  being 
dimmed  by  the  compression  of  the  paper,  in  its  transit 
between  them. 

The  revolution  of  the  rollers  is  by  the  clock-work  on  the 
left. 

The  rollers  having  been  put  in  motion',  the  electro-magnet 
charged,  the  armature  with  that  end  of  the  lever  attracted 
down,  and  the  other  cast  up,  the  pen  with  its  point  indents 
a  character  upon  the  paper,  and  the  magnet  is  charged,  the 
spiral  spring  has  brought  down  the  pen,  and  holds  it  in 
position  for  a  repetition  of  the  act. 

But  we  will  return  to  the  signal  key,  or  correspondent, 
stationed  in  the  distant  office  whence  the  intelligence  is  to 
be  transmitted,  and  follow  it  in  its  course  and  see  it 
recorded. 

The  oi)erator  having  been  put  in  possession  of  the  intelli- 
gence, and  broken  the  circuit  in  the  lower  conductors  of  his 
key,  and  thereby  made  Ms  signal  lever  a  conductor  of  the 
main  circuit,  applies  his  hand  upon  the  signal  lever  and 
presses  it  down  upon  the  conductor  below,  the  main  circuit 
is  instantly  closed  ;  the  horseshoe  within  the  helices  of  this 
main  circuit  is  a  magnet,  the  armature  has  drawn  its  mov- 
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able  lever  into  contact  with  the  platina  point,  the  local  cir- 
cuit is  closed  ;  the  horseshoe  within  the  helices  of  this  cir- 
cuit is  an  electro-magnet,  the  armature  of  the  pen  lever  is 
upon  its  heels,  the  other  end  of  the  lever  has  cast  up 
the  pen,  and  indented  an  intelligible  character  upon  the 
paper. 

The  operator's  hand  taken  oflf,  and  the  main  circuit  is 
broken  ;  the  receiver  within  it  is  not  a  magnet ;  the  mov- 
able lever  has  been  withdrawn  by  its  spring  from  the  platina 
pomt,  the  local  circuit  is  broken  ;  the  register  magnet  is  no 
longer  a  magnet,  and  the  pen  has  been  sprung  down  from 
the  paper,  and  stands  ready  to  repeat  and  add  another 
character  of  the  intelligence. 

The  oi)erator's  hand  upon  his  lever,  and  another  character 
is  added. 

And  these  are  the  characters  recorded,  and  how  they  are 

read  :  —  is  A, is  B,  —  is  C, is  D,  -  is  E, 

is  F, is  G, is  H,  -  -  is  I, is  J, is 

K, is  L, is  M,  —  is  N,  -  -  is  O, is  P, 

is  Q,  —  is  R,  —  is  S,  —  is  T, is  U, is  V, 

is  W, is  X, is  Y, is  Z, is  &  ;  and  such 

is  the  alphabet. 

Then is  1, is  2, is  3, is  4, 

is  6, is  6, is  7, is  8, 

is  9, is  0  ;  and  these  are  the  numerals. 

The  holding  down  the  lever  an  instant  indented  one  dot  {-) ; 
the  holding  it  longer  made  a  dash  ( — )  of  a  length  corre- 
sponding .to  the  time.  The  dots  were  made  at  distances 
corresponding  to  the  time  the  hand  was  held  off  the  lever. 

And  this  is  the  telegraph  and  its  operations  before  us. 

(Judge  Monroe  then  proceeded  to  examine  the  law  and 
evidence  upon  all  other  points  in  the  case,  and  then  passed 
the  following  decree :) 

Decree  of  the  Circuit  Court,  12th  November,  1849. 

It  is  found  and  adjudged  by  the  court  that  the  letters 
patent  of  the  United  States  to  the  complainant,  Samuel 
P.  B.  Morse,  for  his  invention  of  a  new  and  useful  improve- 
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ment  in  the  mode  of  communicating  information  by  signals, 
by  the  application  of  electro-magnetism,  originally  issued 
June  20,  1840,  but  reissued  on  the  15th  day  of  January, 
1846,  and  afterward  finally  reissued  on  the  13th  of  June, 
1848,  in  their  bill  exhibited  and  read  on  the  hearing  of  this 
cause,  are  valid  and  effectual  acts  of  the  government ;  and 
that  the  complainants  are  thereby,  and  by  the  assignments 
by  them  in  their  bill  alleged,  vested  with  the  exclusive 
rights  thereby  granted. 

And  it  is  found  and  adjudged  by  the  court  that  the  de- 
fendants have,  in  those  rights,  disturbed  the  complainants 
as  in  their  bill  alleged  ;  that  they,  the  defendants,  after  the 
grant  thereof  to  the  patentee,  Samuel  F.  B.  Morse,  and  his 
assignments  to  his  co-complainants,  and  after  the  final 
reissue  of  the  letters  patent  above  mentioned,  did,  within 
the  district  of  Kentucky,  and  elsewhere,  wrongfully  con- 
struct and  unlawfully  employ  a  telegraph,  consisting  of* 
combined  circuits  of  electricity,  worked  by  the  motive- 
power  of  electro-magnetism,  substantially  the  same  plan  of 
construction  and  principle  of  operation  with  the  telegraph 
of  the  said  Morse  in  his  letters  patent  described  and  speci- 
fied ;  and  by  which  intelligence  which  was  in  one  station 
was,  by  the  defendants,  transmitted  to  other  distant 
stations,  by  making  thereat  a  permanent  record  thereof  in 
the  alphabetical  characters  described  and  specified  in  the 
letters  patent  to  the  said  Morse,  and  did  thereby  violate 
and  infringe  the  exclusive  rights  so  granted  by  the  United 
States  to  him,  the  said  Samuel  P.  B.  Morse,  and  invested 
in  the  complainants  as  above  found ;  and  it  is  considered 
that  the  injunction  heretofore  granted  herein  was  rightfully 
awarded  and  enforced. 

It  appears,  however,  by  the  document  itsetf,  read  by  the 
complainants  among  their  proof,  that  the  patentee,  Samuel 
F.  B.  Morse,  had,  on  the  30th  day  of  October,  1838,  prior 
to  the  issuing  of  his  original  patent,  awarded  by  the  United 
States  for  his  original  invention,  obtained  of  the  govern- 
ment of  France  a  patent  for  the  invention  of  his  electro- 
magnetic telegraph,  in  principle  and  plan  of  construction 
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the  same  with  that  described  in  his  said  letters  patent  so 
afterward  obtained  of  the  United  States. 

And  it  seems  to  the  court  that  the  exclnsive  right  of  the 
complainant,  in  respect  to  his  original  invention,  is  limited 
by  this  foreign  patent  to  the  term  of  fourteen  years  from 
its  date. 

It  is  therefore  ordered,  adjudged,  and  decreed  that  the 
defendants,  their  servants  and  agents,  be,  and  they  are 
hereby,  enjoined  and  commanded  that  they,  and  each  of 
them,  do  still  desist,  and  shall  for  and  during  the  term  of 
fourteen  years  from  the  30th  day  of  October,  1838,  alto- 
gether refrain  from  all  and  every  use  of  the  electro-magnetic 
telegraph  which  the  complainants,  in  their  bill,  charged 
was,  by  the  defendants,  employed  in  violation  of  their 
rights,  which,  in  its  several  forms,  is  described  in  the  proofs 
of  the  cause,  and  denominated  by  the  witness  in  the  depo- 
sitions, and  by  defendant  O'  ReDly  in  his  answer,  the  Co- 
lumbian telegraph,  in  the  transmission  of  intelligence  which 
is  in  one  place  to  another  distant  place,  by  making  thereat 
a  permanent  record  in  the  alphabetical  characters  in  the 
patent  of  Samuel  P.  B.  Morse  for  his  original  invention 
specified ;  or  by  making  thereat,  with  the  action  of  the 
instrument  which  would  make  such  charactei^,  alphabetical 
sounds,  and  out  of  them  composing  such  characters  or 
words  in  the  ordinary  alphabet ;  and  from  the  using  of 
such  telegraph,  or  -any  part  thereof,  in  any  other  mode,  in 
violation  of  the  exclusive  rights  so  granted  by  the  United 
States  and  vested  in  the  complainants  ;  and  that  they  shall, 
for  and  during  the  said  term  of  fourteen  years,  refrain  from 
making,  constructing,  or  vending  to  be  used  within  the  dis- 
trict of  Kentucky  any  other  telegraph,  consisting  of  com- 
bined circuits  of  electricity,  worked  by  the  motive-i)ower 
of  electro-magnetism,  on  the  plan  and  principle  of  the 
electro-magnetic  telegraph  of  the  complainant  Morse,  de- 
scribed and  specified  in  his  letters  patent,  by  which  intelli- 
gence shall  or  may  be  transmitted  by  making,  in  the  mode 
above  stated,  a  record  thereof  in  the  said  alphabetical  char- 
acters of  the  said  Samuel  P.  B.  Morse,  or  in  an  alphabet 
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formed  on  the  same  plan  and  principle,  or  by  making  in 
snch  mode  sounds  whereof  such  characters  shall  or  may  be 
composed,  in  the  violation  and  infringement  of  the  exclu- 
sive right  of  the  complainants  as  they  are  above  adjudged. 

It  is  also  found  and  adjudged  by  the  court  that  the  letters 
patent  of  the  United  States  to  Samuel  F.  B.  Morse,  for  his 
invention  of  ^^  a  new  and  useful  improvement  in  electro- 
magnetic telegraph,"  originally  issued  on  the  11th  day  of 
April,  1846,  but  afterward  reissued  on  the  13th  of  June, 
1848,  with  the  amended  specifications  of  the  improvements 
invented,  which  is  in  the  bill  of  the  complainants  exhibited, 
and  made  part  of  the  record  of  this  cause,  is  a  valid  and 
eflfectual  act  of  the  government ;  and  that  the  complainants 
are  thereby,  and  by  the  assignments  in  their  bill  alleged, 
vested  with  the  exclusive  rights  thereby  granted. 

And  it  is  found  and  adjudged  that  the  defendants  have 
disturbed  the  complainants  in  these  their  exclusive  rights. 
It  is  found  that  the  defendants,  before  and  after  the  issuing 
of  the  said  last-mentioned  letters  patent  of  the  13th  of 
June,  1848,  in  renewal  of  the  said  former  patent,  did,  within 
the  district  of  Kentucky,  and  elsewhere,  wrongfully  cause 
to  .be  constructed,  and  did  unlawfully  use  and  employ,  as  a 
part  of  the  ielectro-magnetic  telegraph  denominated  the 
Columbian  telegraph,  an  instrument  denominated  by  them 
the  mutator,  in  plan  of  construction,  piinciple  of  operation, 
and  in  the  purpose  accomplished  by  it,  substantially  the 
same  with  the  improvement  described  and  specified  in  the 
said  last-mentioned  letters  patent  to  the  complainant  Morse, 
which  consists  of  the  contrivance  called,  in  his  schedule  to 
his  patent,  the  receiving  magnet,  which  is  by  this  denomi- 
nation described  and  specified  under  the  head  of  the  first 
claim  of  the  improvements  in  his  schedule. 

And  that  they  did,  in  like  manner,  cause  to  be  con- 
structed, and  unlawfully  employ  as  another  part  of  the  said 
Columbian  telegraph,  certain  other  apparatus  and  instru- 
ments, and  combinations  thereof,  in  plan  of  construction, 
principle  of  operation,  and  purpose,  substantially  the  same 
with  the  improvements  of  the  register  invented  by  him,  the 
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said  Samuel  F.  B.  Morse,  and  in  the  schednle  described  and 
specified  as  the  third  thing  claimed  by  Jiim  as  his  invention, 
consisting  of  the  combination  of  the  point  of  the  pen  and 
pen  lever,  with  the  grooved  roller  over  which  the  paper  is 
passed,  and  receives  the  indentations  of  his  alphabetical 
characters,  and  whereby  is  dispensed  wdth  the  use  of  the 
coloring  material,  as  specified  in  the  patent  for  the  original 
invention  of  the  telegraph  first  above  mentioned,  issaed  and 
bearing  date  January  15,  1846. 

And  it  is  found  that  the  said  telegraph,  called  the  Co- 
lumbian telegraph,  containing  and  consisting  in  part  of  the 
said  two  improvements  of  the  said  Morse,  described  and 
specified  in  his  said  last-mentioned  letters  patent,  was,  by 
the  defendants,  employed,  before  and  after  the  last  issue  of 
the  said  last-mentioned  letters  patent,  within  the  district  of 
Kentucky  and  elsewhere,  in  the  transmission  of  intelligence 
in  the  mode  above  mentioned,  in  violation  and  infringement 
of  the  exclusive  right  so  granted  by  the  United  States  by 
these  last-mentioned  letters  patent,  and  held  by  the  com- 
plainants, as  by  them  alleged  and  by  the  court  adjudged. 

It  is  therefore  ordered,  and  adjudged,  and  decreed  that 
the  defendants,  their  servants  and  agents,  be,  and  they  are 
hereby,  enjoined  and  commanded  that  they,  and  each  of 
them,  do  still  desist,  and  shall  forever,  and  during  the  term 
of  fourteen  years  from  the  eleventh  day  of  April,  eighteen 
hundred  and  forty-six,  altogether  refrain  from  all  and  every 
use  and  employment  of  the  above-mentioned  telegraphic 
instruments,  denominated  the  mutator,  in  the  combination 
with  the  other  above-described  instruments  of  such  tele- 
graph, or  in  any  other  combination  on  the  same  plan  and 
principle,  in  the  transmission  of  intelligence  in  the  district 
of  Kentucky. 

And  that  they  do  still  desist  and,  for  and  during  the  said 
term  of  fourteen  years,  refrain  from  all  and  every  such 
employment  in  the  transmission  of  intelligence  within  the 
district  of  Kentucky,  of  the  above-mentioned  improvement 
of  the  complainant  Morse,  in  the  register  of  his  telegraph, 
whereby  is  accomplished  the  making  of  his  alphabetical 
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characters  before  mentioned,  described,  and  specified  by- 
indentation,  instead  of  by  coloring  matter,  in  violation  of 
the  exclusive  rights  of  complainants,  by  them  held  under 
the  aforesaid  letters  patent  as  above  adjudged. 

And  that  the  defendants  shall,  for  and  during  the  said 
term  of  fourteen  years  from  the  said  eleventh  day  of  April, 
eighteen  hundred  and  forty-six,  refrain  from  constructing 
or  vending,  to  be  employed  in  such  transmission  of  intelli- 
gence, within  the  district  of  Kentucky,  any  of  the  above- 
mentioned  improvements,  either  the  instrument  denomi- 
nated the  mutator,  the  improved  register  of  said  Morse,  or 
any  other  of  the  improvements  in  the  electro-magnetic  tele- 
graph, so  described  and  specified  in  said  letters  patent  as 
the  invention  of  the  said  Samuel  F.  B.  Morse,  and  whereof 
the  exclusive  right  is  granted  him  ;  and  that  they  shall  in 
no  other  wise,  for  the  term  aforesaid,  violate  or  in  anywise 
infringe  the  aforesaid  rights  of  the  complainants  within 
said  district  of  Kentucky. 

And  it  is  ordered  that  the  complainants  may  have  the 
proper  writs  of  execution  on  what  is  above  decreed. 

(The  decree  then  went  on  to  provide  for  damages,  which 
part  is  omitted.) 

The  defendants  appealed  from  this  decree. 

The  cause  was  argued  in  this  court  by  Mr,  OilUt  and 
Mr.  Ohase^  for  the  appellants  ;  and  Messrs.  Campbell  and 
Harding^  of  Philadelphia,  and  Mr.  Oifford^  of  New  York, 
for  the  appellees. 

It  is  impossible  for  the  reporter  to  do  more  than  merely 
state  the  positions  assumed  by  the  respective  counsel. 

The  counsel  for  the  appellants  contended — 
First.  Morse's  patent  of  1840  is  void,  because  it  runs 
fourteen  years  from  the  date  of  its  issue,  instead  of  that 
length  of  time  from  the  date  of  his  French  patent. 

Second.  In  construing  a  patent  and  deciding  what  are 
the  inventions  patented  thereby,  the  summing  up  is  conclu- 
sive. Nothing  is  patented  but  what  is  expressly  claimed 
in  the  summing  up  as  the  invention. 
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Third.  What  is  described  in  a  x>atent  and  not  claimed, 
whether  invented  by  the  patentee  or  not,  is  dedicated  to 
the  public,  and  cannot  be  afterward  claimed  as  a  part  of 
his  patent,  in  a  reissue  or  otherwise. 

Fourth.  A  patent  void  in  part  is  void  in  whole,  except 
when  otherwise  provided  by  statute. 

Fifth.  An  invention  is  not  complete,  so  as  to  be  patent- 
able, or  to  bar  the  obtaining  a  patent  by  another  inventor, 
until  it  is  perfected  and  adapted  to  use. 

Sixth.  Where  a  patent  is  for  a  combination  of  parts,  and 
not  for  the  different  parts  composing  the  combination,  the 
use  of  any  of  those  parts  less  than  the  whole  is  not  an 
infringement. 

Seventh.  Morse's  patents  of  1846  and  1848  are  void, 
because  he  was  not  the  first  inventor  of  the  things  patented, 
or  of  substantial  and  material  parts  thereof. 

Eighth.  Morse's  reissued  patents,  dated  June  13,  1848, 
are  void,  because  he  has  not  shown  that  the  surrendered 
patents  were  inoperative  or  invalid,  for  defective  specifica- 
tion or  otherwise,  so  as  to  confer  on  the  Commissioner  juris- 
diction to  make  such  reissues.  The  surrendered  patents, 
being  set  out,  disprove  any  such  jurisdiction. 

Nirvth.  The  patent  of  1840,  as  secondly  reissued,  is  void, 
because  the  Commissioner  had  no  authority  to  accept  a 
second  surrender  and  make  a  s^cond  reissue. 

Tenth.  Morse's  patent  of  1840,  as  secondly  reissued,  is 
void,  because  it  is  broader  than  the  invention  originally 
patented. 

Eleventh.  Morse's  patent  of  1846  is  void  : 

1.  Because  material  parts  of  it  had  been  known  and  in 
public  use  before  his  application. 

The  first  claim  covers  the  inventions  for  connecting  cir- 
cuits used  by  Davy,  Wheatstone,  and  Henry  in  1837. 

2.  Because  the  same  was  described  by  Henry  in  Silliman's 
Journal,  and  in  the  London  Mechanics'  Magazine,  contain- 
ing an  account  of  Davy's  invention  ;  and  by  Vail,  in  giving 
Morse's  and  others. 

3.  Because  the  same  invention,   or  a  substantial  part 
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thereof,  was  patented  by  Wheatstone,  Davy,  and  Morse 
himself,  prior  to  his  application  for  his  patent  of  1846. 

This  first  claim  in  the  reissue  of  the  patent  of  1846  is  the 
same  thing  as  the  fourth  claim  of  the  last  reissue  of  the 
patent  of  1846. 

The  account  given  by  Henry  and  Morse  shows  that 
Henry's,  Wheatstone's,  and  Davy's  were  the  same  as  Morse's 
first  claim  of  the  reissue  of  the  patent  of  1846. 

Twelfth.  Morse's  reissue  of  1846  is  void,  because  it  is 
broader  than  the  original. 

1.  He  claims  the  employment  of  a  receiving  magnet,  or 
its  equivalent,  in  combination  with  a  short  local  indepen- 
dent circuit,  having  a  register  magnet  to  obtain  i)ower. 

There  is  no  such  claim  in  the  original.  He  there  claimed 
the  invention  of  the  receiving  magnet  or  registering  con- 
trivances, which  sustained  certain  relations  as  would  enable 
him  to  obtain  power,  &c,,  without  mentioning  a  short  local 
independent  circuit.  He  now  claims  two  short  local  cir- 
cuits.    The  claim  is  materially  enlarged. 

2.  His  third  claim  is  for  a  combination  which  includes 
the  pen  lever,  or  "  its  equivalent,"  and  for  anything  over 
which  paper  may  be  passed  for  the  purpose  of  receiving  the 
impression  of  characters,  &c.,  by  indentation  on  paper  and 
other  fabrics,  dispensing  with  coloring  matter,  &c. 

Here  is  a  palpable  enlargement  of  his  claim. 

8.  His  historical  recital  is  an  unauthorized  addition,  and 
not  necessary  to  i)erfect  his  specification. 

Thirteenth.  The  surrender  and  reissue  on  account  of  a 
defective  specification  authorizes  amendments  only,  and  not 
changing  the  specification  into  a  new  one ;  nor  does  it 
authorize  new  claims. 

Fourteenth.  In  the  second  reissue  of  the  letters  of  1840, 
Morse  patents  a  principle  or  effect,  and  not  a  machine, 
manufacture,  or  comjx)sition  of  matter,  or  an  improvement 
upon  either ;  and  it  is,  therefore,  void. 

The  counsel  for  the  appellees  considered  the  patents  sep- 
arately, viz.  : 
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Patent  of  1840.  Reissued  1848. 
Patent  of  1846.  Reissued  1848. 
Patent  of  1840.     Reissued  1848. 

To  this  patent,  and  the  claim  under  it,  five  defences  are 
presented. 
It  is  alleged  by  the  appellants — 

I.  That  it  is  void  by  reason  of  an  alleged  error  in  date  ; 
i.^.,  not  date  of  French  patent. 

II.  That  the  things  claimed  in  the  fifth,  the  sixth,  and 
the  eighth  claims  are  not  patentable. 

III.  That  Morse  was  not  the  inventor  of  substantial  parts 
of  the  improvement  as  claimed. 

IV.  That  the  description  in  the  specification  is  insuffi- 
cient. 

V.  That  the  appellants  do  not  infringe. 

(Each  one  of  these  heads  was  examined  separately.  The 
particular  attention  bestowed  by  the  court  to  the  follow- 
ing head  renders  the  insertion  of  the  view  of  the  counsel 
proper :) 

II.  Are  the  Fifth,  Sixth,  and  Eighth  Claims  Patentable  f 

I.  Of  the  fifth  and  sixth.  The  fifth  is  a  claim  to  the 
system  of  signs  composed  of  dots,  spaces,  and  horizontal 
lines,  (susceptible  of  being  variously  combined,  representing 
numerals,  words,  and  sentences,)  for  telegraphic  purposes  ; 
being  an  improved  instrumentality  in  the  art  of  telegraph- 
ing by  electricity  or  galvanism. 

The  sixth  is  a  claim  to  the  art,  consisting  of  the  marking 
the  signs  composed  of  dots,  spaces,  and  horizontal  lines, 
(susceptible  of  being  variously  combined,  representing 
numerals,  words,  and  sentences,)  by  closing  and  breaking  ^ 
galvanic  circuit  more  or  less  rapidly  for  telegraphing ;  com- 
bined with  machinery  to  record  them. 

An  art  is  patentable  by  the  act  of  1836,  and  so  is  an 
improvement  on  it.  Whittemore  n.  Cutter,  1  Gall.  478 ; 
Phillips  on  Patents,  102, 110  ;  The  King  v,  Wheeler,  2  Bam. 
&  Aid.  349  [1  Am.  &  Eng.  317] ;  Crane  t.  Price,  Webster's 
P.  C.  409  ;  SchuylkiU  Bank  v.  Kneass,  4  Wash.  C.  C.  Rep- 
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9  and  12  ;  McClurg  v.  Kingsland,  1  Howard,  204  [4  Am.  & 
Eng.  382] ;  Curtis  on  Patents,  sec.  37 ;  French  v,  Rogers, 
opinion  Judges  Grier  and  Kane  [1  Fish.  133] ;  Pamphlet, 
Kane,  J.,  Parker  v.  Hulme,  p.  7  [1  Fish.  44]. 

The  art  is  distinct  from  the  means  employed  in  its  exer- 
cise ;  both  may  be,  and  under  this  patent  are,  patented. 

II.  Of  the  eighth  claim.  This  claim  is  declaratory,  and 
is  to  the  eflFect  that,  having  been  the  first  to  conceive  and 
carry  into  eflfect  a  plan  for  imprinting  telegraphic  characters 
by  the  power  of  electro-magnetism,  he  negatives  the  idea 
that  the  mere  instrumentalities  described  in  his  patent  con- 
stitute the  whole  of  the  invention  claimed  by  him,  or  even 
the  most  important  part  thereof,  or  that  he  intended  to 
surrender  to  the  public  the  conception  he  had  reduced  to 
practical  utility,  should  anybody  else  b^  able  to  devise 
other  means  for  accomplishing  the  same  end,  by  the  use  of 
the  same  power,  but  claims  it  as  his  property. 

He  who  discovers  a  principle  and  devises  one  mode  by 
which  the  same  can  be  rendered  practically  useful,  is 
entitled  to  a  patent  which  shall  prot.ect  him  to  the  full  ex- 
tent of  his  invention,  and  against  all  other  devices  for  using 
it. 

li  Morse,  therefore,  was  the  first  to  discover  that  the 
power  of  electro-magnetism  could  be  used  for  the  purpose 
of  recording  telegraphic  signs,  and  devised  one  practical 
mode  for  using  it,  he  may,  by  a  general  claim,  secure  to 
himself  the  right  of  so  applying  it,  as  well  as  the  particular 
devices  by  which  he  did  so.  London  Jour,  and  Rep.  Arts, 
1850,  p.  130 ;  Jupe  v.  Pratt,  Webster's  P.  C.  145,  146 
[2  Am.  &  Eng.  464] ;  Forsyth's  Patent,  Webster's  P.  C. 
96,  97  [1  Am.  &  Eng.  325] ;  Crane  v.  Price,  Webster's  P.  C. 
409,  410  [3  Am.  &  Eng.  437] ;  Park  v.  Little,  3  Wash.  C.  C. 
Rep.  197. 

See  the  cases  collected  in  Lund  on  Patents,  Law  Lib., 
September,  1851,  p.  37,  illustrating  the  proposition  that  the 
rights  of  the  patentee  are  not  restricted  to  the  particular 
application  or  embodiment  of  his  invention,  but  extend  to 
the  exclusion  of  other  like  applications. 
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Judge  Kane's  opinion,  Blanchard's  case  ;  Fr.  Inst.  Jour. 
1847 ;  and  Pamphlet,  Parker  v.  Hulme,  Judge  Kane's 
opinion. 

Patent  of  1846.    Btiwued  1848. 

The  defences  suggested  by  the  appellants  to  this  patent 
are — 

I.  That  the  improvement  is  not  sufficiently  described,  and 
that  the  improvement  is  not  sufficiently  discriminated. 

II.  That  it  is  for  the  same  invention  that  was  patented  to 
Morse  in  the  patent  of  1840. 

III.  That  it  was  in  use  and  on  sale  with  patentee's  con- 
sent, before  his  application  for  a  patent. 

IV.  That  Morse  was  not  the  inventor. 

As  to  the  fourth  head,  the  counsel  for  the  appellees  con- 
tended that  the  following  list  were  shown  by  the  evidence 
to  have  been  invented  by  Morse  : 

1.  He  was  the  first  person  who  employed  an  electro-mag- 
net, placed  in  a  long  circuit,  for  telegraphic  purposes. 

2.  He  was  the  first  person  who  devised  suitable  machinery 
for  recording,  and  adapted  such  machinery  to  an  electro- 
magnet placed  in  a  long  galvanic  circuit. 

3.  He  was  the  first  i)erson  who  employed  an  electro-mag- 
net, placed  in  a  long  galvanic  circuit,  to  open  and  close  an- 
other long  galvanic  circuit,  for  telegraphic  purposes. 

4.  He  was  the  first  person  who  employed  an  electro-mag- 
net, placed  in  a  long  galvanic  circuit,  to  open  and  close  a 
short  local  circuit  at  a  distance,  for  telegraphic  purposes. 

6.  He  was  the  first  person  who  placed,  in  the  course  of  a 
long  galvanic  circuit,  at  various  distances  apart,  a  series  of 
electro-magnets,  to  open  and  close,  at  one  and  the  same 
time,  a  corresponding  series  of  short  recording  circuits,  by 
means  of  which  arrangement  an  oi)erator  at  one  station 
could  simultaneously  record  at  a  series  of  distant  tele- 
graphic stations. 

6.  He  was  the  first  i)erson  who  adapted,  to  an  electro- 
magnet placed  in  a  long  galvanic  circuit,  suitable  maxjhinery 
for  recording  the  establishment  and  duration  of  a  galvanic 
current  through  such  a  long  galvanic  current. 
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7.  He  was  the  first  person  who  devised  a  process  or  mode 
of  establishing  and  continuing,  at  determinate  intervals  of 
time,  a  galvanic  current  through  a  circuit  of  conductors, 
and  of  recording  the  establishment  of  such  current  in  dots 
and  lines. 

8.  He  was  the  first  person  who  devised  a  system  of  signs 
formed  of  the  combination  of  dots  and  lines,  and  so  applic- 
able to  the  above  process  of  recording  as  to  render  it  available 
for  representing  at  a  distance  letters,  words,  and  sentences. 

9.  He  was  the  first  person  who  employed  electro-mag- 
netism^ when  developed  in  the  manner  and  by  the  means 
specified,  to  produce  distinguishable  signs  for  telegraphing. 

10.  He  was  the  first  person  who  adapted,  to  an  electro- 
magnet, a  lever  with  an  adjustable  reacting  spring,  and  ad- 
justable stops,  for  limiting  the  play  of  such  armature,  and 
thus  formed  a  receiving  electro-magnet,  susceptible  of  nice 
regulation,  so  as  to  operate  equally  with  the  varying  force 
of  the  galvanic  currents  in  a  long  or  main  circuit. 

11.  He  w;a8  the  first  i)erson  who  combined  such  an  electro- 
magnet in  a  long  circuit  with  a  short  re<;ording  circuit,  to 
be  opened  and  closed  by  such  electro-magnet. 

12.  He  was  the  first  person  who  devised  and  constructed 
an  apparatus  or  machine  for  telegraphing,  consisting  of  the 
several  following  parts,  sustaining  to  each  other  the  several 
following  relations,  and  i)erforming  the  several  following 
functions,  respectively : 


1.  A  main  circuity 


2.  A  rnain^  battery 
series, 


8.  Operating  keys, 

4.  A  teries  of  receiv- 
ing magnets, 


6.  Adjusting  screws, 


which   con- 
sists of 


tt 


each  of 
which  oon- 
sistBof 


ti 


a  long  conductor  extend- 
ing throagh  several 
stations, 


a  number  of  caps  ar- 
ranged along  the  main 
conductor, 


a  small  metallic  lever, 


an  electro-magnet  with 
lever  and  reacting 
spring, 


movable  screws  to  rm- 
late  force  of  reacung 
spring  and  play  m 
lever, 


the  function 
of  which 
is  ' 


«t 


li 


li 


to  transmit  the  galvanic 
current  throagh  Its 
whole  length  when- 
ever it  is  closed. 

to  supply  the  main  con- 
ductor with  a  current 
sufficient  to  work  the 
electro-magnets  in  its 
coarse. 

to  break  ana  close  the 
main  circuit. 

to  close  the  office  circuit 
when  a  current  passes 
throagh  the  mam  cir- 
cuit. 

to  render  receiving  mag- 
nets sensitive  to  vary- 
ing force  of  main  cur- 
rent. 
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6.  Office  circuits. 


7.  Office  battery  ee- 
rles, 


8.  Marking  appara- 
tus. 


9.  RegiBters, 


10.  Office  magnets. 


11.  Certain  process, 


12.  A  system  of  signs 


each     of 
which  con 
sistsof 


which   con- 
sists of 


14 


i( 


»i 


a  circuit  of  conductors 
limited  to  each  c^oe, 

a  certain  nnmber  of 
grove  cups  at  each 
station, 


a  fine  pointed  piece  of 
iron,  pen  lever,  and 
grooved  roller, 

a  series  of  clock-work 
moved  by  a  weight 
r^^ated  by  a  fly, 

an  electro-magnet. 


In  establishing,  continu 
ing,  and  interrupting 
a  galvanic  current 
through  the  main  cir- 
cuit at  determinate 
intervals, 

dots  and  lines  to  repre- 
sent the  letters  of  the 
alphabet  and  numer- 
als, 


the  function  I  to  transmit  the  power  to 


of 
is 


which 


14 


it 


i( 


•  k 


it 


mark  the  paper. 

to  generate  and  sopnly 
the  office  circuit  with  a 
current  of  greater  force 
than  the  main  circoit 
current. 

to  indent  dots  and  lines 
upon  paper. 


to  move  the  paper  uni- 
formly under  tne  point 
of  the  pen. 

1.  To  develop  the  power 
by  which  the  pen 
marks  in  the  groove  of 
a  roller. 

2.  To  produce  audible 
distinguishable  sounds. 

to  record  dots  and  lines 
at  one  or  many  distant 
stations  at  the  will  of  a 
distant  operator. 


1.  When  applied  to  the 
record,  to  render  such 
record  intelligible. 

2.  When  applied  to  the 
sounds  of  the  office 
magnet,  to  render  those 
sounds  intelligible. 


13.  The  art  of  recording  dots  and  lines  at  a  distance  for 
telegraphing. 

(The  coansel  then  examined  the  question  of  infringement 
of  each  patent  separately,  and  concluded  with  the  follow- 
ing :) 


The  Appellants  infringe  the  Patents  of  1840  and  1846,  Jointly  Considered, 

It  is  proper  to  consider  the  claims  of  the  patents  together, 
and  in  connection  with  the  speciiications  as  well  as  sepa- 
rately, in  order  to  secure  the  real  invention  to  the  patentee. 

The  joint  effect  of  the  several  claims  of  the  first  patent, 
apart  from  the  specific  things  claimed  in  each,  makes  it  a 
patent  also  for  Morse' s  new  art,  process,  and  system  of  tele- 
graphing, by  recording  the  variable  duration  of  the  galvanic 
current  in  dots  and  lines. 

The  second  patent  is  for  an  improvement  in  the  means  by 
which  that  art  was  carried  into  eflfect. 
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The  two  together  constitute  the  art,  process,  system,  and 
means  of  telegraphing  as  improved,  or,  in  other  words,  the 
telegraph. 

This  whole  system  or  telegraph  so  jointly  considered,  as 
used  by  the  appellants,  in  all  its  main  features,  is  copied 
from  that  of  the  appellees.  That  it  is  so,  will  appear  from 
the  following  table,  showing  the  several  parts  o^  the  appa- 
ratus used  by  each,  and  their  several  relations  and  functions. 

The  appellants  and  appellees  agree  in  employing  an 
apparatus  for  telegraphing,  consisting  of  the  following 
parts,  sustaining  to  each  other  the  several  following  rela- 
tions, and  performing  the  several  following  functions, 
respectively : 


1.  Amain  circuit, 


2.  A  main    battery 
series, 


8.  Operating  keys, 

4.  A  eeries  of  recelv- 
ijpg  magnets, 


6.  Adjusting  screws. 


6.  Office  circuits. 


7.  Office  battery  se- 
ries, 


8.  A  pen  point,  pen 
lever,  and  grooved 
lever. 


9.  Begisters, 


10.  Office  magnets, 


which   con- 
sists of 


each  of 
which  con- 
sists of 


it 


tt 


a  long  conductor  extend- 
ing through  several 
stations, 


a  number  of  cups  ar 
ran^d  along  the  main 
conductor. 


a  snuUl  metallic  lever 


an  electro-magnet  with 
lever,  and  reacting 
spring. 


movable  screws  to  regn 
late  force  of  reacting 
spring    and    play    en 
lever, 

a  circuit  of  conductors 
limited  to  each  office, 

A  certain  number  of 
grove  cups  at  each 
station, 


which   con-  a  flne  pointed  piece  of 
sists  of  iron,  lever,  and  groov- 

ed roller. 


a  series  of  clock-work 
moved  by  a  weight 
regulated  by  a  fly, 


I* 


tt 


ti 


an  electro-magnet, 


the  function 
of  which 
is 


ti 


tt 


tt 


tt 


it 


tt 


tt 


tt 


tt 


to  transmit  the  galvanic 
current  through  its 
whole  length  when- 
ever it  is  closed. 

to  supply  the  main  con- 
dnct4)r  with  a  current 
sufficient  to  work  the 
electro-magnets  m  Its 
course. 

to  break  and  close  the 
main  circuit. 

to  close  the  office  circuit 
when  a  current  passes 
through  the  mam  cir- 
cuit. 

to  render  receiving  mag- 
nets sensitive  to  vary- 
ing force  of  main  cur- 
rents. 

to  transmit  the  power  to 
mark  the  paper. 

to  generate  and  supply 
the  office  circuit  witn  a 
current  of  greater  force 
than  the  main  circuit 
current. 

to  indent  dots  add  lines 
upon  paper. 


to  move  the  paper  uni- 
formly under  the  point 
of  the  pen. 

1.  To  develop  the  power 
by  which  the  pen 
marks  in  the  groove  of 
a  roller. 

2.  To  produce  audible 
distinguishable  sounds. 
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11.  Certain  proceiis, 

which   con- 

in  eeUhlishlng,  conlinn- 

the  function 

to  record  dote  and  lines 

sistB 

ing,  and  intemipting 

of    which 

at  one  or  many  distant 

a     galvanic     current 

is 

stations  at  the  will  of  a 

through  main  circuit 

distant  operator. 

at  determinate  inter- 

vala. 

12.  A  tyBtemof  rigns 

M 

dote  and  lines  to  repre- 
sent the  letters  of  the 
alphabet  and  numer- 
als, 

(« 

1.  When  applied  to  the 
record,  to  render  such 
record  intelligible. 

2.  When  applied  to  the 
sounds  of   the  oiBce 

magnet  to  render  those 
sounds  intelligible. 

United  States  Patent  Office.  Samuel  F:  B.  Mobse, 
OF  New  York,  N.  Y.  Impuovement  in  the  Mode  of 
Communicating  Information  by  Signals  by  the  Ap- 
plication OF  Electro-Magnetism.  Specification 
Forming  Part  of  Letters  Patent  No.  1,647,  dated 
June  20,  1840. 

To  all  whom  it  may  concern : 

Be  it  known  that  I,  the  undersigned,  Samuel  F.  B. 
Morse,  of  the  city,  county,  and  State  of  New  York,  have 
invented  a  new  and  useful  machine  and  system  of  signs  for 
transmitting  intelligence  between  distant  points  by  the 
means  of  a  new  application  and  effect  of  electro-magnetism 
in  producing  sounds  and  signs,  or  either,  and  also  for 
recording  permanently  by  the  same  means  and  application 
and  effect  of  electro-magnetism  any  signs  thus  produced 
and  representing  intelligence  transmitted,  as  before  named, 
between  distant  points  ;  and  I  denominate  said  invention 
the  '^  American  Electro-Magnetic  Telegraph,"  of  which  the 
following  is  a  full  and  exact  description,  to  wit : 

It  consists  of  the  following  parts :  first,  of  a  circuit  of 
electric  or  galvanic  conductors  from  any  generator  of  elec- 
tricity or  galvanism,  and  of  electro-magnets  at  any  one  or 
more  points  in  said  circuit ;  second,  a  system  of  signs  by 
which  numerals  and  words  represented  by  numerals,  and 
thereby  sentences  of  words  as  well  as  of  numerals,  and 
letters  of  any  extent  and  combination  of  each,  are  communi- 
cated to  any  one  or  more  points  in  the  before-described  cir- 
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cuit ;  third,  a  set  of  type  adapted  to  regulate  the  communi- 
cation of  the  above-mentioned  signs,  also  cases  for  con- 
venient keeping  of  the  type,  and  rules  in  which  to  set  and 
use  the  type;  fourth,  an  apparatus  called  the  "straight 
port-rule,"  and  another  called  the  **  circular  port-rule," 
each  of  which  regulates  the  movement  of  the  type  when  in 
use,  and  also  that  of  the  signal-lever ;  fifth,  a  signal-lever 
which  breaks  and  connects  the  circuit  of  conductors  ;  sixth, 
a  register  which  records  permanently  the  signs  communi- 
cated at  any  desired  points  in  the  circuit ;  seventh,  a  dic- 
tionary or  vocabulary  of  words,  to  which  are  prefixed 
numerals  for  the  uses  hereinafter  described  ;  eighth,  modes 
of  laying  the  circuit  of  conductors. 

The  circuit  of  conductors  may  be  made  of  any  metal — 
such  as  copi)er  or  iron  wire  or  strips  of  copi)er  or  iron,  or  of 
cord  or  twine,  or  other  substances — ^gUt,  silvered,  or  covered 
with  any  thin  metal  leaf  proi)erly  insulated  and  in  the 
ground,  or  through  or  beneath  the  water,  or  through  the 
air.  By  causing  an  electric  or  galvanic  current  to  pass 
througli  the. circuit  of  conductors  laid  as  aforesaid  by  means 
of  any  generator  of  electricity  or  galvanism  to  one  or  more 
electro-magnets  placed  at  any  point  or  points  in  said  cir- 
cuit, the  magnetic  power  thus  concentrated  in  such  magnet 
or  magnets  is  used  for  the  purposes  of  producing  sounds 
and  visible  signs,  and  for  permanently  recording  the  latter 
at  any  and  each  of  said  points,  at  the  pleasure  of  the  oper- 
ator, and  in  the  manner  hereinafter  described — ^that  is  to 
say,  by  using  the  system  of  signs  which  is  formed  of  the 
following  parts  and  variations,  viz. : 

Signs  of  numerals  consist,  first,  of  ten  dots  or  punctures, 
made  in  measured  distances  of  equal  extent  from  each 
other,  upon  paper  or  any  substitute  for  paper,  and  in  num- 
ber corresponding  with  the  numeral  desired  to  be  repre- 
sented. Thus  one  dot  or  puncture  for  the  numeral  1,  two 
dots  or  punctures  for  the  numeral  2,  three  of  the  same  for 
3,  four  for  4,  five  for  5,  six  for  6,  seven  for  7,  eight  for  8, 
nine  for  9,  and  ten  for  0,  as  particularly  represented  on  the 
annexed  drawing,  marked  Example  1,  Mode  1,  in  which  is 
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also  included  a  second  character,  to  represent  a  cipher,  if 
preferred. 

Signs  of  numerals  consist,  secondly,  of  marks  made  as  in 
the  case  of  dots,  and  particularly  represented  on  the  an- 
nexed drawing,  marked  Example  1,  Mode  2. 

Signs  of  numerals  consist,  thirdly,  of  characters  drawn 
at  measured  distances  in  the  shape  of  the  teeth  of  a  common 
saw  by  the  use  of  a  pencil  or  any  instrument  for  marking. 
The  points  corresponding  to  the  teeth  of  a  saw  are  in  num- 
ber to  correspond  with  the  numeral  desired  to  be  repre- 
sented, as  in  the  case  of  dots  or  marks  in  the  other  modes 
described,  and  as  particularly  represented  in  the  annexed 
drawing,  marked  Example  1,  Mode  3. 

Signs  of  numerals  consist,  fourthly,  of  dots  and  lines 
separately  and  conjunctively  used  as  follows,  the  numerals 
1,  2,  3,  and  4  being  represented  by  dots,  as  in  Mode  1,  first 
given  above  :  The  numeral  5  is  represented  by  a  line  equal 
in  length  to  the  space  between  the  two  dots  of  any  other 
numeral ;  6  is  represented  by  the  addition  of  a  dot  to  the 
line  representing  5  ;  7  is  represented  by  the  addition  of  two 
dots  to  said  line  ;  8  is  represented  by  prefixing  a  dot  to  said 
line  ;  9  is  represented  by  two  dots  prefixed  to  said  line ; 
and  0  is  represented  by  two  lines,  each  of  the  length  of  said 
line  that  represents  the  number  5.  Said  signs  are  particu- 
larly set  forth  in  the  annexed  drawings,  marked  Example 
1,  Mode  4. 

Either  of  said  modes  are  to  be  used  as  may  be  preferred 
or  desired  and  in  the  method  hereinafter  described. 

The  sign  of  a  distinct  numeral  or  of  a  compound  numeral 
when  used  in  a  sentence  of  words  or  of  numerals  consists  of 
a  distance  or  space  of  separation  between  the  characters  of 
greater  extent  than  the  distance  used  in  separating  the 
characters  that  compose  any  such  distinct  or  compound 
numeral.  An  illustration  of  this  sign  is  particularly  ex- 
hibited in  the  annexed  drawing,  marked  Example  2. 

Signs  of  letters  consist  in  variations  of  the  dots,  marks, 
and  dots  and  lines,  and  spaces  of  separation  of  the  same 
formation  as  compose  the  signs  of  numerals,  varied  and 
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combined  differently  to  represent  the  letters  of  the  alphabet, 
in  the  manner  particularly  illustrated  and  represented  in 
the  annexed  drawing,  marked  Example  3. 

The  sign  of  a  distinct  letter,  or  of  distinct  words  when 
used  in  a  sentence,  is  the  same  as  that  used  in  regard  to 
numerals  and  described  above. 

Signs  of  words,  and  even  of  set  phrases  or  sentences,  may 
be  adopted  for  use  and  communication  in  like  manner 
under  various  forms,  as  convenience  may  suggest. 

The  type  for  producing  the  signs  of  numerals  consist, 
first,  of  fourteen  pieces  or  plates  of  thin  metal — such  as 
tyi)e-metal,  brass,  iron,  or  like  substances— with  teeth  or 
indentations  upon  one  side  or  edge  of  ten  of  said  type,  cor- 
resi>onding  in  number  to  the  dots  or  punctures  or  marks 
requisite  to  constitute  the  numerals,  resi)ectively,  hereto- 
fore described  in  the  system  of  signs,  and  having  also  a. 
space  left  upon  the  side  or  edge  of  each  type,  at  one  end 
thereof,  without  teeth  or  indentations,  corresjjonding  in 
length  with  the  distance  or  sex)aration  desired  between  each 
sign  of  a  numeral.  Another  of  said  type  has  two  indenta- 
tions, forming  thereby  three  teeth  only,  and  without/  any 
space  at  either  end,  to  correspond  with  the  size  of  a  cipher, 
as  heretofore  described  by  reference  to  Example  1,  Modes 
1,  2,  3,  of  drawings  in  said  system  of  signs.  One  other  of 
said  type  is  without  any  indentation  on  its  side  or  edge, 
and  being  in  length  to  correspond  with  the  distance  or 
separation  desired  between  distinct  or  compound  numerals, 
and  with  the  sign  heretofore  described  for  that  purpose. 
One  of  the  remaining  two  of  said  type  is  formed  with  one 
comer  of  it  bevelled,  (system  of  type,  Example  4,  Pig.  1,) 
and  is  called  a  "  rest ;"  and  the  other  is  in  a  i)ointed  form 
and  called  a  **  stop.'' 

Each  of  said  type  is  particularly  delineated  on  the  an- 
nexed drawing,  marked  Example  4,  Fig.  1,  and  numbered 
or  labelled  in  accordance  with  the  purpose  for  which  they 
are  designed  respectively,  and  are  used  in  like  manner  for 
producing  each  of  the  several  signs  of  numerals  heretofore 
described  in  the  system  of  signs. 
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The  type  for  producing  the  signs  of  numerals  consist, 
secondly,  of  five  pieces  or  plates  of  metal,  first  described 
above,  four  of  which  are  the  same  as  are  numbered  1,  2,  3, 
and  4  in  the  annexed  drawing,  marked  Eicample  4,  Fig.  1, 
and  the  fifth  one  being  the  same  as  is  denominated  in  the 
same  example  ^^  the  long  space,"  and  heretofore  alluded  to  ; 
also,  of  six  other  pieces  or  plates  of  said  metal,  varied  in 
indentations  and  teeth  and  spaces,  as  represented  on  the 
annexed  drawing,  marked  Example  4,  Fig.  2,  to  produce 
signs  of  the  denominations  described  in  the  fourth  mode  of 
the  before-mentioned  system  of  signs,  Example  1. 

The  type  for  producing  the  signs  of  letters  are  of  the 
same  denomination  with  those  used  in  producing  signs  of 
numerals,  and  only  varied  in  form  from  one  to  twenty- 
three,  as  exhibited  in  the  annexed  drawing,  marked  Ex- 
ample '5. 

The  type  for  producing  both  signs  of  numerals  and  signs 
of  letters  are  adapted  for  use  to  either  a  straight  rule,  called 
the  *^  straight  port-rule,"  and  are  in  that  case  made  straight 
lengthwise,  as  described  in  the  drawings  annexed,  and  here- 
tofore referred  to  in  Example  5,  or  to  a  circular  port-rule, 
in  which  case  they  are  lengthwise  circular  or  formed  into 
sections  of  a  circle,  as  represented  in  the  drawings  annexed, . 
marked  Example  6,  Figs.  2  and  3,  and  as  will  be  further 
understood  by  the  descriptions  hereinafter  contained  of  the 
straight  and  circular  port-rules.  On  the  under  side  of  the 
type  for  the  circular  port-rule  (which  type  are  of  greater 
thickness  than  those  for  the  straight  port-rule)  is  a  groove 
(system  of  type,  Example  6,  A  in  Figs.  1  and  3)  about  mid- 
way of  their  width,  and  in  depth  about  half  the  thickness 
aforesaid,  and  extending  from  the  space  ends,  as  B,  Ex- 
ample 6,  Fig.  3 — that  is,  the  ends  without  indentations — of 
said  type,  along  the  length,  and  conforming  to  the  curve 
thereof,  to  a  point,  D  D,  equal  in  distance  from  the  oppo- 
site ends  to  half  the  width  of  the  pointed  teeth  cut  upon 
their  edges.  For  a  delineation  of  these  type  reference  is 
made  to  sections  thereof  in  Figs.  1  and  3  upon  the  annexed 
drawings,  marked  Example  6. 
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The  type-cases  are  wood  or  of  any  other  material,  with 
small  compartments  of  the  exact  length  of  the  type,  for 
greater  convenience  in  distributing,  and  resembling  those 
in  common  use  among  printers. 

The  type-rules  are  of  wood  or  metal  or  other  material 
that  may  be  preferred,  and  about  three  feet  in  length,  with 
a  groove,  into  which  the  type,  when  used,  are  placed.  On 
the  under  side  of  each  type-rule  are  cogs,  by  which  they 
are  adapted  to  a  pinion- wheel  having  corresponding  cogs 
and  forming  part  of  a  port-rule.  The  type-rule  in  use  is 
moved  onward  as  motion  is  given  to  the  said  wheel.  A 
delineation  of  the  type-rule  is  contained  in  the  annexed 
drawing,  marked  Example  7. 

The  straight  port-rule  consists  of  a  pinion-wheel,  (before 
X  mentioned,)  turned  by  a  hand-crank  attached  to  a  hori- 
zontal screw  that  plays  into  the  cogs  of  the  pinion- wheel, 
as  the  latter  do  into  the  cogs  of  the  type-rule,  or  by  any 
other  power,  in  any  of  the  well-known  methods  of  mechan- 
ism. It  is  connected  with  a  railway  or  groove,  in  and  by 
which  the  type-rule,  from  the  motion  imparted  to  it  by  said 
wheel,  is  conveyed  in  a  direct  line  beneath  a  lever  that 
breaks  and  connects  the  galvanic  circuit  in  the  manner 
hereinafter  mentioned.  A  delineation  of  said  wheel,  crank, 
and  screw  is  contained  in  the  drawings  hereunto  annexed, 
marked  Example  8,  Figs.  1,  2,  3. 

The  circular  port-rule  is  a  substitute,  when  preferred,  for 
both  the  type-rule  and  the  straight  port-rule,  and  consists 
of  a  horizontal  or  inclined  wheel,  Example  9,  Fig.  1,  A,  of 
any  convenient  diameter,  of  wood  or  metal,  having  its  axis 
connected  on  the  under  side  of  the  wheel  with  a  pinion- 
wheel  K,  and  as  in  the  case  of  the  straight  port-rule.  It  is 
moved  by  the  motion  of  the  pinion- wheel,  as  is  the  type- 
rule  in  the  f onner  description.  On  the  entire  circumference 
of  said  hoiizontal  or  inclined  wheel,  and  upon  its  upper 
surface,  is  a  shoulder  or  cavity,  a,  Figs.  1,  2,  corresponding 
in  depth  with  the  thickness  of  the  type  used,  and  in  width, 
by  equal  to  that  of  the  type,  exclusive  of  their  teeth  or  in- 
dentations.   Kear  the  outer  edge  of  the  surface  of  said 
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type  in  the  column  that  is  held  by  the  stationary  feeder  is 
oarried  forward  and  removed,  the  next  type  settles  imme- 
diately upon  the  shoulder  of  the  wheel,  and,  after  the  man- 
ner of  the  removed  type,  is  brought  in  contact  with  another 
cog  of  said  shoulder  within  the  groove  of  the  type,  and 
thence  carried  forward  from  beneath  the  incumbent  column, 
as  was  its  predecessor.  Then  follows  consecutively  in  the 
same  method  each  type  deposited  within  the  feeder  so  long 
as  the  wheel  is  kept  in  motion.  The  deposit  of  the  type  in 
the  stationary  feeder  is  regulated  by  the  order  in  which  the 
letters  or  numerals,  or  words  they  represent,  are  designed 
to  be  communicated  at  any  distant  point  or  points.  After 
the  type  are  respectively  carried  forward  on  the  curvature 
of  the  wheel  in  the  manner  stated  above  beyond  the  point 
where  they  are  acted  upon  by  the  signal-lever,  as  is  herein- 
after described,  they  are  lifted,  each  in  its  turn,  from  the 
shoulder  of  the  wheel  A  and  cast  oflf  into  a  box  or  pocket, 
G,  below  the  wheel  by  means  of  a  slender  shaft  or  spindle, 
H,  made  of  any  metal,  and  resembling  in  form  a  common 
ploughshare,  extending  downward  from  a  fixture,  o,  placed 
outside  of  the  wheel,  into  a  groove,  K,  within  the  before- 
named  shoulder  of  said  wheel  A,  and  on  the  inner  side  of 
the  cogs  c,  already  described.  By  means  of  said  groove 
the  downward  point  of  said  shaft  or  spindle  H  is  brought 
within  the  curvature  and  below  the  surface  of  said  shoulder 
&,  Fig.  2,  and  consequently  under  the  approaching  end  of 
the  type,  so  that  each  type  successively,  as  it  is  carried  for- 
ward on  said  curvature  in  the  manner  before  described,  is 
lifted  from  the  shoulder  and  forced  upward  on  the  inclined 
shaft  or  spindle  by  the  type  in  contact  with  it  at  the  other 
end,  until  turned  oflf  into  the  before-named  box  or  i)ocket 
G  below,  ready  for  a  redistribution. 

For  a  more  particular  delineation  of  the  several  parts  of 
said  circular  port-rule  reference  is  made  to  the  annexed 
drawings,  marked  Example  9,  Figs.  1  and  2. 

The  signal-lever.  Example  9,  Fig.  3,  consists,  first,  for 
use  with  the  straight  port-rule,  (Example  8,  Fig.  1,  A,)  of 
a  strip  of  wood  of  any  length  from  six  to  twenty-four 
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inches,  resting  upon  a  pivot,  a,  or  in  a  notched  pillar 
formed  into  a  fulcrum  by  a  metal  pin,  a,  passing  through 
it  and  the  lever.  At  one  end  of  the  lever  a  metallic  wire, 
bent  to  a  semicircular  or  half -square  form,  as  at  A,  or  re- 
sembling the  prongs  of  a  fork  distended,  is  attached  by  its 
centre,  as  described  in  the  annexed  drawings.  Example  8, 
at  the  point  marked  A.  Between  said  end  of  the  lever  and 
the  fulcrum  a,  and  near  the  latter,  on  the  under  side  of  the 
lever  A,  is  inserted  a  metallic  tooth  or  cog,  ft,  curved  on  the 
side  nearest  to  the  fulcrum,  and  in  other  respects  corre- 
sponding to  the  teeth  or  indentations  upon  the  type  already 
described.  On  the  opposite  extremity  of  the  lever  is  a 
small  weight,  C,  to  balance  or  offset  in  part  when  needed, 
the  weight  of  the  lever  on  the  opposite  side  of  the  fulcrum. 
The  lever  thus  formed  is  stationed  directly  over  the  railway 
or  groove  D  D,  heretofore  described  as  forming  a  connected 
part  of  the  straight  port-rule.  The  movement  of  the  type- 
rule  brings  the  tooth  of  each  type  therein  set  in  contact 
with  the  tooth  or  cog  of  the  lever,  and  thereby  forces  the 
lever  upward  until  the  i)oints  of  the  two  teeth  in  contact 
have  passed  each  other,  when  the  lever  again  descends  as  the 
teeth  of  the  type  proceed  onward  from  the  tooth  of  the 
lever.  This  operation  is  repeated  as  frequently  as  the  t^eth 
of  the  type  are  brought  in  contact  with  the  tooth  of  the 
lever.  By  thus  forcing  the  said  lever  upward  and  down- 
ward the  ends  of  the  semicircular  or  pronged  wire  are  made 
alternately  to  rise  from  and  fall  into  two  small  cups  or 
vessels  of  mercury,  E  E,  in  each  of  which  is  an  end  or  ter- 
iriination  of  the  metallic  circuit-conductors  first  described 
above.  This  termination  of  the  metallic  circuit  in  the  two 
cups  or  vessels  breaks  and  limits  the  current  of  electricity 
or  galvanism  through  the  circuit ;  but  a  connection  of  the 
circuit  is  effected  or  restored  by  the  falling  of  the  two  ends 
of  the  pronged  wire  A,  attached  to  said  lever,  into  the  two 
cups,  connecting  the  one  cup  with  the  other  in  that  way. 
By  the  rising  of  the  lever,  and  consequently  the  wire  upon 
its  end,  from  its  connection  with  said  cups  said  circuit  is  in 
like  manner  again  broken  and  the  current  of  electricity  or 
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galvanism  destroyed.  To  effect  at  pleasure  these  two  pur- 
poses of  breaking  and  connecting  said  circuit,  is  the  design 
of  said  motion  that  is  imparted  in  the  before-mentioned 
manner  to  said  lever,  and  to  regulate  this  motion  and  re- 
duce it  to  the  system  of  intelligible  signs  before  described 
is  the  design  and  use  of  the  variations  in  the  form  of  the 
type,  also  before  described.  A  plate  of  copper,  silver,  or 
other  conductor  connected  with  the  broken  parts  of  said 
circuit  of  conductors,  and  receiving  the  contact  of  the  wire 
attached  to  said  lever,  may  be  substituted,  if  preferred,  for 
said  cups  of  mercury.  For  a  particular  delineation  of  the 
several  parts  of  said  lever  reference  is  made  to  the  annexed 
drawing,  marked  Example  8. 

The  signal-lever  consists,  secondly,  for  use  with  the  cir- 
cular port-rule,  (Example  9,  Fig.  3,)  of  a  strip  of  wood,  G, 
with  a  metallic  wire,  A,  at  one  end,  of  the  form  and  for  the 
purposes  of  the  lever  already  described  above.  It  turns  on 
a  pivot  or  fulcrum,  a,  placed  either  near  the  middle  or  in 
the  end  of  the  lever.  At  the  end  of  the  lever,  at  C,  oppo- 
site to  the  metallic  wire  A,  an  elbow,  c,  is  formed  on  a  right 
angle  with  the  main  lever,  and  extending  downward  from 
the  level  with  the  pivot  or  fulcrum  sufficiently  for  a  metal- 
lic tooth,  H,  in  the  end  thereof,  corresponding  with  the 
teeth  or  indentations  of  the  type  already  described,  to  press 
against  the  type  projecting  from  the  shoulder  or  cavity  of 
the  wheel  A,  Fig.  1,  that  forms  the  circular  i)ort-rule  before 
described.  Said  wheel  is  placed  beneath  the  said  lever,  as 
seen  at  G,  Fig.  1,  in  a  position  to  be  reached  by  the  ex- 
tremity or  tooth  H  of  the  arm  of  the  lever  just  mentioned. 
The  tooth  H  in  the  arm  of  the  lever  is  kept  in  constant  con- 
tact with  the  type  of  the  circular  port-rule  by  the  pressure 
of  a  spring,  B,  upon  it,  as  described  in  the  annexed  draw- 
ing, marked  Example  9,  at  B.  Figs.  1  and  3  in  the  same 
example  exhibit  sections  of  the  said  lever.  The  action  thus 
produced  by  the  contact  of  the  teeth  of  the  type  in  the  port- 
rule  when  said  wheel  is  in  motion  with  the  tooth  in  the 
arm  of  the  lever  lifts  up  and  drops  down  the  opposite  ex- 
tremity A  of  said  lever  having  the  metallic  wire  upon  it  as 
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the  tooth  of  said  lerer  passes  into  or  out  of  the  indentations 
of  the  type,  and  in  the  same  manner  and  to  the  same  effect 
as  the  first-described  lever  rises  and  falls,  and  accordingly 
breaks  and  closes  the  circuit  of  conductors,  as  in  the  former 
instance.  In  the  use  of  this  circular  port-rale  and  its  ap- 
propriate lever  (Pig,  3)  type  may  be  used  having  the  points  ■ 
of  their  teeth  and  their  indentations  shaped  as  counterparts 
or  reverses  to  those  delineated  in  the  annexed  drawings, 
heretofore  referred  to  and  marked  Examples  4,  5,  and  6, 
and  thereby  the  forms  of  the  recorded  signs  will  be  changed 
in  a  corresponding  manner. 

The  register  consists — 

First,  of  a  lever  of  the  shape  of  the  lever  connected  with 
the  circular  port-rule  above  described,  and  is  delineated  in 
the  annexed  drawings,  marked  Example  10,  Figs.  1,  2,  and 
4,  at  A.  Said  lever  A  operates  upon  a  fulcrum,  a,  that 
passes  through  the  end  that  forms  the  elbow  a,  ufton  the 
lower  extremity  of  which,  and  facing  an  electro-magnet,  is 
attached  the  armature  of  a  magnet,  /.  In  the  other  ex- 
treme of  the  lever,  at  B,  is  inserted  one  or  more  pencils, 
fountain-pens,  printing-wheels,  or  other  marking-instru- 
ments, as  may  be  seen  in  the  Fig.  4  of  example  last  men- 
tioned at  letter  B.  The  magnet  is  at  letter  C  in  the  same 
figure. 

Secondly,  of  a  cylinder  or  barrel  of  metal  or  wood  and 
covered  with  cloth  or  yielding  coating,  to  turn  upon  an  axis, 
and  occupying  a  position  directly  beneath  the  pencil,  foun- 
tain-pen, printing-wheel,  or  other  marking-instrament,  to 
be  used  as  exhibited  in  the  last-mentioned  example  of  draw- 
ing, Fig.  4,  D.  Two  rollers,  marked  ft  6  in  said  figure  of 
drawings,  are  connected  with  said  cylinder,  on  the  upper- 
side  curvatures  thereof,  and  being  connected  with  each 
other  by  two  narrow  bands  of  tajw  passing  over  and  beneath 
each,  near  the  ends  thereof,  and  over  the  intervening  sur- 
face of  the  cylinder,  in  a  manner  to  cause  a  friction  of  the 
bands  of  tape  upon  the  latter  when  in  motion,  as  delineated 
in  the  last-named  example,  Fig.  4,  at  points  marked  ccc. 
The  distance  between  said  bands  of  tape  on  the  rollers 
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is  such  as  to  admit  of  the  i)encil  or  other  marking  in- 
strument  in  the  lever  to  drop  upon  the  intervening  space 
of  the  cylinder.  Near  by  said  cylinder  is  a  spool  to  turn 
on  an  axis,  and  marked  d  in  the  said  figure,  to  receive 
any  desired  length  of  paper  or  other  substance  formed  into 
slips  or  a  continuous  ribbon,  and  for  the  purpose  of  re- 
ceiving a  record  of  the  signs  of  intelligence  communicated. 
When  the  register  is  in  motion,  one  end  of  the  paper  on  said 
spool  being  inserted  between  the  under  surfaces  of  said  two 
rollers,  under  the  strips  of  tape  that  connect  them  and  the 
cylinder,  it  is  drawn  by  the  friction  or  pressure  thus  caused 
upon  it  forward  from  said  spool  gradually  and  passed  over 
said  cylinder,  and  is  thence  deposited  in  a  box  on  the  oppo- 
site side  or  is  cut  off  at  any  desired  length  as  it  passes  from 
the  cylinder  and  rollers. 

Thirdly,  of  an  alarm-bell.  A,  Example  10,  Pig.  5,  which 
is  struck  by  means  of  a  lever-hammer,  B,  that  is  acted  upon 
by  a  movable  cog,  ft,  placed  upon  an  axis  or  pin,  6,  that 
confines  it  in  the  lower  extremity  of  a  pendulum-lever, 
(marked  E  in  Pig.  5  of  Example  10,)  having  an  armature  of 
a  magnet  attached  to  it  at  d  and  acted  upon  by  an  electro- 
magnet, o,  placed  near  it  and  the  before-named  magnet, 
and  in  the  same  circuit  of  conductors  with  the  latter.  Said 
cog  b  moves  in  a  quarter-circle  only,  as  the  motion  of  said 
arm  of  the  lever  passes  backward  and  forward  in  the  act  of 
recording,  as  hereinafter  described.  When  forced  into  a 
horizontal  position  in  said  quarter-circle  it  ceases  to  act 
upon  the  hammer  ;  but  when  moved  from  a  perpendicular 
position  it  presses  upon  the  projection  in  the  end  of  the 
hammer,  causing  the  opposite  end  of  the  hammer  to  be 
raised,  from  which  elevation  it  again  falls  upon  a  stationary 
bell.  A,  as  soon  as  said  cog  reaches  a  horizontal  position, 
and  ceases,  as  before  mentioned,  to  press  upon  the  hammer. 
Thus  a  notice  by  sound  or  an  alarm  is  given  at  the  point  to 
which  intelligence  is  to  be  communicated  as  soon  as  the 
register  begins  to  act,  and  such  sound  may  be  continued  or 
not,  at  pleasure,  for  the  purpose  mentioned,  or  for  any 
other  uses,  as  the  hammer  shaU  be  suspended  or  not  from 


560  O'KlilLLi:   r.  JttOKSJfi.  LBnp.  JUU 

Argument  of  counsel. 

contact  with  the  bell  or  with  any  number  of  bella  that  may 
be  employed.  Pig.  5  of  said  example,  marked  10  in  the 
annexed  drawings,  represents  sections  of  said  hammer  and 
bell. 

Said  several  parts  of  the  register  are  set  in  motion  by  the 
communication  to  or  action  upon  the  before-named  arma- 
ture of  a  magnet  attached  to  the  lever  of  the  register,  of  the 
electric  or  galvanic  current  in  the  circuit  of  conductors,  and 
from  an  electro-magnet  in  said  circuit,  as  before  described, 
stationed  near  the  said  armature.  As  said  armature  is 
drawn  or  attracted  from  its  stationary  and  horizontal  posi- 
tion toward  the  said  magnet,  when  the  latter  is  chained 
from  the  circuit  of  conductors,  said  lever  ia  turned  upon  its 
fulcrum,  and  the  opposite  end  thereof  necessarily  descends 
and  brings  the  pen  or  marking-instrument  which  it  contains 
in  contact  with  the  paper  or  other  substance  on  the  revolv- 
ing cylinder  directly  beneath  it.  As  said  armature  ceases 
to  be  thus  drawn  or  attracted  by  said  magnet,  as  is  the  case 
as  soon  as  said  magnet  ceases  to  be  chained  from  the  circuit 
of  conductors,  or  as  the  current  in  said  circuit  is  broken  in 
the  manner  hereinbefore  described,  the  said  armature  is 
forced  back  by  its  own  specific  gravity  or  by  a  spring  or 
weight,  as  may  be  needed,  to  its  former  position,  and  the 
I)en  or  marking-instrument  in  the  opposite  end  of  the  lever 
is  again  raised  from  its  contact  with  the  paper  or  other  sub- 
stance on  the  before-named  revolving  cylinder.  This  same 
action  Is  communicated  simultaneously  from  the  same  cir- 
cuit of  conductors  to  as  many  i^egisters  as  there  arecorre- 
sponding  magnets  provided  within  any  circuit  and  at  any 
desired  distances  from  each  other. 

The  cylinder  and  its  two  associate  rollers  are  set  in  motion 
simultaneously  with  the  first  motion  of  the  lever  by  tiie 
withdrawal  of  a  small,  wire  or  spindle,  g,  Example  10,  Figs, 
2  and  5,  from  beneath  one  branch  of  a  fly-wheel,  Ar,  that 
forma  a  part  of  the  clock  machinery  hereinafter  named. 
Said  wire  g  is  withdrawn  by  the  action  upon  said  wire  of  a 
small  electro-magnet,  o.  Figs.  2  and  5,  stationed  in  the  cir- 
cuit and  near  the  large  magnet  before  named,  as  delineated 
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in  Fig.  6,  of  Example  10.  Said  cylinder  and  rollers  are 
subsequently  kept  in  motion  by  a  train  of  wheels  similar  to 
common  clock- wheels,  as  in  Figs.  2  and  3,  acted  upon  by  a 
weight,  raised  as  occasion  may  require  by  a  hand-crank, 
and  their  motion  is  regulated  by  the  same  wheels  to  corre- 
spond with  the  action  of  the  registering-pen  or  marking- 
instrument.  Said  train  is  represented  in  Figs.  1,  2,  and  8 
of  said  Example  10. 

The  electro-magnet  thus  used  is  made  in  any  of  the  usual 
modes,  such  as  winding  insulated  copper  wire,  or  strips  of 
copper,  or  tin-foil,  or  other  metal  around  a  bar  of  soft  iron, 
either  straight  or  bent  into  a  circular  form,  and  having  the 
two  extremities  of  the  coils  connected  with  the  circuit  of 
conductora,  so  that  the  coils  around  the  magnet  make  part 
of  the  circuit. 

To  extend  more  effectually  the  length  of  any  desired  cir- 
cuit of  conductors,  and  to  perpetuate  the  power  of  the  elec- 
tric or  galvanic  current  equally  throughout  the  same,  I 
adopt  the  following  mode,  and  also  for  connecting  and 
using  any  desired  number  of  additional  and  intervening 
batteries  or  generators  of  said  current,  and  for  connecting 
progressively  any  number  of  consecutive  circuits,  viz.: 
Place  at  any  point  in  a  circuit  an  electro-magnet  of  the 
denomination  already  described,  with  an  armature  upon  a 
lever  of  the  form  and  structure,  and  in  the  position  of  that 
used  at  the  register  to  hold  and  operate  the  marking-instru- 
ment, with  only  a  substitution  therein  for  such  marking- 
instrument  of  a  forked  wire.  A,  Example  9,  Fig.  3,  like 
that  upon  the  end  of  the  signal-lever  heretofore  described. 
Directly  beneath  the  latter  wire  place  two  cups  of  mercury, 
E  E,  or  two  metallic  plates  joined  to  terminations  of  a 
circuit  leading  from  the  fresh  or  additional  battery  or  gen- 
erator of  said  circuit,  in  the  same  manner  as  they  are  to 
be  provided  in  the  first  circuit  of  conductors  at  the  points 
where  the  cups  of  mercury  are  hereinbefore  described.  As 
the  current  in  the  first  circuit  acts  upon  the  magnet  thus 
provided  the  armature  thereof  and  lever  are  thereby  moved 
to  dip  the  forked  wire  A  into  the  cups  of  the  second  circuit, 
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as  in  the  circuit  first  described.  This  operation  instantly 
connects  the  break  in  said  second  circuit,  and  thus  produces 
an  additional  and  original  i)ower  or  current  of  electricity  or 
galvanism  from  the  battery  of  said  second  circuit  to  the 
magnet  or  magnets  placed  at  any  one  or  more  x>oints  in 
such  circuit,  to  be  broken  at  pleasure,  as  in  the  first  circuit ; 
and  from  thence,  by  the  same  operation,  the  same  results 
may  again  be  repeated,  extending  and  breaking  at  pleasure 
such  current  through  yet  another  and  another  circuit,  ad 
infinitum^  and  with  as  many  intervening  registers  for  si- 
multaneous action  as  may  be  desired,  and  at  any  distances 
from  each  other. 

The  dictionary  or  vocabulary  consists  of  words  alphabeti- 
cally arranged  and  regularly  numbered,  beginning  with  the 
letters  of  the  alphabet,  so  that  each  word  in  the  language 
has  its  telegraphic  number,  and  is  designated  at  pleasure 
through  the  signs  of  numerals. 

The  modes  which  I  propose  of  insulatmg  the  wires  or 
other  metal  for  conductors  and  of  laying  the  circuits  are 
various.  The  wires  may  be  insulated  by  winding  each  wire 
with  silk,  cotton,  flax,  or  hemp,  and  then  dipping  them 
into  a  solution  of  caoutchouc,  or  into  a  solution  of  shellac, 
or  into  pitch  or  resin  and  caoutchouc.  They  may  be  laid 
through  the  air,  enclosed  above  the  ground,  in  the  ground, 
or  in  the  water.  When  through  the  air  they  may  be  in- 
sulated by  a  covering  that  shall  protect  them  from  the 
weather — ^such  as  cotton,  flax,  or  hemp — and  dipped  into 
any  solution  which  is  a  non-conductor,  and  elevated  upon 
pillars.  When  enclosed  above  the  ground  they  may  be  laid 
in  tubes  of  iron  or  lead,  and  these,  again,  may  be  enclosed 
in  wood,  if  desirable.  When  laid  in  the  ground  they  may 
be  enclosed  in  iron,  leaden,  wooden,  or  earthen  tubes,  and 
buried  beneath  the  surface.  Across  rivers  the  circuit  may 
be  carried  beneath  the  bridges,  or,  where  there  are  no 
bridges,  enclosed  in  lead  or  iron  and  sunk  at  the  bottom,  or 
stretched  across,  where  the  banks  are  high,  upon  pillars 
elevated  on  each  side  of  the  river. 
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What  I  claim  as  my  invention,  and  desire  to  secnre  by- 
Letters  Patent,  is  as  follows  : 

1.  The  formation  and  arrangement  of  the  several  parts  of 
mechanism  constituting  the  type-rule,  the  straight  port- 
rule,  the  circular  port-rule,  the  two  signal-levers,  and  the 
register-lever  and  alarm-lever,  with  its  hammer,  as  corabin- 
ing  respectively  with  each  of  said  levers  one  or  more  arma- 
tures of  an  electro-magnet,  and  as  said  parts  are  severally 
described  in  the  foregoing  specification. 

2.  The  combination  of  the  mechanism  constituting  the 
recording-cylinder  and  the  accompanying  rollers  and  train- 
wheels  with  the  formation  and  arrangement  of  the  several 
parts  of  mechanism,  the  formation  and  arrangement  of 
which  are  claimed  as  above  and  as  described  in  the  fore- 
going specification. 

3.  The  use,  system,  formation,  and  arrangement  of  tyi)e 
and  of  signs  for  transmitting  intelligence  between  distant 
points  by  the  application  of  electro-magnetism  and  metallic 
conductors  combined  with  mechanism  described  in  the  fore- 
going specification. 

4.  The  mode  and  process  of  breaking  and  connecting  by 
mechanism  currents  of  electricity  or  galvanism  in  any  cir- 
cuit of  metallic  conductors,  as  described  in  the  foregoing 
specification. 

6.  The  mode  and  process  of  proi)elling  and  connecting 
currents  of  electricity  or  galvanism  in  and  through  any  de- 
sired number  of  circuits  of  metallic  conductors  from  any 
known  generator  of  electricity  or  galvanism,  as  described  in 
the  foregoing  specification. 

6.  The  application  of  electro-magnets  by  means  of  one  or 
more  circuits  of  metallic  conductors  from  any  known  gener- 
ator of  electricity  or  galvanism  to  the  several  levers  in  the 
machinery  described  in  the  foregoing  specification,  for  the 
purpose  of  imparting  motion  to  said  levers  and  operating 
said  machinery,  aad  for  transmitting  by  signs  and  sounds 
intelligence  between  distant  points  and  simultaneously  to 
different  points. 
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7.  The  mode  and  process  of  recording  or  marking  per- 
manently signs  of  intelligence  transmitted  between  distant 
points  and  simultaneously  to  different  i)oint8  by  the  appli- 
cation and  use  of  electro-ma^etism  or  galvanism,  as  de- 
scribed in  the  foregoing  speciii  cation. 

8.  The  combination  and  arrangement  of  electro-magnets 
in  one  or  more  circuits  of  metallic  conductors  with  arma- 
tures of  magnets  for  transmitting  intelligence  by  signs  and 
sounds,  or  either,  between  distant  points  and  to  different 
points  simultaneously. 

9.  The  combination  and  mutual  adaptation  of  the  several 
parts  of  the  mechanism  and  system  of  type  and  of  signs 
with  and  to  the  dictionary  or  vocabulary  of  words,  as  de- 
scribed in  the  foregoing  specification. 

In  testimony  whereof  I,  the  said  Samuel  P.  B.  Morse, 
hereto  subscribe  my  name,  in  the  presence  of  the  witnesses 
whose  names  are  hereto  subscribed,  on  the  7th  day  of 
April,  A.D.  1838. 

SAML.  P.  B.  MORSE. 

Witnesses : 

B.  B.  Prench, 
Charles  Monroe.  ' 


United  States  Patent  Office.  Saml.  P.  B.  Morse, 
of  New  York,  N.  Y.  Improvement  in  the  Mode  of 
Communicating  Information  by  Signals  by  the 
Application  of  Electro-Magnetism.*  Specification 
Porming  Part  of  Letters  Patent  No.  1,647,  dated 
June  20,  1840;  Reissue  No.  79,  dated  January  15, 
1846. 

To  all  whom  it  map  concern : 

Be  it  knoMTi  that  I,  Samuel  P.  B.  Morse,  of  the  city, 
county,  and  State  of  New  York,  have  invented  a  new  and 
useful  apparatus  for  and  system  of  transmitting  intelligence 

*  Sheets  1  and  2  of  drawings  of  this  reissue  are  identical  with  Sheets  1  and  8 
of  the  drawings  in  the  original,  No.  1»647,  (p.  641.) 
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between  distant  i)oints  by  means  of  electro-magnets,  which 
put  in  motion  machinery  for  producing  sounds  or  signs  and 
recording  said  signs  upon  paper  or  other  suitable  Material, 
which  invention  I  denominate  the  "  American  Electro- 
Magnetic  Telegraph ;"  and  I  do  hereby  declare  that  the 
following  is  a  full,  clear,  and  exact  description  of  the  prin- 
ciple or  character  thereof  which  distinguishes  it  from  all 
other  telegraphs  previously  known,  and  of  the  manner  of 
making  and  constructing  said  apparatus  and  applying  said 
system,  reference  being  had  to  the  accompanying  drawings, 
making  part  of  this  specification,  in  which — 

Example  1  is  a  sample  of  signs  intended  for  numerals  ; 
Example  2,  signs  for  compound  numerals.  Example  3  are 
signs  for  letters,  and  Examples  4,  5,  and  6  are  specimens  of 
the  form  of  types  used.  Example  7  is  the  type-rule  ;  Ex- 
ample 8,  apparatus  for  connecting  and  breaking  the  electri- 
cal or  galvanic  circuit.  Example  9  is  a  modified  apparatus 
for  the  same  purpose.  Example  10,  Figure  1,  is  a  perspec- 
tive view  of  the  registering  apparatus  ;  Fig.  2,  a  top  plan  ; 
Fig.  3,  a  side  elevation  of  the  train  of  wheels  for  moving 
the  paper  and  regulating  its  motion ;  Fig.  4,  a  sectional 
elevation  of  the  registering-lever  and  parts  apx)ended  there- 
to ;  Fig.  5,  alarm  apparatus  ;  Example  11,  a  diagram  show- 
ing the  relative  positions  of  the  different  parts  of  an  ap- 
proved form  of  apparatus. 

It  has  heretofore  been  essayed  to  use  the  currents  of  elec- 
tricity or  galvanism  for  telegraphic  purposes  either  by  de- 
composition or  the  action  or  exercise  of  the  deflective  force 
of  a  current  upon  a  magnetized  bar  or  needle,  which  decom- 
position or  reflection  required  to  be  noted  by  ocular  in- 
spection at  the  instant  the  sign  was  made. 

By  my  invention  the  intelligence  can  be  transmitted  and 
imprinted  on  paper  or  other  suitable  substance  without 
requiring  the  aid  of  any  person  at  the  station  to  which  the 
communication  is  transmitted,  so  as  to  be  read  at  any  time 
thereafter. 

The  apparatus  consists  of  two  principal  parts  connected 
by  wires,  as  shown  in  the  Diagram  No.  11,  or  other  suitable 
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galvanic  or  electric  conductors  to  form  a  circuit,  in  which 
is  placed  any  suitable  generator  of  galvanism  or  electricity 
as  the  inducing  power. 

The  first  part  of  my  telegraph  is  for  communicating  intel- 
ligence to  the  second,  where  it  is  recorded  ;  and  it  consists 
of  apparatus  for  making  and  breaking  the  circuit  above 
named.  At  any  convenient  point  in  the  circuit  (generally 
near  the  generator)  a  break  is  made  in  the  conductor,  and 
the  two  ends  thereof  are  immersed  in  mercury -cups,  as 
shown  in  the  drawings  at  E  E,  Fig.  1,  Example  8.  To  cor- 
rect the  circuit  I  employ  an  inverted  V'formed  piece  of 
metal  or  other  proper  conductor,  A,  suspended  over  the 
mercury-cups  E  E  on  the  end  of  a  horizontal  lever,  denom- 
inated in  said  drawing  the  "  signal-lever,"  whose  fulcrum 
is  at  a,  so  that  when  the  connector  A  is  dipi)ed  into  the 
cups  the  circuit  is  completed.  Between  the  fulcrum  and 
connector  A  there  is  affixed  to  the  under  side  of  the  lever, 
and  projecting  downward,  a  triangular  tooth,  J,  which 
bears  on  the  upper  surface  of  the  types  about  to  be  de- 
scribed, and  is  raised  and  lowered  by  them.  The  lever  may 
be  counterbalanced,  as  at  C,  to  make  it  move  easy.  The 
types  are  composed  of  flat  straight  strips  of  metal,  as  shown 
in  Examples  4  and  5  of  the  drawings,  hereunto  annexed, 
having  their  upper  edges  indented  to  suit  the  character  to 
be  represented,  and  which  will  be  hereinafter  more  fully  set 
forth  in  the  description  of  the  operation  of  the  machine. 
The  indentations  are  sufficiently  deep  to  allow  the  connector 
A  to  be  plunged  into  the  mercury-cups,  and  the  highest 
surface  raises  it  from  them.  It  is  obvious  that  the  forms  of 
the  upper  surface  of  the  types  may  be  reversed  and  the  cog 
h  placed  on  the  other  side  of  the  f.ulcrum,  and  the  same 
effect  be  produced.  The  types  are  set  up  and  confined  in  a 
rule  to  form  any  required  sentences  in  one  long  line.  This 
rule,  which  in  the  drawings,  Example  8,  is  denominated  a 
''  type-rule,"  has  on  its  under  side  a  rack  that  gears  into  a 
pinion,  rr,  on  a  shaft  under  the  grooved  railways  D,  of  com- 
mon construction,  on  which  said  rule  slides,  and  is  directed 
under  the  cog  b  on  the  lever.     The  tyi)es  are  advanced  at  a 


Dec.,  1853.]  O'REILLY  v.  MORSE,  571 

Argument  of  counsel. 

regular  speed  by  the  application  of  any  convenient  power 
to  the  pinion  x  and  brii^g  notches  in  them  successively 
under  the  cog. 

Other  modifications  of  this  apparatus  can  be  made,  some 
of  which  are  shown  in  the  drawings,  Example  9,  in  which 
is  represented  what  I  denominate  a ''  circular  port-rule,"  in 
which  the  type  are  made  to  surround  a  disk,  A,  radially, 
the  other  parts  of  the  apparatus  being  made  to  correspond. 
In  this  modification  there  may  be  a  stationary  hopper  or 
type-feeder,  E,  into  which  the  types  are  placed  flatwise, 
one  above  another,  as  shown  at  Pig.  2,  placed  over  the 
spa<;e  that  is  to  receive  the  types  on  the  disk  A,  and  as  the 
disk  revolves  the  types  placed  in  the  feeder  fall  successively 
into  place  on  the  disk  and  are  carried  past  the  signal-lever, 
where  they  act,  and  are  then  carried  oflf  from  the  disk  by  a 
guide,  H,  into  a  receiver,  G.  Many  other  devices  have 
been  suggested  for  effecting  the  same  object — viz.,  making 
and  breaking  the  circuit ;  but  I  believe  these  examples  will 
illustrate  the  principle.  The  mercury-cups  may  be  dis-^ 
pensed  with  and  suitable  metal  plates  substituted  therefor.. 

The  second  part  of  my  apparatus  is  for  registering  the 
signals  or  sentences  communicated  from  the  station  where 
the  apparatus  heretofore  described  is  situated  ;  and  it  con- 
sists of  an  electro-magnet,  which  is  in  and  connected  with 
the  above-described  circuit,  and  clock-work  for  moving  the 
paper  or  other  registering  medium,  and  an  alarm  may  also 
be  appended.  The  electro-magnet  may  be  of  any  convenient 
construction,  and  will  be  charged  every  time  the  circuit  is 
closed,  as  above,  and  discharged  when  it  is  broken.  Oppo- 
site the  bars  of  the  electro-magnet  (Example  10)  C  is  placed 
an  armature,  /,  suspended  on  the  upright  arm  of  a  bent 
lever.  A,  the  fulcrum  of  which  is  at  a.  This  is  most  clearly 
represented  in  section.  Fig.  4.  To  the  end  of  the  horizontal 
arm  of  this  lever  there  is  attached  one  or  more  pencils, 
fountain-pens,  or  other  suitable  marking-instruments, 
directly  under  which  is  placed  a  suitable  cylinder,  D,  over 
which  the  paper  passes  on  which  the  register  is  made.  This 
cylinder  turns  on  its  axis,  and  is  connected  by  a  train  of 
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wheels  and  pinions  with  a  barrel,  m,  of  common  construe- 
tion,  which  is  driven  by  a  weigljt  and  cord  wonnd  thereon, 
and  also  with  a  fly,  7c^  which  regulates  its  motion.  Near 
the  cylinder  I)  a  reel  or  spool,  rf,  is  placed,  on  which  a  strip 
of  paper  is  wound,  the  end  of  which  is  carried  over  the  cyl- 
inder D,  and  is  confined  thereon  by  means  of  two  tapes  or 
endless  bands,  one  at  each  edge,  which  pass  around  two 
puUevs,  b  5,  one  on  each  side  of  cylinder  D,  This  is  clearly 
repre^nted  in  Figs.  2  and  4.  By  this  arrangement  it  wiU 
be  seen  that  when  the  electro-magnet  is  charged  the  mark- 
ing instrument  wiU  be  brought  down  onto  the  paper,  which 
is  at  the  same  time  put  in  motion  by  removing  a  wire,  g, 
which  is  so  connected  with  the  armature  that  it  can  be 
drawn  back  from  the  fly  *,  and  allow  it  to  turn,  (see  Figs. 
4  and  5,)  and  makes  a  mark,  longer  or  shorter,  according  to 
the  time  the  circuit  is  closed. 

My  system  of  characters  consists  of  dots  and  lines,  vari- 
ously combined  to  form  letters  and  other  characters,  a  speci- 
men of  which  is  represented  in  Examples  1,  2,  and  3.  To 
make  a  dot  a  notch  is  required  in  the  types,  into  which  the 
•€0g  on  the  signal-lever  will  fall  and  instantly  rise  from  as 
the  type  moves  on ;  and  when  a  line  is  to  be  formed  the 
notch  in  the  type  is  extended,  so  that  the  lever  will  remain 
down  for  a  space  of  time  sufficient  to  make  the  line  re- 
quired. 

The  alarm-bell  (shown  at  A,  Example  10,  Pig.  5)  is  struck 
by  Tueans  of  a  hammer  actuated  by  a  supplementary  electro- 
magnet placed  in  the  same  circuit  as  that  first  named.  The 
machinery  for  this  purpose  may  be  variously  modified,  and 
therefore  no  particular  description  need  be  given. 

Any  convenient  number  of  registering-stations  may  be 
connected  with  the  same  circuit,  all  constructed  and  oper- 
ating as  above  described.      ' 

To  extend  more  efl'ectually  the  communication  by  my 
apparatus,  I  adopt  the  following  arrangement,  whereby  I 
can  use  any  number  of  additional  batteries  or  generators  of 
said  current,  and  by  which  I  can  connect  progressively  any 
number  of  consecutive  circuits,  viz.  :  I  place  at  any  point 
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in  the  first  circuit  an  electro-magnet,  with  an  armature 
opposite,  on  a  lever  like  that  described  for  registering  ;  but 
instead  of  the  marking-instrument  I-  attach  to  the  end  of 
the  lever  a  conductor,  such  as  is  described  on  the  first  or 
signal  lever.  This  connects  the  conductors  of  a  new  cir- 
cuit, attached  to  another  battery,  and  this  might  be  con- 
tinued on  ad  inflnitwm. 

The  conductors  may  be  insulated  in  any  convenient  way, 
and  may  be  extended  above  or  below  the  surface  of  the 
earth,  as  shall  be  found  most  desirable,  and  sustained  or 
enclosed  by  any  suitable  construction. 

It  will  be  observed  that  any  vocabulary,  system  of  signs, 
or  secret  writing  by  cipher  can  be  conveniently  used  in 
communicating  by  this  telegraph,  and  any  mode  of  making 
•or  breaking  the  circuit  can  be  adopted,  tiie  object  being  to 
do  so  at  proper  intervals. 

Having  thus  fully  described  my  invention,  I  wish  it  to  be 
understood  that  I  do  not  claim  the  use  of  the  galvanic  cur- 
rent or  currents  of  electricity  for  the  purpose  of  telegraphic 
communication  ;  but 

What  I  specially  claim  as  my  invention  and  improvement 


1.  Making  use  of  the  motive  power  of  magnetism  when 
developed  by  the  action  of  such  current  or  currents,  as  a 
means  of  operating  or  giving  motion  to  machinery,  which 
may  be  used  to  imprint  signals  upon  paper  or  other  suitable 
material  or  to  produce  sounds  in  any  desired  manner  for 
the  purpose  of  telegraphic  communication.  (The  only  ways 
in  which  the  galvanic  current  has  heretofore  been  proposed 
to  be  used  is  by  decomposition  and  the  action  or  exercise  of 
the  deflective  force  of  a  current  upon  a  magnetized  bar  or 
needle,  and  the  decompositions  and  deflections  thus  pro- 
duced were  the  subject  of  inspection,  and  had  no  power  of 
recording  the  communication.  I  therefore  characterize  my 
invention  as  the  first  recording  or  printing  telegraph  by 
means  of  electro-magnetism.  There  are  various  known 
modes  of  producing  motions  by  electro-magnetism,  but 
none  of  these  have  hitherto  been  applied  to  actuate  or  give 
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motion  to  printing  or  recording  machinery,  which  is  the 
chief  point  of  my  invention  and  improvement.) 

2.  The  system  of  signs  consisting  of  dots  and  lines,  sub- 
stantially as  herein  set  forth  and  illustrated,  in  combination 
with  the  telegraph  for  recording  signals. 

8.  The  types  and  rule,  in  combination  with  the  signal- 
levers,  as  herein  described,  for  the  purpose  of  connecting 
and  breaking  the  current  of  galvanism  and  electricity. 

4.  In  combination  with  an  electro-magnet  used  for  tele- 
graphic purposes,  the  train  of  clock-work  actuated  by  a 
weight  or  spring  for  the  purpose  of  carrying  the  material 
on  which  the  record  is  to  be  made  under  the  registering- 
I)en,  substantially  in  the  manner  si)ecitied. 

6.  The  combination  of  two  or  more  circuits  of  galvanism 
or  electricity  generated  by  independent  batteries  by  means 
of  electro-magnets,  as  above  described. 

In  testimony  whereof  I  have  hereunto  subscribed  my 
name,  this  27th  day  of  December,  1845,  to  the  above 
amended  specification  of  the  invention  for  which  Letters 
Patent  were  granted  to  me  on  the  20th  day  of  June,  1840. 

SAML.  P.  B.  MORSE. 
Witnesses : 

James  MacGbegob,  Jr., 

A.  P.  Browne. 

United   States  Patent  Office.    S.  F.  B.  Morse,  op 

POUGHKEEPSIE,  NeW    YoRK.      IMPROVEMENT    IN    ElEC- 

tro-Magnetic  Telegraphs.*  Specification  Forming 
Part  of  Letters  Patent  No.  1,647,  dated  June  20, 
1840;  Reissue  No.  79,  dated  January  15,  1846; 
Reissue  No.  117,  dated  June  13,  1848. 

To  all  whom  it  may  concern : 

Be  it  known  that  I,  Samuel  F.  B.  Morse,  now  of  Pough- 
keepsie,  in  the  county  of  Duchess,  in  the  State  of  New 
York,  have  invented  a  new  and  useful  apparatus  for  and  a 

*  Sheets  1,  3,  and  4  of  this  reissue  ^re  identical  with  Sheets  1,  8,  and  4  of 
the  drawings  in  the  original,  No.  1,647,  (p.  541.) 
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system  of  transmitting  intelligence  between  distant  points 
by  means  of  electro-magnetism,  which  puts  in  motion 
machinery  for  producing  sounds  or  signs,  and  recording 
said  signs  upon  pai)er  or  other  suitable  material,  which  in- 
vention I  denominate  the  ''American  Electro-Magnetic 
Telegraph  ;"  and  I  do  hereby  declare  that  the  following  is 
a  full,  clear,  and  exact  description  of  the  principle  or  char- 
acter thereof,  which  distinguishes  it  from  all  other  tele- 
graphs previously  known,  and  of  the  manner  of  making  and 
constructing' said  apparatus  and  applying  said  system, 
reference  being  had  to  the  accompanying  drawings,  making 
part  of  this  sx)ecification,  in  which — 

Examples  1,  2,  and  3  show  my  system  of  signs,  consisting 
of  a  combination  of  dots  and  spaces,  and  of  dots,  spaces, 
and  horizontal  lines,  intended  to  represent — example  1, 
signs  for  numerals ;  example  2,  signs  for  compound 
numerals ;  example  3,  signs  for  letters  ;  all  which  signs 
may  also  represent  words  or  sentences.  Examples  4,  5,  and 
6  are  specimens  of  the  form  of  type  used  for  regulating  the 
imprinting  of  the  signs.  Example  7  is  the  type-rule  ;  ex- 
ample 8,  apparatus  for  connecting  and  breaking  the  electri- 
cal or  galvanic  circuit.  Example  10,  Figure  1  is  a  perspec- 
tive view  of  the  registering  apparatus  ;  Pig.  2,  a  top  plan  ; 
Pig.  3  a  side  elevation  of  the  train  of  wheels  moving  the 
paper  and  regulating  its  motion  ;  Pig.  4,  a  sectional  eleva- 
tion of  the  registering-lever  and  parts  appended  thereto ; 
Pig.  5,  alarm  apparatus.  Example  11  is  a  diagram  showing 
the  relative  positions  of  the  different  parts  of  an  approved 
form  of  apparatus,  including  a  combination  of  circuits. 

Prior  to  my  first  application  for  a  patent  it  had  been, 
essayed  to  use  the  currents  of  electricity  or  galvanism  for 
telegraphic  purposes,  either  by  decomposition  or  the  action 
or  exercise  of  the  deflective  force  of  a  current  upon  a  mag- 
netized bar  or  needle,  which  decomposition  or  deflection 
required  to  be  noted  by  ocular  inspection  at  the  instant 
the  sign  was  made. 

By  my  invention  the  intelligence  can  be  transmitted  and 
imprinted  on  paper  or  other  suitable  substance  without; 
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requiring  the  aid  of  any  person  at  the  station  to  which  the 
communication  is  transmitted,  so  as  to  be  read  at  any  time 
thereafter.  My  apparatus  for  this  purpose  consists  of  two 
principal  jmrts  or  combinations. 

The  first  part  consists  of  a  galvanic  battery  or  any  known 
generator  of  galvanism  or  electricity,  a  galvanic  or  electric 
circuit  composed  of  any  known  conductors  of  electricity,  a 
port-rule  and  signal-lever  or  other  contrivance  for  closing 
and  breaking  the  circuit,  all  in  combination  with  an  electro- 
magnet or  device  by  which  the  motive  power  of  the  electric 
or  galvanic  current,  which  I  call  ^'  electro-magnetism,"  may 
be  developed  and  applied  to  give  motion  to  other  machinery 
for  the  purpose  of  marking  or  imprinting  intelligible  char- 
acters, signs,  or  letters  at  any  distances.  The  conductors 
may  be  suspended  in  the  air  upon  posts  or  otherwise,  or 
buried  in  the  ground,  being  always  well  insulated  at  the 
posts  or  in  the  ground.  This  combination  is  illustrated  ill 
the  annexed  drawings  in  example  11,  Pig.  2,  where  J>  indi- 
cates the  battery ;  a  a,  the  circuit ;  E,  the  port-rule ;  B, 
the  signal-lever,  and  C  the  electro-magnet. 

The  new  parts  and  the  operation  of  this  portion  of  my 
apparatus  I  thus  further  describe,  viz.  : 

At  any  convenient  point  in  the  circuit  (generally  near  the 
generator)  a  break  is  made  in  the  conductor,  and  the  two 
ends  thereof  are  immersed  in  mercury-cups,  as  shown  in 
the  drawings  at  E  E,  Fig.  1,  example  8.  To  connect  th^ 
circuit  I  employ  an  inverted  li-lormed  piece  of  metal  or 
other  proper  connector.  A,  suspended  over  the  mercury- 
cups  E  E  on  the  end  of  a  horizontal  lever,  denominated  in 
said  drawing  the  "  signal-lever,"  whose  fulcrum  is  at  a,  so 
that  when  the  connector  A  is  dipped  into  the  cups  the  cir- 
cuit is  completed.  Between  the  fulcrum  and  connector  A 
there  is  affixed  to  the  under  side  of  the  lever,  and  projecting 
downward,  a  triangular  tooth,  5,  which  bears  on  the  upper 
surface  of  the  types  about  to  be  described,  and  is  raised  or 
lowered  by  them. 

The  lever  may  be  counterbalanced  by  a  weight  or  its 
equivalent,  as  at  C,  to  make  it  move  easily. 
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The  types  are  composed  of  flat  straight  strips  of  metal, 
as  shown  in  examples  4  and  5  of  the  drawings ,  hereunto 
annexed,  having  their  upper  edges  indented  to  suit  the 
character  to  be  represented,  and  which  wiU  be  hereinafter 
more  fully  set  forth  in  the  description  of  the  operation  of 
the  machine.  The  indentations  are  made  of  sufficient  depth 
to  allow  the  connector  A  to  be  plunged  into  the  mercury- 
eups,  and  the  highest  surface  raises  it  from  them. 

It  is  obvious  that  the  forms  of  the  upper  surface  of  the 
types  may  be  reversed  and  the  cog  b  placed  on  the  other 
side  of  the  fulcrum,  and  the  same  effect  would  be  produced. 
The  types  are  set  up  and  confined  in  a  rule  to  form  any 
required  sentences  in  one  long  line.  This  rule,  denomi- 
nated in  the  drawings,  example  8,  a  '*  type-rule,"  has  on  its 
under  side  a  rack  that  gears  into  a  pinion,  Xy  on  a  shaft 
under  the  grooved  railways  D,  of  common  construction,  on 
which  said  rule  slides,  and  is  directed  under  the  cog  b  on 
the  lever.  The  types  are  advanced  at  a  regular  speed  by 
the  application  of  any  convenient  power  to  the  pinion  a?, 
and  bring  the  notches  or  raised  and  depressed  parts  succes- 
sively under  the  cog  b. 

The  mercury-cups  may  be  dispensed  with,  and  any  other 
convenient  metallic  contact  be  made  to  accomplish  the  same 
end,  and  the  closing  and  breaking  of  the  circuit  may  be 
effected  by  applying  the  hand  or  any  other  machinery  to 
the  signal-lever,  or  by  any  other  mode  adapted  to  the  same 
end.  The  closing  of  the  circuit  by  the  depression  of  the 
signal-lever  causes  the  electric  current  to  run  upon  the  cir- 
cuit a  a,  example  11,  Pig.  2,  and  through  the  helices  of  the 
electro-magnet  C,  which  is  thus  charged  with  p'ower  to 
move  any  machinery  which  may  be  connected  with  it  in  a 
proper  manner. 

The  second  part  of  my  invention  consists  of  a  register  for 
recording  the  characters,  signs,  or  letters  transmitted  from 
any  distance,  and  is  composed  of  the  following  part3  iu 
combination,  viz.: 

A  bent  lever,  A,  as  shown  most  distinctly  in  example  10, 
Fig.  4.    To  one  arm  of  this  lever  there  is  attached  one  or 
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more  pencils,  fountain-x)ens,  or  other  suitable  marking- 
instruments,  B,  directly  under  which  is  placed  a  suitable 
cylinder,  D,  over  which  the  pai)er  passes  on  which  the 
markings  for  signs  are  made.  This  cylinder  turns  on  its 
axis,  and  is  connected  by  a  train  of  wheels  and  pinions, 
with  a  barrel,  m^  Fig.  3,  example  10,  of  common  construc- 
tion, which  is  driven  by  a  weight  and  cord  wound  thereon  • 
and  also  with  a  fly,  K,  of  same  figure,  which  regulates  its 
motion.  To  the  other  arm  of  the  lever  (which  is  also  aa 
armature)  is  affixed  a  spiral  spring,  i,  as  seen  in  example  10, 
Fig3.  1  and  4. 

Near  the  cylinder  D  a  reel  or  spool,  d^  is  placed,  on 
which  a  strip  of  paper  or  other  markable  material  is  wound, 
the  end  of  which  is  carried  over  the  cylinder  D,  and  is  con- 
lined  thereon  by  means  of  two  tai)es  and  endless  bands  or 
their  equivalents,  one  at  each  edge,  which  pass  around  two 
pulleys,  b  &,  one  on  each  side  of  cylinder  D.  This  is  clearly 
represented  in  Pigs.  2  and  4,  example  10.  The  clock-work 
is  kept  at  rest  by  a  detent,  ^,  in  contact  with  the  fly-wheel 
k  in  Fig.  3,  and  connected  with  the  lever,  as  shown  in 

Fig.  6. 
To  the  register  may  be  attached  an  alarm-bell,  as  shown 

in  example  10,  Fig.  5,  the  machinery  for  striking  which 
may  be  variously  modified,  and  therefore  need  not  be 
described. 

The  register  or  second  part  of  my  invention  is  operated 
upon  by  the  first  part  in  the  following  manner,  viz. :  The 
short  end  of  the  pen-lever  in  the  second  part,  as  seen  in  ex- 
ample 10,  Fig.  4,  is  an  armature  /,  which  is  brought  in 
proximity  to  the  electro-magnet  C  in  the  circuit  a  a,  as 
shown  in  example  11,  Fig.  2,  and  in  example  10,  Fig.  4. 
The  electro-magnet  C,  being  charged  by  closing  the  circuit, 
attracts  the  armature,  bringing  it  nearly  in  contact,  thus 
imparting  a  movement  to  the  lever  A.  By  this  inovement 
of  the  lever  the  detent.  Fig.  6,  example  10,  is  removed  from 
the  fly-wheel,  and  the  clock-work  begins  to  move,  carrying 
the  pai)er  over  the  cylinder  D,  and  at  the  same  time  the 
f  ountain-i)en,  pencil,  or  other  marking-instrument  is  by  the 
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action  of  the  lever  set  in  motion.  The  circuit  being  broken, 
the  lever  is  brought  back  to  its  position  by  the  spiral  spring 
<,  and  by  the  closing  and  breaking  of  the  circuit  more  or 
less  rapidly  dots  and  spaces  and  marks  of  any  required 
length  are  made  upon  the  paper,  and  in  any  required  com- 
binations. 

My  system  of  characters  consists  of  dots,  spaces,  and 
lines  variously  combined  to  form  letters  and  other  char- 
acters, a  specimen  of  which  is  represented  in  examples  1,  2, 
and  3. 

* 

To  make  a  dot,  a  notch  or  indentation  is  required  in  the 
types,  into  which  the  cog  or  tooth  on  the  signal-lever  will 
fall  and  instantly  rise  from  as  the  types  move  onward  ;  and 
when  a  line  is  to  be  formed  on  the  paper  at  the  register  as 
a  sign  the  notch  in  the  tyx)e  is  extended,  so  that  the  lever 
will  remain  down  for  a  space  of  time  sufficient  to  make  the 
line  required. 

The  alarm-bell  (shown  at  A,  example  10,  Pig.  6)  may  be 
struck  by  means  of  a  hammer  actuated  by  a  supplementary 
electro-magnet  placed  in  the  same  circuit  as  that  first 
named. 

Any  convenient  number  of  registers  and  registering- 
stations  may  be  connected  with  the  same  circuit,  all  con- 
structed and  oi)erating  as  above  described. 

To  extend  more  effectually  the  communication  by  my 
apparatus,  I  adopt  the  following  arrangement,  whereby  I 
can  use  any  number  of  additional  batteries  or  generators  of 
electricity,  and  by  which  I  can  connect  progressively  any 
number  of  consecutive  circuits,  ^iz. :  I  place  at  any  point  in 
the  first  circuit  an  electro-magnet,  and  opposite  its  poles  I 
place  an  armature  on  a  lever  like  that  described  for  register- 
ing ;  but  instead  of  using  the  said  lever  to  mark  with,  I  use 
it  to  close  and  break  a  second  circuit  precisely  as  the  signal- 
lever  is  used  to  close  and  break  the  first  circuit.  The  second 
circuit  has  an  independent  battery,  and  may  be  used  to 
work  a  register  or  other  apparatus  for  registering,  or  to 
close  and  break  a  third  circuit,  or  both,  and  thus  by  a  com- 
bination of  circuits  the  requisite  power  can  be  obtained  at 
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any  distances  ad  infinitum.    This  combination  is  shown  in 
example  11,  Fig.  1. 

It  will  be  observed'  that  my  vocabulary  system  of  signs 
or  secret  writing  by  cipher  can  be  conveniently  nsed  in  com- 
municating by  this  telegraph,  and  any  mode  of  closing  and 
breaking  a  circuit  may  be  adopted,  the  object  being  to  do 
so  at  proi)er  intervals. 

I  do  not  propose  to  limit  myself  to  the  specific  machinery 
or  parts  of  machinery  described  in  the  foregoing  si)ecifiea- 
tion  and  claims,  the  essence  of  my  invention  being  the  use 
of  the  motive  power  of  the  electric  or  galvanic  current, 
which  I  call  ^^  electro-magnetism,"  however  develoi)ed,  for 
marking  or  printing  intelligible  characters,  signs,  or  letters 
at  any  distances,  being  a  new  application  of  that  power  of 
which  I  claim  to  be  the  first  inventor  or  discoverer. 

Having  thus  fully  described  my  invention,  I  wish  it  to  be 
understood  that  I  do  not  claim  the  use  of  the  galvanic  cur- 
rent or  currents  of  electricity  for  the  purpose  of  telegraphic 
communications  generally ;  but 

What  I  specially  claim  as  my  invention  and  improvement 
is— 

1.  Making  use  of  the  motive  power  of  magnetism  when 
developed  by  the  action  of  such  current  or  currents,  sub- 
stantially as  set  forth  in  the  foregoing  description  of  the 
first  principal  part  of  my  invention,  as  means  of  operating  . 
or  giving  motion  to  machinery  which  may  be  used  to  im-'' 
print  signals  upon  paper  or  other  suitable  material,  or  to 
produce  sounds  in  any  desired  manner  for  the  purpose  of 
telegraphic  communication  at  any  distances.  (The  only 
ways  in  which  the  galvanic  current  had  been  proposed  to 
be  used  prior  to  my  invention  and  improvement  were  by 
bubbles  resillting  from  decomposition  and  the  action  or  ex- 
ercise of  electrical  power  upon  a  magnetized  bar  or  needle 
and  the  bubbles^  and  the  deflections  of  the  needles  thus 
produced  were  the  subjects  of  inspection,  and  had  no  power, 
or  were  not  applied  to  record  the  communication.  I  there- 
fore characterize  my  invention  as  the  first  recording  or 
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printing  telegraph  by  means  of  electro-magnetism.  There 
are  various  known  modes  of  producing  motions  by  electro- 
magnetism  ;  but  none  of  these  had  been  applied  prior  to 
my  invention  and  improvement  to  actuate  or  give  motion 
to  printing  or  recording  machinery,  which  is  the  chief  point 
of  my  invention  and  improvement.) 

2.  The  employment  of  the  machinery  called  the  "  regis- 
ter" or  ^' recording-instrument,"  composed  of  the  train  of 
clock-wheels,  cylinders,  and  other  apparatus,  or  their 
equivalents,  for  moving  the  material  upon  which  the  char- 
acters are  to  be  imprinted,  and  for  imprinting  said  char- 
acters, substantially  as  set  forth  in  the  foregoing  description 
of  the  second  principal  part  of  my  invention. 

3.  The  combination  of  the  machinery  herein  described, 
consisting  of  the  generator  of  electricity,  the  circuit  of  con- 
ductors, the  contrivance  for  closing  and  breaking  the  cir- 
cuit, the  electro-magnet,  the  i)en  or  contrivance  for  mark- 
ing, and  the  machinery  for  sustaining  and  moving  the 
paper,  all  together  constituting  one  apjjaratus  or  tele- 
graphic machine,  which  I  denominate  the  "  American 
Electro-Magnetic  Telegraph." 

4.  The  combination  of  two  or  more  galvanic  or  electric 
circuits  with  indei)endent  batteries,  substantially  by  the 
means  herein  described,  for  the  puri)ose  of  obviating  the 
diminished  force  of  electro-magnetism  in  long  circuits,  and 
enabling  me  to  command  sufficient  power  to  put  in  motion 
registering  or  recording  machinery  at  any  distances. 

6.  The  system  of  signs  consisting  of  dots  and  spaces,  and 
of  dots,  spaces,  and  horizontal  lines,  for  numerals,  letters, 
words,  or  sentences,  substantially  as  herein  set  forth  and 
illustrated,  for  telegraphic  purposes. 

6.  The  system  of  signs  consisting  of  dots  and  spaces,  and 
of  dots,  spaces,  and  horizontal  lines,  substantially  as  herein 
set  forth  and  illustrated,  in  combination  with  machinery 
for  recording  them,  as  signals  for  telegraphic  purposes. 

7.  The  types  or  their  equivalent  and  the  type-rule  and 
port-rule,  in  combination  with  the  signal-lever  or  its  equiva- 
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through  which  they  pass,  and  to  which  they  are  secured  by 
screws,  which  are  screwed  onto  them.  The  upper  ends  of 
these  bars  above  the  coils  curve  inward  toward  each  other, 
coming  nearly  together  without  touching,  as  shown  at  B', 
Fig.  4,  and  the  extreme  ends  are  turned  upward,  as  shown 
at  F',  same  figure. 

Just  in  front  of  the  coils  C,  above  named,  there  is  affixed 
to  the  base  an  upright  standard,  H,  through  which  a  bolt, 
I,  is  put  horizontally,  with  its  head  against  a  plate,  J, 
between  it  and  standard  H.  This  bolt  passes  through 
between  the  two  coils  C,  and  also  through  a  cross-bar,  L, 
that  extends  from  one  coil  to  the  other.  On  its  end  a  screw 
is  cut,  on  which  a  nut,  K,  is  screwed,  which  secures  the  two 
coils  and  the  soft-iron  bars  firmly  in  their  places.  Each  of 
the  coils  of  wire  have  wooden  heads  or  cheeks  above  and 
below,  with  binding-wires  extending  from  one  to  the  other, 
for  the  purpose  of  keeping  the  wire  together. 

On  the  top  of  the  standard  H  there  is  a  cross-bar,  Q,  per- 
manently attached  to  said  standard,  and  having  in  each  end 
a  thumb-screw,  (lettered  O  and  P, )  the  ends  of  which  extend 
down  nearly  to  a  lever,  M  M,  directly  under  said  bar  Q, 
which  I  denominate  the  "pen-lever."  One  arm  of  this 
lever  projects  over  the  soft  bars  above  named,  where  an 
armature,  G,  of  soft  iron  is  attached  to  it,  that  extends 
over  the  surface  of  the  ends  of  both  bars  B'  of  the  electro- 
magnet, as  shown  in  the  plan.  Fig.  2.  To  the  other  end  of 
the  lever  three,  more  or  less,  points,  5,  are  afllxed,  that 
project  upward  toward  a  steel  roller,  4,  directly  under  the 
centre  thereof,  as  hereinafter  described. 

The  extent  of  the  vibration  of  the  lever  M  is  regulated  by 
the  thumb-screws  O  and  P,  above  named,  its  pivot  h  being 
in  the  standard  H.  The  screw  O  is  for  limiting  the  upward 
motion  of  the  pen  or  points  6,  and  P  their  downward 
motion,  a  spring,  Sy  being  used  to  draw  them  down. 

A  suitable  frame  is  secured  to  the  same  base  A  as  the 
other  parts  above  described,  which  contains  the  clock-work 
for  supplying  the  paper  from  the  roll.  Said  clock  is  com- 
posed of  a  cylinder  or  barrel,  a?,  on  which  a  cord,  10,  is 
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wound,  to  which  a  weight,  11,  is  enspended.  On  this  bar- 
rel, at  one  end,  is  a  latchet-whael,  x",  and  on  the  same  shaft 
as  the  barrel  there  is  a  spur-wheel,  x°,  with  a  spring-click, 
similar  to  a  common  clock.  This  wheel  connect,  by  means 
of  a  multiplying-gearing,  with  the  cylinder  3,  upon  which 
is  pressed  a  cylinder,  2,  by  means  of  a  spring,  V,  which 
passes  over  the  top  of  the  frame,  its  ends  turning  down  and 
resting  on  the  journals  of  cylinder  2,  Figs.  2  and  3,  and 
holds  down  the  upper  roller.  The  pressure  of  this  is  regu- 
lated by  screws  W  on  top.  These  cylinders  draw  the  strip 
of  paper  12  between  them,  after  it  has  passed  under  a  cyl- 
inder, 4,  placed  over  the  pens  above  described,  in  which 
cylinder  are  grooves  4',  cut  directly  opposite  the  points. 

In  addition  to  the  above-described  machine,  there  is  what 
I  denominate  a  "receiving-magnet,"  of  the  following  con- 
struction and  use.  It  is  represented  in  Figs.  2  and  3,  and 
consists  of  a  bar  of  soft  iron,  f,  the  two  ends/'/'  of  which 
are  turned  up  at  right  angles,  and  said  ends  are  made  larger 
in  diameter  than  the  lower  horizontal  part,  f,  which  niay 
be  flat.  On  the  upper  end  of  one  of  the  uprights,  /"',  is 
bolted  a  horizontal  bar,  g ',  that  extends  out  to  a  point  just 
beside  the  other  upright,  y,  (more  clearly  shown  in  the 
outline  Pig.  2,)  and  its  end  turns  up  at  the  same  distance 
fromy  as  the  end  off*.  The  upper  end  of  the  upright/"' 
and  bar  g '  are  on  a  level  with  each  other,  and  they  are 
chamfered  off  on  the  sides  from  each  other,  so  as  to  have 
the  face  of  the  upi)er  ends  smaller  than  the  body  of  the 
bars  and  adjacent  to  each  other.  Around  each  of  the  up- 
rights/"/"* there  is  a  large  flat  coil  of  wire  consisting  of  a 
wire  of  considerable  length,  say  one  mile,  more  or  less,  in 
each  coil.  These  coils  connect  with  a  battery,  c.  Fig.  3,  at 
the  other  station  by  a  wire  from  one  of  the  coils,  and  with 
the  ground  as  a  conductor  to  the  other,  as  hereinafter  de- 
scribed- The  circuit  can  be  broken  or  closed  by  an  appa- 
ratus consisting  of  a  straight  lever  or  key,  d,  Pigs.  2  and  3, 
to  one  end  of  which  one  wire,  g".  Fig,  3,  is  connected,  and 
a  boss  of  metal,  e,  composing  the  anvil,  ia  attached  to  the 
other  wire,  e*,  forming  the  rest  of  the  circuit.    \Mien  the 
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hammer  on  the  lever  d  is  brought  down  on  the  anvil  it 
closes  the  circuit,  by  which  the  bar/"/*  of  the  receiving- 
magnet  at  the  opposite  station  is  magnetized.  This  attracts 
a  keeper  or  armature,  d'^j  on  the  short  arm  of  a  straight 
metal  lever,  d\  suspended  on  metal  standards  d*  above  it, 
which  causes  the  long  arm  of  said  lever  to  rise  and  come  in 
contact  with  a  brass  adjusting-screw,  A,  placed  above  and 
near  its  end,  to  which  is  attached  the  wire  leading  to  one 
pole  of  the  local  battery  Ic.  The  wire  i'  i"  from  the  other 
pole  of  said  battery  is  connected  with  the  metal  standards 
^  that  support  the  journal  of  lever  d\  and  thus  completes 
the  circuit  which  has  the  electro-magnet  B  in  it  for  writing, 
by  which  any  amount  of  power  can  be  obtained  that  is  re- 
quired to  enable  the  said  magnet  to  draw  down  the  arma- 
ture G  above  described,  which  causes  the  points  6  to  mark 
on  the  paper  12.     (See  Pig.  1.) 

To  the  arm  M  of  the  i)ens  a  break,  8,  which  is  a  common 
plain  lever,  is  attached  by  means  of  a  connecting-rod,  6,  so 
as  to  be  raised  from  a  friction-puUey  when  the  pen  is  made 
to  mark  and  let  off  the  clock-work  attached  thereto,  which 
puts  the  paper  in  motion.  This  break  8  is  attached  to  the 
shaft  7  placed  a  little  above  the  friction-pulley  9  that  is 
connected  with  the  clock-work  on  which  said  break  acts. 
On  the  same  shaft  7  with  the  break  there  is  a  puUey,  ^,  con- 
nected by  an  endless  band  with  a  smaller  pulley  on  the 
shaft  of  the  barrel  on  which  the  weight-cord  is  wound. 
This  causes  the  break,  when  raised  by  the  lever  M,  slowly 
to  descend  till  it  strikes  the  friction-pulley  9  and  stops  the 
clock-work,  after  a  sufficient  quantity  of  paper  has  been 
run  off  by  its  action  to  form  the  spaces  for  the  longest  rests 
between  the  motions  of  the  pen-lever  M,  and  thus  keeping 
the  break  up  till  the  writing  ceases,  after  which  it  gradually 
descends  and  the  machine  is  stopped. 

The  red  and  black  lines.  Fig.  3,  show  the  relative  posi- 
tions of  the  apparatus  in  connection  with  a  circuit  of  wire. 

a  is  a  copper  plate  buried  in  the  ground,  from  which  a 
wire,  &,  ascends  to  a  battery,  c.  This  I  denominate  the 
"main  battery,"    From  thence  the  wire  extends  to  are- 
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ceivmg-magnet,y,  described  in  a  former  section,  and  repre- 
senbed  at/",  Figs.  1  and  3.  I'rom  thence  a  wire,  e',  is  con- 
tinued to  the  opposite  station,  and  is  there  connected  with 
the  anvU  e  of  the  key  d,  as  above  described,  and  thence  to 
another  plate  of  copper,  ff,  in  the  ground.  Connecting  this 
circuit  by  means  of  the  key  d,  magnetizes  the  receiving- 
magnet  and  causes  the  lever  d'  to  move,  which  closes  the 
circuit  of  wire  i  connected  with  a  local  battery,  &,  and 
magnetizes  the  soft  bars  B  of  Fig.  3,  acting  on  the  pen- 
lever,  which  causes  it  to  mark  on  the  paper. 

The  economy  of  the  galvanic  power  by  the  introduction 
of  the  receiving-magnet  is  obvious.  When  the  extent  of 
the  telegraphic  line  is  very  great  the  resistance  to  the  pas- 
sage of  the  galvanic  current  is  proportionably  increased, 
and  an  enormous  battery  would  be  required  to'  operate  the 
pen  by  means  of  the  register  or  local  magnet,  which  is  of 
small  dimensions  and  has  a  comparatively  short  extent  of^ 
wire  around  it ;  but  I  have  discovered  that  by  using  a  very 
long  coil  of  wire,  as  in  the  receiving-magnet,  there  is  a 
sufficiently  powerful  magnet  produced  (notwithstanding 
the  length  of  the  telegraphic  line  may  be  very  great)  by 
means  of  a  small  galvanic  battery.  The  same  extent  of 
galvanic  battery  that  would  prodnce  no  available  magnet- 
ism in  the  register-magnets  charges  the  receiving-magnet  to 
such  an  extent  as  to  enable  me  to  produce  motion,  and  thus 
at  pleasure  to  make  and  break  the  circuit  of  the  small  local 
battery,  which,  being  on  the  spot  and  charging  the  register- 
magnet,  gives  me  perfect  control  over  it  and  the  apparatus 
connected  with  it.  Thus  I  resort  to  two  magnets  and  two 
batteries,  of  such  relative  characters  as  I  have  described,  to 
effect  a  communication  through  any  distance  desired  with- 
out increasing  to  any  considerable  degree  the  size  of  the 
main  galvanic  battery,  which  is  in  itself  a  great  source  of 
expense. 

What  I  claim  as  my  invention,  and  desire  to  secure  by 
Letters  Patent,  is— 

1.  The  receiving-magnet,  or  a  magnet  liaving  a  similar 
character,  that  sustains  such  a  relation   to  the  register- 
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magnet^  or  other  magnetic  contr 
the  length  of  current  or  telegra] 
to  accomplish^  with  the  aid  of  a 
the  introduction  of  a  local  bati 
for  registering  as  could  not  be  i 
the  use  of  a  much  larger  galvani 

2.  The  use  of  a  local  battery  a 
with  a  battery  and  magnet  conn< 
lines  of  conductors,  for  the  purp 

3.  The  combination  of  the  ap] 
clock-work  for  setting  oflf  the  j 
the  pen-lever  M. 

4.  The  combination  of  the  poi 
with  the  grooved  roller  N  for  m 
described. 

Witnesses : 

Alfred  Vail, 
J.  J.  Greenough. 


United  States  Patent  Offi 
OF  Poughkeepsie,  New  ^ 
Electro-Magnetic  Telegrai 
ING  Part  of  Letters  Paten 
11,  1846 ;   Reissue  No.  118,  : 

To  all  whom  it  may  concern  : 

Be  it  known  that  I,  Samuel  P 
keepsie,  in  Duchess  County,  in 
have  invented  a  new  and  usefu 
Magnetic  Telegraphs ;  and  I  d< 
following  is  a  full,  clear,  and  e: 
ject,  construction,  and  operatio 
had  to  the  accompanying  drawin 
same. 

The  original  and  final  object 


604  O'REILLY  v.  MOBSB.  [Sup.  Ct. 

Argument  of  oouimel. 

commiYnication  of  inteUigence  at  a  distance  by  signs  or 
signals. 

Various  modes  of  telegraphing  or  making  signs  or  signals 
at  a  distance  have  for  ages  been  in  use.  The  signs  em- 
ployed heretofore  have  had  one  quality  in  common.  They 
are  evanescent,  shown  or  heard  a  moment,  and  leaving  no 
trace  of  their  having  existed.  The  various  modes  of  these 
evanescent  signs  have  been  by  beacon-fires  of  different  char- 
acters, by  flags,  by  balls,  and  reports  of  fire-arms,  by  bells 
heard  from  a  distant  i)osition,  by  movable  arras  from  posts, 
i&c.  I  do  not  therefore  claim  to  be  the  inventor  of  tele- 
graphs generally.  The  electric  telegraph  is  a  more  recent 
kind  of  telegraph,  proposed  within  the  last  century ;  but 
.  no  practical  plan  was  devised  until  about  sixteen  years  ago. 
Its  distinguishing  feature  is  the  employment  of  electricity 
to  effect  the  same  general  result  of  communicating  intelli- 
gence at  a  distance  by  signs  or  signals.  The  various  modes 
of  accomplishing  this  end  by  electricity  have  been  the  em- 
ployment of  common  or  machine  electricity  as  early  as  1787 
to  show  an  evanescent  sign  by  the  divergence  of  pith  balls  ; 
the  employment  of  common  or  machine  electricity  in  1794 
to  show  an  evanescent  sign  by  the  electric  spark  ;  the  em- 
ployment of  voltaic  electricity  in  1809  to  show  an  evan- 
escent sign  by  the  evolution  of  gas  bubbles  decomposed 
from  a  solution  in  a  vessel  of  transparent  glass ;  the  em- 
ployment of  voltaic  electricity  in  the  production  of  tem- 
porary magnetism  in  1820  to  show  an  evanescent  sign  by 
deflecting  a  magnet  or  compass-needle.  The  result  contem- 
plated from  all  these  electric  telegraphs  was  the  production 
of  evanescent  signs  or  signals  only.  I  do  not  therefore 
claim  to  have  first  applied  electricity  to  telegraphing  for 
the  purpose  of  showing  evanescent  signs  or  signals. 

The  original  and  final  object  of  my  telegraph  is  to  imprint 
characters  at  any  distance  as  signals  for  intelligence.  Its 
.  object  is  to  mark  or  impress  them  in  a  permanent  manner. 
To  attain  this  end  I  have  applied  electricity  in  two  distinct 
ways  :  First,  I  have  applied,  by  a  novel  process,  the  motive 
power  of  electro-magnetism,  or  magnetism  produced  by 
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electricity,  to  operate  machinery  for  printing  signals  at  any 
distance ;  second,  I  have  applied  the  chemical  effects  of 
electricity  to  print  signals  at  any  distance. 

The  apparatus  or  machine  with  which  I  mark  or  imprint 
signs  or  letters  for  telegraphic  purposes  at  a  distance  I  thus 
describe,  viz.:  first,  the  machinery  at  the  transmitting 
terminus  ;  second,  the  machinery  at  the  receiving  or  record- 
ing terminus  ;  third,  the  arrangement  of  circuits  or  con- 
ductors consisting  of  the  main  circuit  and  local  circuit,  or 
circuits  connecting  the  machinery  of  both  termini. 

First.  The  machinery  at  the  transmitting  terminus  con- 
sists of  the  key  or  correspondent  N,  (See  Sheet  III,  Figure 
6.)  The  part  N  is  of  wood  or  some  convenient  non-conduct- 
ing substance.  3  is  a  spring  or  lever,  of  metal,  fastened 
tii)on  N  at  one  end  and  terminating  at  the  other  in  a  knob 
or  hammer,  ^,  faced  with  platinum,  r^  is  a  metallic  anvil, 
also  faced  with  platinum.  Parts  of  the  electrip  conductor 
terminate  at  the  key,  the  one  part  at  the  anvil  u  and  the 
other  at  the  hammer  ^,  in  such  a  way  that  the  only  part 
broken  of  the  entire  circuit  is  between  the  points  tir  and  L 
The  object  of  the  key  is  to  close  and  break  the  circuit. 

Second.  The  machinery  at  the  receiving  terminus  consists 
of  the  receiving-magnet.  (See  Fig.  4,  Sheet  II.)  H  H  are 
the  coils  or  helices  of  the  magnet,  being  part  of  the  main 
circuit  of  conductors.  K  K  (see  Figs.  4  and  5,  Sheets  II 
and  III)  represent  the  iron  of  the  electro-magnet  in  a  form 
to  enable  me  to  enlarge  the  coils  or  helices  without  separate 
ing  to  an  inconvenient  distance  the  poles  L  L  from  each 
other.  K  K  represent  the  upper  and  lower  portions  of  the 
magnet,  which  are  without  the  coils,  and  one  of  which 
unites  the  two  portions  of  the  magnet  within  the  coils, 
f  onning  one  piece  with  them.  The  other  bar  is  united  at 
one  end  to  this  piece  by  a  screw  at  r,  and  runs  divergent 
from  the  position  of  the  other  bar  in  such  a  manner  as  to 
bring  the  two  poles  L  L  near  each  other,  but  not  in  contact. 
This  arrangement  admits  of  coils  of  any  desired  size  to  form 
the  helices  of  a  magnet,  without  requiring  any  increase  in 
the  size  of  the  armature,  thus  allowing  to  the  armature  a 


606  O'REILLY  v.  MORSE.  [Sup,  Ct. 

Argument  of  counsel. 

quicker  vibration  and  a  more  delicate  adjustment.  The 
special  object  of  the  receiving-magnet  is  to  close  and  break 
at  a  distance  another  circuit,  called  a  '*  local  circuit,"  in 
which  local  circuit  is  a  magnet  and  battery,  or  their  equiva- 
lents, for  the  production  of  the  power  necessary  to  mark  or 
imprint  characters. 

s  is  the  armature  of  the  receiving-magnet,  affixed  to  the 
metallic  lever  T,  supported  by  the  metal  standard  P,  which 
is  attached  to  a  wooden  frame  or  other  non-conducting  sub- 
stance, M.  y  is  a  spring,  so  attached  to  the  lever  T  as  to 
withdraw  the  armature  s  from  the  poles  L  L  of  the  magnet 
when  the  magnetic  force  is  withdrawn,  the  other  extremity 
of  the  spring  being  so  attached  to  a  thumb-screw,  §',  as  to 
be  adjusted  to  any  desired  degree  of  strength  or  delicacy. 
Z  is  a  stop  (being  a  screw  with  a  head)  to  regulate,  in  con- 
nection with  another  metallic  screw,  y,  the  limits  of  motion 
of  the  lever  T.  The  screw  y  has  its  end  w  faced  with 
platinum  in  order  to  form  better  contact  with  the.  platinum 
point  or  surface  v  on  the  lever  T.  On  the  proper  adjust- 
ment of  these  two  screws  I  and  y  depends  the  efficiency  of 
the  receiving-magnet.  The  limits  of  motion  should  be  such 
that  when  the  magnet  is  charged  the  point  v  should  come 
in  contact  with  the  point  w  ;  but  the  surface  of  the  arma- 
ture should  not  touch  the  surface  of  the  poles  of  the  mag- 
net ;  and  when  the  magnet  is  not  charged  the  armature 
should  not  be  withdrawn  by  the  springy  beyond  the  sphere 
of  the  magnet's  attraction. 

The  register  consists  of  a  series  of  wheels  and  pinions, 
and  its  object  is  to  regulate  the  movement  of  pai)er  or  other 
material  upon  which  to  imprint  telegraphic  characters. 

A  A,  &c..  Sheet  III,  Figs.  1  and  3,  represent  the  plat- 
form, of  wood  or  other  convenient  material,  upon  which 

*  

the  machinery  is  erected  ;  B  B,  &c.,  the  standards  for  the 
reel  of  paper  ;  and  C  the  reel  of  paper  upon  which  is  to  be 
imprinted  the  telegraphic  characters ;  D,  one  form  of  the 
arrangement  of  the  wheels  and  pinions  of  the  register ;  d  e^ 
rollers  for  drawing  the  paper  in  contact  with  the  pen  or 
marking-roUer  2.     (Seen  also  on  Sheet  III,  Pig.  10.) 
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Sheet  II,  Fig.  3 :  E  represents  the  helices  or  coils  and 
magnet  of  the  register ;  P,  the  pen-lever  and  armature  of 
the  magnet  attached.  5  6  are  stops,  being  thumb-screws, 
attached  to  some  convenient  fixed  part  of  the  machinery, 
for  limiting  the  motion  of  lever  P,  to  which  is  affixed  both 
the  armature  of  the  magnet  E  iand  the  'pen  point  or  points 
g.  The  stop  5  arrests  the  movement  of  the  armature  as  it 
moves  toward  and  stop  6  as  it  recedes  from  (by  the  action 
of  the  spring  7)  the  poles  of  the  magnet,  according  as  mag- 
netism exists  or  ceases.  The  spring  7  so  operates  on  the 
lever  P  as  to  be  antagonistic  to  the  attractive  power  of  the 
electro-magnet  E,  not  so  strong  as  successfully  to  resist  the 
magnetic  power  when  excited,  but  strong  enough  when  the 
magnetic  power  ceases  to  bring  the  armature  back  quickly. 
The  armature  in  its  movements  should  not  be  allowed  to 
touch  the  face  of  the  magnet,  nor  should  the  point  or 
points  ffj  of  which  there  may  be  one  or  more,  at  pleasure, 
be  allowed  to  touch  the  bottom  of  the  groove  or  grooves  of 
the  roller  2.  The  pen  point  or  points,  if  they  are  screws, 
aid  in  an  exact  adjustment  of  the  pen-lever. 

The  frame  D  contains  the  train  of  wheels,  whose  motion 
is  caused  by  the  weight  a,  or  its  equivalent.  Connected 
with  this  train  of  wheels  is  the  self -stopping  apparatus  G 
G',  which  consists  of  a  friction- wheel  or  brake- wheel,  i  i, 
of  any  suitable  material,  as  wood,  cork,  &c. ,  which  should 
be  fixed  upon  any  convenient  part  of  the  fly-wheel  shaft, 
or  the  swiftest,  or  que  of  the  swiftest,  in  the  train.  An- 
other shaft,  G,  has  at  one  extremity  a  pulley- wheel,  con- 
nected by  a  small  cord  with  another  pulley- wheel,  G',  fixed 
upon  the  shaft  of  the  barrel  J.  The  diameter  of  the  i^ulley- 
wheel  G  is  greater  than  that  of  G'.  Attached  to  and  form- 
ing a  part  of  the  shaft  of  G  is  a  small  arm  or  brake,  A:,  of 
metal  or  other  suitable  material,  so  formed  as  to  come  in 
contact  with  the  friction- wheel  i  i.  A  light  rod  of  wire, 
m,  secured  at  one  extremity  to  and  dropped  from  the  pen- 
lever  P,  has  the  other  extremity  with  a  screw-thread  cut 
upon  it,  which  rod  passes  freely  through  an  oi)ening  in  the 
brake  k.    A  nut  fitting  the  screw  keeps  the  rod  from  pass- 
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ing  back  through  the  opening,  and  at  the  same  time  serves 
to  adjust  and  regulate  the  movement  of  the  brake.  The 
object  of  the  self -stopping  apparatus  is  to  enable  the  oper- 
ator to  put  in  action  or  to  arrest  at  pleasure  the  movement 
of  the  distant  register. 

The  paper-rollers  d,  €y  and  2,  Fig.  10,  Sheet  III,  are  so 
connected  with  the  train  of  wheels  that  the  paper  drawn 
from  the  reels  by  passing  between  d  and  e  is  made  to  be  in 
contact  with  the  grooved  cylinder  2.  The  roller  e  is  kept 
in  contact  with  d  by  the  forked  spring  in  Pig.  10  bearing 
upon  the  ends  of  the  journals,  and  regulated  in  its  strength 
by  the  thumb -screws  8  and  9.  The  bearing  or  sockets  for 
the  ends  of  the  shafts  of  e  are  not  circular,  but  are  slots  to 
allow  of  a  slight  movement  in  a  direction  with  and  against 
the  force  of  the  spring,  so  that  the  spring  shall  act. with 
proper  power,  tending  to  keep  the  cylinder  e  in  contact 
with  d. 

The  circuits  of  conductors. — A  circuit  is  a  continuous 
connection  by  a  good  conductor  between  and  uniting  the 
two  poles  of  a  battery  or  any  generator  of  electricity.  I 
use  in  my  arrangement  for  imprinting  signals  two  combina- 
tions of  circuits  in  connection  with  the  receiving-magnet  or 
its  equivalent. 

The  first  combination  consists  of  two  or  more  single  cir- 
cuits consecutively  arranged,  each  having  a  battery  and 
receiving-magnet  or  their  equivalents,  the  second  circuit 
being  dependent  on  the  first  circuit,  and  the  third  on  the 
second,  and  the  fourth  on  the  third,  and  so  on  ad  ivfinitumy 
like  links  of  a  chain.  In  this  pendent  on  the  entirety  of 
each  single  circuit  of  the  whole  series. 

The  second  combination  consists  of  one  main  single  cir- 
cuit containing  in  it  any  number  of  receiving-magnets  or 
their  equivalents,  the  helices  of  which  are  successively  and 
continuously  connected.  Each  receiving-magnet  or  its 
equivalent  closes  and  breaks  an  independent  second  circuit, 
which  is  no  part  of  the  main  line,  nor  is  the  main  line  influ- 
enced in  its  action  by  the  derangement  of  any  one  or  all  of 
the  local  or  secondary  circuits.    Both  combinations  of  ciTr 
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cmts  may  be  insulated  upon  p< 
tances  throughout  a  country. 

These  two  combinations  of  cii 
8  and  9,  Sheet  IV. 

Example  1. — The  first  link  ] 
pole  P  the  circuit  connects  th 
spondent  where  it  terminates, 
and,  passing  through  P,  cont 
earth,  thence  through  the  e: 
through  the  helices  of  the  mj 
other  pole,  N,  of  the  battery 
only  part  of  the  circuit  broken 
When  E  is  pressed  down  so  \ 
closed,  and,  the  magnetic  ini 
operating  on  A,  the  lev^er  F' 
brought  down.  D'  and  E'  are 
parts  of  the  second  circuit  sin 
and  the  battery  G'  oi)erates  tl 
connected  with  another  lever,  i 
definitely. 

Example  2,  Fig.  9. — Prom  c 
M  the  conductor  proceeds  to  \ 
rupted,  (as  in  the  key  P  E  D  o: 
thence  proceeds  to  the  plate  K 
the  earth  to  the  plate  L  at  the 
passes  to  a  similar  key,  R,  tl 
receiving-magnet  O  to  an  ii 
through  the  helices  of  receivin/ 
ing  the  circuit  at  the  other  \ 
local  circuits  are  without  the  i 
the  keys  P,  Q,  and  R  are  k 
there  is  a  key  upon  the  line  ai 
whole  line  by  breaking  and  cl< 
his  station.  Each  key  operate 
the  line.  N  and  O  both  operal 
Q,  or  R  is  made  to  close  and  I 
main  circuit  is  closed  the  maj 
the  local  lever  or  key  which  cc 
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ing  the  local  batteiy  S  and  the  register-magnet  T  in  the 
local  circuit,  causing  the  lever  operated  by  T  to  mark  the 
character  on  the  paper  at  U. 

In  the  Example  1  the  receiving-magnet  propagates  the 
magnetic  impulse  from  circuit  to  circuit  on  consecutive  and 
mutually-dependent  circuits.  In  Example  2  it  is  propa- 
gated from  a  main  circuit  simultaneously  to  independent 
circuits. 

Connection  of  the  other  parts  of  the  Tnachinery  with  the 
circuits. — O,  Sheet  II,  Fig.  3,  is  the  main  battery,  from 
one  pole  of  which  the  main  conductor  n  proceeds  to  the 
plate  Q'  in  the  earth.  From  thence  it  passes  in  the  direc- 
tion of  the  arrow  to  the  plate  Q,  thence  to  the  key  N,  where 
it  terminates  at  t.  Commencing  again  at  u^  it  proceeds  to 
the  helices  of  the  magnet  K  K  and  back  to  the  other  pole  of 
the  battery  O. 

R  is  the  local  battery,  from  one  pole  of  which  the  con- 
ductor X  X  X  of  the  local  circuit  proceeds  to  the  screw  y 
and  to  the  point  w^  where  it  terminates.  Commencing  at 
V  on  the  lever  T,  it  passes  through  the  metal  standard  P  to 
the  screw  z^  from  thence  through  the  helices  of  the  register- 
magnet  E,  and  thence  back  to  the  other  pole  of  the  bat- 
tery R. 

Having  thus  described  the  object  and  construction  of  my 
invention  and  the  connection  of  the  different  parts  of  the 
machinery  with  each  other,  I  will  now  describe  the  oi)era- 
tion  of  the  system  combined  as  a  whole. 

The  register  D  is  at  rest  and  the  weight  prevented  from 
acting  and  moving  the  clock-work  by  the  pressure  or  fric- 
tion of  the  brake  k  upon  the  brake- wheel  i,  the  brake  being 
kept  in  contact  with  the  brake- wheel  by  the  power  of  the 
weight  itself.  Now,  when  the  key  or  correspondent  N  is 
pressed  down  so  that  the  metallic  hammer  t  shall  strike  the 
anvil  u^  this  being  the  only  part  of  the  main  circuit  that  is 
interrupted  or  broken,  the  circuit  of  conductors  from  the 
two  poles  of  the  main  battery  O  are  by  this  act  connected 
and  the  electricity  from  the  battery  freely  passes  through 
the  entire  circuit  nnn^  imparting  magnetic  power  to  the 
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helices  H  H  of  the  receiving-i 
S  on  the  metallic  lever  T  is  no^ 
and  V  w.  The  only  parts  of 
brought  together,  closing  the  L 
battery  R,  which  instantly  im 
register-magnet  E  to  strike  th 
paper.  The  rising  of  the  lev< 
brake  A:,  by  means  of  the  rod  7i 
that  now  the  weight  a  is  permi 
The  rollers  d  e  commence  draw 
from  the  pai)er-reel  C.  If  the 
down  is  now  released  and  th< 
falls,  the  power  being  gone  thj 
the  lower  end  of  the  brake-roc 
the  opening  in  the  brake-lever, 
down  the  brake,  but  leaves  it  tc 
work  gradually  to  bring  it  dow 
brake-wheel.  •  While  closing 
therefore,  for  imprinting  the  c 
in  movement,  for  every  rising 
writing  or  imprinting,  preveii 
scending  and  coming  in  conta 
the  cord  which  connects  G  wii 
wheel  G'  from  the  quickness  oJ 
when  the  circuit  remains  broke 
F  having  fallen,  there  is  now  n 
lever  k  in  slowly  descending  bj 
till  it  comes  in  contact  with 
arrests  all  motion. 

In  this  manner,  by  the  appai 
tion  of  machinery  above  descr 
at  any  one  station,  to  mark  oi 
any  other  station,  however  di 
of  these  machines  by  means  of 
in  order,  I  can  at  the  same  in 
key,  mark  or  imprint  the  sam< 
ber  of  points  throughout  the  A 
chinery  I  call "  The  American  ] 


612  O'BEILLY  r.  MOESE.  [Sup.  OL 

Argument  of  counseL 

What  I  claim  as  my  invention,  and  desire  to  secure  by 
Letters  Patent,  is — 

1.  The  employment,  in  a  main  telegraphic  circuit,  of  a 
device  or  contrivance  called  the  "receiving-magnet,"  in 
combination  with  a  short  local  independent  circuit  or  cir- 
cuits, each  having  a  register  and  register-magnet,  or  other 
magnetic  contrivances  for  registering,  and  sustaining  such 
a  relation  to  the  register-magnet  or  other  magnetic  contriv- 
ances for  registering,  and  to  the  length  of  circuit  of  tele- 
graphic line,  as  will  enable  me  to  obtain,  with  the  aid  of  a 
main  galvanic  battery  and  circuit  and  the  intervention  of  a 
local  battery  and  local  circuit,  such  motion  or  power  for 
registering  as  could  not  be  obtained  otherwise  without  the 
use  of  a  much  larger  galvanic  battery,  if  at  all. 

2.  The  combination  of  the  apparatus  called  the  "  self- 
stopping  apparatus,"  connected  with  the  clock-work  of  the 
register,  for  setting  said  register  in  action  and  stopping  it, 
vrith  the  pen-lever  F,  as  herein  described. 

3.  The  combination  of  the  point  or  poiats  of  the  -pen  and 
pen-lever  or  its  equivalent  with  the  grooved  roller  or  other 
equivalent  device  over  which  the  paper  or  other  material 
suitable  for  marking  upon  may  be  made  to  pass  for  the 
purpose  of  receiving  the  impression  of  the  characters,  by 
which  means  I  am  enabled  to  mark  or  print  signs  or  signals 
upon  paper  or  other  fabric  by  indentation,  thus  dispensing 
with  the  use  of  coloring-matter  for  marking,  as  specified  in 
my  Letters  Patent  of  January  15th,  1846. 

SAML.  F.  B.  MORSE. 

Witnesses : 

Geo.  Wood, 

J.  Thomas  Clabk. 
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United  States  Patent  Office.     S.  F.  B.   Moese,  op 

POUGHKEEPSIE,    NeW   YoRK.       IMPROVEMENT  IN  ElEO- 

TRIO  Telegraphs.     Specification  Forming  Part  of 
Letters  Patent  No.  6,420,  dated  May  1,  1849. 

To  all  whom  it  mdy  concern : 

Whereas  among  my  earliest  conceptions  of  the  telegraph, 
in  October  of  the  year  1832,  on  board  the  packet-ship 
"  Sully,"  on  her  voyage  from  France  to  New  York,  I  con- 
ceived the  idea  of  marking  the  telegraphic  signs  I  had  in- 
vented (being  dots  and  spaces  to  signify  numerals)  by  elec- 
trical decomposition  of  certain  salts  and  chemical  com- 
pounds ;  and  whereas  the  application  of  the  proper  means 
for  producing  a  successful  result  of  this  thought  was  soon 
after  superseded  in  my  mind  by  another  method,  at  the 
same  time  conceived,  of  marking  the  said  signs,  to  wit,  by 
magnetism,  produced  by  electricity,  which  is  the  successful 
method  now  in  use,  and  having  recently  secured  to  my 
original  thought  of  applying '  decomposition  by  electricity, 
through  a  single  circuit  of  conductors,  and  discovered  a 
means  of  successfully  applying  the  same,  as  then  conceived, 
to  the  marking  of  the  aforesaid  signs  for  numerals  and 
letters,  and  of  any  desired  characters,  I  will  here  describe 
the  nature  of  my  invention,  and  the  method  by  which  I 
obtain  my  results. 

The  nature  of  my  invention  consists,  first,  in  the  applica- 
tion of  the  decomposing  effects  of  electricity,  produced 
from  any  known  generator  of  electricity,  to  the  marking  of 
the  signs  for  numerals,  or  letters,  or  words,  or  sentences 
invented  and  arranged  by  me,  and  secured  by  patent  bear- 
ing date  June  20,  1840,  reissued  January  15,  1846,  and 
again  reissued  June  13,  1848,  or  their  equivalents,  through 
a  single  circuit  of  electrical  conductors ;  second,  in  the 
mode  of  applying  this  decomposition,  and  the  machinery 
for  that  purpose  ;  third,  in  the  application  of  the  bleaching 
qualities  of  electricity  to  the  printing  of  any  desired  char- 
acters. 
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In  applying  the  decomposing  effects  of  electricity  upon 
any  known  salts  that  leave  a  mark  as  the  result  of  the  said 
decomposition,  I  use — 

Class  A — a  class  of  salts  that  produce  a  colored  mark 
upon  cloth,  paper,  thread,  or  other  material,  under  the 
action  of  electricity  :  first,  iodide  of  tin  in  solution  ;  second, 
extract  of  nut-galls  and  sulphate  of  iron  in  solution,  mak- 
ing an  ink  which  colors  white  cambric  cloth  of  a  uniform 
gray  ;  third,  acetate  of  lead  and  nitrate  of  i)otash  in  solu- 
tion ;  fourth,  iodide  of  potassium  in  solution.  Into  either 
of  these  I  dip  a  strip  of  cloth  or  thread  which  is  kept  prop- 
erly moistened.  AW,  these  give  a  black  mark  upon  the 
doth,  thread,  or  other  material  under  the  action  of  elec- 
tricity. 

Class  B — a  class  of  salts  which  color  the  cloth,  paper, 
thread,  or  other  material,  and  are  bleached  by  the  action  of 
electricity :  first,  iodide  of  tin  in  solution ;  second,  iodine 
dissolved  in  alcohol.  Into  either  of  these  I  dip  a  strip  of 
cloth,  paper,  thread,  or  other  material,  and,  (if  in  solution,) 
second,  I  also  dip  them  into  a  solution  of  sulphate  of  soda. 
The  cloth  or  other  material  in  these  cases  becomes  of  a  pur- 
ple color  more  or  less  dark.  The  electricity  in  these  cases, 
when  a  metallic  point  or  type  is  pressed  upon  or  comes  in 
contact  with  the  moist  cloth  or  other  material,  bleaches  it, 
and  leaves  the  point  or  the  type  impressed  in  white  char- 
acters upon  the  material. 

Class  C — ^a  class  of  salts  that  produce  a  mark  upon  metal 
through  the  intervening  cloth  or  other  material,  and  not 
upon  the  material,  under  the  action  of  electricity :  first, 
sulphate  of  copper  in  solution  ;  second,  chloride  of  zinc 
diluted  with  water ;  third,  sulphate  of  iron  in  solution. 
Into  either  of  these  solutions  I  dip  the  cloth,  thread,  or 
other  material,  and  if  into  the  third,  I  afterward  dip  it  into 
muriate  of  lime  in  solution.  The  electricity  in  these  cases 
causes  a  dark  mark  upon  a  bright  metal  plate  beneath  the 
moistened  material,  but  not  on  the  material  itself. 

The  mode  of  applying  this  decomposition  by  electricity 
is  by  the  use  of  so  much  of  my  machinery,  previously  de- 
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scribed  in  the  schedule  referrt 
granted  to  me  and  bearing  da 
reissue  of  the  original  patent 
ployed  in  regulating  the  motioi 
however,  for  the  common  pap 
thread,  metal,  or  other  materia 
which  machinery  is  therein  dei 
ing,  to  wit : 

The  register  consists  of  a  s< 
and  its  object  is  to  regulate  the 
material  upon  which  to  imp: 
A  A,  &c.,  Sheet  I,  II,  Figs.  : 
wood  or  other  convenient  ma 
chinery  is  erected  ;  B  B,  &c. ,  t 
paper,  and  C  the  reel  of  paper 
the  telegraph  characters  ;  D,  oi 
of  the  wheels  and  pinions  of  1 
drawing  the  paper  in  contact 
roller  2.  (Seen  also  on  Sheet 
frame  D  contains  the  train  of  w] 
by  the  weight  a,  or  its  equi\; 
rollers  d^  e,  and  2,  Fig.  10,  She 
the  train  of  wheels  that  the  pa 
passing  between  d  and  e  is  mac 

cylinder.  Fig.  2.     The  r< 

d  by  the  forked  spring  in  Fig. 
the  journals,  and  regulated  in 
screws  8  and  9.  The  bearings  i 
shafts  of  €  are  not  circular,  but 
movement  in  a  direction  with 
spring,  so  that  the  spring  shall 
ing  to  keep  the  cylinder  e  in  cc 

Instead  of  a  magnet,  howevi 
pense  altogether  with  both  th 
register-magnet  of  my  former  i 
for  the  following  arrangement 
panying  drawings  and  descript 

In  the  accompanying  drawi 
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register  of  my  original  patent,  just  quoted,  as  is  used  in 
drawing  and  regulating  the  motion  of  the  paper,  and  is 
similarly  used  for  drawing  and  regulating  the  chemically- 
prepared  material  for  marking  by  electricity. 

S  S  is  the  wooden  platform  for  mounting  the  machinery. 

a  is  a  metallic  cylinder,  or  dram,  or  piece  of  metaJ, 
mounted  upon  a  metal  standard,  d,  screwed  into  the  plat- 
form. 

b  is  the  cloth  or  prepared  material  to  be  marked. 

c  is  the  thin-edged  wheel,  the  periphery  of  which  is 
platinum,  held  by  a  metal  spring,  d,  also  mounted  on  a 
metal  standard,  /,  screwed  into  the  platform. 

K  is  the  metal  key  of  my  previously  patented  telegraph 
machinery.  One  form  of  it  consists  of  a  short  lever  of 
metal,  having  its  fulcrum  at  or  near  one  end.  At  the  other 
end  is  a  finger-knob,  the  better  to  press  it  down.  Between 
the  fulcrum  and  the  knob  may  be  a  protuberance  or  ham- 
mer, as  at  ^,  above  a  small  anvil,  as  at  7i,  from  which  the 
hammer  is  separated  (when  not  pressed  down)  by  a  spring. 

P  is  the  battery.  From  the  standard  d  a  conductor  pro- 
ceeds to  one  pole  of  the  battery.  Prom  the  standard/ a 
conductor  proceeds,  connecting  with  the  back  of  the  key  at 
g,  which  is  screwed  into  the  platform. 

h  is  the  metallic  anvil,  also  screwed  into  the  platform, 
and  insulated  from  the  rest  of  the  key. 

i  is  the  hammer,  attached  to  the  upper  part  of  the  key. 

Prom  the  anvil  proceeds  a  conductor  to  the  other  i)ole  of 
the  battery. 

Operation :  While  the  hammer  i  is  separated  from  the 
anvil  7i  no  current  can  proceed  from  the  battery ;  but  the 
moment  i  and  h  are  in  contact  the  current  of  electricity 
takes  the  direction  of  the  arrows  and  passes  through  the 
chemically-prepared  material  at  a,  decomposing  the  salt 
with  which  it  is  prepared,  and  making  a  mark.  Thus  the 
characters  of  my  conventional  alphabet,  and  other  char- 
acters, are  at  pleasure  made  upon  the  prepared  material. 

I  consider  the  discoloring  process  better  than  the  bleach- 
ing process,  and  for  the  discoloring  process  I  consider  the 
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iodide  of  potassium  in  solutioi 
I  have  mentioned  for  the  prep 
other  material. 

I  wish  it  to  be  understood  t 
the  use  of  the  substances  I  1 
comprehend  the  use  of  any  kn 
to  be  easily  decomposed  by  th 

What  I  claim  as  of  my  own 
and  desire  to  secure  by  Letter 

1.  The  use  of  a  single  ci 
marking  of  my  telegraphic 
numerals,  letters,  words,  or  S( 
composing,  coloring,  or  bleacl 
ing  upon  any  known  salts  thj 
of  the  said  decomjmsition,  u 
other  convenient  and  known  r 

2.  The  combination  of  mach 
described,  by  which  any  two  r 
conducting  substance,  broker 
vanic  circuit,  having  the  che 
contact  with  and  between  th( 
pose  of  marking  my  telegra] 
ented  in  Letters  Patent  dat< 
first  reissue  15th  January,  1 
June,  1848, 

Witnesses : 

Edmd.  Olasbaoe, 
Edwd.  Gordon. 


Mr.  Chief  Justice  Taney 
court. 

In  proceeding  to  pronounc 
court  is  sensible,  not  only  o 
difficulties  in  some  of  the  qv 
decision.  The  case  was  argu 
tinned  over  by  the  court,  ft 
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more  deliberate  examination.  And  since  the  continuance, 
we  have  received  from  the  counsel  on  both  sides  printed 
arguments,  in  which  all  of  the  questions  raised  on  the  trial 
have  been  fully  and  elaborately  discussed. 

The  appellants  take  three  grounds  of  defence.  In  the 
first  place,  they  deny  that  Professor  Morse  was  the  first  and 
original  inventor  of  the  electro-magnetic  telegraphs  de- 
scribed in  his  two  reissued  patents  of  1848.  Secondly,  they 
insist,  that  if  he  was  the  original  inventor,  the  patents 
under  which  he  claims  have  not  been  issued  conformably 
to  the  acts  of  Congress,  and  do  not  confer  on  him  the  right 
to  the  exclusive  use.  And  thirdly,  if  these  two  propo- 
sitions are  decided  against  them,  they  insist  that  the  tele- 
graph of  O'Reilly  is  substantially  different  from  that  of 
Professor  Morse,  and  the  use  of  it,  therefore,  no  infringe- 
ment of  his  rights. 

In  determining  these  questions,  we  shall,  in  the  first 
instance,  confine  our  attention  to  the  patent  which  Pro- 
fessor Morse  obtained  in  1840,  and  which  was  reissued  in 
1848.  The  main  dispute  between  the  parties  is  upon  the 
validity  of  this  patent ;  and  the  decision  upon  it  will  dis- 
pose of  the  chief  points  in  controversy  in  the  other. 

In  relation  to  the  first  point,  {the  originality  of  the  inven- 
tion,) many  witnesses  have  been  examined  on  both  sides. 

It  is  obvious  that,  for  some  years  before  Professor  Morse 
made  liis  invention,  scientific  men  in  different  parts  of 
Europe  were  earnestly  engaged  in  the  same  pursuit.  Elec- 
tro-magnetism itself  was  a  recent  discovery,  and  opened  to 
them  a  new  and  unexplored  field  for  their  labors,  and  minds 
of  a  high  order  were  engaged  in  developing  its  power  and 
the  purposes  to  which  itmight  be  applied. 

Professor  Henry,  of  the  Smithsonian  Institute,  states,  in 
his  testimony,  that  prior  to  the  winter  of  1819-'20,  an 
electro-magnetic  telegraph — that  is  to  say,  a  telegraph 
operating  by  the  combined  influence  of  electricity  and  mag- 
netism— was  not  possible  ;  that  the  scientific  principles  on 
which  it  is  founded  were  until  then  unknown,  and  that  the 
first  fact  of  electro-magnetism  was  discovered  by  Oersted, 
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of  Copenhagen,  in  that  winter, 
and  the  account  everywhere  red 

He  also  gives  an  account  of  th 
quently  made  from  time  to  tin 
different  places,  developing  its  ] 
among  them  his  own.  He  con 
1828,  and  pursued  them  with  ar 
time  until  the  telegraph  of  Profi 
and  in  actual  operation.  And  ii 
no  one  has  contributed  more  to 
electro-magnetism,  and  to  lay  tl 
invention  of  which  we  are  spet 
himself. 

It  is  unnecessary,  however,  to 
eries  enumerated  by  him,  either 
But  it  appears  from  his  testimon 
discovery  made  by  Oersted,  it 
science  that  this  newly-discovere 
communicate  intelligence  to  dis 
the  year  1823,  Ampere,  of  Paris, 
cultivators  of  physical  science. 
Academy  a  plan  for  that  purp 
never  reduced  to  practive.  An 
Barlow,  of  the  Royal  Military  A< 
land,  in  1825,  that  the  galvanic  c 
in  power  as  the  distance  increase 
all  attempts  to  construct  an  a 
Subsequent  discoveries,  however, 
the  year  1832,  when  Professor  '^ 
voted  himself  to  the  subject,  tli 
among  men  of  science  everywhe 
and  sooner  or  later  would,  be  ace 

The  great  diflBlculty  in  their  ^ 
galvanic  current,  however  strong 
gradually  weaker  as  it  advanced 
strong  enough  to  produce  a  mech 
distance  had  been  traversed.  Bi 
coveries  which  were  made  from  1 
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the  belief  that  an  electro-magnetic  telegrai>h  was  pracilj- 
cable,  many  eminent  and  scientific  men,  in  Europe  as  well 
as  in  this  country,  became  deeply  engaged  in  endearoring 
to  surmount  what  appeared  to  be  the  chief  obstacle  to  its 
success.  And  in  this  state  of  things  it  ought  not  to  be  a 
matter  of  surprise  that  four  different  magnetic  telegraphs, 
purporting  to  have  overcome  the  difficulty,  should  be  in- 
vented and  made  public  so  nearly  at  the  same  time  that 
each  has  claimed  a  priority,  and  that  a  close  and  careful 
scrutiny  of  the  facts  in  each  case  is  necessary  to  decide 
between  them.  The  inventions  were  so  nearly  simultaneous 
that  neither  inventor  can  be  justly  accused  of  having  de- 
rived any  aid  from  the  discoveries  of  the  other. 

One  of  these  inventors,  Doctor  Steinheil,  of  Munich,  in 
Germany,  communicated  his  discovery  to  the  Academy  erf 
Science,  in  Paris,  on  the  19th  of  July,  1838,  and  states  in 
his  communication  that  it  had  been  in  operation  more  than 
a  year. 

Another  of  the  European  invent(»*s,  Professor  Wheat- 
stone,  of  London,  in  the  month  of  April,  1837,  explained  to 
Professors  Henry  and  Bache,  who  were  then  in  London,  his 
plan  of  an  electro-magnetic  telegraph,  and  exhibited  to 
them  his  method  of  bringing  into  action  a  second  galvanic 
circuit,  in  order  to  provide  a  remedy  for  the  diminution  of 
force  in  a  long  circuit ;  but  it  appears,  by  the  testimony  of 
Professor  Gale,  that  the  patent  to  Wheatstone  and  Cooke 
was  not  sealed  until  January  21,  1840,  and  their  specifica- 
tion was  not  filed  until  the  21st  of  July,  in  the  same  year  ; 
and  there  is  no  evidence  that  any  description  of  it  was  pub- 
lished before  1839. 

The  remaining  European  patent  is  that  of  Edward  Davy. 
Ilis  patent,  it  appears,  was  sealed  on  the  4th  of  July,  1838, 
but  his  specification  was  not  filed  until  January  4,  1839  ; 
and  when  these  two  English  patents  are  brought  into  com- 
petition with  that  of  Morse,  they  must  take  date  from  the 
time  of  filing  their  respective  specifications.  For  it  must 
be  borne  in  mind  that,  as  the  law  then  stood  in  England, 
the  inventor  was  allowed  six  months  to  file  the  description 
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of  his'  invention  after  kis  patent 
eountry,  the  filing  of  the  specific 
the  application  for  patents. 

The  defendants  contend  that  i 
these  Earoi)ean  telegraphs  were 
l»efore  the  discovery  claimed  by  \ 
ess  and  method  by  which  he  coi 
tanoe  is  substantially  the  same,  1 
its  capacity  for  impressing  upon 
described  in  the  alphabet  he  inve 

Waiving  for  the  present  any  r 
0r  sinulitade  of  these  invention 
tiiat  the  first  branch  of  the  object 
Mid  that  Morse  was  tiie  first  aa< 
telegraph  described  in  his  specii 
IJiree  European  inventions  relied 

The  evidence  is  full  iand  <?lear 
ing  from  a  visit  to  Europe,  in  18J 
upon  this  subject  during  the  voy 
find  means  were  so  far  developed 
mind,  that  he  was  confident  of  i 
proof  that  he  pursued  these  inves 
ardor  and  industry,  interrupted  < 
embarrassments ;  and  we  think 
the  testimony  of  Professor  Gale 
the  spring  of  1837,  Morse  had  inv 
ing  two  or  more  electric  or  galva 
dent  batteries  for  the  purpose  of  c 
l<MX5e  of  electro-magnetism  in  lon^ 
Bot  disclosed  to  the  witness  ui 
there  is  reasonable  ground  for  be 
completed  his  invention  that  th( 
tion,  powers, .  and  machinery  we 
«jid  that  the  delay  in  bringing  i 
of  means  ;  for  it  required  the  hij 
skill  to  execute  and  adjust  the  ni( 
isary  to  put  the  telegraph  into  op 
error  or  defect  would  have  been 
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Wheatstone  and  Cooke'  was  not  filed  until  July  21,  1840, 
and  his  information  is  derived  from  the  London  Journal  of 
Arts  and  Sciences.  But  it  appears,  by  the  testimony  of 
Edward  F.  Barnes,  that  th^s  telegraph  was  in  actual  opera- 
tion in  1839.  And  in  the  case  of  the  Electric  Telegraph 
Company  v.  Brett  &  Little,  10  Common  Pleas  Reports,  by 
Scott,  his  specification  is  said  to  have  been  filed  December 
12,  1837.  But  if  the  last-mentioned  date  is  taken  as  the 
true  one,  it  would  not  make  his  invention  prior  to  that  of 
Morse.  And  even  if  it  would,  yet  this  case  must  be  decided 
by  the  testimony  in  the  record,  and  we  cannot  go  oat  of  it 
and  take  into  consideration  a  fact  stated  in  a  book  of  re- 
ports. Moreover,  we  have  noticed  this  case  merely  because 
it  has  been  pressed  into  the  argument.  The  appellants  do 
not  mention  it  in  their  answer,  nor  put  their  defence  on  it. 
And  if  the  evidence  of  its  priority  was  conclusive,  it  would 
not  avail  them  in  this  suit ;  for  they  cannot  be  allowed  to 
surprise  the  patentee  by  evidence  of  a  prior  invention  of 
which  they  gave  him  no  notice. 

But  if  the  priority  of  Morse's  invention  was  more  doubt- 
ful, and  it  was  conceded  that  in  fact  some  one  of  the  Euro- 
pean inventors  had  preened  him  a  few  months  or  a  few 
weeks,  it  would  not  invalidate  his  patent.  The  act  of  Con- 
gress provides  that  when  the  patentee  believes  himself  to 
be  the  first  inventor,  a  previous  discovery  in  a  foreign 
country  shall  not  render  his  patent  void,  unless  such  dis- 
covery, or  some  substantial  part  of  it,  had  been  before  pat- 
ented or  described  in  a  printed  publication. 

Now,  we  suppose  no  one  will  doubt  that  Morse  believed 
himself  to  be  the  original  inventor,  when  he  applied  for  his 
patent,  in  April,  1838.  Steinheil's  discovery  does  not  ap- 
pear to  have  been  ever  patented,  nor  to  have  been  descril)ed 
in  any  printed  publication  until  July  of  that  year.  And 
neither  of  the  English  inventions  is  shown  by  the  testimony 
to  have  been  patented  until  after  Morse's  application  for  a 
patent,  nor  to  have  been  so  described  in  any  previous  pub- 
lication as  to  embrace  any  substantial  part  of  his  invention. 
And  if  his  application  for  a  patent  was  made  under  such 
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circnmstances,  the  patent  is  good,  even  if,  in  point  of  faet^ 
lie  was  not  the  first  inventor. 

In  this  view  of  the  subject,  it  is  xmnecessaiy  to  Gomparo 
the  telegraph  of  Morse  with  these  European  inventions,  to 
ascertain  whether  they  are  substantially  the  same  or  not. 
If  they  were  the  same  in  every  particular,  it  would  not  im- 
pair his  rights.  But  it  is  impossible  to  examine  them,  and 
look  at  the  process  and  the  machinery  and  results  of  each, 
so  far  as  the  facts  are  before  us,  without  perceiving  at  once 
the  substantial  and  essential  difference  between  them  and 
the  decided  superiority  of  the  one  invented  by  Professor 
Morse. 

Neither  can  the  inquiries  he  made  nor  the  information 
or  advice  he  received  from  men  of  science  in  the  course  of 
his  researches  impair  his  right  to  the  character  of  an  inven- 
tor. No  invention  can  i)ossib]y  be  made,  consisting  of  a 
Combination  of  different  elements  of  power,  without  a  thor- 
ough knowledge  of  the  properties  of  each  of  them,  and  the 
mode  in  which  they  operate  on  each  other.  And  it  can 
make  no  difference,  in  this  respect,  whether  he  derives  his 
information  from  books  or  from  conversation  with  men 
skilled  in  the  science.  If  it  were  otherwise,  no  patent  in 
which  a  combination  of  different  elements  is  used  could 
^ver  be  obtained ;  for  no  man  ever  made  such  an  inven- 
tion, without  having  first  obtained  this  information,  unless 
Jt  was  discovered  by  some  fortunate  accident.  And  it  is 
evident  that  such  an  invention  as  the  electro-magnetic  tele-' 
graph  could  never  have  been  brought  into  action  without 
it ;  for  a  very  high  degree  of  scientific  knowledge  and  the 
nicest  skiU  in  the  mechanic  arts  are  combined  In  it,  and 
were  both  necessary  to  bring  it  into  successful  operation^ 
And  the  fact  that  Morse  sought  and  obtained  the  necessary 
information  and  counsel  from  the  best  sources,  and  acted 
upon  it,  neither  impairs  his  rights  as  an  inventor  nor  de- 
tracts from  his  merits. 

Regarding  Professor  Morse  as  the  first  and  original  in- 
ventor  of  the  telegraph,  we  come  to  the  objections  which 
have  been  made  to  the  validity  of  his  patent. 
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We  do  not  think  it  necessary  to  dwell  upon  the  objec- 
tions taken  to  the  proceedings  upon  which  the  first  patent 
was  issued,  or  to  the  additional  specifications  of  the  reissued 
patent  of  1848.  In  relation  to  the  first,  if  there  was  any 
alteration  at  the  suggestion  of  the  Commissioner,  it  appears 
to  have  been  a  matter  of  form,  rather  than  of  substance  ; 
and,  as  regards  the  second,  there  is  nothing  in  the  proof  or 
on  the  face  of  the  reissued  patent  to  show  that  the  inven- 
tion therein  described  is  not  the  same  with  the  one  intended 
to  be  secured  by  the  original  patent.  It  was  reissued  by 
the  proper  lawful  authority,  and  it  was  the  duty  of  the 
Commissioner  of  Patents  to  see  that  it  did  not  cover  more 
than  the  original  invention.  It  must  be  presumed,  there- 
fore, that  it  does  not,  until  the  contrary  appears.  Varia- 
tions from  the  description  given  in  the  former  specification 
do  not  necessarily  imply  that  it  Is  for  a  different  discovery. 
The  right  to  surrender  the  old  patent,  and  receive  another 
in  its  place,  was  given  for  the  purpose  of  enabling  the  pat- 
entee to  give  a  more  perfect  description  of  his  invention, 
when  any  mistake  or  oversight  was  committed  in  his  first. 
It  necessarily,  therefore,  varies  from  it ;  and  we  see  nothing 
in  the  reissued  patent  that  may  not,  without  proof  to  the 
contrary,  be  regarded  as  a  more  careful  description  than 
the  former  one,  explaining  more  fully  the  nice  and  delicate 
manner  in  which  the  different  elements  of  power  are  ar- 
ranged and  combined  together,  and  act  upon  one  another, 
in  order  to  produce  the  effect  described  in  the  specification. 
Nor  is  it  void  because  it  does  not  bear  the  same  date  with 
his  French  patent.  It  is  not  necessary  to  inquire  whether 
the  application  of  Professor  Morse  to  the  Patent  Office,  in 
1838,  before  he  went  to  France,  does  or  does  not  exempt  his 
patent  from  the  operation  of  the  act  of  Congress  upon  the 
subject ;  for,  it  it  should  be  decided  that  it  does  not  exempt 
it,  the  only  effect  of  that  decision  would  be  to  limit  the  mo- 
nopoly to  fourteen  years  from  the  date  of  the  foreign  patent. 
And  in  either  case  the  patent  was  in  full  force  at  the  time 
the  injunction  was  granted  by  the  Circuit  Court,  and  when 
the  present  api)eal  stood  rc^larly  for  hearing  in  this  court. 
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And  this  brings  us  to  the  exceptions  taken  to  the  specifi- 
cation and  claims  of  the  patentee  in  the  reissued  patent  of 
1848. 

We  perceive  no  well-founded  objection  to  the  description 
which  is  given  of  the  whole  invention  and  its  separate  parts, 
nor  to  his  right  to  a  patent  for  the  first  seven  inventions 
set  forth  in  the  specification  of  his  claims.  The  difliculty 
arises  on  the  eighth. 

It  is  in  the  following  words  : 

"  Eighth.  I  do  not  propose  to  limit  myself  to  the  specific 
machinery,  or  parts  of  machinery,  described  in  the  fore- 
going specification  and  claims  ;  the  essence  of  my  invention 
being  the  use  of  the  motive-power  of  the  electric  or  galvanic 
current,  which  I  call  electro-magnetism,  however  devel- 
oped, for  marking  or  printing  intelligible  characters,  signs, 
or  letters,  at  any  distances,  being  a  new  application  of  that 
power,  of  which  I  claim  to  be  the  first  inventor  or  discov- 
erer." 

It  is  impossible  to  misunderstand  the  extent  of  this  claim. 
He  claims  the  exclusive  right  to  every  improvement  where 
the  motive-power  is  the  electric  or  galvanic  current,  and 
the  result  is  the  marking  or  printing  intelligible  characters, 
signs,  or  letters,  at  a  distance. 

If  this  claim  can  be  maintained,  it  matters  not  by  what 
process  or  machinery  the  result  is  accomplished.  For 
aught  that  we  now  know,  some  future  inventor,  in  the  onward 
march  of  science,  may  discover  a  mode  of  writing  or  print- 
ing at  a  distance  by  means  of  the  electric  or  galvanic  cur- 
rent, without  using  any  part  of  the  process  or  combination 
set  forth  in  the  plaintiffs  specification.  His  invention  may 
be  less  complicated — less  liable  to  get  out  of  order — less  ex- 
pensive in  construction,  and  in  its  operation.  But  yet,  if  it 
is  covered  by  this  patent,  the  inventor  could  not  use  it,  nor 
the  public  have  the  benefit  of  it,  without  the  permission  of 
this  patentee. 

Nor  is  this  all ;  while  he  shuts  the  door  against  inven- 
tions of  other  persons,  the  patentee  would  be  able  to  avail 
himself  of  new  discoveries  in  the  properties  and  powers  of 
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electro-magnetism  which  scienti 
For  he  says  he  does  not  conftne 
or  parts  of  machinery,  which  1 
himself  a  monopoly  in  its  nse, 
purpose  of  printing  at  a  disi 
physical  science  may  enable  h 
agents  and  new  elements,  and  b 
ject  in  a  manner  superior  to  th 
gether  different  from  it.  And  iJ 
nse  by  his  present  patent,  he  ] 
discovery  and  development  of 
no  description  of  the  new  mai 
upon  the  records  of  the  Patent  ( 
expires,  the  public  must  apply 
In  fine,  he  claims  an  exclusive 
process  which  he  has  not  descri 
vented,  and  therefore  could  not 
his  patent.  The  court  is  of  oj 
broad,  and  not  warranted  by  la 

No  one,  we  suppose,  will  n 
have  taken  out  a  patent  for 
vessels  by  steam,  describing  the 
used,  and  claimk  under  if  the 
motive-power  of  steam,  howevei 
of  propelling  vessels.  It  can  ha 
such  a  patent  he  could  have  j 
proved  machinery  which  scien- 
though  the  motive-power  is  stej 
pulsion  of  vessels.  Neither  con 
ered  that  steam  might,  by  a  pre 
ery,  be  used  as  a  motive-power 
claim  the  right  to  the  exclusiv 
power  for  the  purpose  of  produ 

Again,  the  use  of  steam  as 
presses  is  comparatively  a  mode 
inventor  of  a  machine  or  proce 
patent,  giving  him  the  exclusi 
motive-power,  however  develop 


630  O'REILLY  v.  MOUSE.  [Sup.  Ot- 

Opinion  of  the  court. 

ing  or  printing  intelligible  characters  ?  Could  he  have  pre- 
vented the  use  of  any  other  press,  subsequently  invented, 
where  steam  was  used  ?  Yet,  so  far  as  patentable  rights 
are  concerned,  both  improvements  must  stand  on  the  same 
principles.  Both  use  a  known  motive-power  to  print  intel- 
ligible marks  or  letters  ;  and  it  can  make  no  difference,  in 
their  legal  rights  under  the  Patent  Laws,  whether  the  print- 
ing is  done  near  at  hand  or  at  a  distance.  Both  dei)end  for 
success  not  merely  upon  the  motive-power,  but  upon  the 
machinery  with  which  it  is  combined.  And  it  has  never, 
we  believe,  been  supposed  by  any  one  that  the  first  inventor 
of  a  steam  printing-press  was  entitled  to  the  exclusive  use 
of  steam  as  a  motive-power,  however  developed,  for  mark- 
ing or  printing  intelligible  characters. 

Indeed,  the  acts  of  the  patentee  himself  are  inconsistent 
with  the  claim  made  in  his  behalf  ;  for  in  1846  he  took  out 
a  patent  for  his  new  improvement  of  local  circuits,  by 
means  of  which  intelligence  could  be  printed  at  intermedi- 
ate places  along  the  main  line  of  the  telegraph  ;  and  he  ob- 
tained a  reissued  patent  for  this  invention  in  1848.  Yet  in 
this  new  invention  the  electric  or  galvanic  current  was  the 
motive-power,  and  writing  at  a  distance  the  effect.  The 
power  was  undoubtedly  developed  by  new  machinery  and 
new  combinations.  But  if  his  eighth  claim  could  be  sus- 
tained, this  improvement  would  be  embraced  by  his  first 
patent.  And  if  it  was  so  embraced,  his  patent  for  the  local 
circuits  would  be  illegal  and  void  ;  for  he  could  not  take 
out  a  subsequent  patent  for  a  portion  of  his  first  invention, 
and  thereby  extend  his  inonopoly  beyond  the  period  lim- 
ited by  law. 

Many  cases  have  been  referred  to  in  the  argument  which 
have  been  decided,  upon  this  subject,  in  the  English  and 
American  courts.  We  shall  speak  of  those  only  which 
seem  to  be  considered  as  leading  ones.  And  those  most 
relied  on  and  pressed  upon  the  court  in  behalf  of  the  patentee 
are  the  cases  which  arose  in  England  upon  Neilson's  patent 
for  the  introduction  of  heated  air  between  the  blowing 
apparatus  and  the  furnace,  in  the  manufacture  of  iron. 
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The  leading  case  upon  this 
T.  Harford  et  aZ.  [8  M.  &  W. 
Exchequer.  It  was  elabora 
have  been  carefully  consider 
was  this : 

Neilson,  in  his  specificatic 
one  for  the  improved  applicj 
fires,  forges,  and  furnaces,  \ 
required  ;  and  it  was  to  be  a 
or  current  of  air  produced  b 
to  be  passed  from  it  into  an 
sufficiently  strong  to  endun 
from  that  vessel  or  receptacle 
aperture  into  the  fire,  the  i 
heated  to  a  considerable  ten 
applied.  He  then  described 
manner  in  which  the  recepta< 
heated,  and  the  air  conducted 
that  the  form  of  the  reoepta( 
manner  of  applying  heat  to 
tioned  for  the  infringement  c 
among  other  defences,  insiste 
ing  the  air,  and  throwing  it  ] 
Sufficiently  described  in  the 
void  on  that  account ;  and,  a 
hot  air  into  the  furnace,  ins 
creasing  the  intensity  of  the 
ciple,  and  that  a  principle  ws 

Upon  the  first  of  these  d€ 
man  of  ordinary  skill  and  k 
ing  at  the  specification  alon 
paratus  as  would  be  product 
cient  to  make  it  worth  while 
in  all  cases  of  forges,  cupolas 
is  used. 

And  upon  the  second  gro 
who  delivered  the  opinion  of 

**  It  is  very  difficult  to  dis 
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tion  of  a  patent  for  a  principle,  and  this,  at  first,  created  in 
the  minds  of  the  court  much  diflBculty  ;  but,  after  full  con- 
sideiution,  we  think  that  the  plaintiff  does  not  merely  claim 
a  principle,  but  a  machine  embodying  a  principle,  and  a  ' 
very  valuable  one.  We  think  the  case  must  be  considered 
as  if  the  principle  being  well  known,  the  plaintiff  had  first 
invented  a  mode  of  applying  it  by  a  mechanical  apparatus 
to  furnaces ;  and  his  invention  then  consists  in  this :  by 
interposing  a  receptacle  for  heated  air  between  the  blowing 
apparatus  and  the  furnace.  In  this  receptacle  he  directs 
the  air  to  be  heated  by  the  application  of  heat  externally 
to  the  receptacle  ;  and  thus  he  accomplishes  the  object  of 
applying  the  blast,  which  was  before  cold  air,  in  a  heated 
i§tate  to  the  furnace." 

We  see  nothing  in  this  opinion  differing  in  any  degree 
from  the  familiar  principles  of  law  applicable  to  patent 
cases.  Neilson  claimed  no  particular  mode  of  constructing 
the  receptacle  or  of  heating  it.  He  pointed  out  the  manner 
in  which  it  might  be  done  ;  but  admitted  that  it  might  also 
be  done  in  a  variety  of  ways,  and  at  a  higher  or  lower  tem- 
perature, and  that  all  of  them  would  produce  the  effect  in  a 
greater  or  less  degree,  provided  the  air  was  heated  by  pass- 
ing through  a  heated  receptacle.  And  hence,  it  seems  that 
the  court  at  first  doubted  whether  it  was  a  patent  for  any- 
thing more  than  the  discovery  that  hot  air  would  promote 
the  ignition  of  fuel  better  than  cold.  And  if  this  had  been 
the  construction,  the  court,  it  appears,  would  have  held  his 
patent  to  be  void,  because  the  discovery  of  a  principle  in 
natural  philosophy  or  physical  science  is  not  patentable. 

But,  after  much  consideration,  it  was  finally  decided  that 
this  principle  must  be  regarded  as  well  known,  and  that 
the  plaintiff  had  invented  a  mechanical  mode  of  applying 
it  to  furnaces  ;  and  that  his  invention  consisted  in  interpos- 
ing a  heated  receptacle  between  the  blower  and  the  furnace, 
and  by  this  means  heating  the  air  after  it  left  the  blower, 
and  before  it  was  thrown  into  the  fire.  Whoever,  there- 
fore, used  this  method  of  throwing  hot  air  into  the  furnace, 
used  the  process  he  had  invented,  and  thereby  infringed 
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his  patent,  although  the  fo] 
mechanical  arrangements  for 
from  those  descriljed  by  the 
was  adopted  for  the  receptg 
arrangements  were  made  for  '. 
produced  in  a  greater  or  less  ( 
was  placed  between  the  blo\ 
current  of  air  passed  through 

Undoubtedly,  the  principle 
ignition  of  fuel  better  than 
machine  ;  but  the  patent  wa 
principle  was  embodied  in  it. 
entitled  to  a  patent  if  he  had 
the  mechanical  arrangements 
in  the  furnace,  while  a  cold 
But  his  patent  was  supporte( 
mechanical  apparatus,  by  wh 
stead  of  cold,  could  be  throw 
was  protected  by  his  patent, 
receptacle,  in  any  form,  wds  t 

We  do  not  perceive  how  th- 
can  derive  any  countenance 
Court  of  Exchequer  had  said 
the  discovery  that  hot  air  w 
than  cold,  and  that  he  had  i 
that  purpose,  there  might,  pe 
to  rely  upon  it.  But  the  cc 
right  to  such  a  patent ;  and 
construed  and  supported  by  t 
that  of  the  patentee  before  us 

For  Neilson  discovered  th: 
ceptacle  between  the  blower  i 
ing  the  current  of  air  throU; 
was  increased.  And  this  effec 
ever  might  be  the  form  of  the 
contrivances  for  heating  it,  oi 
through  it,  and  into  the  fumj 

But  Professor  Morse  has  n< 
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or  galvanic  current  will  always  print  at  a  distance,  no  mat- 
ter what  may  be  tlie  form  of  the  machinery  or  mechanical 
contrivances  through  which  it  passes.  You  may  use  elec- 
tro-magnetism as  a  motive-power,  and  yet  not  produce  the 
described  effect,  that  is,  print  at  a  distance  intelligible 
marks  or  signs.  To  produce  that  effect,  it  must  be  com- 
bined with,  and  passed  through,  and  operate  upon  certain 
complicated  and  delicate  machinery,  adjusted  and  arranged 
upon  philosophical  principles,  and  prepared  by  the  highest 
mechanical  skill.  And  it  is  the  high  praise  of  Professor 
Morse  that  he  has  be^i  able,  by  a  new  combiamtion  of 
known  powers,  of  which  electro-magnetism  is  one,  to  dis^ 
cover  a  method  by  which  intdiiigible  marks  or  signs  may 
be  printed  at  a  distance.  And  for  the  method  or  process 
thus  discovered  he  is  entitled  to  a  patent.  jBut  he  has  not 
discovered  that  the  electro-magnetic  current^  used  as  motive- 
power,  in  any  other  method,  and  with  any  other  combina- 
tion, will  do  as  well. 

We  have  commented  on  the  caae  in  the  CJourt  of  Ex- 
chequer more  fully,  because  it  hajsr  attracted  much  attention 
in  the  courts  of  this  country,  as  well  as  in  tiie  English 
courts,  and  has  been  differently  understood.  And  j)erhap8 
a  mistake  in  construction  of  that  decision  has  led  to  the 
broad  claim  in  the  patent  now  under  consideration. 

We  do  not  deem  it  necessary  to  remark  upon  the  other 
decisions,  in  relation  to  Neilson's  patent,  new  upon  the 
other  cases  referred  to,  which  stand  upon  similar  principles. 
The  observations  we  have  made  on  the  case  in  the  Court  of 
Exchequer  will  equally  apply  to  all  of  them. 

We  proceed  to  the  American  decisions ;  and  the  prin- 
ciples herein  stated  were  fully  recognized  by  this  court  in 
the  case  of  Le  Roy  et  al.  v.  Tatham  et  aL,  14  Howard,  156 
(p.  313,  ante),  decided  at  the  last  term. 

It  appeared  that,  in  that  case,  the  patentee  had  discov- 
ered that  lead  recently  set  would,  under  heat  and  pressure, 
in  a  close  vessel,  reunite  perfectly  after  a  separation  of  its 
parts,  so  as  to  make  wrought  instead  of  cast  pipe.  And 
the  court  held  t];iat  he  was  not  entitled  to  a  patent  for  this 
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newly-discovered  principle  or  quality  in  lead,  and  that  such 
a  discovery  was  not  patentable  ;  but  that  he  was  entitled 
to  a  x)atent  for  the  new  process  or  method  in  the  art  of  mak- 
ing lead  pipe  which  this  discovery  enabled  him  to  invent 
and  employ,  and  was  bound  to  describe  such  process  or 
method  fully  in  his  specification. 

Many  cases  have  also  been  referred  to,  which  were  de- 
cided in  the  Circuit  Courts.  It  will  be  found,  we  think, 
upon  careful  examination,  that  all  of  them,  previous  to  the 
decision  on  Neilson^s  patent,  maintain  the  principles  on 
which  this  decision  is  made.  Since  that  case  was  reported, 
it  is  admitted  that  decisions  have  been  made  which  would 
seem  to  extend  patentable  rights  beyond  the  limits  hei^ 
marked  out.  As  we  have  already  said,  we  see  nothing  in 
that  opinion  wjiich  would  sanction  the  introduction  of  any 
new  principle  in  the  law  of  patents.  But  if  it  were  other- 
wise, it  would  not  justify  this  court  in  departing  from  what 
we  consider  as  established  principles  in  the  American 
courts.  And  to  show  what  was  heretofore  the  doctrine 
upon  this  subject,  we  refer  to  the  annexed  cases.  We  do 
not  stop  to  comment  on  them,  because  such  an  examination 
would  extend  this  opinion  beyond  all  reasonable  bounds. 
Wyeth  V.  Stone,  1  Story,  270,  285  ;  Blanchard  v.  Sprague, 
3  Sumn.  640.     The  first-mentioned  case  is  directly  in  point. 

Indeed,  independently  of  judicial  authority,  we  do  not 
think  that  the  language  used  in  the  act  of  Congress  can 
justly  be  expounded  otherwise. 

The  fifth  section  of  the  act  of  1836  declares  that  a  patent 
shall  convey  to  the  inventor,  for  a  term  not  exceeding  four- 
teen years,  the  exclusive  right  of  making,  using,  and  vend- 
ing to  others  to  be  used  his  invention  or  discovery  ;  refer- 
ring to  the  specification  for  the  particulars  thereof. 

The  sixth  section  directs  who  shall  be  entitled  to  a  patent, 
and  the  terms  and  conditions  on  which  it  may  be  obtained. 
It  provides  that  any  person  shall  be  entitled  to  a  patent 
who  has  discovered  or  invented  a  new  and  useful  art, 
machine,  manufacture,  or  composition  of  matter ;  or  a  new 
and  useful  improvement  on  any  previous  discovery  in  either 
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of  them.  But  before  lie  receives  the  patent,  he  shall  de- 
liver a  written  description  of  his  invention  or  discovery, 
*'  and  of  the  manner  and  process  of  making,  constructing, 
using,  and  comi)ounding  the  same,"  in  such  exact  terms  as 
to  enable  any  person  skilled  in  the  art  or  science  to  which 
it  appertains,  or  with  which  it  is  most  nearly  connected,  to 
make,  construct,  compound,  and  use  the  same. 

This  court  has  decided  that  the  specification  required  by 
this  law  is  a  part  of  the  patent,  and  that  the  patent  issues 
for  the  invention  described  in  the  specification. 

Now,  whether  the  telegraph  is  regarded  as  an  art  or 
machine,  the  manner  and  process  of  making  or  using  it 
must  be  set  forth  in  exact  terms.  The  act  of  Congress 
makes  no  difference,  in  this  respect,  between  an  art  and  a 
machine.  An  improvement  in  the  art  of  making  bar-iron 
or  spinning  cotton  must  be  so  described  ;  and  so  must  the 
art  of  printing  by  the  motive-power  of  steam.  And  in  all 
of  these  cases,  it  has  always  been  held  that  the  patent  em- 
braces nothing  more  than  the  improvement  described  and 
claimed  as  new,  and  that  any  one  who  afterward  discovered 
a  method  of  accomplishing  the  same  object,  substantially 
and  essentially  differing  from  the  one  described,  had  a 
right  to  use  it.  Can  there  be  any  good  reason  why  the  art 
of  printing  at  a  distance,  by  means  of  the  motive-power  of 
the  electric  or  galvanic  current,  should  stand  on  diffei"ent 
principles  ?  Is  there  any  reason  why  the  inventor' s  patent 
should  cover  broader  ground  ?  It  would  be  difficult  to  dis- 
cover anything  in  the  act  of  Congress  which  would  justify 
this  distinction.  The  specification  of  this  patentee  describes 
his  invention  or  discovery,  and  the  manner  and  process  of 
constructing  and  using  it ;  and  his  patent,  like  inventions 
in  the  other  arts  above  mentioned,  covers  nothing  more. 

The  provisions  of  the  acts  of  Congress,  in  relation  to 
patents,  may  be  summed  up  in  a  few  words. 

Whoever  discovers  that  a  certain  useful  result  will  be 
produced  in  any  art,  machine,  manufacture,  or  composition 
of  matter,  by  the  use  of  certain  means,  is  entitled  to  a 
patent  for  it ;  provided  he  specifies  the  means  he  uses  in  a 


Dec.,  1863.]  O'REILLY  vJ 

Opinion  of  tl 

manner  so  full  and  exact  that  ai 
to  which  it  appertains  can,  by  u 
without  any  addition  to  or  subt 
precisely  the  result  he  describ 
done  by  the  means  he  describee 
if  it  can  be  done,  then  the  paten 
sive  right  to  use  the  means  he 
suit  or  effect  he  describes,  as 
makes  no  difference,  in  this  res 
produced  by  chemical  agency  c 
application  of  discoveries  or  pr 
ophy,  known  or  unknown   be! 
machinery  acting  altogether  uj 
In  either  case,  he  must  describe 
above  mentioned,  and  the  end  i 
one  may  lawfully  accomplish  t 
fringing  the  patent,  if  he  uses  m< 
from  those  described. 

Indeed,  if  the  eighth  claim  of 
tained,  there  was  no  necessity  f  o 
than  to  say  that  he  had  discovers 
power  of  electro-magnetism  he  cc 
acters  at  any  distance.  We  pres 
all  hands  that  no  patent  could  ha 
cation.  Yet  this  claim  can  derii 
cation  filed.  It  is  outside  of  it 
beyond  it ;  and  if  it  stands,  it  i 
ground  that  the  broad  terms  abo 
'cient  description,  and  entitled 
equally  broad.  In  our  judgmen 
not  be  so  construed. 

The  patent,  then,  being  illegal  i 
the  eighth  claim,  the  question 
patent  is  void,  unless  this  porti 
reasonable  time  after  the  patent 

It  has  been  urged,  on  the  part 
there  is  no  necessity  for  a  disclai 
that  it  is  required  in  those  cases 
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commits  an  error  in  fact  in  claiming  something  which  was 
known  before,  and  of  which  he  was  not  the  first  discov- 
erer ;  that  in  this  case  he  was  the  first  to  discover  that  the 
motive-power  of  electro-magnetism  might  be  used  to  write 
at  a  distance  ;  and  that  his  error,  if  any,  was  a  mistake  in 
law  in  supposing  his  invention,  as  described  in  his  specifi- 
cation, authorized  this  broad  claim  of  exclusive  privilege  ; 
and  that  the  claim,  therefore,  may  be  regarded  as  a  nullity, 
and  allowed  to  stand  in  the  patent  without  a  disclaimer, 
and  without  affecting  the  validity  of  the  patent. 

This  distinction  can  hardly  be  maintained.  The  act  of 
Congress  above  recited  requires  that  the  invention  shall  be 
so  described  that  a  person  skilled  in  the  science  to  which  it 
appertains,  or  with  which  it  is  most  nearly  connected,  shall 
be  able  to  construct  the  improvement  from  the  description 
given  by  the  inventor. 

Now,  in  this  case,  there  is  no  description  but  one,  of  a 
process  by  which  signs  or  letters  may  be  printed  at  a  dis- 
tance. And  yet  he  claims  the  exclusive  right  to  any  other 
mode  and  any  other  process,  although  not  described  by 
him,  by  which  the  end  can  be  accomplished,  if  electro- 
magnetism  is  used  as  the  motive-power.  That  is  to  say, 
he  claims  a  patent  for  an  effect  produced  by  the  use  of 
electro-magnetism  distinct  from  the  process  or  machinery 
necessary  to  produce  it.  The  words  of  the  acts  of  Congress 
above  quoted  show  that  no  patent  can  lawfully  issue  upon 
such  a  claim  ;  for  he  claims  what  he  has  not  described  in 
the  manner  required  by  law  ;  and  a  patent  for  such  a  claim 
is  as  strongly  forbidden  by  the  act  of  Congress  as  if  some 
other  person  had  invented  it  before  him. 

Why,  therefore,  should  he  be  required  and  permitted  to 
disclaim  in  the  one  case  and  not  in  the  other  ?  The  evil  is 
the  same  if  he  claims  more  than  he  has  invented,  although 
no  other  person  has  invented  it  before  him.  He  prevents 
others  from  attempting  to  improve  upon  the  manner  and 
process  which  he  has  described  in  his  specification,  and 
may  deter  the  public  from  using  it,  even  if  discovered.  He 
can  lawfully  claim  only  what  he  has  invented  and  de- 
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scribed  ;  and  if  he  claims  more 
judgment  in  this  case  must  be 
he  is  within  the  act  of  Congre 
this  claim. 

The  law  which  requires  and 
not  penal,  but  remedial.     It  ii 
of  the  patentee  as  well  as  the  p 
fore,  to  receive  a  construction  1 
tion  within  narrower  limits  th 
It  provides,  "that  when  any 
specification,  claimed  to  be  the 
or  discoverer  of  any  material 
thing  patented,  of  which  he  wi 
inventor,   and  shall  have  no 
same,"  he  must  disclaim,  in  o 
the  claim  as  is  legally  patented. 

Whether,  therefore,  the  patei 
he  claims  more  than  he  has  su 
than  he  invented,  he  must,  ii 
order  to  save  the  portion  to  whi 
allowed  to  do  so  when  the  error 

A  different  construction  wouL 
well  as  to  the  patentee,  and  de 
the  law,  and  produce  the  verj 
tended  to  guard. 

It  appears  that  no  disclaimer 
Patent  Office.  But  the  delay  in 
able ;  for  the  objectionable  cla 
head  of  the  office.  It  has  beei 
cuit  Court,  and  differences  of  o 
found  to  exist  among  the  jusi 
such  circumstances,  the  patente 
it,  and  not  disclaim  it  until  th( 
could  be  carried  had  pronouncec 
sion  to  disclaim,  therefore,  does 
gether  void  ;  and  he  is  entitled 
an  infringement  of  that  part 
legally  claimed  and  described. 
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entered  iu  the  Patent  OflSce  before  this  suit  was  instituted, 
he  cannot,  under  the  act  of  Congress,  be  allowed  costs 
against  the  wrong-doer,  although  the  infringement  should 
be  proved.  And  we  think  it  is  proved  by  the  testimony. 
But  as  the  question  of  infringement  embraces  both  of  the 
reissued  patents,  it  is  proper,  before  we  proceed  to  that 
part  of  the  case,  to  notice  the  objections  made  to  the  second 
patent  for  the  local  circuits,  which  was  originally  obtained 
in  1846,  and  reissued  in  1848. 

It  is  certainly  no  objection  to  this  patent  that  the  im- 
provement is  embraced  by  the  eighth  claim  in  the  former 
one.  We  have  already '  said  that  this  claim  is  void,  and 
that  the  former  patent  covers  nothing  but  the  first  seven  in- 
ventions specifically  mentioned. 

Nor  can  its  validity  be  impeached  upon  the  ground  that 
it  is  an  improvement  upon  a  former  invention,  for  which 
the  patentee  had  himself  already  obtained  a  patent.  It  is 
true,  that  under  the  act  of  1836,  section  13,  it  was  in  the 
power  of  Professor  Morse,  if  he  desired  it,  to  annex  this 
improvement  to  his  former  specification,  so  as  to  make  it 
from  that  time  a  part  of  the  original  patent.  But  there  is 
nothing  in  the  act  that  forbids  him  to  take  out  a  new  patent 
for  the  improvement,  if  he  prefers  it.  Any  other  inventor 
might  do  so  ;  and  there  can  be  no  reason,  in  justice  or  in 
policy,  for  refusing  the  like  privilege  to  the  original  invent 
tor.  And  when  there  is  no  positive  law  to  the  contrary,  he 
must  stand  on  the  same  footing  with  any  other  inventor  of 
an  improvement  upon  a  previous  discovery.  Nor  is  he 
bound  in  his  new  patent  to  refer  specially  to  his  former 
one.  All  that  the  law  requires  of  him,  is  that  he  shall  not 
claim  as  new  what  is  covered  by  a  former  invention,  whether 
made  by  himself  or  any  other  person. 

It  is  said,  however,  that  this  alleged  improvement  is  not 
new,  and  is  embraced  in  his  former  specification  ;  and  that 
if  some  portion  of  it  is  new,  it  is  not  so  described  as  to  dis- 
tinguish the  new  from  the  old. 

It  is  difficult,  i)erhaps  impossible,  to  discuss  this  part  of 
the  case,  so  as  to  be  understood  by  any  one  who  has  not  a 
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model  before  him,  or  perfectly 
and  oi)erations  of  the  telegrapl 
attempt  to  describe  minutely  tl 
operation.  So  far  as  this  can  1 
the  aid  of  a  model  to  point  to 
done  in  the  opinion  delivered 
decided  this  case  in  the  Circui 
is  useful  or  necessary  to  say,  is 
ination  of  the  patents,  we  tl 
ground  is  not  tenable.  The  f or< 
directed  upon  the  receiving  m 
part  of  the  machinery  of  the  lij 
0ame  office.  But  the  receivii 
claimed  as  a  new  invention  :  il 
new  combination  or  arrangeme 
And  this  combination  does  pr 
suit ;  for  by  this  new  combinati< 
position  of  the  receiving  magne 
circuit  is  opened  by  the  electr 
passes  on  the  main  line,  with 
course  ;  and  the  intelligence  it 
at  the  same  moment  at  the  end 
and  at  the  different  local  offices 
needs  a  model  or  a  minute  exa 
to  be  satisfied  that  a  telegra;: 
gence  it  conveys  at  different  p 
rent,  as  it  passes  along  on  the 
require  a  different  combination 
from  the  one  that  prints  only 
which  compose  it  may  all  have 
vention  ;  but  it  is  evident  that 
bination  must  be  different  to  pi 
new  patent  for  the  local  circi 
granted  ;  and  we  i)erceive  no  w 
specification  or  claim  containe 
1848. 

The  two  reissued  patents  of 
the  exception  of  the  eighth  ck 
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maining  question  is  whether  they  or  either  of  them  hare 
been  infringed  by  the  defendants. 

The  same  difficulty  arises  in  this  part  of  the  case  which 
we  have  already  stated,  in  speaking  of  the  specification  and 
claims  in  the  patent  for  the  local  circuits.  It  is  difficult  to 
convey  a  clear  idea  of  the  similitude  or  differences  in  the 
two  telegraphs  to  any  one  not  familiarly  acquainted  with 
the  machinery  of  both.  The  court  must  content  itself, 
therefore,  with  general  terms,  referring  to  the  patents  them- 
selves for  a  more  special  description  of  the  matters  in  con- 
troversy. 

It  is  a  well-settled  principle  of  law,  that  the  mere  change 
in  the  form  of  the  machinery,  (unless  a  particular  form  is 
specified  as  the  means  by  which  the  effect  described  is  pro- 
duced,) or  an  alteration  in  some  of  its  unessential  parts,  or 
in  the  use  of  known  equivalent  powers,  not  varying  essen- 
tially the  machine,  or  its  mode  of  oi)eration  or  organiza- 
tion, will  not  make  the  new  machine  a  new  invention.  It 
may  be  an  improvement  upon  the  former  ;  but  that  will  not 
justify  its  use,  without  the  consent  of  the  first  patentee. 

The  Columbian  (O'Reilly's)  telegraph  does  not  profess  to 
accomplish  a  new  purpose,  or  produce  a  new  result.  Its 
object  and  effect  is  to  communicate  intelligence  at  a  dis- 
tance, at  the  end  of  the  main  line,  and  at  the  local  circuits 
on  its  way  ;  and  this  is  done  by  means  of  signs  or  letters 
impressed  on  paper,  or  other  material.  The  object  and  pur- 
pose  of  the  telegraph  is  the  same  with  that  of  Professor 
Morse. 

Does  he  use  the  same  means  ?  Substantially,  we  think 
he  does,  both  upon  the  main  line  and  in  the  local  circuits. 
He  uses  upon  the  main  line  tne  combination  of  two  or  more 
galvanic  or  electric  circuits,  with  independent  batteries,  for 
the  purpose  of  obviating  the  diminished  force  of  the  gal- 
vanic current,  and  in  a  manner  varying  very  little  in  form 
from  the  invention  of  Professor  Morse.  And,  indeed,  the 
same  may  be  said  of  the  entire  combination  set  forth  in  the 
patentee's  third  claim ;  for  O'Reilly's  can  hardly  be  said 
to  differ  substantially  and  essentially  from  it.    He  uses  the 
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combination  which  composes  the  register,  with  no  material 
change  in  the  arrangement,  or  in  the  elements  of  which  it 
consists  ;  and  with  the  aid  of  these  means  he  conveys  intel- 
ligence, by  impressing  marks  or  signs  upon  paper,  these 
marks  or  signs  being  capable  of  being  read  and  understood 
by  means  of  an  alphabet,  or  signs,  adapted  to  the  purpose. 
And  as  regards  the  second  patent  of  Professor  Morse,  for 
the  local  circuits,  the  mutator  of  the  defendant  does  not 
vary  from  it  in  any  essential  particular.  All  of  the  efficient 
elements  of  the  combination  are  retained,  or  their  places 
supplied  by  well-known  equivalents.  Its  organization  is 
essentially  the  same. 

Neither  is  the  substitution  of  marks  and  signs  differing 
from  those  invented  by  Professor  Morse  any  defence  to  this 
action.  His  patent  is  not  for  the  invention  of  a  new  alpha- 
bet, but  for  a  combination  of  powers,  composed  of  tangible 
and  intangible  elements,  described  in  his  specification,  by 
means  of  which  marks  ^  or  signs  may  be  impressed  upon 
paper,  at  a  distance,  which  can  there  be  read  and  under- 
stood. And  if  any  marks,  or  signs,  or  letters  are  impressed 
in  that  manner  by  means  of  a  process  substantially  the 
same  with  his  invention,  or  with  any  particular  part  of  it 
covered  by  his  patent,  and  those  marks  or  signs  can  be 
read,  and  thus  communicate  intelligence,  it  is  an  infringe- 
ment of  his  patent.  The  variation  in  the  character  of  the 
marks  would  not  protect  it,  if  the  marks  could  be  read  and 
understood. 

We  deem  it  unnecessary  to  pursue  further  the  comparison 
between  the  machinery  of  the  patents.  The  invasion  of  the 
plaintiff's  rights,  already  stated,  authorized  the  injunction 
granted  by  the  Circuit  Court,  and  so  much  of  its  decree 
must  be  affirmed.  But,  for  the  reasons  hereinbefore  as- 
signed, the  complainants  are  not  entitled  to  costs,  and  that 
portion  of  the  decree  must  be  reversed,  and  a  decree  passed 
by  this  court  directing  each  party  to  pay  his  own  costs  in 
this  and  in  the  Circuit  Court. 

Mr.  Justice  Wayne,  Mr.  Justice  Nelson,  and  Mr.  Justice 
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Gbieb  dissent  from  the  judgment  of  the  court  on  the  ques^ 
tion  of  costs. 

Mr.  Justice  Grier. 

I  entirely  concur  with  the  majority  of  the  court,  that  the 
appellee  and  complainant  below,  Samuel  F.  B.  Morse,  is 
the  true  and  first  inventor  of  the  recording  telegraph,  and 
the  first  who  has  successfully  applied  the  agent  or  element 
of  nature  called  electro-magnetism  to  printing  and  record- 
ing intelligible  characters  at  a  distance  ;  and  that  his  patent 
of  1840,  finally  reissued  in  1848,  and  his  patent  for  his  im- 
provements as  reissued  in  the  same  year,  are  good  and 
valid ;  and  that  the  appellants  have  infringed  the  rights 
secured  to  the  patentee  by  both  his  patents.  But  as  I  do 
not  concur  in  the  views  of  the  majority  of  the  court  in  re- 
gard to  two  great  points  of  the  case,  I  shall  proceed  to  ex- 
press my  own. 

I.  Does  the  complainant's  first  patent  come  within  the 
proviso  of  the  sixth  section  of  the  act  of  1839  i  and  should 
the  term  of  fourteen  years  granted  by  it  commence  from 
the  date  of  his  patent  here,  or  from  the  date  of  his  French 
patent,  in  1838  ? 

If  the  complainant's  patent  is  within  the  provisions  of 
this  section,  I  cannot  see  how  we  can  escape  from  declaring 
it  void.  The  proviso  declares  that  "  in  all  cases  every  such 
patent  (issued  under  the  provisions  of  that  section)  shall  be 
limited  to  the  term  of  fourteen  years  from  the  date  or  pub- 
lication of  such  foreign  letters  patent."  It  is  true,  it  does 
not  say  that  the  patent  shall  be  void  if  not  limited  to  such 
term  on  its  face ;  but  it  gives  no  power  to  the  oflBcer  to 
issue  a  patent  for  a  greater  term.  If  the  pat/ent  does  not 
show  the  true  commencement  of  the  term  granted  by  it,  the 
patentee  has  it  in  his  power  to  deceive  the  public  by  claim- 
ing a  term  of  fourteen  years,  while  in  reality  it  may  be  not 
more  than  one. 

But  I  am  of  opinion  that  the  patent  in  question  does  not 
come  within  this  proviso. 

The  facts  of  the  case,  as  connect.ed  with  this  point,  are 
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these  :  On  the  6th  of  October,  1837,  Morse  filed,  in  the  office 
of  the  Commissioner  of  Patents,  a  caveat,  accompanied  by 
a  specification,  setting  forth  his  invention,  and  praying  that 
it  may  be  protected  till  he  could  finish  some  experiments 
necessary  to  perfect  its  details.  On  the  9th  of  April,  1838^ 
he  filed  a  formal  application  for  a  patent,  accompanied  by 
a  specification  and  drawings.  On  the  1st  of  May,  1838,  the 
Commissioner  informs  him  that  his  application  has  been 
granted.  Morse  answers,  on  the  15th  of  May,  that  he  is 
just  about  to  sail  to  Europe,  and  asks  the  Commissioner  to 
delay  the  issue  of  his  patent  for  the  present,  fearing  its 
effect  upon  his  plans  abroad. 

On  the  3()th  of  October,  1838,  he  obtained  his  useless 
French  patent.  On  his  return  to  this  country,  in  1840,  he 
requests  his  patent  to  be  perfected  and  issued.  In  this  ap- 
plication, filed  on  the  9th  of  April,  1838,  there  was  an  over- 
sight in  filling  up  the  day  and  month.  This  clerical  omis- 
sion was  wholly  immaterial,  but,  ex  majori  caviela^  a  sec- 
ond affidavit  was  filed,  and  the  patent  issued  on  the  20th  of 
June,  1840,  for  the  term  of  fourteen  years  from  its  date. 

The  application  of  1838  had  a  set  of  drawings  annexed  to 
the  specification.  The  second  set  of  drawings,  required  by 
the  sixth  section  of  the  act  of  1837,  being  for  the  purpose 
of  annexation  to  the  patent,  they  were  entirely  unnecessary 
till  the  patent  issued,  and  are  not  required  by  law  to  ac- 
company the  application  when  first  made  ;  and  the  want  of 
them  cannot  affect  the  validity  of  the  application. 

In  many  instances,  owing  to  various  causes,  the  patent  is 
not  issued  till  many  months,  and  sometimes  a  year  or  more, 
after  the  application.  The  Commissioner  requires  time  to 
examine  the  specification  ;  he  may  suggest  difficulties  and 
amendments ;  and  disputes  often  arise  which  delay  the 
issuing  the  patent.  But  the  application  does  not  require 
to  be  renewed,  and  is  never  considered  abandoned  in  conse- 
quence of  such  delay.  It  still  remains  as  of  the  date  of  its 
filing,  for  every  purpose  beneficial  to  the  applicant.  The 
law  does  not  require  that  the  specification  and  its  accom- 
paniments should  be  in  the  precise  form  which  they  after- 


646  O'REILLY  v.  MORSE.  [Sup.  Ot. 

Dissenting  opinion. 

ward  assume  in  the  patent.  It  requires  only  that  the  ap- 
plication be  *' in  writing,"  and  that  the  applicant  should 
*'  make  oath  that  he  is  the  original  inventor,"  &c.  The 
other  requirements  of  the  act  must  precede  the  issuing  of 
the  patent,  but  make  no  part  of  the  application,  and  are 
not  conditions  precedent  to  its  validity. 

In  the  present  case,  we  have,  therefore,  a  regular  appli- 
cation in  due  form,  accompanied  by  a  specification  and 
drawings,  filed  on  the  9th  of  April,  1838.  It  has  not  been 
withdrawn,  discontinued,  or  abandoned.  There  is  nothing 
in  the  act  of  Congress  which  requires  that  the  patent  should 
be  issued  within  any  given  time  after  the  application  is 
filed,  or  which  forbids  the  postponement  of  it  for  a  time,  at 
the  suggestion  either  of  the  applicant  or  the  officer.  Nor 
is  there  anything  in  the  general  policy  of  the  Patent  Laws 
which  forbids  it.  On  the  contrary,  it  has  always  been  the 
practice,  when  a  foreign  patent  is  desired,  to  delay  the  issu- 
ing of  the  patent  here,  after  application  filed,  for  fear  of 
injuring  such  foreign  application.  It  forms  no  part  of  the 
policy  of  any  of  our  Patent  Acts  to  prevent  our  citizens 
from  obtaining  patents  abroad. 

By  the  Patent  Act  of  1793,  the  applicant  must  swear 
"  that  his  invention  was  not  known  or  used  before  the  ap- 
plication." The  filing  of  the  application  was  the  time  fixed 
for  determining  the  applicant's  right  to  a  patent.  If  a 
patent  had  issued  abroad,  or  the  invention  had  been  in  use, 
or  described  in  some  public  work,  before  that  time,  it  was  a 
good  defence  to  it.  The  time  of  filing  the  application  was, 
therefore,  made  by  law  the  criterion  of  his  right  to  claim  as 
first  inventor.  A  foreign  patent  subsequent  to  the  date  of 
his  application  could  not  be  set  up  as  a  defence  against  the 
domestic  patentee.  The  American  inventor  who  had  filed 
his  application  and  specification  at  home,  was  thus  enabled 
to  obtain  his  patent  abroad,  without  endangering  his  patent 
at  home.  This  was  a  valuable  privilege  to  American  citi- 
zens, and  one  of  which  he  has  never  been  deprived  by  sub- 
sequent legislation.  And  thus  the  law  stood  till  the  act  of 
4th  of  July,  1836. 
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Before  this  time,  the  right  to  obtain  a  patent  was  con- 
fined to  American  citizens,  or  those  who  had  filed  their  in- 
tentions to  become  such.  The  policy  of  this  act  was  to 
encourage  foreign  inventors  to  introduce  their  inventions 
to  this  country,  but  in  doing  so  it  evinces  no  intention  of 
limiting  our  own  citizens,  by  taking  away  from  them  rights 
which  they  had  hitherto  enjoyed. 

Accordingly,  it  gave  an  inventor  who  had  obtained  a 
patent  abroad,  and  who  was  generally  a  foreigner,  a  right 
to  have  one  here,  provided  he  made  his  application  here 
within  six  months  after  the  date  of  his  foreign  patent. 
Neither  the  letter  nor  the  spirit  of  this  act  interferes  with 
the  right  of  an  inventor  who  has  filed  his  application  here 
from  obtaining  a  patent  abroad,  or  his  right  to  a  term  of 
fourteen  years  from  the  date  of  his  patent. 

In  1838,  therefore,  when  complainant  filed  his  applica- 
tion, he  was  entitled  to  such  a  patent.  But  in  March,  1839, 
an  act  was  passed,  by  the  sixth  section  of  which  it  is 
alleged  the  complainant's  rights  have  been  affected.  That 
section  is  as  follows  : 

•'  That  no  person  shall  be  debarred  from  receiving  a 
patent  for  any  invention,  &c.,  as  provided  in  the  act  of  4th 
of  July,  1836,  to  which  this  is  additional,  by  reason  of  the 
same  having  been  patented  in  a  foreign  country  more  than 
six  months  prior  to  his  application  ;  provided,  that  the 
same  shall  not  have  been  introduced  into  public  and  com- 
mon use  in  the  United  States  prior  to  the  application  for 
such  patent ;  and  provided,  also,  that  in  all  cases  every 
such  patent  shall  be  limited  to  the  term  of  fourteen  years 
from  the  date  of  publication  of  such  foreign  letters  patent." 

Now,  the  act  of  1836,  as  we  have  shown,  had  given  a 
privilege  to  foreign  patentees  to  have  a  patent  within  six 
months  after  date  of  such  foreign  patent.  It  had  not 
affected,  in  any  manner,  the  right  previously  enjoyed  by 
American  citizens,  to  take  out  a  foreign  patent  after  filing 
their  applications  here.  This  section  gives  additional  rights 
to  those  who  had  first  taken  out  patents  abroad,  and  hold- 
ing out  an  additional  encouragement  to  foreign  inventors  to 
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introduce  their  inventions  here,  subject  to  certain  conditions 
contained  in  the  proviso.  Neither  the  letter,  spirit,  nor 
policy  of  this  act  has  any  reference  to,  or  bearing  upon,  the 
case  of  persons  who  had  just  made  their  applications  here. 
To  construe  a  proviso  as  applicable  to  a  class  of  cases  not 
•within  its  enacting  clause,  would  violate  all  settled  rules  of 
construction.  The  office  of  a  proviso  is  either  to  except 
something  from  the  enacting  clause,  or  to  exclude  some 
possible  ground  of  misinterpretation,  or  to  state  a  condi- 
tion to  which  the  privilege  granted  by  the  section  shall  be 
subjected. 

Here  .the  proviso  is  inserted  to  restrain  the  general  words 
of  the  section,  and  impose  a  condition  on  those  who  accept 
the  privileges  granted  by  the  section.  It  enlarged  the  priv- 
ileges of  foreign  patentees,  which  had  been  before  confined 
to  six  months,  on  two  conditions  :  1st.  Provided  the  inven- 
tion patented  abroad  had  not  been  introduced  into  public 
use  here ;  and  2d.  On  condition  that  every  such  patent 
should  be  limited  in  its  terms.  The  general  words  **  in  all 
cases,"  especially  when  restrained  to  every  such  patent, 
cannot  extend  the  conditions  of  the  proviso  beyond  such 
cases  as  are  the  subject-matter  of  legislation  in  the  section. 
The  policy  and  spirit  of  the  act  are  to  grant  privileges  to  a 
certain  class  of  persons  which  they  did  not  enjoy  before  ; 
to  encourage  the  introduction  of  foreign  inventions  and  dis- 
coveries, and  not  to  deprive  our  own  citizens  of  a  right 
heretofore  enjoyed,  or  to  affect  an  entirely  different  class  of 
cases,  when  the  applications  had  been  filed  here  before  a 
patent  obtained  abroad. 

It  is  supposed  that  certain  evils  might  arise  by  allowing 
an  applicant  for  a  patent  here  to  delay  its  issue  till  he  can 
obtain  a  foreign  patent.  To  which  it  is  a  sufficient  answer 
to  say,  that  if  such  evil  consequences  should  be  found  to 
exist,  it  is  for  Congress  to  remedy  them  by  legislation. 

It  is  no  part  of  the  duty  of  this  court,  by  a  forced  con- 
struction of  existing  statutes,  to  attempt  the  remedy  of 
possible  evils  by  anticipation. 

I  am,  therefore,  of  opinion  that  the  complainant's  patent, 
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as  renewed,  contained  a  valid  grant  of  the  full  term  of  four- 
teen years  from  its  original  date. 

II.  The  other  point  in  which  I  cannot  concur  with  the 
opinion  of  the  majority,  arises  in  the  construction  of  the 
eighth  claim  of  complainant's  first  patent,  as  finally 
amended.  The  first  claim,  as  explanatory  of  all  that  fol- 
low, should  be  read  in  connection  with  the  eighth.  They 
are  as  follows : 

"  1st.  Having  thus  fully  described  my  invention,  I  wish 
it  to  be  understood  that  I  do  not  claim  the  use  of  the  gal- 
vanic current,  or  currents  of  electricity,  for  the  purpose  of 
telegraphic  communications  generally  ;  but  what  I  specially 
claim  as  my  invention  and  improvement,  is  making  use  of 
the  motive-power  of  magnetism,  when  developed  by  the 
action  of  such  current  or  currents,  substantially  as  set  forth 
in  the  foregoing  description  of  the  first  principal  part  of 
my  invention,  as  means  of  operating  or  giving  motion  to 
machinery  which  may  be  used  to  imprint  signals  upon 
paper  or  other  suitable  material,  or  to  produce  sounds  in 
any  desired  manner,  for  the  puri)ose  of  telegraphic  com- 
munication at  any  distances.  The  only  ways  in  which  the 
galvanic  current  had  been  proposed  to  be  used  prior  to  my 
invention  and  improvement,  were  by  bubbles  resulting 
from  decomposition,  and  the  action  or  exercise  of  electrical 
power  upon  a  magnetized  bar  or  needle ;  and  the  bubbles 
and  the  deflections  of  the  needles  thus  produced  were  the 
subjects  of  inspection,  and  had  no  power,  or  were  not  api- 
plied,  to  record  the  communication.  I  therefore  character- 
ize my  invention  as  the  first  recording  or  printing  telegraph 
by  means  of  electro-magnetism. 

*'  There  are  various  known  modes  of  producing  motions  by 
electro-magnetism,  but  none  of  these  had  been  applied  prior 
to  my  invention  and  improvement  to  actuate  or  give  motion 
to  printing  or  recording  machinerv,  which  is  the  chief  point 
of  my  invention  and  improvement." 

"8th.  I  do  not  propose  to  limit  myself  to  the  specific 
machinery,  or  parts  of  machinery,  described  in  the  fore- 
going specification  and  claims  ;  the  essence  of  my  invention 
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being  the  use  of  the  motive-power  ol  the  electric  or  galvanic 
current,  which  I  call  electro-magnetism,  however  devel- 
oped, for  marking  or  printing  intelligible  characters,  signs, 
or  letters,  at  any  distances,  being  a  new  application  of  that 
power,  of  which  I  claim  to  be  the  first  inventor  or  dis- 
coverer/' 

The  objection  to  this  claim  is  that  it  is  too  broad,  because 
the  inventor  does  not  confine  himself  to  specific  machinery, 
or  parts  of  machinery,  as  described  in  his  patent,  but  claims 
that  the  essence  of  his  invention  consists  in  the  application 
of  electro-magnetism  as  a  motive-power,  however  devel- 
oped, for  printing  characters  at  a  distance,  this  being  a  new 
application  of  that  element  or  power,  of  which  the  patentee 
claims  to  be  the  first  inventor  or  discoverer. 

In  order  to  test  the  value  of  this  objection,  as  applied  to 
the  present  case,  and  escape  any  confusion  of  ideas  too 
often  arising  from  the  use  of  ill-defined  terms  and  proposi- 
tions, let  us  examine — 

1st.  What  may  be  patented,  or  what  forms  a  proper  sub- 
ject of  protection,  under  the  Constitution  and  acts  of  Con- 
gress relative  to  this  subject  ? 

2d.  What  is  the  nature  of  the  invention  now  under  con- 
sideration ?  Is  it  a  mere  machine,  and  subject  to  the  rules 
which  affect  a  combination  of  mechanical  devices  to  effect 
a  particular  purpose  ? 

3d.  Is  the  claim  true,  in  fact  ?  And  if  true,  how  can  it 
be  too  broad,  in  any  legal  sense  of  the  term  as  heretofore 
used,  either  in  the  acts  of  Congress  or  in  judicial  decisions  ? 

4th.  Assuming  the  hypothesis  that  it  is  too  broad,  how 
should  that  affect  the  judgment  for  costs  in  this  case  ? 

1st.  The  Constitution  of  the  United  States  declares  that 
"  Congress  shall  have  the  power  to  promote  the  progress  of 
science  and  useful  arts,  by  securing,  for  limited  times,  to 
authors  or  inventors,  the  exclusive  right  to  their  resi)ective 
writings  and  discoveries." 

The  act  of  Congress  of  1836  confers  this  exclusive  right, 
for  a  limited  time,  on  "  any  i)erson  who  has  discovered  or 
invented  any  new  and  useful  art,  machine,  manufacture,  or 
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composition  of  matter,  or  any  new  and  useful  improvements 
on  any  art,  machine,  manufacture,  or  composition  of  mat- 
ter, not  known  or  used  by  others  before  his  or  their  discov- 
ery or  invention  thereof,  and  not,  at  the  time  of  his  appli- 
cation for  a  patent,  in  pubb'c  use,"  &c. 

A  new  and  useful  art,  or  a  new  and  useful  improvement 
on  any  known  art,  is  as  much  entitled  to  the  protection  of 
the  law  as  a  machine  or  manufacture.  The  English  Patent 
Acts  are  confined  to  "manufactures,"  in  terms;  but  the 
courts  have  construed  them  to  cover  and  protect  arts  as 
well  as  machines,  yet  without  using  the  term  art.  Here  we 
are  not  required  to  make  any  latitudinous  construction  of 
our  statute  for  the  sake  of  equity  or  policy  ;  and  surely  we 
have  no  right,  even  if  we  had  the  disposition,  to  curtail  or 
narrow  its  liberal  policy  by  astute  or  fanciful  construction. 
It  is  not  easy  to  give  a  precise  definition  of  what  is  meant 
by  the  term  "  art,"  as  used  in  the  acts  of  Congress.  Some, 
if  not  all  the  traits  which  distinguish  an  art  from  the  other 
legitimate  subjects  of  a  patent  are  stated  with  clearness  and 
accuracy  by  Mr.  Curtis,  in  his  Treatise  on  Patent^.  "  The 
term  art  applies,"  says  he,  **  to  all  those  cases  where  the 
application  of  a  principle  is  the  most  important  part  of  the 
.  invention,  and  where  the  machinery,  apparatus,  or  other 
means  by  which  the  principle  is  applied  are  incidental  only, 
and  not  of  the  essence  of  his  invention.  It  applies  also  to 
all  those  cases  where  the  result,  effect,  or  manufactured 
article  is  old,  but  the  invention  consists  in  a  new  process 
or  method  of  producing  such  result,  effect,  or  manufac- 
ture."    Curtis  on  Patents,  80. 

A  machine,  though  it  may  be  composed  of  many  parts, 
instruments,  or  devices   combined  together,  still  conveys 
I  the  idea  of  unity.     It  may  be  said  to  be  invented,  but  the 

j  tenn  "  discovery"  could  not  well  be  predicated  of  it.    An 

art  may  employ  many  different  machines,  devices,  pro- 
cesses, and  manipulations  to  produce  some  useful  result. 
In  a  previously-known  art,  a  man  may  discover  some  new 
process,  or  new  application  of  a  known  principle,  element, 
or  power  of  nature,  to  the  advancement  of  the  art,  and  will 
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be  entitled  to  a  patent  for  the  same,  as  "  an  improvement 
in  the  art"  ;  or  he  may  invent  a  machine  to  perform  a 
given  function,  and  then  he  will  be  entitled  to  a  patent  only 
for  his  machine. 

That  improvements  in  the  arts  which  consist  in  the  new 
application  of  some  known  element,  power,  or  physical 
law,  and  not  in  any  particular  machine  or  combination  of 
machinery,  have  been  frequently  the  subject  of  patents, 
both  in  England  and  in  this  country,  the  cases  in  our  books 
most  amply  demonstrate.  I  have  not  time  to  examine  them 
at  length  ;  but  would  refer  to  James  Watt's  patent  for  a 
method  of  saving  fuel  in  steam-engines,  by  condensing  the 
steam  in  separate  vessels,  and  applying  non-conducting 
substances  to  his  steam-pipes  ;  Clegg's  patent  for  measur- 
ing gas  in  water ;  Juhr  x.  Pratt,  Webstei's  Patent  Cases^ 
103  ;  and  the  celebrated  case  of  Neilson's  patent  for  the 
application  of  hot  blast,  being  an  important  improvement 
in  the  art  of  smelting  iron. 

In  England,  where  their  statute  does  not  protect  an  art 
in  direct  terms,  they  have  made  no  clear  distinction  between 
an  art,  or  an  improvement  in  an  art,  and  a  process,  machine, 
or  manufacture.  They  w^ere  hami)ered  and  confined  by  the 
narrowness  of  the  phraseology  of  their  Patent  Acts.  In 
this  country,  the  statute  is  as  broad  as  language  can  make 
it.  And  yet,  if  we  look  at  the  titles  of  patents  as  given  at 
the  Patent  Office,  and  the  language  of  our  courts,  we  might 
suppose  that  our  statute  was  confined  entirely  to  machines, 
notwithstanding  in  Kneass  v.  Schuylkill  Bank,  4  Wash.  C. 
C.  Rep.  19,  Mr.  Justice  Washington  supported  a  patent 
which  consisted  in  nothing  else  but  a  new  application  of 
copper-plates  to  both  sides  of  a  bank-bill  as  a  security 
against  counterfeiting.  The  new  application  was  held  to 
be  an  art,  and  therefore  patentable.  So  the  patent  in 
McClurg  V.  Kingsland,  1  Howard,  204  [4  Am.  &  Eng.  382], 
was  in  fact  for  an  improvement  in  the  art  of  casting  chilled 
rollers  by  conveying  the  metal  to  the  mould  in  a  direction 
approaching  to  the  tangent  of  the  cylinder  ;  yet  the  paten- 
tee was  protected  in  the  principle  of  his  discovery,  which 
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was  but  the  application  of  a  known  law  of  nature  to  a  new 
purpose,  against  all  forms  of  machinery  embodying  the  same 
principle. 

The  great  art  of  printing,  which  has  changed  the  face  of 
human  society  and  civilization,  consisted  in  nothing  but  a 
new  application  of  principles  known  to  the  world  for  thou- 
sands of  years.  No  one  could  say  it  consisted  in  the  type 
or  the  press,  or  in  any  other  machine  or  device  used  in  per- 
forming some  particiilar  function,  more  than  in  the  hands 
which  picked  the  types  or  worked  the  press.  Yet  if  the 
inventor  of  printing  had,  under  this  narrow  construction  of 
our  Patent  Law,  claimed  his  art  as  something  distinct  from 
his  machinery,  the  doctrine  now  advanced  would  have  de- 
clared it  unpatentable  to  its  full  extent  as  an  art,  and  that 
the  inventor  could  be  protected  in  nothing  but  his  first 
rough  types  and  ill-contrived  press. 

I  do  not  intend  to  review  the  English  cases  which  adopt 
the  principle  for  which  I  now  contend,  notwithstanding 
their  narrow  statute  ;  but  would  refer  to  the  opinion  of  my 
brother  Nelson,  in  14  Howard,  177 ;  and  will  add,  that  Mr. 
Justice  McLean,  in  delivering  the  opinion  of  the  court  in 
that  case,  quotes  with  approbation  the  language  of  Lord 
Justice  Gierke  in  the  Neilsoh  case,  which  is  precisely  ap- 
plicable to  the  question  before  us.  He  says :  ^'  The  specifi- 
cation does  not  claim  anything  as  to  form,  nature,  shape, 
materhvls,  numbers,  or  mathematical  character  of  the  vessel 
or  vessels  in  which  the  air  is  to  be  heated,  or  as  to  the  mode 
of  heating  such  vessels."  Yet  this  patent  was  sustained  as 
for  a  new  application  of  a  known  element  ;•  or,  to  use  cor- 
rect language,  as  an  improvement  in  the  art  of  smelting 
iron,  without  any  regard  to  the  machinery,  or  parts  of 
machinery,  used  in  the  application.  Such  I  believe  to  be 
the  established  doctrine  of  the  English  courts. 

He  who  first  discovers  that  an  element  or  law  of  nature 
can  be  made  operative  for  the  production  of  some  valuable 
result,  some  new  art,  or  the  improvement  of  some  known 
art ;  who  has  devised  the  machinery  or  process  to  make  it 
operative,  and  introduced  it  in  a  practical  form  to.  the 
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knowledge  of  mtokind,  is  a  discoverer  and  inventor  of  the 
highest  class.  The  discovery  of  a  new  application  of  a 
known  element  or  agent  may  require  more  labor,  expense, 
persevering  indnstr)^  and  ingenuity  than  the  inventor  of 
any  machine.  Sometimes,  it  is  true,  it  may  be  the  result 
of  a  happy  thought  or  conception,  without  the  labor  of  an 
experiment,  as  in  the  case  of  the  improvement  in  the  art  of 
casting  chilled  rollers,  already  alluded  to.  In  many  cases, 
it  is  the  result  of  numerous  experiments, — ^not  the  conse- 
quence of  any  reasoning  a  prioriy  but  wholly  empirical ; 
as,  the  discovery  that  a  certain  degree  of  heat,  when  ap- 
plied to  the  usual  processes  for  curing  India-rubber,  pro- 
duced a  substance  with  new  and  valuable  qualities. 

The  mere  discovery  of  a  new  element,  or  law,  or  principle 
of  nature,  without  any  valuable  application  of  it  to  the  arts^ 
is  not  the  subject  of  a  patent.  But  he  who  takes  this  new 
element  or  power,  as  yet  useless,  from  the  laboratory  of  the 
philosopher,  and  makes  it  the  servant  of  man ;  who  applies 
it  to  the  perfecting  of  a  new  and  useful  art,  or  to  the  im- 
provement of  one  already  known,  is  the  benefactor  to 
whom  the  Patent  Law  tenders  its  protection.  The  devices 
and  machines  used  in  the  exercise  of  it  may  or  may  not  be 
used;  yet,  by  the  doctrine  against  which  I  contend,  he 
cannot  patent  them,  because  they  were  known  and  used  be- 
fore ;  or  if  he  can,  it  is  only  in  their  new  application  and 
combination  in  perfecting  the  new  art.  In  other  words,  he 
may  patent  the  new  application  of  the  mechanical  devices, 
but  not  the  new  application  of  the  operative  element  which 
is  the  essential  agent  in  the  invention.  He  may  patent  his 
combination  of  the  machinery,  but  not  his  art. 

When  a  new  and  hitherto  unknown  product  or  result, 
beneficial  to  mankind,  is  effected  by  a  new  application  of 
any  element  of  nature,  and  by  means  of  machines  and  de- 
vices, whether  new  or  old,  it  cannot  be  denied  that  such  in- 
vention or  discovery  is  entitled  to  the  denomination  of  a 
"new  and  useful  art."  The  statute  gives  the  inventor  of 
an  art  a  monopoly  in  the  exercise  of  it  as  fully  as  it  does  to 
the  inventor  of  a  mere  machine ;  and  any  person  who  exer- 
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dfles  such  new  art  without  the  license  of  the  inventor  is  an 
infringer  of  his  patent,  and  of  the  franchise  granted  to  him 
by  the  law  as  a  reward  for  his  labor  and  ingenuity  in  per- 
fecting it.  A  construction  of  the  law  which  protects  such 
an  inventor  in  nothing  but  the  new  invented  machines,  or 
parts  of  machinery,  used  in  the  exercise  of  his  art,  and  re- 
fuses it  to  the  exercise  of  the  art  itself,  annuls  the  Patent 
Law.  If  the  law  gives  a  franchise  or  monopoly  to  the  in- 
ventor of  an  art  as  fully  as  to  the  inventor  of  a  machine^ 
why  shall  its  protection  not  be  co-extensive  with  the  inven- 
tion in  one  case  as  well  as  in  the  other  ?  To  look  at  an  art 
as  nothing  but  a  combination  of  machinery,  and  give  it 
protection  only  as  such,  against  the  use  of  the  same  or  sim- 
ilar devices  or  mechanical  equivalents,  is  to  refuse  it  protec- 
tion as  an  art.  It  ignores  the  distinction  between  an  art 
and  a  machine  ;  it  overlooks  the  clear  letter  and  spirit  of 
the  statute ;  and  leads  to  inextricable  difficulties.  It  is 
viewing  a  statute  or  a  monument  through  a  microscope. 

The  reason  given  for  thus  confining  the  franchise  of  the 
inventor  of  an  art  to  his  machines  and  parts  of  machinery, 
is  that  it  would  retard  the  progress  of  improvement,  if 
those  who  can  devise  better  machines  or  devices,  differing 
in  mechanical  principle  from  those  of  the  first  inventor  of 
the  art,  or,  in  other  words,  who  can  devise  an  improvement 
in  it,  should  not  be  allowed  to  pirate  it. 

To  say  that  a  patentee  who  claims  the  art  of  writing  at  a 
distance  by  means  of  electro-magnetism  necessarily  claims 
all  future  improvements  in  the  art,  is  to  misconstrue  it,  or 
draws  a  consequence  from  it  not  fairly  to  be  inferred  from 
its  language.  An  improvement  in  a  known  art  is  as  much 
the  subject  of  a  patent  as  the  art  itself  ;  so,  also,  is  an  im- 
provement on  a  known  machine ;  yet  if  the  original  machine 
be  patented,  the  patentee  of  an  improvement  will  not  have 
a  right  to  use  the  original.  This  doctrine  has  not  been 
found  to  retard  the  progress  of  invention  in  the  case  of 
machines ;  and  I  can.  see  no  reason  why  a  contrary  one 
should  be  applied  to  an  art. 

The  claim  of  the  patentee  is,  that  he  may  be  protected  in 
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the  exercise  of  his  art  as  a^iainst  persons  who  may  improve 
or  change  some  of  the  processes  or  machines  necessary  in 
its  exercise.  The  conrt,  by  deciding  that  this  claim  is  too 
broad,  virtually  decides  that  such  an  inventor  of  an  im-\ 
provemeut  may  pirate  the  art  he  improves,  because  it  is 
contrary  to  public  policy  to  restrain  the  progress  of  inven- 
tion. Or,  in  other  words,  it  may  be  said  that  it  is  the  policy 
of  the  courts  to  refuse  that  protection  to  an  art  which  it 
affords  to  a  machine,  which  it  is  the  policy  of  the  Constitu- 
tion and  the  laws  to  grant. 

Sd.  Let  us  now  consider  what  is  the  nature  of  the  inven- 
tion now  under  consideration. 

It  is  not  a  composition  of  matter,  or  a  manufacture,  or  a 
machine.  It  is  the  application  of  a  known  element  or  power 
of  nature  to  a  new  and  useful  purpose,  by  means  of  various 
processes,  instruments,  and  devices,  and  if  patentable  at 
all,  it  must  come  within  the  category  of  "  a  new  and  useful 
art."  It  is  as  much  entitled  to  this  denomination  as  the 
original  art  of  printing  itself.  *  The  name  given  to  it  in  the 
patent  is  generally  the  act  of  the  Commissioner,  and  in 
this,  as  in  many  other  oases,  a  wrong  one.  The  true 
nature  of  the  invention  must  be  sought  ia  the  specifica- 
tion. 

The  word  telegraph  is  derived  from  the  Greek,  and  signi- 
fies "  to  write  afar  off,  or  at  a  distance."  It  has  heretofore 
been  applied  to  various  contrivance-s  or  devices,  to  commu- 
nicate intelligence  by  means  of  signals  or  semaphores,  which 
speak  to  the  eye  for  a  moment.  But  in  its  primary  and 
literal  signification  of  writing,  printing,  or  recording  at  a  dis- 
tance, it  never  was  invented,  perfected,  or  put  into  practical 
operation  till  it  was  done  by  Morse.  He  preceded  Stein- 
heil,  Cooke,  Wheatstone,  and  Davy  in  the  successful  appli- 
cation of  this  mysterious  power  or  element  of  electro-mag- 
netism to  this  purpose ;  and  his  invention  has  entirely 
superseded  their  inefficient  contrivances.  It  is  not  only 
"  a  new  and  useful  art,"  if  that  term  means  anything,  but 
a  most  wonderful  and  astonishing  invention,  requiring  ten., 
fold  more  ingenuity  and  patient  experiment  to  perfect  it 
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than  the  art  of  printing  with  t 
invented. 

3d.  Is  it  not  true,  as  set  fort 
specification,  that  the  patentee 
coverer  of  the  use  or  applicat 
print  and  record  intelligible  ch 
very  ground  on  which  the  co 
patent.    Now,  the  Patent  Lav 
condition  precedent  to  obtainin 
ten  description  of  his  inventic 
ticularly  specify  what  he  claim 
discovery.    If  he  has  truly  stat4 
extent  of  his  art  or  invention,  1 
too  broad,  and  impugn  the  vali 
what  the  law  requires  as  a  condi 
if  it  is  only  in  case  of  a  machin( 
inventor  to  specify  what  he  cl 
and  discovery,  and  to  distinguis 
old,  then  this  eighth  claim  is  su 
the  validity  of  his  patent,  prov: 
f  ul,  and  the  machines  and  devi 
of  his  own.  invention.     If  it  b 
"  however  developed  "  that  the 
broad,  then  it  follows  that  a  perj 
for  the  purpose  of  developing  tl 
tro-magnetism  than  the  commc 
scribed  in  the  patent,  may  pirafe 

But  if  it  be  adjudged  that  the 
the  inventor  claims  the  applies 
new  art,  then  his  patent  is  to  b< 
his  whole  invention,  and  nothii 
this  application  be  a  new  and  m 
of  his  invention  consists  in  com] 
element  to  record  letters  and  wo 
many  places  at  the  same  moma' 
the  claim  is  for  a  principle  oi 
meant  by  a  claim  being  too  brc 
judicial  decisions  may  be  search( 
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decision  that  a  patent  may  be  impugned  for  claiming  no 
more  than  the  patentee  invented  or  discovered.  It  is  only 
when  he  claims  something  before  known  and  used,  some- 
thing as  new  which  is  not  new,  either  by  mistake  or  inten- 
tionally, that  his  patent  is  affected. 

The  act  of  Congress  requires  the  applicant  for  a  patent  to 
swear  that  "  he  is  the  original  and  first  inventor  of  the  art, 
machine,  &c."  It  requires  the  Commissioner  to  make  an 
examination  of  the  alleged  invention,  '^  and  if  it  shall  ap- 
pear that  the  same  has  not  been  invented  prior  to  the 
alleged  invention,  he  shall  grant  a  patent,  &c.  But  if  it 
shall  appear  that  the  applicant  is  not  the  original  and  first 
inventor  or  discoverer  thereof,  or  that  any  part  of  that 
which  is  claimed  as  new  had  before  been  invented,"  then 
the  applicant  to  have  leave  to  withdraw  his  application. 

The  thirteenth  section  treats  of  defective  specifications, 
and  their  remedy  where  the  applicant,  through  mistake  ot 
inadvertency,  had  claimed  "  more  than  he  had  a  right  to 
claim  as  new." 

The  fifteenth  section,  in  enumerating  the  defences  which 
a  defendant  may  be  allowed  to  make  to  a  patent,  states 
that  inter  alia  he  may  show  "  that  the  patentee  was  not 
the  original  and  first  inventor  or  discoverer  of  the  thing 
patented,  or  of  a  substantial  and  material  part  thereof 
claimed  as  new."  And  the  proviso  to  the  same  section 
allows  the  court  to  refuse  costs,  "  when  the  plaintiff  shall 
fail  to  sustain  his  action,  on  the  ground  that  in  his  specifi- 
cation or  claim  is  embraced  more  than  that  of  which  he  was 
the  first  inventor." 

The  seventh  section  of  the  act  of  March  3,  1837,  specially 
defines  the  meaning  of  the  phrase  "too  broad"  to  be, 
*'  when  the  patent  claims  more  than  that  of  which  the 
jmtentee  was  the  original  and  first  inventor."  And  the 
ninth  section  of  the  same  act,  again  providing  for  cases 
where,  by  accident  or  mistake,  the  patentee  claims  more 
than  he  is  justly  entitled  to,  describes  it  to  be,  *'  where  the 
patentee  shall  have  in  his  specification  claimed  to  be  the 
original  inventor  or  discoverer  of  any  material  or  substaa^ 
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tial  part  of  which  he  is  not  the  lirst  and  original  inventor^ 
and  fihall  have  no  legal  and  just  right  to  the  same." 

Thus  we  see  that  it  is  only  where,  through  inadvertence 
or  mistake,  the  patentee  has  claimed  something  of  which 
he  was  not  the  first  inventor,  that  the  court  are  directed  to 
refuse  costs. 

The  books  of  rejports  may  be  searched  in  vain  for  a  case 
where  a  patent  has  been  declared  void  for  being  too  broad 
in  any  other  sense. 

Assuming  it  to  be  true,  then,  for  the  purpose  of  the  argu- 
ment, that  the  new  application  of  the  power  of  electro-mag- 
netism to  the  art  of  telegraphing  or  printing  characters  at 
a  distance  is  not  the  subject  of  a  patent,  because  it  is  patent* 
ing  a  principle,  yet,  as  it  is  also  true  that  Morse  was  the 
first  who  made  this  application  successfully,  as  set  forth  in 
this  eighth  claim,  I  am  unable  to  comprehend  how,  in  the 
words  of  the  statute,  we  can  adjudge  ^^  that  he  has  failed 
to  sustain  his  action,  on  the  ground  that  his  specification  or 
claim  embraces  more  than  that  of  which  he  was  the  first  in- 
ventor." It  is  fpr  this  alone  that  the  statute  authorizes  us 
to  refuse  costs. 

'  4th.  Assuming  this  eighth  claim  to  be  too  broad,  it  may 
well  be  said  that  the  patentee  has  not  unreasonably  delayed 
a  disclaimer,  when  we  consider  that  it  is  not  till  this  mo- 
ment he  had  reason  to  believe  it  was  too  broad.  But  the 
bill  claims,  and  it  is  sustained  by  proof,  that  the  defendant 
has  infringed  the  complainant's  second  patent  for  his  im- 
provement. 

The  court  sustains  the  validity  of  this  patents.    Why, 

then,  is  the  complainant  not  entitled  to  his  costs !    At  law, 

1  a  recovery  on  one  good  count  is  suflScient  to  entitle  the 

'  plaintiff  to  recover  costs ;    and  I  can  see  no  particular 

equity  which  the  defendants  can  claim,  who  are  adjudged 
to  have  pirated  two  inventions  at  once. 
I  am  of  opinion,  therefore,  that  the  decree  of  the  Circuit 
1  Court  should  be  affirmed  with  costs. 

Order.  This  cause  came  on  to  be  heard  on  the  transcript 
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of  the  record  from  the  Circuit  Court  of  the  United  States 
for  the  District  of  Kentucky,  and  was  argued  by  counsel ; 
on  consideration  whereof,  it  is  now  here  ordered,  adjudged, 
and  decreed  by  this  court,  that  the  decree  of  the  said  Cir- 
cuit Court  in  this  cause  be,  and  the  same  is  hereby,  affirmed, 
except  so  much  thereof  as  decrees  that  the  complainants 
shall  recover  their  costs  in  the  prosecution  of  this  suit  of 
and  from  the  defendants,  and  that  that  part  of  the  said  de- 
cree giving  costs  to  the  complainants  be,  and  the  same  is 
hereby,  reversed  and  annulled. 

And  it  is  further  ordered  and  decreed  by  this  court,  that 
the  parties  respectively  pay  their  own  costs  in  this  court 
and  in  the  said  Circuit  Court. 
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Roemer  v.  Simon,  95  U.  S.  214. 


7.  Snggestions  to  inventor. 

Agawam  Co.  v.  Jordan,  7  Wall.  583. 


9.  AflSrmed. 

Smith  V.  Ely,  15  How.  137  [6  Am.  &  Eng.  1]. 


12.  Patentability  of  a  principle. 

Le  Roy  v,  Tatham,  14  How.  156  [p.  313,  ante\. 

Le  Roy  v.  Tatham,  22  How.  132. 

Burr  v.  Duryee,  1  Wall.  531. 

Mitchell  V.  Tilghman,  19  Wall.  287. 
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Gage  V.  Herring,  107  U.  S.  C40. 
Yale  Lock  Co.  v.  Sargent,  U7  TT.  S.  636. 
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1870,  §  53  ;  E.  S.,  §  4916. 
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ETana  v.  Eaton,  7  Wheat.  356  [4  Am.  &  Eng.  105]. 
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OF 


DECISIONS    OP  THE  SUPREME  OOUET  OF  THE  UNI- 
TED STATES  IN  PATENT  CASES  BEPOETED 

IN  THIS  VOLUME. 


AddUional  Improvements 

See  Particular  Patents,  14. 

Agent*  'Aaa 

1.  A  charge  to  the  jury  that  defendants  were  liable  for  the 
acts  of  their  general  agent,  whether  he  reported  his 
agreement  to  them  or  not,  is  correct.  Steam  Packet 
Co.  V,  Sickles 168 


Appeal. 


1.  Appeal  may  be  prosecuted  only  from  a  final  decree.    Bar- 
nard fi,  Gibson 74 

See  Decree,  1 ;  Evidence,  4 ;  Jurisdiction,  4. 


ArtMe  of  Manufacture. 

See  Change  of  Material,  1. 

Assignee. 

1.  An  exclusive  territorial  assignee  under  Act  1886,  §  14,  may 
bring  suit  for  infringement  in  his  own  name.  Any- 
thing short  of  this  is  a  license  upon  which  patentee 
alone  can  maintain  an  action.    Gayler  «.  Wilder 188 

AMSign'ment. 

1.  When  a  party  has  acquired  an  inchoate  right  to  a  patent, 
and  the  power  to  make  that  right  perfect  and  absolute 
at  his  pleasure,  the  assignment  of  his  whole  interest, 
executed  before  the  patent  issued,  was  held  to  inure  to 
the  benefit  of  his  assignees  within  the  provisions  of 
Act  1886,  g  11,  as  if  executed  after  its  issue.  Gayler 
«.  Wilder 188 

S.  Aarignment  of  an  entire  interest  or  of  an  undivided  part 

under  Act  1886,  §  11,  considered.    Gayler  v.  Wilder. .  188 
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4Jhange  in  Fartn. 

1.  Change  in  form  which  does   not  constitute   invention. 

O'Reilly  t,  Morse 488 

Change  of  Material, 

1.  The  substitution  of  a  new  composition  of  matter  for  the 
material  out  of  which  one  old  element  in  an  old  ar- 
rangement was  made,  if  it  resulted  in  a  new  and  useful 
article,  would  be  a  new  and  patentable  manufacture. 
Hotchkiss  V,  Greenwood ,,• •• 340 

See  Particular  Patents,  6. 

{Jharge  to  Jury. 

Bee  Agent,  1  ;  Contract,  2,  3. 

1.  In  view  of  Act  1793,  §  3,  the  specification  being  required 

to  be  prepared  and  filed  before  the  patent  issues,  it  can 
be  referred  to  in  exienio  for  the  subject-matter  of  the 
claim  or  petition  for  patent    Hogg  ir.  Emerson 1 

2.  Where  a  claim  did  not  point  out  nor  designate  the  particu- 

lar elements  which  composed  the  combination,  but  de- 
clared that  the  combination  was  made  up  of  so  much  of 
the  described  machinery  as  effected  a  particular  re- 
sult, held  that  the  claim  was  a  proper  one,  and  that 
it  was  a  question  of  fact  to  be  left  to  the  Jury  which  of 
the  described  parts  were  essential  to  produce  the  result. 

Bilsby  w.  Poote 411 

See  Estoppel,  1 ;  Particular  Patents,  12, 18. 

iUnnhination, 

See  Joinder  of  Invention,  2 ;  Novelty,  1 ;  Repairs,  1 ;  Partio- 
ular  Patents,  7,  8. 

€knnpo9Uion  of  Matter. 

See  Change  of  Material,  1. 

ConetiiuHon, 

See  Purchaser  of  Patented  Article,  8. 

Construction  of  I^atents. 

1.  Patents  and  specifications,  and  the  doings  generally  of  in- 

ventors, should  be  construed  by  plain  and  ordinary 
principles.    Hogg  v.  Emerson 1 

2.  The  patent  is  to  be  tested  by  the  law  in  force  at  the  time 

of  its  grant.    Hogg  v.  Emerson. 1 

See  Model,  1. 

{Construction  of  Special  Act. 

See  Extension,  2. 
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tf^mBivmcHam  of  SiaimUs.  «A«i 

Ad  179S,  §  3.    See  Claima,  1 ;  Specification,  % 

Act  1802,  ch.  81,  §  6.    See  Jurisdiction,  1.  8. 

Act  ISaO,  g  6l    See  Prior  Knowledge  and  Uae,  1,  Z. 

"     §  11.    See  Assignment,  1,  8. 

"     §  13.    See  Particular  Patents,  14. 

"     g  14.    See  Aasignoe,  1. 

"     g  15.    See  Notice,  1. 

*'     g  17.    See  Jurisdiction,  8 ;  Writ  of  Error,  1,  8. 
Act  1837,  §  7.    See  Disclaimer,  1,  8. 


«■ 


1.  Where  a  declaration  in  awumpsit  aet  out  two  counts,  the 
first  on  a  parol  contract  that  plaintifb  were  entitled  to 
certain  savings  resulting  from  the  uae  of  their  patented 
machine,  and  especially  set  forth  the  mode  of  ascer- 
taining the  amount,  and  the  second  upon  a  quantum 
meruit,  held,  that  evidence  of  another  mode  than  that 
set  forth  of  ascertaining  the  amount  was  admissible. 
Steam  Packet  Co.  V.  Sickles 158 

8.  The  defendants  having  ofl^ered  the  evidence  of  the  late 
president  of  the  company,  who  denied  that  he  made 
the  special  contract  alleged,  and  stated  that  he  made  a 
different  one,  the  jury  should  have  been  instructed  to 
find  for  the  defendants,  if  they  believed  this  evidence. 
Steam  Packet  Co.  v.  Sickles 158 

8.  The  contract  held  to  be  an  entire  contract,  and  not  divisi- 
ble, under  the  term  of  which  no  right  of  action  for  any 
portion  of  the  sum  could  be  supported  until  the  patent 
expired.  A  charge  that  it  could  be  supported  held 
erroneous.    Steam  Packet  Co.  v.  Sickles 158 

See  Agent,  1 ;  Jurisdiction,  8. 

Copies  of  BaienU^ 

1.  Where  a  demand  for  copies  of  certain  patents  was  made  on 
the  Commissioner  of  Patents,  accompanied  with  rude> 
ness  and  insults,  held  on  action  for  damages  brought 
for  Commissioner's  refusal,  that  it  was  not  a  legal  de- 
mand ;  but  a  subsequent  demand  having  been  made  la 
a  proper  manner,  that  defendant  was  not  Justified  in 
his  refusal  in  default  of  an  apo1og}%  and  as  plaintiff 
had  shown  a  demand  of  the  copies,  with  tender  of  fee 
and  refusal  of  defendant,  he  had  made  out  his  case  as 
laid  in  this  declaration,  and  was  entitled  to  a  verdict 
with  nominal  damages.    Boyden  v.  Burke. .  • 470 

See  Evidence,  8 ;  Patent,  1. 

Co$U. 

See  Disclaimer,  4 
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1.  A  fair  ground  exists  for  the  mitigation  of  damages,  if  the 

maker  of  the  infringing  machine  appeared  in  truth  to 
be  ignorant  of  the  patent  right,  and  did  not  intend  anj 
infringement.    Hogg  i;.  Emerson 819 

2.  It  is  the  making  and  selling  to  be  used,  and  not  the  selling, 

or  buying,  or  making  alone,  for  which  full  damages 
are  usually  given,  and  the  license  fee  may  be  a  proper 

guide  to  determine  the  same.    Hogg  v.  Emerson 879 

See  Copies  of  Patents,  1 ;  Evidence,  2. 

Dole  of  Invention, 

1.  Where  it  was  established  by  the  testimony  of  witness  and 
others  that  the  inventor  had  invented  his  plan  at  a  cer- 
tain date,  although  not  disclosed  to  the  witness  until 
afterward;  and  there  was  reasonable  ground  for  be- 
lieving it  so  far  completed  in  his  mind,  that  the  delay 
in  bringing  it  t)ut  arose  from  want  of  means,  held  that 
the  invention  was  entitled  to  take  date  from  such  time, 
and  was  not  anticipated  by  publications  subsequent 
thereto.    O'Reilly  v.  Morse 483 

Date  of  Batent. 

See  English  Patent,  1 ;  Particular  Patents,  10. 

Declarations  of  Batentee. 

*  See  Estoppel,  2. 

Decree. 

1.  Where  the  injunction  prayed  for  in  the  court  below  was 
made  perpetual,  but  there  was  a  reference  to  a  master 
to  ascertain  the  damages  by  reason  of  the  infringement, 
and  the  bill  was  not  dismissed  nor  was  there  a  decree 
for  cost,  hdd  that  the  decree  was  not  final,  and  the  ap- 
peal was  dismissed.    Barnard  v.  Gibson. 74 

See  Appeal,  1. 

Delay  in  Biting  Di8claim.er. 

See  Disclaimer,  3. 

Dieclain^er* 

1.  A  disclaimer  by  patentee,  stating  that  the  plaintiff  himself 
is  the  patentee,  is  a  sufficient  statement  of  the  extent  of 
his  interest,  and  is  admissible  as  a  disclaimer  under  Act 
1887,  §  7.    Silsby  v.  Foote 411 

2l  The  law  which  requires  and  permits  patentee  to  disclaim, 
is  not  penal  but  remedial  (Act  1887,  §  7).  O'Reilly  v, 
Morse 488 

S.  Where  a  claim  has  been  allowed  and  held  valid  by  a  cir- 
cuit court,  there  is  no  unreasonable  delay  in  filing  a 
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disclaimer,  until  the  highest  court  to  which  it  could  be 
carried  has  pronounced  its  judgment.  O'Reilly  v. 
Morse. 488 

4  Omission  to  disclaim  does  not  render  the  patent  altogether 
void,  and  patentee  is  entitled  to  proceed  for  infringe- 
ment of  the  valid  part  of  his  invention,  but  he  cannot 
recover  costs,  although  infringement  be  proved. 
O'Reilly  tJ.  Morse 488 

See  Specification,  4. 

'Drawings. 

1.  Correction  of  errors  in  drawings  considered.     Hogg  v. 

Emerson   279 

See  Model,  1 ;  Specification,  1. 

**I>ue  Process  of  Law.^^ 

See  Purchaser  of  Patented  Article,  8. 

English  Lawm 

1.  The  English  law  as  relating  to  the  letters  patent  and  the 

specification  examined.    Hogg  v.  Emerson 1 

English  Patent. 

1.  Where  certain  English  patents  were  introduced  to  establish 
priority  of  invention  over  a  domestic  patent,  luld  that 
they  must  take  date  from  the  time  of  filing  their  speci- 
fications, and  not  of  sealing.    O'Reilly  v.  Morse 488 

Errors. 

See  Drawings,  1. 

EstoppeL 

1.  Where  patentees  have  founded  their  claim  on  the  specifi- 

cation, they  can  neither  modify  nor  abandon  it  in  whole 
or  in  part.    LeRoy  v.  Tatham 818 

2.  Declarations  of  a  patentee  that  he  had  never  perfected  his 

invention  cannot  be  heard  to  disparage  the  title  of  his 
assignees  without  notice  of  the  fraud.  Wilson  u.  Simp- 
son     97 

Eifidenee. 

1.  Inadmissible  hearsay  evidence.    Wilson  v,  Simpson 97 

2.  Whereon  suit  brought  against  the  Commissioner  of  Patents 

for  refusal  to  furnish  certain  copies  of  oflSce  records, 
but  no  special  damages  were  alleged  in  the  declaration, 
the  reception  of  evidence  tending  to  prove  such  dam- 
ages was  properly  refused.    Boydeii  v.  Burke 470 

8.  But  plaintilTs  letter  to  the  Commissioner  requesting  the 
delivery  of  the  copies  to  his  agent,  and  the  Commis- 
sioner's (defendant's)  reply  thereto,  were  properly  re- 
ceived as  part  of  the  re9  getia.    Boy  den  o.  Burke 470 
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PAOB 

4.  The  Appellate  Court  cannot  go  outside  of  the  record  for 

evidence.    O'Reilly  «.  Morse 483 

6.  Where  the  court  below  properly  rejected  certain  evidence, 
held  that  it  was  no  cause  for  reversing  the  Judgment 
that  an  erroneous  reason  was  given  for  rejecting  it. 
Silsby  «.  Foote. 411 

See  Contract,  1. 

JBxtenHtm, 

1.  Under  the  general  law  in  force  (Act  1836)  when  this  spe- 

cial act  (Woodworth  extension,  1845)  was  passed,  a  party  ^ 
who  had  purchased  the  right  to  use  a  planing  machine 
during  the  period  to  which  the  patent  was  first  limited 
was  entitled  to  continue  to  use  it  during  the  extension 
authorized  by  that  law,  nothing  to  the  contrary  appear- 
ing in  the  special  act.    Bloomer  f>.  McQuewan 43i 

2.  To  determine  the  right  to  use  a  patented  article  during  a 

second  extension  granted  by  special  act,  the  act  must  be 
construed  in  view  of  the  general  patent  law,  and  the 
special  acts  passed  from  time  to  time  in  favor  of  partic- 
ular patentees.  They  are  statutes  in  pari  materia,  and 
must  be  construed  together.    Bloomer  v.  McQueWan. .  4M 

FintU  Decree. 

See  Appeal,  1 ;  Decree,  1. 

JFweign  Knowledge. 

See  Prior  Knowledge,  Foreign,  1. 

I'&reign  PtUent. 

See  English  Patent,  1 ;  Term,  1. 

Identity^ 

Sec  Jurisdiction,  2. 

Of  Original  and  Reissued  Patent 

See  Particular  Patents,  11. 

ffnpravement, 

1.  The  patentee  of  an  improvement  on  an  older  patented  in- 
vention is  not  bound  in  his  new  patent  to  refer  specifi- 
cally to  his  former  one.  O'Reilly  v.  Morse 48S 

See  Particular  Patents,  14. 

Incho<»te  Bight. 

1.  The  inventor  of  a  new  and  useful  improvement  has  no  ex- 
clusive right  to  it  until  he  obtains  a  patent,  but  is  vested 
by  law  with  an  inchoate  right  thereto,  which  he  may 
perfect  and  make  absolute  by  proceeding  according  to 
law.    Gayler  v.  Wilder 188 

See  Assignment,  1. 
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Infringement.  «^m 

By  making  and  selling  to  be  used.    See  Damages,  2. 
Of  Process.    See  Process,  2. 

Innocent  Infringer. 

See  Damages,  1. 

Invention. 

See  Change  of  Material,  1 ;  Change  in  Form,  1 ;  Particular 
Patents,  6. 

Inventor. 

See  Suggestions,  1 ;  Particular  Patents,  5. 

Joinder  of  Invention. 

\  1.  Patents  should  include  but  one  subject ;  but  they  may  be 

united,  if  two  or  more,  included  in  one  set  of  letters 
patent,  relate  to  a  like  subject,  or  are  in  their  nature 
and  operation  connected  together.    Hogg  u.  Emerson .      1 
2.  A  joinder  in  one  patent  of  a  combination  and  two  or  three 
portions  of  that  combination  is  proper.   Hogg  v.  Emer- 

^  son 370^ 

i  See  Particular  Patents,  2,  4. 

JuHadietion. 

1.  The  jurisdiction  of  the  court  under  Act  1802.  ch.  81,  §  6, 
extends  only  to  points  of  law.    Wilson  v.  Barnum. ...    SO* 

2.  Where  on  a  certificate  of  division  the  question  was 
whether  or  not  the  patent  was  infringed  by  defendant's 
machine,  held  that  it  was  a  question  to  the  substantial 
identity  of  two  machines,  and  was  a  question  of  fact 
over  which,  ia  view  of  Act  1802,  ch.  81,  §  6,  this  court 
has  no  jurisdiction.     Wilson  v.  Barnum 89 

8.  Where  a  biil  in  equity  was  brought  to  set  aside  an  assign- 
ment of  a  patent  on  the  ground  of  assignees'  refusal  to 
comply  with  the  conditions  of  the  contract,  hdd  that  it 
was  not  a  case  arising  under  the  patent  law  of  the 
United  States,  and  therefore,  the  matter  in  dispute 
being  less  than  $2000,  was  not  subject  to  appeal  under 
Act  1836,  §  17.    Wilson  «.  Sandford . .  122 

4.  The  Supreme  Court  has  jurisdiction  to  re-examine  the 
judgment  of  a  Circuit  Court  rendered  upon  an  agreed 
statement  of  fact.  The  practice  of  appeal  upon  such 
agreed  statement  approved.  Stimpson  v.  B.  &  S. 
R.R.CO 129 

See  Evidence,  4  ;  Nonsuit,  1. 

Lieenee. 

1.  An  agreement  granting  an  exclusive  right  to  make  and 
vend  a  safe  within  a  limited  territory,  grantee  to  pay 
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188 


JAeengee. 


monthly  for  weight  sold,  but  grantor  reserving  right  to 
manufacture  and  sell  within  the  territory  specified,  and 
to  pay  grantee  for  weight  sold,  construed  to  be  a  license 
and  not  an  assignment  of  an  undivided  interest  in  the 
whole  patent,  and  licensee  cannot  sue.  Gayler  v.  Wild- 
er  

2.  A  particular  agreement  between  a  patentee  and  his  in- 
fringer,  compromising  their  suit  and  settling  **  their 
conflicting  claims  to  this  time  '*  construed  not  to  be  a 
license  to  continue  the  use  of  the  invention.  Troy  Iron 
and  Nail  Factory  v.  Corning 875 

8l  a  mere  license  to  a  party,  without  having  his  assigns  or 
equivalent  words  to  them,  showing  that  it  was  meant  to 
be  assignable,  is  only  the  grant  of  a  personal  power  to 
the  licensee,  and  is  not  transferable  by  him  to  another. 
Troy  Iron  and  Nail  Factory  v.  Corning. 876 

See  Assignee,  1. 

See  License,  1. 


See  Damages,  2. 

Lost  A.Tt8m 

Sec  Prior  Knowledge  and  Use,  3. 

Mitigation  of  Damages. 

See  Damages,  1. 
Moda. 


Nonsuit. 


NoUce. 


1.  Models  and  drawings  in  the  case  may  be  resorted  to  for 

clearer  information.    Hogg  v.  Emerson 1 

1.  Courts  of  the  United  States  have  no  power  to  order  a  per- 
emptory nonsuit  against  the  will  of  the  plaintiff. 
SUsby  v.  Foote 411 

1.  Where  notice  of  special  matter  under  the  general  issue  Act 

1886,  §  15,  was  given,  of  matter  described  in  a  publica- 
tion of  upwards  of  1300  pages,  it  was  held  insufficient 
for  failure  to  specify  the  page  or  title  where  found. 
Silsby  V.  Foote 411 

2.  The  notice  having  failed  to  allege  where  the  same  was 

used,  notice  of  the  publication  to  prove  publisher's 
prior  knowledge  is  not  sufficient  under  the  statute. 

Silsby  V,  Foote 411 

8.  Appellants  cannot  be  allowed  to  surprise  patentee  by  evi- 
dence of  a  prior  invention  of  which  they  gave  him  no 
notice.    O'Reilly  u.  Morse 488 
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1.  The  novelty  of  this  c 
of  which  it  is  con 
material  fact  for 
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JFarHcular  Patents. 

1.  J.  B.  Emerson's  patei 
1884,  held  broad 
annexed,  to  embr 
Hogg  V.  Emerson. 

2.  The  several  invention 
patent,  and  the  s 
specification  sustai 

8.  The  specifications  ol 
March  8,  1834,  fo 
the  letters  patent,  i 
described  therein. 

4.  The  inventions  in  Emi 
design  and  operatic 
Hogg  V.  Emerson. 

5.  H.  Burden  held  the  ir 
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Troy  Iron  and  Nai 
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/  make  such  element 
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a  claim  for  a  combi 
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8.  The  claim  in  Reissue 
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bination  of  machine 
V,  Tatbam 

9.  Morse  held  the  first  and 

in  No.  1647,  June  2 
15,  1846,  and  No.  1 
-f  graph,  and  was  not 

inventions  relied  on. 

10.  Patent  No.  1647,  reissu 
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bear  the  same  date  with  the  prior  French  patent. 
O'Reilly  v.  Morso 483 

11.  The  identity  of  the  original  patent,  No.  1647,  and  its  re- 

issue, No.  117,  sustained  in  view  of  the  presumption  in 
favor  of  the  same  raised  by  its  reissue  by  the  proper 
lawful  authority,  nothing  appearing  to  the  contrary, 
and  because  the  variation  in  the  reissue  description 
from  that  in  the  former  specification  does  not  neces 
sarily  imply  that  it  is  for  a  different  discovery.  O'Reilly 
V.  Morse i 488 

12.  Reissue  117,  June  18,  1848,  to  S.  F.  B.  Morse,  claim  8. 

construed  to  be  for  the  exclusive  right  to  use  a  manner 
and  pix>cess  which  he  had  neither  invented  nor  de- 
scribed ;  it  is  for  a  principle,  and  held  too  broad  and 

void.    O'Reilly  v.  Morse 488 

18.  Patent  No.  4453,  April  11,  1846,  reissue  118,  June  13, 
1848,  to  Morse  for  Electric  Telegraph  (Morse  Register), 
held  not  invalidated-  because  embraced  in  void  claim  8 
of  reissuell7.     O'Reilly  v.  Morse 483 

14.  It  is  also  patentable  as  an  improvement  in  a  new  patent, 

in  place  of  being  annexed  to  his  former  specification, 
under  Act  1886,  §  13.     O'Reilly  v.  Morse 483 

15.  The  two  Morse  reissues,  Nos.  117  and  118,  sustained  and 

held  infringed.     O'Reilly  v.  Morse 483 

I^atent. 

1.  Patents  are  public  records ;  and  it  is  the  duty  of  the  Com- 
missioner to  give  authenticated  copies  to  any  person 
who  shall  demand  the  same,  as  soon  as  he  conveniently 
can,  on  payment  of  the  legal  fees.    Boyden  v.  Burke. .  470 

JPtUentcUHlity. 

See  Change  of  Material ;  Change  in  Form ;  Principle ;  Result 

Personal  License ^ 

See  License,  3. 

retition. 

See  Claim,  1. 

l^ractice  in  Patent  Office^ 

See  Copies  of  Patents,  1. 

Presumption  Raised  by  Grant* 

See  Particular  Patents,  11. 

Principle* 

1.  A  "principle  "  in  the  abstract  is  a  fundamental  truth ;  an 
original  cause ;  a  mofive.  It  is  not  patentable.  Le 
Roy  v.  Tatham 818 
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2.  Patenting  a  principle. 

viewed.    O'Reilly  v. 
See  Process,  1.    Particulai 

Pri&r  Invention, 

See  Notice,  8. 

Prior  Knowledges-Foreign. 

1.  When  the  patentee  belie 
a  previous  discovery 
his  patent  void,  unl 
stantial  part  of  it,  ha< 
in  a  printed  publicat 

Prior  Knowledge  and  Use* 

1.  The  prior  knowledge  an 

defeat  a  subsequent 
Act  1836,  §  6,  is  a 
manner  accessible  to 

2.  Lost  arts  fall  within  the 
8.  If  the  inventor  of  a  prio 

covery  public,  but 
private  purpose,  and 
abandoned,  it  is  not 
invention  or  discover 
will  defeat  a  patent  f 
inventor.    Gayler  v. 
See  Notice,  2,  8 ;  Prior  Em 

Prior  Publication, 

See  Notice,  1,  2. 

Process* 

1.  Where  a  power  of  natn 
the  invention  consists 
modify,  and  concent 
not  in  discovering  th* 
f ul  objects.    Le  Roy 

2..  The  test  of  infringement 
have  used  substantial 
same  result.    Le  R03 

See  Particular  Patents,  8. 

Purchaser  of  Patented  Article* 

1.  The  purchaser  of  the  pat 
no  right  from  the  a 
private  property,  pr 
United  States,  but  by 
is  situated,  and  subje< 
McQuewan 
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2.  Neither  does  It  depend  upon  the  term  granted  patentee.' 
Bloomer  u.  McQucnan 4 

8.  Where  purchaser's  right  to  construct  and  use  the  patented 
device  is  purchased  and  paid  for  without  limilation  of 
time,  it  becomes  a  properly  right,  protected  by  the  Qth 
Amendment  to  the  Constitutioo.  A  special  act  depriv- 
ing them  of  the  right  to  euch  usecould  not  be  regarded 
as  due  process  of  law.    Bloomer  v.  McQuenan 4 

Furcha»er  of  Bight  to  Nake  or  SeUfor  U$e, 

1.  The  interest  of  a  purchaser  of  the  exclusive  privilege  of 
making  or  vending  for  use  the  patented  srllcle,  is  B 
share  In  Ihe  monopoly,  and  terminates  at  the  time 
limited  for  its  continuance  by  the  law  which  created  it 
Bloomer  v.  McQuewan 4 

QuetttOM  of  Fact. 

See  Claim,  3  ;  Jurisdiction,  3. 

Beeord. 

I.  Where  patentee  hod  previously  perfected  his  right,  the  de- 
struction of  the  record,  through  no  fault  of  his,  cannot 
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Bight  to  Make  aind  Seil, 

See  License,  1.   • 

Bight  to  Make  and  Sell  for  Use, 
See  Damages,  2 ;  Purchase 

Bight  to  Make  and  Use, 

See  Purchaser  of  Patented 

Bight  to  Use. 

See  Extension,  1,  2;  Lie 
Article,  8. 

Sale  of  Patented  Article. 

See  Purchaser  of  Patented 

Secret  Invention. 

See  Prior  Knowledge  and  1 

Specification. 

1.  It  is  the  specification  i» 

merely  illustrate.    H 

2.  The  schedule  or  specifics 

patent  in  view  of  c 
under  Act  1793,  §  3. 

8.  The  specification   is  a 
Morse 

4.  In  his  specification  paten 
and  disclaim  all  the  c 
Emerson 

See  Claim,  1 ;  Improvemen 

Sub'Combination. 

See  Joinder  of  Invention,  2. 

Substitution. 

See  Change  of  Material,  1. 

Suggestions. 

1.  The  fact  that  the  invent< 
sary  information  am 
and  acted  upon  it,  ne 
ventor  nor  detracts  f  ] 

Surprise. 

See  Notice,  8. 

State  Law. 

See  Purchaser  of  Patented 
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nrm  of  Batent,  vmoi 

1.  The  question  whethex*  the  filing  of  the  United  States  appli- 
cation prior  to  the  grant  of  the  French  patent  for  the 
same  invention  exempted  the  subsequently  granted 
domestic  patent  from  limitation  to  the  term  of  the  prior 
foreign  patent,  raised  but  not  decided.  O'Reilly  v. 
Morse 488 

See  Purchaser  of  Patented  Article,  2 ;  Particular  Patents,  10. 

Territorial  Assignee. 

See  Assignee,  1 ;  License,  1. 

TiOe. 

See  Estoppel,  2. 

Void  Claims. 

See  Particular  Patents,  12,  18. 

Void  JPatent. 

See  Disclaimer,  4 ;  Prior  Knowledge,  Foreign,  1 ;  Particular 
Patents,  10. 

Withdrawal  of  Juror. 

1.  Where,  after  oounseVs  opening  adc^ress  was  begun,  a  juror 
was  discharged  on  account  of  physical  disability,  KM 
that  it  rested  in  the  discretion  of  the  court  whether  the 
withdrawal  of  the  juror  should  be  treated  as  occasion- 
ing a  vacancy  on  a  still  existing  panel,  or  as  breaking 
up  the  panel  altogether.    Silsby«t7.  Foote 411 

WrU  of  Error. 

1.  Act  1836,  §  17,  construed  to  vest  the  Circuit  Court  with 

discretion  to  allow  or  disallow  writs  of  error  in  patent 
cases  involving  less  than  $2000.    Hogg  v.  Emerson. ...      1 

2.  When  a  court  below  deem  it  "  reasonable  "  to  allow  a  writ 

of  error  at  all  under  the  discretion  vested  in  them  by 
Act  1886,  §  17,  it  must  be  on  the  whole  case.  Hogg  v. 
Emerson 1 
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